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Civil Liability for Trademark Initial
Interest Confusion to Keywords in US
and Current Evaluation in Taiwan
—Centering on Search Engine and
Information Storage Service Provider

Fa-Chang Cheng )

Abstract

The enormous data collection power in search engine providers and the tre-
mendous data storage power in information storage service providers arouse strong
concerns about initial interest confusion to trademark use among the trademark
owners. This article indicates that US judicial practice overreads the trademark use
to keyword search mechanism in search engine providers and storage service pro-
viders as direct trademark infringement. This phenomenon not only tears down the
fundamental torts theory but also strikes the inappropriate balance between the pro-
tection of trademark owners and the importance of Internet development. This arti-
cle concludes that the indirect torts liability would be the most appropriate solution

to resolve the trademark dispute for keywords initial confusion regarding search
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engine and information storage service if Taiwan follows the US experience. To get
through the transitional stage until reaching the ultimate indirect tort liability for
search engine providers and information storage providers, this article would sug-
gest that to set minimum behavior requirements through the enactment of the Elec-
tronic Communications Act be the first step. With respect to implementing indirect
tort liability into Taiwan’s legal system, the author also conceives a tentative con-
tributory liability (induced infringement liability) provision to the Taiwan Trade-

mark Law, which is based upon the counterpart in the US legal system.

Keywords: Search Engine, Initial Interest Confusion, Keyword, Indirect
Torts Liability, Trademark Law
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’ Caner Dincer & Banu Dincer, Key Factors of Online Customer Satisfaction, 5 INT’L J. OF
AcAD. RES. BUs. & Soc. Sc1. 97, 101 (2015).
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Alan M. Trammell & Derek E. Bambauer, Personal Jurisdiction and the “Interwebs”, 100
CORNELL L. REV. 1129, 1169 (2015).

42 Fa-Chang Cheng, The Reflection of DMCA Safe Harbor Rule in Thinking of General Li-
ability for the ISP Through Its Users’ Violation of Law Within Cyberspace, 1 INT’LJ. SOUND,
Music & TECH. 5, 7-8 (2011).

*3 Tiffany (NJ) Inc. v. eBay Inc., 600 F.3d 93 (2d Cir. 2010).

* 1d at 96.
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B 1d at 109-10,

49 Chloe SAS v. Sawabeh Info. Services Co., No. CV 11-4147 GAF (MANX), slip op. 9-10
(C.D. Cal. Oct. 8, 2013). See also Ashley Bumatay, 4 Look at Tradekey: Shifting Policing
Burdens from Trademark Owners to Online Marketplaces, 11 HASTINGS Bus. L.J. 341,
352-53 (2015).

:(1) See Chloe SAS, slip op. at 12.

ROBERT N. LEAVELL ET AL., EQUITABLE REMEDIES, RESTITUTION AND DAMAGES CASES AND
MATERIALS 15 (6th ed. 2000).
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1d. at 774.

Id. at 779.

Id. at 784.

Id. at 785.
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Requesting Investigation of Various Internet Search Engine Companies for Paid Placement
and Paid Inclusion Programs (June 27, 2002), http://www.membrane.com/security/
computers_and _internet/search engines.html.

65 Kemnitzer, supra note 10, at 404.
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