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Claim Construction in Patent Infringement Analysis:
A Case Study of the U.S. Federal Courts’ Decisions

Student - Jun-Kai Wang Advisors - Dr. Shang-Jyh Liu

Institute of Technology Law
National Chiao Tung University

ABSTRACT

A patent is a statutorily-created right, it allows a person, upon making a
showing to the government that he_has originated a novel innovation in the
useful arts, to exclude others from .exploiting his invention (called an
infringement) for a period of years. ' The patent creates a property right, and is
treated in law as intangible ‘personal property: To evidence this right, a patent
is memorialized by a document called a letters patent. Its scope is described in
the claims of the patent document (called the specification), upon granting to
function like a deed to real property in that it describes the metes and bounds of
the property as to which the owner has the right to exclude others. Claims also
serves a notice function to the public.

Patent claims are subject to many technical rules, as well as historical styles,
so they often take a formalistic and sometimes stilted form. Nonetheless, the
claims determine what exactly the patent owner may exclude others from doing.
Given the great impact claim construction may have on the outcome of a patent
infringement case, the court's construction of the claims of a patent may be case
dispositive or drastically affect the prospect of settlement. Thus, while not
technically a  dispositive ruling, claim construction can have

outcome-determinative effects.



The purpose of this thesis is to study the methodology of patent claim
construction for those called upon to construe the claims of a patent, that is, to
determine the meaning of patent claims. The procedure and manner for
construing claims can vary depending on the court, the facts and issues in the
case, and personal preferences. The Court of Appeals for the Federal Circuit of
the United States has provided some guidance, however, as to permissible and
impermissible claim construction procedures. This thesis study those procedures

and underlying issues in dual approaches of history review and case study.

Keywords: Patent Infringement, Claim Construction, Court of Appeals for

the Federal Circuit, Markman Hearing
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3251 35U.8.C. §271(a). [FAF| 0 SR ~ 7 W[ES«@J,?U' TR RV R ISR R A G %
[ l?‘@'ﬁjjlﬂ I/F;;FF[E[F[‘/EIJ@'JLE?[ iﬂi F”TQJ uélf , L I A2 A o (This right includes the ability to
exclude others from making, using, offering to sell or selling a patented 1nvent10n in the United States,

importing a patented product or a product made by a patented process, or exporting the components for
assembly.)

? 3011 35U.8.C.§112, 92. (The specification shall conclude with one or more claims particularly pointing out
and distinctly claiming the subject matter which the applicant regards as his invention.)

"9+ #9581 il (metes and bounds ) : ?‘F’[ RS M AR RS ] R T g lﬁf[’ﬁ[@ﬂ;]gu Wl gy
£ PR AR BE = A 4 B py B*Lfb 3l - Metes and bounds are usually descrlbed in deeds and surveys to
estabhsfl the boundary lines of land. % .l Black's Law Dictionary (8th ed. 2004)

" 52}l In re Vamco Mach. & Tool, Inc., 752 F.2d 1564, 1577 n.5 (Fed. Cir. 1985); A-B Dick Co. v. Burroughs
Corp., 713 F.2d 700, 702 (Fed. Cir. 1983); accord S3 Inc. v. NVIDIA Corp., 259 F.3d 1364, 1369 (Fed. Cir. 2001)
(' “The purpose of claims is not to explain the technology or how it works, but to state the legal boundaries of
the patent grant.” )
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HTFICE MANUAL OF PATENT EXAMINING PROCEDURE §608.01m (8th ed. 2005) (hereinafter MPEP).
For instance, each patent claim must be in the form of a single sentence.

1 dispositive: being a deciding factor; bring about a final determination % . Black's Law Dictionary (8th ed.
2004)

' Patents may contain hundreds of claims. A litigant need not assert all claims in a suit, but often more than one
claim is asserted. Fed. R. Civ. P. 8(a); 35 U.S.C. § 282 (Supp. 2003); see also 37 C.F.R. § 1.75.
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"7 2x [l Robert P. Merges & Richard R. Nelson, On the Complex Economies of Patent Scope, 90 COLUM. L.
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2. BAIRP g /%

- B BRAIRP F R S g R X3 - Mehik g 4 RO @ B
TR R E ) R AR P R Y 329R B4 eh 4 L (person having
ordinary skill in the art) =& » iBfd 4 1y a8 - AR R
P P mERNA TR R ER SR IZER A o n A AE AR
By daosha A M RY FmEEL A T E 7 7R AL P
=l é&zm}*’ﬁ-ﬁm&{d R gl et 4 B o Mo dreh A A
o @ BRI P rE e A A L a kB2 T KT EY R

© B o
T

3. BIRE E LB IF FRRRE R
G SO AR S SR UL RS P Sl
PEL PR a oy h- B2 s R F s 22
SRR ES SRR L NS RS AR ELEE
CRRRCA R o A
EA B ERAIET R AN E - D R L RRIRP
moF s ~ & {145 & (prohibiting reading limitations from

-~

specification into claims) ;% = A2 2 #H s R EREJEP I P F R
f2:8 & 114 [ (to read the Claims in light of the specification ) -

? %21 Environmental Designs, Ltd. v. Union Oil Co., 713 F.2d 693, 696 (Fed. Cir. 1983), cert. denied, 464 U.S.
1043 (1984). ("Factors that may be considered in determining level of ordinary skill in the art include (1) the
educational level of the inventor; (2) type of problems encountered in the art; (3) prior art solutions to those
problems; (4) rapidity with which innovations are made; (5) sophistication of the technology; and (6) educational
level of active workers in the field.")
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BEF 7 PirsFicz 7% i (Embodiments ) » F]pt 123 2% it & )¢
FErT - e P FERIERAR P RELE B AR B3
2Tk - Upr g Y R IFRREAZEI L v E B T
B YRR A T AR - F P LT B s R

FEAFR- Rz RIS 2N S (1) B3
(preamble ) » H i@ ¥ E 4t 13 g PR ende A 4E 3] 5 (2) @537

(transition) > # 3@ ¥ & * Tcomprise (& 3 ), & Tconsist (= ), h2 F

* 421 Gen. Foods Corp. v. Studiengesellschaft Kohle mbH, 972 F.2d 1272, 1274 (Fed. Cir. 1992). (Each claim
is a unitary entity, in that it must be considered as a whole.)
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8 %[l Corning Glass Works v. Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251, 1257 (Fed. Cir. 1989); see Applied
Materials, Inc. v. Advanced Semiconductor Materials Am., Inc., 98 F.3d 1563, 1572-73 (Fed. Cir. 1996).

( “Whether a preamble stating the purpose and context of the invention constitutes a limitation of the claimed
process is determined on the facts of each case in light of the overall form of the claim, and the invention as
described in the specification and illuminated in the prosecution history.” )

= 2l C.R. Bard, Inc. v. M3 Sys., Inc., 157 F.3d 1340, 1350 (Fed. Cir. 1998). (If the words of the preamble
simply state the intended use or purpose of the invention, then they do not limit the scope of the claim.)

» [l Catalina Mktg. Int'l, Inc. v. Coolsavings.com, Inc., 229 F.3d 801, 810 (Fed. Cir. 2002). (The preamble

also does not limit claim scope when it merely serves to define the environment in which the invention is to be

used or operated.)
U

2 [l C.R. Bard, 157 F.3d at 1350 (Where patentability depends upon limitations in the preamble or when the
preamble contributes to the definition of the claimed invention, then the preamble may limit the claim.)
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FRAUT AT L RE T2 6 mgaEd Y FR Al
Bl RIS BRI R AP TR e 2 E e
Eop MR- R 2809 S L3 WY R flpE R R

PR @ 3 4o 2 Fx i Catalina {740 ®% = 7 % Coolsavings.com

2 B¢ J P BRA G e e Bola T o ¥ FR BRI B
e 03 hE F F (Jepson) 134 0 W ¢ L1Y 38 1§ 2§ F
FUHEIFERSA S IR AL aw s (P E AT g FE
FlemFs ) 27 i A7 Lo 3 R LRy p > 2013
FEHFERZFR s TR TR EY AR AR
FALER P GEE 2 WA Y R R R

Podek BAIRP E AT SR B St Hy T TS Y

flﬂ

>
!

Ptk € & cn U I AR 1y &Y A R S P

» % [l Rowe v. Dror, 112 F.3d 473, 478-79 (Fed. Cir. 1997). (If the preamble recites structure that is acted on by
the elements of an apparatus or process claim, it should be considered in interpreting the claim.)
421 Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1305 (Fed. Cir. 1999).

! = [l Apple Computer, Inc. v. Articulate Sys., Inc., 234 F.3d 14, 22 (Fed. Cir. 2000). (citing In re Paulsen, 30
F.3d 1475, 1479 (Fed. Cir. 1994)); see also Allen Eng'g Corp. v. Bartell Indus., 299 F.3d 1336, 1346 (Fed. Cir.
2002), Pitney Bowes, 182 F.3d at 1305 (Fed. Cir. 1999). (The Federal Circuit has stressed that preamble
language acts as a claim limitation only when the language serves to give” life, meaning, and vitality” to the
claim and properly define the invention.)

® 821 Allen Eng'g., 299 F.3d at 1346 (Fed. Cir. 2002). (Whether the preamble gives “life, meaning, and

to the claim is determined “on the facts of each case in view of the claimed invention as a whole.” )

’ %2 [l Catalina Mktg. Int'l, Inc. v. Coolsavings.com, Inc., 289 F.3d 801, 808 (Fed. Cir. 2002); Corning Glass

Works v. Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251, 1257 (Fed. Cir. 1989). (There is no litmus test for whether
a preamble limits the claim scope.)

* 1d. at 808.
! %2 [l Bell Communications Research, Inc. v. Vitalink Communications Corp., 55 F.3d 615, 620 (Fed. Cir.

1995). (When a claim element depends on a disputed preamble (i.e., incorporates the language of the prior claim),
it may indicate reliance on the preamble to define the claimed invention, which limits the claim scope.)

Pl Pitney Bowes, 182 F.3d at 1306 (Fed. Cir. 1999). (Similarly, “when the preamble is essential to
understand limitations or terms in the claim body, the preamble limits claim scope.” )

’1d. (If the specification underscores a recitation of a preamble structure or step, it may also treat the preamble
as a claim limitation.)
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g@%@ﬂﬁ@ﬂﬁﬁ;ﬁi@za’ﬁwﬁﬁéiﬁé“fo

RRE SN TR T ?‘?%gdﬁgﬂﬁﬁﬁﬁﬁ’éiﬂé
—F%ﬂ?%ﬁﬁﬁi AAER e Ao K i P P e
4= T comprising (¢ % ) '_con51st1ng essentially of (F 5+ d ... 4+ ),

r2 % T consisting of (¢ o B) g e e Tincluding (¢ 42 ) & &_
"containing ( F F ), + & ¥R s

a. " comprising ( & 7 )5 4o lincluding ( & 42 ) ¢

"comprising (¢ z ) ~Thaving ( £ 3 )~ "including (& )
RS @R BB Eakaua i w B Ao
(open-ended ) i 43¢ 7 ¢ ¥ % PIRERT R SRR St AR B
PUEAT R RS R 2 ¥ G I FET 2+ comprising (¢ 7 )
7‘5,9?A “Bz Cor & RZAS A ER ﬁlgsf*“f“/‘ 9?A ~B

Id. (Tt is also important to note that “clear reliance on the preamble during prosecution to distinguish the

claimed invention from the prior art transforms the preamble into a claim limitation because such reliance
indicates the use of the preamble to define, in part, the claimed invention.” )

Id. (Where there is no such reliance, however, “a preamble generally is not limiting when the claim body

describes a structurally complete invention such that deletion of the preamble phrase does not affect the structure
or steps of the claimed invention.” )

Id. (This means that a preamble that only praises the features or benefits of a claimed invention does not limit
the claim scope.)

Id. (Similarly, preambles that describe “the use of an invention generally do not limit the claims because the

patentability of apparatus or composition claims depends on the claimed structure, not the use or purpose of that
structure.” )

* 42F1 Toro Co. v. White Consol. Indus., 199 F.3d 1295, 1303 (Fed. Cir. 1999). (Rader, J., dissenting)
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% [l Moleculon Research Corp. v. CBS, Inc., 793 F.2d 1261 (Fed. Cir. 1986).
% [l Ex parte Davis, 80 U.S.P.Q. (BNA) 448, 450 (Pat. Off. Bd. App. 1948).
% [l Georgia-Pacific Corp. v. U.S. Gypsum Co., 195 F.3d 1322, 1327 (Fed. Cir. 1999).

% [l AFG Indus., Inc. v. Cardinal IG Co., 239 F.3d 1239, 1245 (Fed. Cir. 2001) (treating “composed of”
the same as  “consisting essentially of” ).

® %2F In re Janakirama-Rao, 317 F.2d 951, 952 (C.C.P.A. 1963).

“ %[l In re Herz, 537 F.2d 549, 551 (C.C.P.A. 1976), cited with approval in Atlas Powder Co. v. E.I. du Pont de
Nemours & Co., 750 F.2d 1569, 1574 (Fed. Cir. 1984).

® %[l AFG Indus., 239 F.3d at 1243 (concerning the separate consideration of an accused device/process from
claim construction).
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% %}l 37 CFR. 1.75 -

(a)The specification must conclude with a claim particulatlyipoititing 6ut and distinctly claiming the subject
matter which the applicant regards as his invention or-discoevery:

(b)More than one claim may be presented provided they differ-substantially from each other and are not unduly
multiplied.

(c)One or more claims may be presented in dependent forms-referring back to and further limiting another claim
or claims in the same application. Any dependent ¢laim'which tefers to'more than one other claim ( “multiple
dependent claim” ) shall refer to such other claims.in‘the alternative only. A multiple dependent claim shall not
serve as a basis for any other multiple dependent claim. For fee calculation purposes under 1.16, a multiple
dependent claim will be considered to be that number of claims to which direct reference is made therein. For fee
calculation purposes, also, any claim depending from a multiple dependent claim will be considered to be that
number of claims to which direct reference is made in that multiple dependent claim. In addition to the other
filing fees, any original application which is filed with, or is amended to include, multiple dependent claims must
have paid therein the fee set forth in 1.16(d). Claims in dependent form shall be construed to include all the
limitations of the claim incorporated by reference into the dependent claim. A multiple dependent claim shall be
construed to incorporate by reference all the limitations of each of the particular claims in relation to which it is
being considered.

(d)(1)The claim or claims must conform to the invention as set forth in the remainder of the specification and the
terms and phrases used in the claims must find clear support or antecedent basis in the description so that the
meaning of the terms in the claims may be ascertainable by reference to the description. (See 1.58(a)).

(2)See §§1.141 to 1.146 as to claiming different inventions in one application.

(e)Where the nature of the case admits, as in the case of an improvement, any independent claim should contain
in the following order:

(1)A preamble comprising a general description of all the elements or steps of the claimed combination which
are conventional or known,

(2)A phrase such as  “wherein the improvement comprises,” and

(3)Those elements, steps, and/or relationships which constitute that portion of the claimed combination which
the applicant considers as the new or improved portion.

(f) If there are several claims, they shall be numbered consecutively in Arabic numerals.

(g) The least restrictive claim should be presented as claim number 1, and all dependent claims should be
grouped together with the claim or claims to which they refer to the extent practicable.

(h) The claim or claims must commence on a separate sheet.

(1))Where a claim sets forth a plurality of elements or steps, each element or step of the claim should be separated
by a line indentation.
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i Markman v. Westview Instruments, Inc., 52 F.3d 967, 979 (Fed. Cir. 1995) (en banc) (hereinafter Markman I),
aff'd, 517 U.S. 370 (1996) (hereinafter Markman 10)

( “[Clompetitors should be able to rest assured, if infringement litigation occurs, that a judge, trained in the law,
will similarly analyze the text of the patent and its associated public record and apply the established rules of
construction, and in that way arrive at the true and consistent scope of the patent owner's rights to be given legal
effect.” )

82 Markman II, 517 U.S. 370 (1996).
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*' 321 Markman 1, 52 F.3d at 978-79 -

%2 3211 Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1583 (Fed. Cir. 1996) - ( “[a]llowing the public
record to be altered or changed by extrinsic evidence introduced at trial, such as expert testimony, would make
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% = & Vitronics %' : BiZRicie b FiE PR - iR p

\4

R INBRHR2LAEEL A

F-7  FE2EF

1. & 448 2 Vitronics & @ 2. % &% 1
Vitronics = # &2 Conceptronic Se A gl 2 A R R

=]

v

B g et AR

¥t (integrated circuits, IC) - "% &3] & f| 7
CHERENERKRETFEAERRI TR L DR
#Hew AR (GAcAlE 5 OBRE IR &) STEEAY

HA4vH A Fendd 4 > Vittonics 2 702 2 p TR D H i i

2o P EEERE A

m
kAT I EE > Blded e (res1stors) C R
B

Vitronics 2 @ & f] (EHAKL E4]) L2 %A ¥ L
e FE el B ] 0 & B 400% A (solder paste ) fk HiEARY f
Jiﬁﬁ’rhimi BESF R o B R AR R R B R

BRAFDFTEE L oa TG ROT S RE R E N ERT R B
*vi‘{’fri??lliz*@’ ¢4 }’i*“ﬁi%lg * (conveyer) } e j| F B HF i }§£ BB
7 Faﬁﬂéc%g‘;?p (heating zone) P » "% 7| ¢ f it ¥ Fld & T + X ¥

BT IR RAR o m B2 Y - B E s H i
&ﬁ&&@~@ﬁﬁ&§@$~&%@,@.%wi1 B rwiEg
K (solder reflow temperature ) | > & &t ¥ 7 #-T F £ F 2 4
¥ T E R T R

192 2% F I Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576 (Fed. Cir. 1996).
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2. #2 Conceptronic 2 7 2 #hir £ S Hjiv
Vitronics 2 # 4 3L Conceptronic 2> # #7#li e g 2 B/ T F %
B P e TR AR i B A LM R R r - R BT SR
H 4 B 1% 48 > Vitronics = & 7 &37F # # # ¥ (New Hampshire )
FREATE I ET R o

e 2R 3 0 Fu ¥t Conceptronic =

by FnEflRdany > SR GFRNFERT FLI PG
By g ®eTdp 7 - A 3o BRI R B AL %‘/\él F# (polyamide glass ) % 7%

F Bt (epoxy-glass) #rles » A Hv mtX /B - 409 2 225C » @ %
B B R R 0 A EAF S B 5 60/40 0 63/37 0 5% EAF AU ) 5 62/36/2

42

AR Rt 190°C 0 Aot E B M e R R BRI g Rk

—

m

E
L.

210C-218TC » Fpt » 5 5 % gf‘ %‘E'JEW'J?&%%F P EAIL R - 2 oo E T

1. &£ Vitronics = #2_1 5
Vitronics 2 ¢ 1 3% Wik i % Jleh b JIp F 0 v R R £
w28 B e (@ (peak reflow temperature ) 0 7F T X 6 B 3% ﬁﬂl 7% A
B & (liquidus temperature ) % 20C=nE B (% X 210C ) » %R
B BAREA 2@t 2 ¥ pd nde o
2. 4 Conceptronic = # 2_ 1 5
@ Conceptronic 2> # P12 R ¥ L eh% 7 (expert testimony ) :

4

BREZEER? £ F &5 (synonymous) ; @ & & ¥

A=

N 1

*AUF A S 63/37 %A R ER S 186C, 0 M Ak X &
F1¥ 5 FIE R Y o fleh B R TR R A B S 63/37 =
Hrk A AR EERC 2w 186°C o

3. Wy 2 G PR Y FRIFFLPER R SRR

1% the liquidus temperature of a particular type of solder known as 63/37(Sn/Pb)

-61 -



4

mp2n 3 % ke R Conceptronic 2 7 M3t T w238 B | ¢hd 365 2
#|4- Conceptronic = & 7 #5 % 4 % o Vitronics 2 & #5283 > % f&
dﬁgﬂ%@ﬁﬁﬂm’ﬁiﬁﬂ%%wﬁjﬁg&o
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i

£ 2% ene ;ﬁ-g ﬂ%,ﬁg]ar FETwmER 3 F v’ﬁ% ? J&3% E_r1 Vitronics
P deniedy X | end JIEP 3 R G 7 3 0 1B & Conceptronic

NP B RFEFFERREVE?

Fow IR BRI P URE P2 )

B b vk it s o ¥ Rl Rl 0f# f] % A Vitronics 2 &
wﬁﬂﬁﬁ%@é?ﬁ’ﬁ@%»im@%%ﬂ%@ﬁ%’mmemmw
DA FETT S SR E 2 Bal (reverse) R 2k 3k

% w (remand) I BZR3 > E e

ENEES T RS TR LU E ) I PE 1

Wi L FE R A F RS (LB PR JEp R Y P
§dpdl o AR EEE G Ah Y o R T BT R R 0k 5] 210C 0 F
EB2RRR A QA 195C > A B AL < QAR T 210°C M P T 2k
B A B 0 F] 5B A iR Bg MO e R TR AR R 0 ST B H 2 e
?4%ﬁ°d*ﬁ$%?ﬁ@¢%?%@ﬂﬁ:r*iéﬁﬁﬁﬁﬁﬁﬁ
Al et r g g M ek e B RRESRERRE (TS
ﬁl%@)’Wxaéﬁnﬁ’#iﬁ%@%wme*ﬂﬂgﬁhmﬂ%%%ﬁ

I F F B e

B2 v B b B g ) R Y SRR PR R L £

1% the temperature of the devices be maintained below said solder reflow temperature
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Fo R DA S R

x\“i
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¥R BB 2 AP — R EEIE N R B2 iE ke

i

%ﬂ&ﬁjﬁ%%ﬁlwsﬁiMmmmlﬁmﬂ%%ﬁ’&%%ﬁﬁ
FEAFRE  HNE AR EG R HERRRNFHALEE T
A % 3R IR (intrinsic evidefice ) ¥ “F382# I (extrinsic evidence) o H ¢
pERESRE 7Y 5 J140 B (claims) > &P F (specification ) ﬁ’% 41
2 ¥ ¢ #h% (prosecution history) ¥ = 6 74 kiR ' 5 @ ¢ vz Rl
AR L ;}7?1171&;4:&#;;&:}%.’; ¢ 75 73E 5 (expert

testimony ) ~ % P! X %% (inventor testimony ) ~ F ¥ (dictionary) £2 § ji¥

W

F

# % (learned treatises) %'

ts > & 1996 # 2 Vitronics Corp. v. Conceptronic, Inc % '®¢ » mj 21
¥ 3 e R UE ol R o Sl L 47%**”“8 Y2 Y8

&m’&ii?%7%mo'ﬁﬁﬁim@\$m%“ R

195 2 1 Markman v. Westview Instruments, 52 F.3d 967 (Fed. Cir. 1995).
1% 1d. at 979.
197 1d. at 980.

1% 2% F I Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576 (Fed. Cir. 1996).
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FEEEY FEIIER TR Y 2T F (terms) Vo

(2) Markman I @ 3 3] > P A F 5 ¢ e fIFER* 3255 b4

FRAERPD TLRFFFZALE AR RS R
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FEEY ¢ RV GEEAMEE 2T SFE A
X0 AR GAE NI RRL SRS WY FEFERL G
i£1ﬁ$ﬁ°sﬁm@¢$§%@ﬂ?Iiﬁﬁ%%’%%ﬁ“
L S I

4% =¥ 78 (as a matter of law) 5 # & {2 ﬁ—/ﬁ
g o AR RY R IR T Y
4 fj-/ﬁii WhkoARa 272 F4% 3+ (enlarge ) N ( diminish )
£ (vary) ¥ b IR
(4) Vitronics % # #% 3] » p 3K ’3%\1‘4 BEE 2 EHI KA
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%%m%wﬂa@%%Mﬁ€%ﬁ%’*$%?H¢f(éﬁéﬁéﬁwé
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%+ [l Markman I at 979.

10" 2 F IMarkman I at 980.
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TR Pp 2 BT AR IR S

" 2 £ [ Vitronics, 90 F.3d at 1582.

12 1d. at 1583.
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- 68 -



Flzo? G ELERF > ZIRTIBESPZELE > D B2
EERFEY FEAHS S F R iLaigs o

@ # Vitronics &7 o #3 THRAEEP E | > 2ia & fla L

EEO YR AIFERE ST F AR S HY IR
@ﬂ%@wi%%’ﬁmaﬁﬁﬁii%ﬁ’ﬁ%ﬂﬁmiﬁﬂﬁ

o\

dofe F A 207 R ’F‘tﬁ L‘T’L > anJ' a.'*i’if‘zp_‘&;&{p'i_
&%%“;%*r@%ﬁiﬁﬁJ’ﬁhﬂaf g%ﬁﬂﬁé
R N R Y PP S R TR - Sy

o

FrLgapy e R

%%&ﬁwJ@ %uiﬁ:ﬂﬁﬂ’?ﬁﬁwfkéf#@?ﬁﬁ%
BARP 3 2 - R0 B A L e 70 Y R FEREE
Flp 3 o i GR iR 5 > B{lp I3 TR E N5 3
BRMalt {23 %A FAGHEE ; @ Vitronics %7 0 Z ] {
SRR IEP G YR FEL LR DA AvE- 2 B
%ﬂ°ﬁﬁ§@%3ﬂ%@%’%%%—m%m%?ﬁmé’ﬁi
%%ﬁﬂ%*ﬁ#é%%@ﬁﬁ%o
Ikl TV AR 2 BR ORI AAHP LR
AELG AR R e Ry s 20 FRIeA T 0 G
ﬁ%“é B E . T o e 2R Y AR
CTRAFERECE  RERARZF B A A A AR
%Ti@%ﬁéﬁﬁ’Hﬁﬁ%ﬁilﬁéaa?%’ﬁhﬂr'
VRl R BT o RIEEY (T R 0 B R

FREFEAEFIRT 2RSS o TR AL ERL 0 A2

e

120 1d. at 980.

' 2 F 1 Vitronics, 90 F.3d at 1582.

- 69 -



FE S -

£y 2
L ﬁ,‘ygf 2R 3

5,
4‘7

’77‘
?i"

o p

MR GRAAER I 1

FEHE R L flRp

T2 EALARR > P AR

SR SR

¥ b 3FE f e i Markman 1 % 22 Vitronics
B FE R EE R s - F AR
o 7+ Markman I %7 » BZRise F 3rx fa
o E 2 R B R Eh

gg?QPﬁw FEFF P FLAED

BAZY 0 IR Eins R b Rt E W b a a
Vitronics % ¥ ’Eiﬁi‘ﬁiﬁii P2 P s o ,T*% FFET BT B

a3 BRETWLAP AL R R

ﬁﬁﬁﬂ?ﬁi i
ACE I I T
@ B RHET LFR
T LR B
A oy

/L
1A

7]

v
*

RS

7t % > Markman I % /2 2

iz Fh 4

; m Vitroni

B B
7% 114 #
F &
FH RR bbi f%’

122

123

124

125

% [l Markamn I, 52 F.3d at 981.
% [l Vitronics, 90 F.3d at 1584.
Id. at 1585.

Id. at 1584 n.6.

[ 4eBy iRk A e B AT i

STt

CE N
\:I‘IMT )

/ h’_r\'—':\.‘s {-\ "é’, r_ﬁ

fﬁﬁﬁ‘J’ﬁ
I A R TIPSR N RV ¥ ¢

%,
2= “Tp R %
A
ol ¢ B
T’gﬁ'ﬁ’

%2

=4

%

Rimshe 13 AL E

> >z Y

FI\.‘) I

7 it |/<Fﬁ94

EN EN NG

b
2]

B iz ﬁ%g=?ﬂ$§j¥2.21
B ER
2 B R ER Y
oo BRI bR
PE o BERE R IRZEYE 2 AEAF
BEHTE T EAEK

>a Y
[:A\AY fi'

B

CS

< o —E-‘

@&wijz—ﬁ’ﬁ%ﬁ%o

-70 -



% = & Cybor % e % F2> CAFC #-£ #7% 12 (de novo
review) # 2 Y FRJIFERERL A
ST R Yk I E BRI L SRR G

-3 X2 EF

1 L4l A FAS 2 2 iim € 4] B % fl 3w

FAStar, Ltd.# 75 I 448 FAS Technologies, Inc. (™ f§f£ 5 FAS)
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133 22 F1 Dayco Prods., Inc. v. Total Containment, Inc., 258 F.3d 1317, 1324 (Fed. Cir. 2001). (To construe a
claim, a court must interpret it from the perspective of one of ordinary skill in the art, rather than that of counsel

or retained expert witnesses.)
1% 2 F 1 Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1583 (Fed. Cir. 1996). (A consideration in claim

construction is whether the patent has given adequate public notice of the proposed construction.)
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137 22 F1 Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996). (In construing claim
language, a court should first consider the evidence “intrinsic” to the patent.)

% 1d. (Intrinsic evidence includes the entire patent document (e.g., claims, drawings, and specification) and, if
in evidence, the prosecution history, all of which are publicly available.)

9 1d. ( “[I]ntrinsic evidence is the most significant source of the legally operative meaning of disputed claim
language.” )

140" 22 [ 1 Interactive Gift Express, Inc. v. Compuserve, Inc., 256 F.3d 1323, 1331 (Fed. Cir. 2001) (While that
point is not typically disputed, it is important to note that “[a]ll intrinsic evidence is not equal.” )
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"1 1d. ( “In construing claims, the analytical focus must begin and remain centered on the language of the
claims themselves, for it is that language that the patentee chose to 'particularly point[] out and distinctly claim][]
the subject matter which [he] regards as his invention.” )

142 22 F1 CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir. 2002); Johnson Worldwide Assoc.
v. Zebco Corp., 175 F.3d 985, 989 (Fed. Cir. 1999). (The courts have consistently employed a “heavy
presumption” that the ordinary meaning of the claim term given by those of ordinary skill in the art applies.)

143 22 F 1 Teleflex, Inc. v. Ficosa N. Am. Corp., 299 F.3d 1313, 1325 (Fed. Cir. 2002). (To determine the ordinary
meaning of a claim term, a court may review a variety of sources, including intrinsic evidence like the claims,
written description, and prosecution history, as well as treatises and dictionaries.)

144 2 £ Tex. Digital Sys. v. Telegenix, Inc., 308 E.3d 1193, 1203 (Fed. Cir. 2002). [l %4%— i ﬂa%gf*
IR B I%E{;ﬂ@*@“' IS £ ) 4 R B © (T more
than one dictionary definition is consistent with the use of the words in the intrinsic record, the claim terms may
be construed to encompass all such consistent meanings.” ).

145 22l Markman I, 52 F.3d 967, 979 (Fed. Cir. 1995), affd, 517 U.S. 370 (1996). (In considering the meaning

of a particular claim term, it is often helpful to consider that term in the context of the other language in the same
claim.)
1% 1d. at 982, (the claim required the system to be able to “detect and localize spurious additions to inventory
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as well as spurious deletions therefrom.” )

"7 1d. ( “[T]he claim phrase 'detect and localize spurious additions to inventory as well as spurious deletions
therefrom' does not make sense using Markman's definition of 'inventory.' Dollars or invoice totals are not
'localized' since dollars do not travel through the cleaning process and the location of invoices is irrelevant.
Location is relevant to clothing, since it moves through and sometimes without the establishment, where it can
be lost, stolen, or damaged. Also, 'spurious' additions and deletions logically relate to clothing because 'dollars'
would not be spuriously added to a dry-cleaner's inventory. Thus, the language of the claim itself suggests the
conclusion that the dry-cleaner's 'inventory' includes clothing.” )

148 2x [l Robotic Vision Sys., Inc. v. View Eng'g, Inc., 189 F.3d 1370, 1376 (Fed. Cir. 1999) (It also is useful to
consider other claims in the same patent, whether or not those other claims are asserted in the lawsuit.)

149 52 11 Laitram Corp. v. Rexnord, Inc., 939 F.2d 1533, 1538 (citing Autogiro Co. of Am. v. United States, 384
F.2d 391, 404 (Ct. CL 1967)) (applying the doctrine of claim differentiation to claims involving a
means-plus-function element); see, e.g., Wenger Mfg., Inc. v. Coating Mach. Sys., Inc., 239 F.3d 1225, 1233,
(Fed. Cir. 2001); Dow Chem. Co. v. United States, 226 F.3d 1334, 1341 (Fed. Cir. 2000); Kraft Foods, Inc. v.
Int'l Trading Co., 203 F.3d 1362, 1368 (Fed. Cir. 2000).
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% 221 Toro Co. v. White Consol. Indus., 199 F.3d 1295, 1302 (Fed. Cir. 1999) (citations omitted); Comark
Comm., Inc. v. Harris Corp., 156 F.3d 1182, 1187 (Fed. Cir. 1998). But see Fromson v. Anitec Printing Plates
Inc., 132 F.3d 1437, 1445 (Fed. Cir. 1997) (recognizing limits to the doctrine), overruled on other grounds by
Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448 (Fed. Cir. 1998).

11 5 51 Wenger Mfg., 239 F.3d 1225 1233 (Fed. Cir. 2001). (This doctrine applies with greatest force when

“there is a dispute over whether a limitation found in a dependent claim should be read into an independent
claim, and that limitation is the only meaningful difference between the two claims.” )

%2 [l Kraft Foods, 203 F.3d at 1368. (Claim differentiation, however, is more a guide to construction than an

absolute rule.)
133 22 Fl Rexnord Corp. v. Laitram Corp., 274 F.3d 1336, 1342 (Fed. Cir. 2001); CVI/Beta Ventures, Inc. v. Tura

LP, 112 F.3d 1146, 1159 (Fed. Cir. 1997) ( “[W]e are obliged to construe the term 'elasticity' consistently
throughout the claims.” ).

134 2}l Epcon Gas Sys., Inc. v. Bauer Compressors, Inc., 279 F.3d 1022, 1030-31 (Fed. Cir. 2002); Elkay Mfg.
Comp. v. Ebco Mfg. Co., 192 F.3d 973, 980 (Fed. Cir. 1999) ( “When multiple patents derive from the same
initial application, the prosecution history regarding a claim limitation in any patent that has issued applies with
equal force to subsequently issued patents that contain the same limitation.” ).

135 22 Fl Epcon Gas Sys., 279 F.3d 1022, 1030-31 (Fed. Cir. 2002).

1% ZxF1 Markman I, 52 F.3d at 979-80; Renishaw PLC v. Marposs Societa' Per Azioni, 158 F.3d 1243,

1248-49 (Fed. Cir. 1998) (explaining that limitations discussed in the specification or prosecution history should
not be used to narrow the scope of the claim unless those limitations properly assist in defining a disputed claim
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term); Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996).
57 2321 35 U.S.C.§ 112, 91. The specification contains a written description of the invention, sometimes with

drawings, and must enable a person of ordinary skill in the art to make and use the invention.

% [l Vitronics, 90 F.3d at 1582 (In claim construction analysis, the Federal Circuit believes the specification

to be highly relevant, stating, “Usually it is dispositive; it is the single best guide to the meaning of a disputed

)

159 52}l Interactive Gift Express, Inc. v. Compuserve, Inc., 256 F.3d 1323, 1331 (Fed. Cir. 2001).
160" 32} Teleflex, Inc. v. Ficosa N. Am. Corp., 299 F.3d 1313, 1327 (Fed. Cir. 2002). (Such a deviation from the
ordinary meaning only occurs when the patentee used “words or expressions of manifest exclusion or
restriction, representing a clear disavowal of claim scope.” )
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11 22 Fl Johnson Worldwide Assoc. v. Zebco Corp., 175 F.3d 985, 989-90 (Fed. Cir. 1999). (Claim terms cannot
“be narrowed by reference to the written description or prosecution history unless the language of the claims

invites reference to those sources.” )

162 52 F1 Am. Permahedge, Ins. v. Barcana, Inc., 105 F.3d 1441, 1444 (Fed. Cir. 1997). (It is axiomatic that
“[c]laims, not the specification embodiments, define the scope of protection.” )

195 22 Fl Liebscher v. Btoothroyd, 258 F.2d 948 (C.C.P.A. 1958).
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1%+ 52§l Johnson Worldwide, 175 F.3d at 989; Vitronics, 90 F.3d at 1582; Markman I, 52 F.3d at 986; CCS
Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir. 2002); Rexnord Corp. v. Laitram Corp., 274
F.3d 1336, 1342 (Fed. Cir. 2001); Dow Chem. Co. v. Sumitomo Chem. Co., Ltd., 257 F.3d 1364, 1373 (Fed. Cir.
2001); Bell Communications Research, Inc. v. Vitalink Communications Corp., 55 F.3d 615 (Fed. Cir. 1995)

(' “A claim must be read in view of the specification of which it is a part.” ).

165 52}l Jack Guttman, Inc. v. Kopykake Enter., Inc., 302 F.3d 1352, 1360 (Fed. Cir. 2002). (This recognition of
the patentee as  “his or her own lexicographer” holds even when the patentee defined the word more broadly
than its ordinary meaning.)

19 52f1 Jack Guttman, 302 F.3d at 1360; CCS Fitness, 288 F.3d at 1366; Johnson Worldwide, 175 F.3d at 990;
Vitronics, 90 F.3d at 1582.

. at 1360.

168 52 £ 1 Johnson Worldwide, 175 F.3d at 991; Renishaw PLC v. Marposs Societa' Per Azioni, 158 F.3d 1243,
1249 (Fed. Cir. 1998) ( “The patentee's lexicography must, of course, appear 'with reasonable clarity,
deliberateness, and precision' before it can affect the claim.” ) (quoting In re Paulsen, 30 F.3d 1475, 1480 (Fed.
Cir. 1994)).

199 [l CCS Fitness, 288 F.3d at 1367; Johnson Worldwide, 175 F.3d at 990 . (A claim term may also be
narrowed by reference to the specification when the term chosen by the patentee so deprives the claim of clarity
that there is no means to ascertain the scope of the claims from the language used.)
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170" 22 Fl Renishaw, 158 F.3d at 1251-52. (If this is the case, the specification should be used as additional

context from which the meaning of the claim term may be established.)
"I £ £1 CCS Fitness, 288 F.3d at 1366-67. (A claim term also may be limited by the specification when the
intrinsic evidence shows that the patentee distinguished that term from prior art on the basis of a particular

embodiment, expressly disclaimed subject matter, or described a particular embodiment as important to the
invention.)

172 351242 F.3d 1337, 1343-44 (Fed. Cir. 2001); see also Toro Co. v. White Consol. Indus., 199 F.3d 1295,
1301 (Fed. Cir. 1999) (limiting claim term based in part on statements in the specification describing a particular
structure as  “important to the invention” ).

173 2% F1 Markman I, 52 F.3d at 980. (If the specification does not define or require a limiting construction of the
claim term, it cannot limit the patentee's right.)

174 22} Johnson Worldwide, 175 F.3d at 989-90; see also Dayco Prods., Inc. v. Total Containment, Inc., 258
F.3d 1317, 1325 (Fed. Cir. 2001). (A statement in the specification or prosecution history only narrows a claim
beyond its literal scope when the patentee makes that intention clear with unambiguous and specific statements.)
175 22}l Dayco Prods., 258 F.3d at 1327; Laitram Corp. v. NEC Corp., 163 F.3d 1342, 1347 (Fed. Cir. 1998)

(' “[A] court may not import limitations from the written description into the claims.” ); SRI Int'l v. Matsushita
Elec. Corp., 775 F.2d 1107, 1121, (Fed. Cir. 1985) (en banc).

176 5 11 Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996) (the “[c]laims must be read
in view of the specification,” ).
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177 82 Fl Kraft Foods, Inc. v. Int'l Trading Co., 203 F.3d 1362, 1366 (Fed. Cir. 2000); Mantech Envtl. Corp. v.
Hudson Envtl. Servs., Inc., 152 F.3d 1368, 1375 (Fed. Cir. 1998). (the claims are not limited to preferred
embodiments or illustrative examples of an invention discussed in the written description).

178 52 Fl Lemelson v. United States 752 F.2d 1538, 1552 (Fed. Cir. 1985). (the term “prepositioning” in a
claim was not limited to automatic prepositioning, even though the specification repeatedly referred to automatic
prepositioning and never referred to manual prepositioning).

179 2211 Bell Atlantic Network Servs., Inc. v. Covad Communications Group, Inc., 262 F.3d 1258, 1270 (Fed.
Cir. 2001); Comark Comm., Inc. v. Harris Corp., 156 F.3d 1182, 1186-87 (Fed. Cir. 1998) ( “[Wihile ... claims
are to be interpreted in light of the specification and with a view to ascertaining the invention, it does not follow
that limitations from the specification may be read into the claims.” (quoting Sjolund v. Musland, 847 F.2d
1573, 1581 (Fed. Cir. 1988)).

180
181
182
183
184
185

%[l Fromson v. Anitec Printing Plates, Inc., 132 F.3d 1437, 1440-42 (Fed. Cir. 1997).
. at 1443-1444.

. at 1443,

. at 1445.

. at 1443-1445.

. at 1445.
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¢ 21 Dow Chem. Co. v. Sumitomo Chem. Co., Ltd., 257 F.3d 1364, 1378 (Fed. Cir. 2001) (citations omitted);
Johns Hopkins Univ. v. CellPro, Inc., 152 F.3d 1342, 1355 (Fed. Cir. 1998) ( “A patent claim should be
construed to encompass at least one disclosed embodiment in the written description portion of the patent
specification.” ); Hoechst Celanese Corp. v. BP Chems. Ltd., 78 F.3d 1575, 1581 (Fed. Cir. 1996).
187 53¢ L1 Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1583, (Fed. Cir. 1996). (such an interpretation
“would require highly persuasive evidentiary support.” )
188 ZxF1 35 U.S.C. § 112; Johns Hopkins, 152 F.3d at 1355. (This support could be an extensive prosecution
history where the patentee gave up or disclaimed a preferred embodiment to obtain allowance of narrower claims.
This rule derives, in part, from the statutory requirement that the specification contain a written description of the

invention.)
'8 £ 5183 Inc. v. NVIDIA Corp., 259 F.3d 1364, 1369 (Fed. Cir. 2001) (citing Netword, LLC v. Centraal Corp.,

242 F.3d 1347, 1352 (Fed. Cir. 2001)). ( “claims are directed to the invention that is described in the
specification; they do not have meaning removed from the 'context from which they arose.” ).

190 32 £ 1 Markman 1, 52 F.3d 967, 980 (Fed. Cir. 1995), aff'd, 517 U.S. 370 (1996); see Southwall Techs., Inc. v.
Cardinal IG Co., 54 F.3d 1570, 1578 (Fed. Cir. 1995) ( “The terms of a claim, however, are not given their
ordinary meaning to one of skill in the art when it appears from the patent and file history that the terms were
used differently by the applicant.” )
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1 2 £ CVI/Beta Ventures, Inc. v. Tura LP, 112 F.3d 1146, 1155 (Fed. Cir. 1997) (citations omitted); see
Southwall, 54 F.3d at 1578 ( “A patentee may not proffer an interpretation for the purposes of litigation that
would alter the indisputable public record consisting of the claim, the specification, and the prosecution history,
and treat the claims as a 'nose of wax.” )

192 52}l Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1457 (Fed. Cir. 1998). (Whether a court will define a
term based on statements made during the prosecution depends on “whether a competitor would reasonably
believe that the [patentee] had surrendered the relevant subject matter.” )

% [l Markman 1, 52 F.3d at 980 (Although the prosecution history should be used to understand the claim
language, it, like the written description, cannot “enlarge, diminish, or vary' the limitations in the claims”
absent statements expressly defining or limiting the scope of the claims.)
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h[l%?&lﬁv,:ﬂ( Jﬂ&f\_~§% Hicla o 35 U.S.C. § 251. The prosecution history ofa

reexamlnatlon or relssue proceeding is, like the original prosecution history of a patent, a public record.
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%2 [l Southwall, 54 F.3d at 1576. (Statements made by the applicant during prosecution regarding what a
claim does not cover offer great assistance to the court in determining the proper meaning of a claim term.)

% 1d. at 1578. E@’J"%?VH'ﬁﬁﬁﬁﬂﬁﬁ%‘ﬁ@ﬁ?% ’ EJ’*H@ SRR AR A - fI T TR
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17 52} Elkay Mfg. Comp v. @bco Mfg. Co., 192 F.3d 973, 980 (Fed. Cir. 1999). Fiﬁl & IHI i SR
”[ﬁj A - ul%‘ﬂsﬂf BIFIE F%F[l%bﬁl || 2] glﬂiﬁf”pﬁ[[%@wﬁq S e, ﬁl fi [ijﬁfu &ngﬁ%’ﬂs#J;
FISUE AR (B -
198 2 5 ! Dow Chem. Co. v. Sumitomo Chem. Co., 257 F.3d 1364, 1373 (Fed. Cir. 2001). (In addition to intrinsic
evidence, courts may rely on evidence extrinsic to the patent and prosecution history in construing the claims.)
1 1d. (Such extrinsic evidence consists primarily of expert testimony, inventor testimony, and articles.)
20 22 £ Teleflex, Inc. v. Ficosa N. Am., 299 F.3d 1313, 1325 (Fed. Cir. 2002). (Not all extrinsic evidence is
treated alike, however. For example, dictionaries and treatises, formerly considered a special form of extrinsic
evidence, are no longer considered extrinsic evidence at all.)
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little or no probative weight ) |
3. hIRFIR2 G

PR F TR AMBER UK TE AL ML R SRR
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2 2 £ 1 Interactive Gift Express, Inc. v. Compuserve, Inc., 256 F.3d 1323, 1332 (Fed. Cir. 2001). (A district
court may always consult extrinsic evidence to educate itself about the technology at issue.)

202 3¢ £1 Markman I, 52 F.3d 967, 980 (Fed. Cir. 1995), aff'd, 517 U.S. 370 (1996). (Such evidence “may be
helpful to explain scientific principles, the meaning of technical terms, and terms of art that appear in the patent
and prosecution history.” )

29 22§l Eastman Kodak Co. v. Goodyear Tire & Rubber Co., 114 F.3d 1547, 1555 (Fed. Cir. 1997), overruled
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on other grounds by Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448 (Fed. Cir. 1998) (en banc).

2% 2 £ Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1583 (Fed. Cir. 1996). (The Federal Circuit

carefully restricted the courts' ability to rely on extrinsic evidence because it fails to provide the type of public

notice that competitors are entitled to rely upon when ascertaining the scope of the claimed invention.)

%2 [l Eastman Kodak, 114 F.3d at 1555 ( “As often occurs, each party presented experts vouching for their

usage of the crystallization temperature limitation in the claim.” ).

26 1d, at 1555-56; Key Pharm. v. Hercon Labs. Corp., 161 F.3d 709 (Fed. Cir. 1998) (court relied on what the

FDA believed was the effective dosage of a compound in order to construe the claim term  “effective dosage” );

Fromson v. Anitec Printing Plates, Inc., 132 F.3d 1437, 1444-45 (Fed. Cir. 1997) (court relied on extrinsic

evidence to adopt claim construction consistent with preferred embodiment and purposes of invention, stating
“Extrinsic evidence may be particularly helpful to the court when a specific technical aspect that is of

potentially dispositive weight was not discussed in the specification or explored during the patent

prosecution.” ).

% [l Eastman Kodak, 114 F.3d at 1555 (The goal of the claim construction process is, of course, to

determine what the claim means to an artisan of ordinary skill in the relevant field.)

2% 2 F1 Markman I, 52 F.3d at 985 (Indeed,  “it is not unusual for there to be a significant difference between
what an inventor thinks his patented invention is and what the ultimate scope of the claims is after allowance by
the PTO.” )
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299 1d. at 983. (Furthermore, testimony by a “patent expert” not skilled in the art regarding how the patent
should be construed is entitled to little, if any, deference..

219 1d. (Such testimony is no more than a legal opinion, and the court must ultimately come up with its own
opinion.)

2 251 Dow Chem. Co. v. Sumitomo Chem. Co., 257 F.3d 1364, 1372 (Fed. Cir. 2001). (Courts have expressed
a preference for certain types of extrinsic evidence over others, treating those preferred types as quasi-intrinsic.)

212

Vitronics, 90 F.3d at 1585. (In Vitronics, the court posited that prior art references and dictionaries were more

reliable sources of evidence than expert testimony for understanding how one skilled in the art would interpret
claim terms.)

13 1d. (As compared to expert testimony, which often only indicates what a particular expert believes a term to
mean in the context of the dispute, prior art references and dictionaries provide better objective indications of
what those skilled in the art generally believe a certain term means.)

1% 1d. (Texts created before the dispute arose are much less likely to present a biased view of technical terms
than expert testimony prepared for litigation.)

215 551 Markman I, 52 F.3d at 978-79. (Unlike expert testimony, prior art documents and dictionaries are
available to the public in advance of litigation and thus permit competitors to attempt to understand claim
elements and design around a patent.)
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216 2 £l Tex. Digital Sys. v. Telegenix, Inc., 308 F.3d 1193, 1203 (Fed. Cir. 2002). (Unlike expert testimony,

prior art documents and dictionaries are available to the public in advance of litigation and thus permit
competitors to attempt to understand claim elements and design around a patent.)

217 81 CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 1366, 1369-70 (Fed. Cir. 2002) (citing numerous
cases which relied on dictionary definitions to establish the ordinary meaning given a claim term by those skilled
in the art); Optical Disc Corp. v. Del Mar Avionics, Inc., 208 F.3d 1324, 1335 (Fed. Cir. 2000); Karlin Tech., Inc.

v. Surgical Dynamics, Inc., 177 F.3d 968, 971 (Fed. Cir. 1999).
218 2 F1 Dow Chem. Co. v. Sumitomo Chem. Co., 257 F.3d 1364, 1372-73 (Fed. Cir. 2001); Multiform
Desiccants, Inc. v. Medzam, Ltd., 133 F.3d 1473, 1478 (Fed. Cir. 1998).
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? 221 Arthur A. Collins, Inc. v. Northern Telecom Ltd., 216 F.3d 1042, 1045 (Fed. Cir. 2000).
220 31 Autogiro Co. of Am. v. United States, 384 F.2d 391, 399 (Ct. Cl. 1967). ( “In its broader use as source
material, the prior art cited in the file wrapper gives clues as to what the claims do not cover.” )
%[l Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1583 (Fed. Cir. 1996).
%[l Tate Access Floors, Inc. v. Interface Architectural Res., Inc., 279 F.3d 1357, 1372 (Fed. Cir. 2002).
%[l Zodiac Pool Care, Inc. v. Hoffinger Indus., Inc., 206 F.3d 1408, 1414 (Fed. Cir. 2000); see also Fromson
v. Anitec Printing Plates, Inc., 132 F.3d 1437, 1442 (Fed. Cir. 1997) (  “The court may gain understanding of the
state of the art at the time the invention was made, from the prior art or from experts in the technologic field.” ).

221
222
223

224

=

% fL Vitronics, 90 F.3d at 1584. (Nonetheless, uncited prior art can indicate what those of ordinary skill in

the art believe a term to mean at the time of the reference.)
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3 22 F1 Bausch & Lomb. Inc. v. Barnes-Hind/Hydrocurve. Inc., 796 F.2d 443, 450 (Fed. Cir. 1986).

226 2251 Bell & Howell Document Management Products Company v. Altek Systems, 132 F.3d 701 (Fed. Cir.

1997).
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SRR R LS l‘%%\»fn%’*ﬁ— Vit iR R e s L E R 45T
LA £ 8 h® ] 0 7R ﬁmﬁ"’ﬁ b B R o ¥ ¥ m IR
2 o 7r 51 % Hoechst v. BP Chemicals Ltd.— % ¥ e e g L 0 kA #F a
Vitronics 7 L fE > HEF| I AP L@ % 2 2 faadmg B - 2F

POAg R R S S KRR P D 2T B LR

227 3£l Modine Mfg. Co. v. United States Int' 1 Trade Comm’ n, 75 F.3d 1545, at 1550 (Fed. Cir. 1996) ( “[A]
claim interpretation that would exclude the inventor's device is rarely the correct interpretation; such an
interpretation requires highly persuasive evidentiary support...." )

2% 22 £ Vitronics v. Conceptronics 90 F.3d 1576, 39 USPQ2d 1573 (Fed. Cir. 1996) (Indeed, if “solder reflow
temperature” were defined to mean liquidus temperature, a preferred (and indeed only) embodiment in the
specification would not fall within the scope of the patent claim. Such an interpretation is rarely, if ever, correct
and would require highly persuasive evidentiary support, which is wholly absent in this case.)
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RAATRLY FEJERLECRR SRS B BRI 5
7 R RO B R G REY R IR T AERE R
»,Hgﬂgja%l 2AR T A0 ke u;%fl B RAITRE- 25
P ehd - FaE 2 g 1) %Eﬂiﬂ PPl e GEB I F LR BRI - Rk
ARG prAY b Pl FEREAT eI FEFOEE > 28 AR
B pEiEL TR Y YR e ah R aE {1 B i

& D.M.IL, Inc. v. Deere & Co.— % ¢ » ¥4 2 b ippmer™’c 4§ - i
%] Modine Mfg. Co. v. U.S. Iternational Trade Commission ® > B =Rz e ?’r
2 Ty - B e SR A BB R Y ARG R e
FIFE > pt T35 - BT R TR o B AR %mﬁ;&#f?ér_éﬂo
Ttk TV AR ge 0 R P A B RR A WT?_%\J °

W

2% 2 f1 Hoechst Celanese Corp. v. BP Chems. Ltd., 78 F.3d 1575, at 1581 (Fed. Cir. 1996) ( “We share the
district court's view that it is unlikely that an inventor would define the invention in a way that excluded the
preferred embodiment, or that persons of skill in this field would read the specification in such a way.” )

20 2 F1 DM.L, Inc. v. Deere & Co., 755 F.2d 1570, 1574 (Fed. Cir. 1985). ( “Claim differentiation . . . is
clearly applicable when there is a dispute over whether a limitation found in a dependent claim should be read
into an independent claim, and that limitation is the only meaningful difference between the two claims.” )

B 2 £1 Modine Mfg. Co. v. U. S. Int'l Trade Comm'n, 75 F.3d 1545, 1550-51 (Fed. Cir. 1996).When a
limitation is included in several claims but is stated in terms of apparently different scope, there is a presumption
that a difference in scope is intended and is real. Tandon Corp. v. United States Int'l Trade Comm'n, 831 F.2d
1017, 1023, 4 USPQ2d 1283, 1288 (Fed. Cir. 1987). Such a presumption can be overcome, but the evidence
must be clear and persuasive. Conversely, it is incorrect to construe a claim as encompassing the scope that was

relinquished in order to obtain allowance of another claim, despite a difference in the words used. See Builders
Concrete, Inc. v. Bremerton Concrete Prods. Co., 757 F.2d 255, 260, 225 USPQ 240, 243 (Fed. Cir. 1985).
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g B =nicir 3772 B i SRIInternational v. Matsushita Elec. Corp. - %
PTE S BB lEp TR R I ERE AR Y R IER
Bop- BAS ROV LER Y FEPIERIIG - BILE TR
EIRES BUREE A A TV R IEE LY B2 o 5L 2 ¢
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22 451 SRI International v. Matsushita Elec. Corp., 775 F.2d 1107, 1122 (Fed. Cir. 1985) (en banc).
23 2§ 1 Multiform Desiccants Inc. v. Medzam Ltd., 133 F.3d 1473, 1480 (Fed. Cir. 1998). (However, the

doctrine of claim differentiation does not serve to broaden claims beyond their meaning in light of the
specification, and does not override clear statements of scope in the specification and the prosecution history.)
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F]#t & Tandon Corp. v. United States International Trade Commission —

FORINCABILFR* AR FIHFATFE D 3 P Rad g
PRDOLEEFERF o WEIAFFIARDRREFR M T RALE
SR S frmf«?méﬁm”“

PHETIERLECRR EFHY R FROREFREFEL
ok ARANBJRP F AR BY GEJERDERES ‘»\‘Qf‘ %
1A B e FE B T ke k- B4 L AR 0 K
AT RF A HARRGHRET U S A R SNk o

] BAEL A AR
%A ?#@mfﬁ zm;*#ﬁﬁﬁﬁ%m%’—&i%’@
TEHER ‘3‘ Ll Rl & 7 o4 e0jgff - i Modine Mfg. Co. v. United States

International Trade Commission = SRF T H =R i F oriE fade 2 $1¢ 5% )

C"’Ar

SN

ifi“‘ Flerfz R 6 127 a0 e a4z v r g sl 35 o 4 Texas Instruments
Inc. v. United States International Trade Commission — % 7 » » & % ¥ B o
FE AP R R T g e
kTR Y R PR BEARGERES AL TR SR A
AP ARGIRERI NS E - Y A A FRlOFEG> - TFF Y

2% 2§ 1 TANDON CORP. v. UNITED STATES INT'L TRADE COMM'N, 831 F.2d 1017, 1023 (Fed. Cir. 1987)
(' “To the extent that the absence of such difference in meaning and scope would make a claim superfluous,
the doctrine of claim differentiation states the presumption that the difference between claims is significant.” )
25 2 F1 Modine Mfg. Co. v. United States Int' 1 Trade Comm’ n, 75 F.3d 1545, 1550 (Fed. Cir. 1996)

( “Ambiguous claims, whenever possible, should be construed so as to preserve their validity.” ); Genentech,
Inc. v. The Wellcome Found. Ltd., 29 F.3d 1555, 1564, 31 U.S.P.Q.2d 1161, 1167 (Fed. Cir. 1994) ( “An
appropriate method for resolving [a claim construction dispute] is to avoid those definitions upon which the PTO
could not reasonably have relied when it issued the patent.” ); Harris Corp. v. IXYS Corp., 114 F.3d 1149, 1153,
43 U.S.P.Q.2d 1018, 1021 ( “[C]laims should be read in a way that avoids ensnaring prior art if it is possible to
doso.” ).

26 22 F | Texas Instruments Inc. v. United States Int' 1 Trade Comm’ n, 871 F.2d 1054, 1065, 10 U.S.P.Q.2d

1257, 1265 (Fed. Cir. 1989) (citing ACS Hospital Systems, Inc. v. Montefiore Hospital, 732 F.2d 1572, 1577,
221 U.S.P.Q. 929, 932 (Fed. Cir. 1984)).
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27 2 Digital Biometrics, Inc. v. Identix, Inc., 149 F.3d 1335, 1344 (Fed. Cir. 1998); see also Athletic
Alternatives, 73 F.3d at 1581. But see N. Telecom Ltd. v. Samsung Elec. Co., 215 F.3d 1281, 1295 (Fed. Cir.
2000) ( “Athletic Alternatives considers the case where reasoned analysis leads to two clear and distinct
definitions of claim language. It does not apply here, where confusing statements in the prosecution history
simply fail to overcome the ordinary meaning of the ... limitation.” ).

28 511 Athletic Alternatives, Inc. v. Prince Mfg., Inc., 73 F.3d 1573, 1581 (Fed. Cir. 1996) ( “Where there is
an equal choice between a broader and a narrower meaning of a claim, and there is an enabling disclosure that
indicates that the applicant is at least entitled to a claim having the narrower meaning, we consider the notice
function of the claim to be best served by adopting the narrower meaning.” )

29 21 Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1583 (Fed. Cir. 1996).

20 2 F1 Digital Biometrics, Inc. v. Identix, Inc., 149 F.3d 1335, 1344 (Fed. Cir. 1998).
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21 22 £1 Phonometrics, Inc. v. N. Telecom, Inc., 133 F.3d 1459, 1465 (Fed. Cir. 1998); See also

Fin Control Systems Pty. Ltd. v. OAM Inc., 265 F.3d 1311 (Fed. Cir. 2001). (In interpreting claims, the court
begins with the presumption that the same terms appearing in different portions of the claims should be given the
same meaning unless it is clear from the specification and prosecution history that the terms have different
meanings at different portions of the claims.)
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2 2 f Digital Biometrics, Inc. v. Identix, Inc., 149 F.3d 1335, 1345 (Fed. Cir. 1998). (The same word
appearing in the same claim should be interpreted consistently.)

3 2 F1 Fonar Corp. v. Johnson & Johnson, 821 F.2d 627, 632 (Fed. Cir. 1987). (Claim terms must be
interpreted consistently. Interpretation of a disputed claim term required reference not only to the specification
and prosecution history, but also to other claims. The fact that a court must look to other claims using the same
term when interpreting a term in an asserted claim mandates that the term be interpreted consistently in all
claims.)

24 511 Watts v. XL Sys., Inc., 232 F.3d 877, 882 (Fed. Cir. 2000). (Statements made in one prosecution history
were applicable to the both asserted patents because the two patents were related.)

5 2 F1 W.L. Gore & Associates v. Garlock, Inc., 842 F.2d 1275 (Fed. Cir. 1988). (The same interpretation of a
claim must be employed in determining all validity and infringement issue in a case.) Sterner Lighting, Inc. v.
Allied Elec. Supply, Inc. 431 F.2d 539, 544 (5th Cir. 1970). (A patent may not, like a “nose of wax,” be
twisted one way to avoid anticipation and another to find infringement.)

26 2 £l Southwall Technologies Inc. v. Cardinal IG Co., 54 F.3d 1570 (Fed. Cir. 1995). (Arguments made
during prosecution regarding the meaning of a claim term are relevant to the interpretation of that term in every
claim of the patent absent a clear indication to the contrary.)

7 2 f1 CVI/Beta Ventures, Inc. v. Tura LP, 112 F.3d 1146, 1158 (Fed. Cir. 1997) (observing that statements
made during prosecution commit the inventor to a particular meaning of a claim term that is binding during
litigation).
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28 3251 Fonar Corp. v. Johnson & Johnson , 821 F.2d 627, 632 (Fed. Cir. 1987) (the meaning of a term in a
claim must be defined in an manner that is consistent with its appearance in other claims in the same patent).
249 % [l Sanders Brine Shrimp Co. v. Bonneville Artemia International, Inc., 970 F. Supp. 892 (D. Utah

1994-1998).
20 211 Bell Atlantic Network Services, Inc. v. Covad Communications Group, Inc., 262 F.3d 1258, 59 USPQ2d

1865 (Fed. Cir. 2001).
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31 211 Bell Communications Research, Inc. v. Vitalink Communications Corp., 55 F.3d 615, (Fed. Cir. 1995).

(' “[A] claim preamble has the import that the claim as a whole suggests for it.” )

2 2 F1 In re Paulsen, 30 F.3d 1475, 1479 (Fed. Cir. 1994) (Terms appearing in a preamble may be deemed
limitations of a claim when they give meaning to the claim and properly define the invention.).

23 21 Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1305 (Fed. Cir. 1999). ( “If the claim
preamble, when read in the context of the entire claim, recites limitations of the claim, or, if the claim preamble
is 'necessary to give life, meaning, and vitality' to the claim, then the claim preamble should be construed as if in
the balance of the claim.” ) See also Jansen v. Rexall Sundown, Inc., 342 F.3d 1329, 1333, (Fed. Cir. 2003) (In
considering the effect of the preamble in a claim directed to a method of treating or preventing pernicious anemia
in humans by administering a certain vitamin preparation to “a human in need thereof,” the court held that the
claims' recitation of a patient or a human “in need” gives life and meaning to the preamble's statement of
purpose.)

2% 32 F1 Bell Communications Research, Inc. v. Vitalink Communications Corp., 55 F.3d 615, 620 (Fed. Cir.
1995). ( “when the claim drafter chooses to use both the preamble and the body to define the subject matter of
the claimed invention, the invention so defined, and not some other, is the one the patent protects” ).
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