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[?fﬁﬁ =P PR (the General Agreement on Traiffs and Trade - [E*
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Pl S “‘ﬁﬁu@ 4’%@%:; AT (SR P
R S 0 S R R T« R EL“?‘T" -
Jo Tt oA Uk ﬂéugbgw—.@ (Uruguay) %f—?f@ﬁ*kﬁ%ﬁﬁ g{é‘?[HI . "77;57.
B 1 S S VRO PR R
(Uruguay Round Negotlatlons) ) E T FF' Chp e Ay A F‘J'@F&"Eﬁ’
FJJFHJEEM ’ IEFTJ TPEY pAa T oA B AR o AR R R
FRer b5 ™ ST ”FF'*EEW‘@@ are3 ﬁl#[ﬁ[ *IJ}H‘W;*[ M}JFA €T ey
uﬁJWW?”%%a@WWJ?%%wWW? W@@J“WEBWP@V
~ CHREE - | ﬁ(gz;&ﬁ%p”?{k < I/F B R TR AR [RESIERY pA L £ e
P 1) Rt 2T I o AR Sl i %ﬁ/ﬁﬁfﬂ‘j@“ﬁ Ry FEI%\F%J
i A Ff'f‘?ﬁﬂ‘i%@ 4 ﬁfﬂig’*ﬁﬁ i YR A R LYY YIEI?MS*IJ’C% JEr
R ) bl TR 1 - ) T b
il SR~ P . b s WY B R 2 1
BB LI RS D as o

AEIRFLEY F [t ”,f%f F'Ejﬁf‘?iﬁg%’f BLE Jr%jggfj’?ﬂffﬁ@@% H o 2 B (T
AR /R [ T ﬁ@igﬁﬁﬁW@Fwﬂ
ﬁ%ﬁ”lﬁ&%ﬁiﬁﬁﬂ‘@@ R [T S S ] ?'-vf,[ﬁﬂ'[%

i Fe i %‘ﬁ'ﬁﬁf’w [l S SR ’E”Téﬁ?ﬁlﬁi g (B "*37\ LI R
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15 %%F‘EJFS&E  (1E-WTO BY pb ety S e IR o URAR YR g2 ) - BT - 243 00
120> 77471999 = 12 F) -

1 MICHAEL J. TREBILCOCK & ROBERT HOWS, THE REGULATION OF INTERNATIONAL TRADE 248 (1995).
7 “In order to reduce the distortions and impediments to international trade, and taking into account
the need to promote effective and adequate protection of intellectual property rights, and to ensure that
measures and procedures to enforce intellectual property rights do not themselves become barriers to
legitimate trade, the negotiations shall aim to clarify GATT provisions and elaborate as appropriate new
rules and disciplines.”

18 “Negotiations shall aim to develop a multilateral framework of principles, rules and disciplines
dealing with international trade in counterfeit goods, taking into account work already undertaken in
the GATT.”
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2.2 TRIPs VERI&FFEFH]
2.2.1 ] pI®Y phsE TRIPs 53— [X83— 7FI

PSS Y B TRIPs 5%~ (3% o Ty Vs ool 5
SIAERQIERE o i DR uiﬁﬁlﬁfr’fﬁiﬁg Frch I H RIRIT L G

B:ﬂjﬁl’?[ﬁ/ I H;&%T fﬁﬁﬂ%}if Lk rlgﬁ‘[’ré"éj@?}iﬂ e @?5%?79%’5‘%
j\E'_‘l_llI: F¥4\£Fﬁlj¢fﬂil' ﬁfélij:\‘ 23ﬂ”£

% TreBILCOCK & HOws, supra note 16, at 262-63.

% STEWART, supra note 1, at 2308-2309.

2l TReBILCOCK & Hows, supra note 16, at 264.

24 {[ﬁiﬁt} http://www.wto.org ; #4317 Centre William Rappard, Rue de Lausanne 154, CH-1211
Geneva 21, Switzerland.

2 Article 1, para. 1 of the TRIPs:" Members shall give effect to the provisions of this Agreement.
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2.2.2 1l BA%Y Bh52 58 TRIPs 5Yp°H — (37— TF

Members may, but shall not be obliged to, implement in their law more extensive protection than is
required by this Agreement, provided that such protection does not contravene the provisions of this
Agreement. Members shall be free to determine the appropriate method of implementing the provisions
of this Agreement within their own legal system and practice.”

fflf']ﬁit 155 Fr21-
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% Article 41, para. 5 of the TRIPs:" It is understood-that this Part does not create any obligation to put
in place a judicial system for the enforcement of intellectual property rights distinct from that for the
enforcement of law in general, nor does it affect the capacity of Members to enforce their law in
general."
% Article 41 para. 1 of the TRIPs:" Members shall ensure that enforcement procedures as specified in
this Part are available under their law so as to permit effective action against any act of infringement of
intellectual property rights covered by this Agreement, including expeditious remedies to prevent
infringements and remedies which constitute a deterrent to further infringements."
27 Article 42 of the TRIPs:" Members shall make available to right holders11 civil judicial procedures
concerning the enforcement of any intellectual property right covered by this Agreement......."
2 223 MICHAEL BLAKENEY, TRADE RELATED ASPECTS OF INTELLECTUAL PROPERTY RIGHTS: A
CoONCISE GUIDE TO THE TRIPS AGREEMENT 124(1996).
=8 [as«'*wa;f SBIERAI 15 R j*ﬂ AR (e A o0 = A = O e
)F:ffﬂ% iR ]?’iﬁ P TR F%Ffrﬁ#ﬁl PN ERE, il i‘\[ﬁs«'%%‘ I*F%”ﬁl
ﬁ‘U@F 'Fﬁ#? Eﬂﬁ@ﬁ i Ii“f LRI SR =G iéﬁ*ﬂ <
Wk 7H S RS T FI @#*rﬁ%ﬂﬂ 1&%*4 4 B réﬂ%”{ 4D Fﬁp
ﬁ% XF}UJ Kimberley Moore, Are Dlstrlct Judges Equipped to Resolve Patent Cases? 12 FED. CIR.
BAR J. 1,32 (2002).
3017"’ (AR 0 0= & 2 H Al j’*ﬂﬂ‘& R o3 ﬁt‘ﬂ& f '¢ﬁ¢7fﬁ'
£ I EHL R P o) e S R G 4
f%’f{?’ P R 2001 A FJTE—H' rr ?iﬁrﬂﬁ*" I3 (3R T, (Final Report of the Judmal
System Reform Commlssmn) ETIIARR H?’% TESET ]~ BV f ey FF';*WE%@ VRl
ngli@‘cﬂ VAR IR lzﬁﬂi SIS RE! ﬂj.ﬁ; jFH &fﬁ%—f?%f?‘%w 2a
il R EEY b E R R R R ﬁt FREE o 7L http:/fwww. udicial. gov.tw/
i iiwﬁ“{‘/qéj,%‘gfm %f 1(2004/6/1) -
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% BLAKENEY, supra note 28, at 123.
3 ADRIAN OTTEN & HANNU WAGER, COMPLIANCE WITH TRIPS: THE EMERGING WORLD VIEW
403(1996).
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Article 41 para. 3 of the TRIPs:" Decisions on the merits of a case shall preferably be in writing and
reasoned. They shall be made available at least to the parties to the proceeding without undue delay.
Decisions on the merits of a case shall be based only on evidence in respect of which parties were
offered the opportunity to be heard."
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% Article 41 para. 4 of the TRIPs:" 4. Parties to a proceeding shall have an opportunity for review by a
judicial authority of final administrative decisions and, subject to jurisdictional provisions in a
Member's law concerning the importance of a case, of at least the legal aspects of initial judicial
decisions on the merits of a case. However, there shall be no obligation to provide an opportunity for
review of acquittals in criminal cases."

¥ Article 42 of the TRIPs:"........ Defendants shall have the right to written notice which is timely and
contains sufficient detail, including the basis of the claims. Parties shall be allowed to be represented
by independent legal counsel, and procedures shall not impose overly burdensome requirements
concerning mandatory personal appearances.......... "
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“0 BLAKENEY, supra note 28, at 123.

“1 Article 41 para. 1 of the TRIPs:" Members shall ensure that enforcement procedures as specified in
this Part are available under their law so as to permit effective action against any act of infringement of
intellectual property rights covered by this Agreement, including expeditious remedies to prevent
infringements and remedies which constitute a deterrent to further infringements. These procedures
shall be applied in such a manner as to avoid the creation of barriers to legitimate trade and to provide
for safeguards against their abuse."

42 Article 44 of the TRIPs:"1. The judicial authorities shall have the authority to order a party to desist
from an infringement, inter alia to prevent the entry into the channels of commerce in their jurisdiction
of imported goods that involve the infringement of an intellectual property right, immediately after
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customs clearance of such goods. Members are not obliged to accord such authority in respect of
protected subject matter acquired or ordered by a person prior to knowing or having reasonable
grounds to know that dealing in such subject matter would entail the infringement of an intellectual
property right. 2. Notwithstanding the other provisions of this Part and provided that the provisions of
Part 11 specifically addressing use by governments, or by third parties authorized by a government,
without the autharization of the right holder are complied with, Members may limit the remedies
available against such use to payment of remuneration in accordance with subparagraph (h) of Article
31. In other cases, the remedies under this Part shall apply or, where these remedies are inconsistent
with a Member's law, declaratory judgments and adequate compensation shall be available."

 Article 50 para. 1 of the TRIPs:"1.The judicial authorities shall have the authority to order prompt
and effective provisional measures:(a)to prevent an infringement of any intellectual property right from
occurring, and in particular to prevent the entry into the channels of commerce in their jurisdiction of
goods, including imported goods immediately after customs clearance;"

*Article 50 para. 6 of the TRIPs:" 6. Without prejudice to paragraph 4, provisional measures taken on
the basis of paragraphs 1 and 2 shall, upon request by the defendant, be revoked or otherwise cease to
have effect, if proceedings leading to a decision on the merits of the case are not initiated within a
reasonable period, to be determined by the judicial authority ordering the measures where a Member's
law so permits or, in the absence of such a determination, not to exceed 20 working days or 31 calendar
days, whichever is the longer.

** American Cyanamid v. Ethicon {1975} R.P.C. 513

¢ Article 50 para. 7 of the TRIPs:" 7. Where the provisional measures are revoked or where they lapse
due to any act or omission by the applicant, or where it is subsequently found that there has been no
infringement or threat of infringement of an intellectual property right, the judicial authorities shall
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have the authority to order the applicant, upon request of the defendant, to provide the defendant
appropriate compensation for any injury caused by these measures.”

4" BLAKENEY, supra note 28, at 127.

“® Altertex v. Advanced Data {1986} F.S.R. 21

49 CBS United Kingdom v. Lambert {1983} F.S.R. 123

%0 Article 50 para. 2 of the TRIPs:"2. The judicial authorities shall have the authority to adopt
provisional measures inaudita altera parte where appropriate, in particular where any delay is likely to
cause irreparable harm to the right holder, or where there is a demonstrable risk of evidence being
destroyed.”

*!Article 47 of the TRIPs:" Members may provide that the judicial authorities shall have the authority,
unless this would be out of proportion to the seriousness of the infringement, to order the infringer to
inform the right holder of the identity of third persons involved in the production and distribution of the
infringing goods or services and of their channels of distribution."
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%2 Article 41 para. 2 of the TRIPs:" Procedures concerning the enforcement of intellectual property
rights shall be fair and equitable. They shall not be unnecessarily complicated or costly, or entail
unreasonable time-limits or unwarranted delays."

% BLAKENEY, supra note 28, at 124.

> JAYASHREE WATAL, INTELLECTUAL PROPERTY RIGHTS IN THE WTO AND DEVELOPING COUNTRIES
338 (2001).

% Article 43 para. 1 of the TRIPs:" 1. The judicial authorities shall have the authority, where a party
has presented reasonably available evidence sufficient to support its claims and has specified evidence
relevant to substantiation of its claims which lies in the control of the opposing party, to order that this
evidence be produced by the opposing party, ........ "

% Wahl v. Buhler-Miag {1979} F.S.R. 183
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" Article 43 para. 2 of the TRIPs:" 2. In cases in which a party to a proceeding voluntarily and without
good reason refuses access to, or otherwise does not provide necessary information within a reasonable
period, or significantly impedes a procedure relating to an enforcement action, a Member may accord
judicial authorities the authority to make preliminary and final determinations, affirmative or negative,
on the basis of the information presented to them, including the complaint or the allegation presented
by the party adversely affected by the denial of access to information, subject to providing the parties
an opportunity to be heard on the allegations or evidence."

%8 Anton Piller v. Manufacturing {1976 } R.P.C. 719

% BLAKENEY, supra note 28, at 126.

80 \WATAL, supra note 54, at 345.
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81 BLAKENEY, supra note 28, at 126.

62 Article 50 of the TRIPs:" 1. The judicial authorities shall have the authority to order promptand
effective provisional measures: (a) to prevent an infringement.of any intellectual property right from
occurring, and in particular to prevent the entry-into.the channels of commerce in their jurisdiction of
goods, including imported goods immediately after'customs clearance; (b) to preserve relevant
evidence in regard to the alleged infringement. 2. The judicial authorities shall have the authority to
adopt provisional measures inaudita altera parte where appropriate, in particular where any delay is
likely to cause irreparable harm to the right holder, or where there is a demonstrable risk of evidence
being destroyed. 3. The judicial authorities shall have the authority to require the applicant to provide
any reasonably available evidence in order to satisfy themselves with a sufficient degree of certainty
that the applicant is the right holder and that the applicant's right is being infringed or that such
infringement is imminent, and to order the applicant to provide a security or equivalent assurance
sufficient to protect the defendant and to prevent abuse. 4. Where provisional measures have been
adopted inaudita altera parte,the parties affected shall be given notice, without delay after the execution
of the measures at the latest. A review, including a right to be heard, shall take place upon request of the
defendant with a view to deciding, within a reasonable period after the notification of the measures,
whether these measures shall be modified, revoked or confirmed. 5. The applicant may be required to
supply other information necessary for the identification of the goods concerned by the authority that
will execute the provisional measures. 6. Without prejudice to paragraph 4, provisional measures taken
on the basis of paragraphs 1 and 2 shall, upon request by the defendant, be revoked or otherwise cease
to have effect, if proceedings leading to a decision on the merits of the case are not initiated within a
reasonable period, to bedetermined by the judicial authority ordering the measures where a Member's
law so permits or, in the absence of such a determination, not to exceed 20 working days or 31 calendar
days, whichever is the longer. 7. Where the provisional measures are revoked or where they lapse due
to any act or omission by the applicant, or where it is subsequently found that there has been no
infringement or threat of infringement of an intellectual property right, the judicial authorities shall
have the authority to order the applicant, upon request of the defendant, to provide the defendant
appropriate compensation for any injury caused by these measures. 8. To the extent that any provisional
measure can be ordered as aresult of administrative procedures, such procedures shall conform to
principles equivalent in substance to those set forth in this Section. "
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83 Article 42 of the TRIPs:" .......All parties to suchprocedures shall be duly entitled to substantiate
their claims and to present all relevant evidence. The procedure shall provide a means to identify and
protect confidential information, unless this would be contrary to existing constitutional requirements."
% BLAKENEY, supra note 28, at 125.

8 Article 43 para. 1 of the TRIPs:"....., subject in appropriate cases to conditions which ensure the
protection of confidential information."

% Article 45 para. 1 of the TRIPs:" The judicial authorities shall have the authority to order the
infringer to pay the right holder damages adequate to compensate for the injury the right holder has
suffered because of an infringement of that person’s intellectual property right by an infringer who
knowingly, or with reasonable grounds to know, engaged in infringing activity. "
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7 BLAKENEY, supra note 28, at 130.

%8 BLAKENEY, supra note 28, at 129.

% Article 45 para. 2 of the TRIPs:" The judicial authorities shall also have the authority to order the
infringer to pay the right holder expenses, which may include appropriate attorney's fees.... "

® Article 45 para. 2 of the TRIPs:" ...In appropriate cases, Members may authorize the judicial
authorities to order recovery of profits and/or payment of pre-established damages even where the
infringer did not knowingly, or with reasonable grounds to know, engage in infringing activity. "
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2 Article 46 of the TRIPs:" In order to create an effective deterrent to infringement, the judicial
authorities shall have the authority to order that goods that they have found to be infringing be, without
compensation of any sort, disposed of outside the channels of commerce in such a manner as to avoid
any harm caused to the right holder, or, unless this would be contrary to existing constitutional
requirements, destroyed. The judicial authorities shall also have the authority to order that materials
and implements the predominant use of which has been in the creation of the infringing goods be,
without compensation of any sort, disposed of outside the channels of commerce in such a manner as to
minimize the risks of further infringements. In considering such requests, the need for proportionality
between the seriousness of the infringement and the remedies ordered as well as the interests of third
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parties shall be taken into account. In regard to counterfeit trademark goods, the simple removal of the
trademark unlawfully affixed shall not be sufficient, other than in exceptional cases, to permit release
of the goods into the channels of commerce. "

™ Article 48 para. 1 of the TRIPs:" The judicial authorities shall have the authority to order a party at
whose request measures were taken and who has abused enforcement procedures to provide to a party
wrongfully enjoined or restrained adequate compensation for the injury suffered because of such abuse.
The judicial authorities shall also have the authority to order the applicant to pay the defendant
expenses, which may include appropriate attorney's fees. "

™ Article 48 para. 2 of the TRIPs:" In respect of the administration of any law pertaining to the
protection or enforcement of intellectual property rights, Members shall only exempt both public
authorities and officials from liability to appropriate remedial measures where actions are taken or
intended in good faith in the course of the administration of that law. "
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> Article 61 of the TRIPs:" Members shall provide for criminal procedures and penalties to be applied
at least in cases of willful trademark counterfeiting or copyright piracy on a commercial scale.
Remedies available shall include imprisonment and/or monetary fines sufficient to provide a deterrent,
consistently with the level of penalties applied for crimes of a corresponding gravity. In appropriate
cases, remedies available shall also include the seizure, forfeiture and destruction of the infringing
goods and of any materials and implements the predominant use of which has been in the commission
of the offence. Members may provide for criminal procedures and penalties to be applied in other
cases of infringement of intellectual property rights, in particular where they are committed willfully

and on a commercial scale."
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Gronholz v Sears Roebuck & Co 836 F.2d gls 5U.S.P.Q.2d (BNA) 1269, 1439 (Fed. Cir. 1987).
CHIsuM, supra note 81, at 11-21.
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Id.

Solarex Corp. v. Arco Solar, Inc., 870 F.2d 642, 10U.S.P.Q.2d (BNA) 1247 (Fed. Cir. 1989).

South Corp. v. United States, 690 F.2d 1368, 1369, 215U.S.P.Q. (BNA) 657, (Fed. Cir. 1982).
Diamond Scientific Co. v. Ambico, Inc., 848 F.2d 1220, 1225 n.1 (Fed. Cir.), cert. dismissed, 487
U.S. 1265 (1988);Atari v. JS&A Group, 747 F.2d 1422, 1439 (Fed. Cir. 1984)(en banc); Panduit Corp.,
744 F.2d at 1574-75.

% proceedings of the Seventh Annual Judicial Conference of the United States Court of Appeals for
the Federal Circuit (May 24, 1989), reprinted in 128 F.R.D. 439,443.
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188 Federal Rule of Civil Procedure § 34,35.

169 Federal Rule of Civil Procedure § 45 (b)(1-2).

170 Federal Rule of Civil Procedure § 65.

% In re Vuitton v. et Fils S.A., 606 F.2d 1,4, 204 U.S.P.Q. (BNA)1, 3 (2d Cir. 1979);
Fimab-Finanziaria Maglificio Biellese Fratelli Fila S.p.A. v. Helio Import-Export, Inc., 601 F. Supp. 1,
2,223 U.S.P.Q (BNA) 795, 796 (S.D. Fla. 1983)

172 Fimab-Finanziaria Maglificio Biellese Fratelli Fila S.p.A. v. Helio Import-Export, Inc., 601 F. Supp.
1,223 U.S.P.Q (BNA) 795 (S.D. Fla. 1983).

173 American Can Co. v. Mansukhani, 724 F.2d 314, 320, 223 U.S.P.Q. (BNA) 97, 100 (7th Cir. 1984).
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174 1d, 223 U.S.P.Q. (BNA) at 102.

> Fimab-Finanziaria Maglificio Biellese Fratelli Fila S.p.A. v. Helio Import-Export, Inc., 601 F. Supp.
1, 3,223 U.S.P.Q (BNA) 795, 796 (S.D. Fla. 1983)

7% Sega Enters., Ltd. v. MAPHIA, 857 F. Supp. 679, 30 U.S.P.Q.2d (BNA) 1921 (N.D. Cal. 1994).
T Cobraco Mfg. Co. v. Valley View Specialties Co., 15 U.S.P.Q.2d (BNA) 1072, 1073 (N.D. 1lI.
1990); Roberts v. Atlantic Recording Corp., 36 U.S.P.Q.2d (BNA) 1630, 1633 (S.D. N.Y. 1995).

78 In re Vuitton v. et Fils S.A., 606 F.2d 1,4, 204 U.S.P.Q. (BNA)1, 4 (2d Cir. 1979).

% New Era Publication Int’l v. Henry Holt & Co., 873 F2d. 576, 584, 10 U.S.P.Q. 2d (BNA)1561,
1568 (2d Cir. 1989); Cable Educ. Network, Inc.v. Paramount Pictures Corp., 17 U.S.P.Q. 2d
(BNA)1723, 1725 (D. Md. 1990).

180 Wisztreich v. Capitol Records, Inc., 25 U.S.P.Q. 2d (BNA)1815, 1816 (C.D. Cal. 1992).

181 Federal Rule of Civil Procedure § 65(b).

182 Solarex Corp. v. Advance Photovoltaic Sys., Inc., 34 U.S.P.Q. 2d (BNA)1234 (D. Del. 1995).
183 Abbott Lab. v. Unlimited Beverages, Inc., 30 U.S.P.Q. 2d (BNA) 1803 (S.D. Fla. 1993).
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184" American Tobacco Co. v. Evans, 508 So. 2d 1057, 1061 (Miss. 1987); Federal Open Market
Comm’n v. Merrill, 443 U.S. 340, 362 (1979).
1:2 Federal Rule of Civil Procedure § 26(c).
Id.
187" American Standard Inc. v. Pfizer Inc., 828 F.2d 734 (Fed. Cir. 1987).
188 Coca-Cola Bottling Co. v. Coca-Cola Co., 107 F.R.D. (D. Del. 1985).
189 Spartanics Ltd. v. Dynetics Eng’g Corp., 54 F.R.D. 524, 172 U.S.P.Q. 458 (N.D. 1lI. 1972).
190" Centurion Indus., Inc. v. Warren Steurer and Assocs., 665 F.2d 323, 325 (10" Cir. 1981).
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91 playskool, Inc. v. Famus Corp., 212 U.S.P.Q. 8 (S.D.N.Y. 1981).

192 Restatement of Torts s757(1982); Playskool, Inc. v. Famus Corp., 212 U.S.P.Q. 8, 16 (S.D.N.Y.
1981).

193 «(1) It is necessary for the effective rendering of legal servicesthat the client communicate every
relevant detail to the lawyer....(2) Without the privilege, lawyers would become witnesses in almost
every lawsuit, creating intolerable problems in the administration of trials. (3) The adversary system
and the professional role of the lawyer/counselor require that a zone of privacy surround the
lawyer-client relationship. (4) The privilege promotes justice. In fact, very little evidence is suppressed
that cannot be obtained by other means. And the existence of the privilege causes information to come
to the attention of the attorney that is useful in counseling the client toward the correct course of
counduct.”ERIC D. GREEN, CHARLES R. NESSON & PETER L. MURRAY, PROBLEMS, CASES, AND
MATERIALS ON EVIDENCE 618-19 (3d ed. 2001).
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B gJOHN HENRY WIGMORE, EVIDENCE 2290 (1961).

1% “The privilege applies only if the asserted holder of the privilege is or sought to become a client ;
the person whom the communication was made is a member of the bar of a court, or his subordinate

and in connection with this communication is acting as a lawyer ; the communication relates to a fact
of which the attorney was informed by his client without the presence of strangers for the purpose of
securing primarily either an opinion of law or legal services or assistance in some legal proceeding, and
not for the purpose of committing a crime or tort; and the privilege has been claimed and not waived by
the client.” United States v. United Shoe Machinery Corp., 89 F. Supp. 357, 358-59, 85 U.S.P.Q. (BNA)
5 (D. Mass. 1950).

1% Upjohn v. United States, 449 U.S. 383, 389, 101 S. Ct. 677, 682, 66 L.Ed.2d 584 (1981).

58



T;g]EIIE §;'§;l/— lﬁﬁkﬁﬂﬂb%ﬂ I/?"J Irm .

”Wﬂﬁ'iﬁﬁﬁﬁﬂ[ﬁm“E*WWWEﬁ*m%% [FRf) 20 2 i
'grjﬂ[vrﬁﬁﬁ‘ E[J'”‘ﬂﬁj%iﬂ%gt Ve IR E R VRIS T R
e 1K Fm“ﬂ*FJEV 2RI R FIHRS H i 2
myéwVﬁ%ﬂﬁ*m@W*%ﬁ’wWwaawﬁﬁkm@myﬁ%k,w
Ejjﬁ el SR RIS R S e SR s [—EIEFJjJ‘/\\I’Iij‘F‘m%J
i PRV R - R ’é R BT PO N R
T T -

43.3.2.3 5t

ﬁ[ﬁ/ﬁ?»i]i M FI B4 Jﬁ[ﬁ? ‘E[JHI%%’WEJT  MFI Tﬂ?ﬂ?ﬁlﬁfﬂ/‘ Y Y
A
YIS RIS AR 4 R e T
PRI - I I TR SR
PRI TS N AR e Y

43.3.2.4 Bif#

PRSI o S U S
R ALY

4,33.2.4.1 PFA- VB[ (express waiver)
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197 Bulk Lift Int’l, Inc. v. Flexcon & Systems, Inc., 9 U.S.P.Q.2d 1358, aff’d, 122 F.R.D. 493, 9
U.S.P.Q.2d 1355 (W.D. La. 1988).

1% Hercules, Inc. v. Exxon Corp., 434 F. Supp. 146, 196 U.S.P.Q. 407-408 (D.Del.1977).

%9 Hercules, Inc. v. Exxon Corp., 434 F. Supp. 146, 196 U.S.P.Q. 408 (D.Del.1977).

20 pyplan Corp. v. Deering Milliken, Inc., 397 F. Supp. 1146, 1168-69, 184 U.S.P.Q. 775, 787
(D.S.C.1974); Bulk Lift Int’l, Inc. v. Flexcon & Systems, Inc., 9 U.S.P.Q.2d 1358, aff’d, 122 F.R.D.
494-95, 9 U.S.P.Q.2d 1365-66 (W.D. La. 1988).

201 Abbott Lab. v. Baxter Travenol Lab., 676F. Supp. 831, 6 U.S.P.Q. 2d (BNA) 1398 (N.D. IIl. 1987).

59



IR R A

e B LRI o1 SR AR A '%*:[ﬂg q; N e il
PR > SRR RV IREA] S 2 T R i VR ﬁiﬁ%?t
;@%“ A ",‘i éﬁgl I—ulj {_ t[ﬁ':ﬁ;lﬂr I/ E}é—kﬁﬁt 3&41& EI E ﬁiﬁ%?ﬁtu‘ ?{ IS
AT (B Frmi/ﬂm - P B SRR e E‘Jﬁ'[p e eSS

EIRHHgEAT il v B Y- [iﬁfyltuwﬁﬁ?ﬁw (Rl

4,3.3.2.4.2 PNER TV B B (inadvertent or accidental waiver)

A AL AR 4 (A o et
Rl 5 E}é—%’\?} IH%EH[ f' tj»ﬁﬂ@%ﬁﬂjf  PRSTER fi T, (7 P 2 5u—' W

¢~r[iv§rl@ I/F/)L,[I%} 204

FPETRRRL IR TR e B A AR Y R 7
F%F;“’E PR BTSSR Al e K e V@EE - TR ﬁ’ylﬁﬁ%‘@?
KL M@$Wﬁﬁ““ﬁ@wﬁﬁwfﬂ:Mﬂ% o B
IR T T o IR D SRR P B B[R 7@ I/:%{Lq%ﬁl
LTI PR | T B I%P@Wlﬁij [FilfTR 75 HUF‘TWU R
PR3k S8 SRR R DERL = O e = e R Y s Y

4.3.3.2.4.3 BAA- 1V B[ (impliéd waiver)

FH o B Hﬁﬁ”mﬁ@¢ AN K RS VR A FER AR PPN -
l}{’j’ AR ER 2 IR R *F[@ R E@%”P%:’}QIEF JAEar s ER
P IR s AN i SRR A =R Hs 3 BT e A .

EESCIEA s Ay i AN G B T DR P ek
PJW Fi%hﬁh—:ﬁfﬁﬁ?aﬂﬂr B R ol VU
1F[$i]§§ia 2 U v B il ’F,j PR i > X K BRAIEGH Fr%ji[igfg

202 Fonar Corp. v. Johnson & Johnson, 277 U.S.P.Q. (BNA) 886 (D. Mass. 1985).
203
Id.
204 Windband Elecs. Corp. v. ITC, 263 F.3d 1363, 1376, 60 U.S.P.Q.2d (BNA)1029, 1038(Fed. Cir.
2001).
205 Mendenhall v. Barber-Greene Co., 531 F. Supp. 951, 217 U.S.P.Q. (BNA) 786 (N.D. 111.1982).
26 pDyson v. Amway Corp., 17 U.S.P.Q.2d (BNA) 1965 (W.D. Mich. 1990).
27 GTE Directory Services Corp. v. Pacific Bell Directory, 19 U.S.P.Q.2d (BNA) 1612 (N.D. Cal.
1991).
28 Avia Group, Int’l v. Nike, Inc., 22 U.S.P.Q.2d (BNA) 1475, 1477(D. Ore. 1991).
209 |d
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4.3.3.2.4.4 PR TR B (crime/fraud exception)

FUFCH Wyzanski 32 P United States v. United Shoe Machinery Corp.,~ ij(’
HlFrse I p L BT @FI@H'FW R AELY R R T
Eh ﬁlgt}\{?{‘/[;ﬁ@ I M= £ ﬂééﬁlfjl EIE H\T%QF[@ % "ELU%@?UP r:EJ }
}H"H(‘*[jﬁ TGS 1 S I/JEJQEBFEIJ% I E}awgl jfz& 5 2 T mﬁj}ﬁ@&
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fgﬂ%;[gszlii [;;%F%EJ PR [ FI?F"V T - 5L (inequitable conduct)
= [ SRR GEE T TRy (unlawful conduct), VA4 tf‘,ﬁif‘l[*\'ﬁ’q?t@l#
BRI F) = AR R M T SR ) R A
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1% Fromson v. Western Litho Plate & Supply, 853, F.2d 1568, 1572-73, 7 U.S.P.Q.2d (BNA)1606,
1611(Fed. Cir. 1988).

211 pittway Corp. v. Maple Chase Co., 1992 U.S. Dist. LEXIS 19237 (N.D. I1l. 1992) ; Lemelson v.
Apple Computer, 28 U.S.P.Q.2d (BNA) 1412, 1421 (D. Nev. 1993).

22 Union Carbide Corp. v. Dow Chemical Co., 619 F. Supp. 1036, 1054 , 229 U.S.P.Q. (BNA) 401,
413 (D. Del. 1985).

213 Hercules, Inc. v. Exxon Corp., 434 F. Supp. 136, 155, 196 U.S.P.Q. (BNA) 401 (D.Del.1977).

1% United States v. Zolin, 491 U.S. 554 (1989). : GREEN, NESSON & MURRAY, supra note 191,
705-709 -

215 Research Corp. v. Gourmets’ Delight Mushroom Co., 219 U.S.P.Q. (BNA) 1023, 1030 (E.D. Pa.
1983) ;  Union Carbide Corp. v. Dow Chemical Co., 619 F. Supp. 1035, 229 U.S.P.Q. (BNA) 401 (D.
Del. 1985).

218 United States v. Zolin, 491 U.S. 554 (1989). ; GREEN, NESSON & MURRAY, supra note
191,705-709 -

217 Union Carbide Corp. v. Dow Chemical Co., 619 F. Supp. 1036, 1054, 229 U.S.P.Q. (BNA) 401, 413
(D. Del. 1985).
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218 Kockums Indus. Ltd. v. Salem Equip. Co., 223 U.S.P.Q. (BNA) 138 (D. Orl. 1983).

219 35 U.S.C. § 284, Upon finding for the claimant the court shall award the claimant damages
adequate to compensate for the infringement, but in no event less than a reasonable royalty for the use
made of the invention by the infringer, together with interest and costs as fixed by the court. When the
damages are not found by a jury, the court shall assess them. In either event the court may increase the
damages up to three times the amount found or assessed. The court may receive expert testimony as an
aid to the determination of damages or of what royalty would be reasonable under the circumstances.
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220 35 U.S.C. § 285.

221 Hebert v. Lisle Corp., 99F.3d 1109, 40 USPQ2d (BNA)1611(Fed. Cir. 1996).

222 Christopher S. Marchese, Patent Infringement and Future Lost Profits Damages, 26 ARIz. ST. L.J.
747, 747-48 (1994).

228 TERENCE P. ROSS, INTELLECTUAL PROPERTY LAW: DAMAGES AND REMEDY 3.02(2000).

224 Rite-Hite Corp. v. Kelly Co., Inc., 56 F.3d 1538, 35 U.S.P.Q. 2d 1065, 1071 (Fed. Cir. 1995).
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25 Ajinomoto Co., Inc. v. Archer-Daniels Midland Co., 1996 WL 146288 (D. Del. 1996).

226 De| Mar Avionics, Inc. v. Quinton Instrument Co, 836 F.2d 1320,1326, 5 U.S.P.Q.2d 1255, 1260
(Fed. Cir. 1987).

227 panduit Corp. v. Stahlin Brothers Fibre Works, Inc., 575 F.2d 1152, 1156 (6™ Cir. 1978).

228 Demand for the patented product.
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2% Ross, supra note 223, at 3.02.

20 BIC Leisure Products, Inc. v. Windsurfing Intern, Inc., 1. F.3d 1214, 1218 (Fed. Cir. 1993).

31 Bjo-Rad Laboratories v. Nicolet Instrument Corp., 739 F.2d 604, (Fed. Cir. 1984).

232 Absence of acceptable noninfringing substitutes.

23 4§ 44 The Panduit Test 1135 fjij » =1 fLi7* United States Frumentum Co. v. Lauhoff ~ %'f[1 »
% United States Frumentum Co. v. Lauhoff, 216 F. 610 (6" Cir. 1914).

2 TMN Manufacturing Co. v. Dura Corp. 789 F.2d 895, 901, (Fed. Cir. 1986).
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235 Id

26 R. L. PARR, INTELLECTUAL PROPERTY INFRINGEMENT DAMAGES—A LITIGATION SUPPORT
HANDBOOK 62 (1999).

27 Ross, supra note 223, at 3.02.

2% The pantentee has the manufacturing and marketing capacity to satisfy the demand.

% Ristvedt-Johnson, Inc. v. Brandt, Inc., 805 F. Supp 557, 562 (N.D. 11I. 1992).

20 Ross, supra note 223, at 3.02.

21 PARR, supra note 236, at 64.

242 Yarway Corp. v. Eur-Control USA Inc., 775 F.2d 268, 276-277 (Fed. Cir. 1985).

3 Gyromat Corp. v. Champion Spark Plug Co., 735 F.2d 549, 554 (Fed. Cir. 1984).
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F.3d 1538, 1555 (Fed. Cir. 1995); Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp.
1116, 1120, 166 U.S.P.Q. 235, 238 (S.D.N.Y. 1970).
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% 35 U.S.C.A. § 284:”the court may increase the damages up to three times the amount found or
assessed.”

#% Beatrice Foods Co. v. New England Printing, 923 F.2d 1576, 1578, 17 U.S.P.Q.2d 1553, 1555
(Fed. Cir. 1991). Johnson & Son, Inc. v. Carter-Wallace, Inc., 781 F.2d 198, 200, 228 U.S.P.Q. 367, 368
(Fed. Cir. 1986).

7 Avia Group Int’l Inc. v. L.A. Gear Cal., Inc., 853 F.2d 1557, 1566(Fed. Cir. 1988).

8 Great N. Group. v. Davis Core & Pad Co., Inc., 782 F.2d 159, 166-67(Fed. Cir. 1986).

%9 35 U.S.C.A. § 285:"the court in exceptional cases may award reasonable attorneys’ fees to the
prevailing party.”

0 Beatrice Foods Co. v. New England Printing, 923 F.2d 1576, 1577, 17 U.S.P.Q.2d 1553, 1554
(Fed. Cir. 1991).

81 Mathis v. Spears, 857 F.2d 749, 754, 8 U.S.P.Q.2d 1029, 1033 (Fed. Cir. 1988).

%2 |d. at 754, 760, 8 U.S.P.Q.2d at 1033, 1037.
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265 commissioner of Patents and Trademarks
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1989).

267 Kalkowski v. Ronco, Inc., 424 F. Supp. 343, 353 (N.D. Il. 1976).

zzz Johnston v. Textron, 579 F. Supp. 783, 795 (D.R.1.), aff’d, 758 F.2d 666 (Fed. Cir. 1984)
Id.

10 35 U.S.C. § 292.

2’1 35 U.S.C. § 497.

212 Copyright Act of 1976

1% 17 U.S.C. § 506(a).

PNEEN

70



¥ (Wae] ;J:ﬁ‘ }LTI/%“/]’E‘@ /ﬁﬁj =R V}:“ Ell ]:IJ274 o
=9t NETRRE 232 TR IR AR *%F‘NEH%[’E@WH%% ERES
%ﬂﬁﬁuf'ﬁrﬂﬁ%ﬁﬁﬁqw Tryj%ﬁﬁﬁpm R
??I‘E@HI%%R '”%H’W* lej“?%qﬂ RESYZI 1o RV AL 5 [Qﬁ%rﬂ%
J:];—iﬁ = I/iﬁ?ﬁﬂjfisrkw—ﬁ JEIE[ETEIE Flfsig— - "mgtkl“ﬁms‘ﬁf'%{ﬁm

| IQ:‘?}?’IE@ '/II'H*%E'\@H fli [«E,lﬁ”ﬁ TRy R I%FF”J
(first- sale doctrme)ltfE y Bl |;J :‘F%]‘E@EJJ: I/}“ﬂ‘u%%@ TE*L?%%F:} ) &ﬁj £ Fl
Ff"” bUTol ¥ (A - E‘}H’ﬁ%lﬁfff’ﬁﬁ!gﬁ”ﬁ# o I HEE B‘Lﬁrﬂgyé‘f L?ﬁ?
B (iR 2 ﬁ“°ﬁm%¢?% I o ﬁwﬁﬁ%ﬁ
Yo F EJSW%HT O PR FRAERA T o T 35“*@*3? Eljf’\ﬁ'J:J‘F%?\FII UES
%ﬁiﬂw’¢@$%¢@vmm%m%ﬁﬂw—ym Sl e
=3 [ﬁ“%'/%‘ﬁ“’f% MR ﬂ“ﬁ[?i | 1B ”,foﬂFJﬁ&%LHSfﬁj @_J/%I'E?J I
f’ﬂ%’] - ARG 7 o B9 United States v. Goss — K1 WM Ble dfﬁﬁ%
A (S VR R F U RS (T e o BET %‘?”bﬂﬁi@if"‘

o (EORLE] PR R e (A SRRV [y 2

e E‘jt¢;§t ['1@ Vfgﬁ‘/@lﬂﬁ? J”'E;'E‘PJ VSR JEF - AR
= 1) R0R 2Tk Fﬁ?ﬁ;iﬂ;’a e

IQ*?I’E@ VHIE qigﬁfjﬁbﬁ g 1T A \Q'f‘ﬁ TR VEE S EI Y
JEFJ({JI FO T HATE T o oy ,;ﬁ%@% HIE T P\,t[ Py
S R N I*’E" PP e M T ' F RIS R
o h ngwﬁ” Je D FRg S RV SR (the Piracy and Counterfeiting
Amendments of 1982)fW*IE » ffli RISk T (= Fsy = ﬁVE' [ B, [
= B E Fh =R ,EHEEﬁ Ry LD ErfEfelony offenses)™

45.13 Ty

274 United States v. Cross, 816 F.2d 297, 301 (7" Cir. 1987); United States v. Shabazz 724 F.2d 1536
(11" Cir. 1984).
%> 17 U.S.C. § 506(c).
276 17 U.S.C. § 506(d).
27717 U.S.C. § 506(e).
%8 17 U.S.C. § 507
2% United States v. Sachs, 801 F.2d 839, (6" Cir. 1986); United States v. Powell, 701 F.2d 70 (8" Cir.
1983).
zzj United States v. Goss, 803 F.2d 638, (11" Cir. 1986).
Id.
282 18 U.S.C. § 2319(h)(3).
283 18 U.S.C. § 2319(b)(1-2).
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85 Trademark Act of 1946.

286 | anham Act.

287 Trademark Counterfeiting Act of 1984.

288 18 U.S.C. § 2320.

%89 18 U.S.C. § 2320(a).

2% 18 U.S.C. § 2320d(1)(A).
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