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The Study of Provisional Measure in China Patent Litigation

Student: Shyh-Dar Lee Advisor: Dr. Shang Jyh Liu
Dr. Wen Chieh Wang

Institute of Technology Law
National Chiao Tung University

ABSTRACT

To protection of intellectural property right in China by the First
version of Patent Law is since 1984. After that, in 1992, China and
United States had a MOU for further modification of the First version
of Patent Law following by TRIPS regulation. Furthermore, in 2000,
according to receive the international requirement, China had the
second modification of Patent Law. In June 2008, China issued (&
rITE A R % £ ) and carried out the preparation of the third
modification of the patent law. As to the third modification of the
patent law, China followedthe guideline of the { B #Aak & ## $h ek %
& ) and fully considered-the requirement of TRIPS. Meanwhile, they
finished this modification and announced to pratice in December
2008.

“Provisional Measure”  which 'is defined by the TRIPS, the
definition of Article 50 (a)7is to prevent an infringement of any
intellectual property right from occurring, and in particular to prevent
the entry into the channels of commerce in their jurisdiction of goods,
including imported goods immediately after customs clearance.

According to the several modification of the Patent Law in China,
the offering and supplement of the Provisional Measure in the Patent
Law is major and important on in-force of the Patent Law on the
ordinary operation. First, in 2000, the “Provisional Measure” adding
into the Patent Law is the first time and initial to approach the
pricinple of the TRIPS. Latest improvement of the Provisional
Measure in the Patent Law in China is in the 2008 modification.

In term of the modification of the Provisional Measure in Patent
Law extremely effect the patent litigation process in China compared
with other foreign countries such as United States and Republic of
China, Taiwan. Therefore, what differences between them and how
to operate the law accordingly shall be important to in-house IP
professional? For example, the case of Actions versed SigmaTel in
mp3 industry in US and China on competition of the Provisional
Measure acts.
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1Article 44 Injunctions

1. The judicial authorities shall have the authority to order a party to desist from an infringement - inter alia to prevent the
entry into the channels of commerce in their jurisdiction of imported goods that involve the infringement of an intellectual property
right> immediately after customs clearance of such goods. Members are not obliged to accord such authority in respect of protected

subject matter acquired or ordered by a person prior to knowing or having reasonable grounds to know that dealing in such subject
matter would entail the infringement of an intellectual property right.

2 Article 50 Provisional Measures

1. The judicial authorities shall have the authority to order prompt and effective provisional measures: (a) to prevent an
infringement of any intellectual property right from occurring - and in particular to prevent the entry into the channels of commerce
in their jurisdiction of goods + including imported goods immediately after customs clearance;
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J TRIPS Article 41 “1. Members shall ensure that enforcement procedures as specified in this Part

are available under their national laws so as to permit effective action against any act of
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infringement of intellectual property,rights covered by this Agreement - including expeditious
remedies to prevent infringements and ‘remedies which constitute a deterrent to further
infringements. These procedures shall-be_applied in such a manner as to avoid the creation of
barriers to legitimate trade and to provide for safeguards against their abuse. 2. Procedures
concerning the enforcement of intellectual property rights shall be fair and equitable. They shall
not be unnecessarily complicated or costly - or entail unreasonable time- limits or unwarranted
delays. 3. Decisions on the merits of a case shall preferably be in writing and reasoned. They
shall be made available at least to the parties to the proceeding without undue delay. Decisions on
the merits of a case shall be based only on evidence in respect of which parties were offered the
opportunity to be heard. 4. Parties to a proceeding shall have an opportunity for review by a
judicial authority of final administrative decisions and - subject to jurisdictional provisions in
national laws concerning the importance of a case » of at least the legal aspects of initial judicial
decisions on the merits of a case. However - there shall be no obligation to provide an
opportunity for review of acquittals in criminal cases. 5. It is understood that this Part does
not create any obligation to put in place a judicial system for the enforcement of intellectual
property rights distinct from that for the enforcement of laws in general - nor does it affect the
capacity of Members to enforce their laws in general. Nothing in this Part creates any obligation
with respect to the distribution of resources as between enforcement of intellectual property
rights and the enforcement of laws in general.

° Article 42 Fair and Equitable Procedures “Members shall make available to right holders11
civil judicial procedures concerning the enforcement of any intellectual property right covered by
this Agreement. Defendants shall have the right to written notice which is timely and contains
sufficient detail - including the basis of the claims. Parties shall be allowed to be represented by
independent legal counsel - and procedures shall not impose overly burdensome requirements
concerning mandatory personal appearances. All parties to such procedures shall be duly entitled
to substantiate their claims and to present all relevant evidence. The procedure shall provide a
means to identify and protect confidential information - unless this would be contrary to existing
constitutional requirements.”
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10 Article 43  Evidence of Proof 1. The judicial authorities shall have the authority > where a
party has presented reasonably available evidence sufficient to support its claims and has
specified evidence relevant to substantiation of its claims which lies in the control of the opposing
party > to order that this evidence be produced by the opposing party > subject in appropriate
cases to conditions which ensure the protection of confidential information. 2. In cases in
which a party to a proceeding voluntarily and without good reason refuses access to > or
otherwise does not provide necessary information within a reasonable period > or significantly
impedes a procedure relating to an enforcement action » a Member may accord judicial
authorities the authority to make preliminary and final determinations > affirmative or negative -
on the basis of the information presented to them - including the complaint or the allegation
presented by the party adversely affected by the denial of access to information > subject to
providing the parties an opportunity to be heard on the allegations or evidence.

1 Article 44 Injunctions 1. The judicial authorities shall have the authority to order a party to
desist from an infringement > inter alia to prevent the entry into the channels of commerce in
their jurisdiction of imported goods that involve the infringement of an intellectual property right »
immediately after customs clearance of such goods. Members are not obliged to accord such
authority in respect of protected subject matter acquired or ordered by a person prior to knowing
or having reasonable grounds to know that dealing in such subject matter would entail the
infringement of an intellectual property right. 2. Notwithstanding the other provisions of this
Part and provided that the provisions of Part Il specifically addressing use by governments: or by
third parties authorized by a government > without the authorization of the right holder are
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complied with - Members may_limit the remedies available against such use to payment of
remuneration in accordance with sub-paragraph (h) of Article 31 above. In other cases > the
remedies under this Part shall apply.or:_where these remedies are inconsistent with national law >
declaratory judgments and adequate compensation shall be available.

12 Article 45  Damages 1. The judicial authorities shall have the authority to order the infringer to
pay the right holder damages adequate to compensate for the injury the right holder has suffered
because of an infringement of his intellectual property right by an infringer who knew or had
reasonable grounds to know that he was engaged in infringing activity. 2. The judicial authorities
shall also have the authority to order the infringer to pay the right holder expenses > which may
include appropriate attorney's fees. In appropriate cases - Members may authorize the judicial
authorities to order recovery of profits and/or payment of pre- established damages even where
the infringer did not know or had no reasonable grounds to know that he was engaged in
infringing activity.

13 Article 46 Other Remedies In order to create an effective deterrent to infringement > the
judicial authorities shall have the authority to order that goods that they have found to be
infringing be » without compensation of any sort> disposed of outside the channels of commerce
in such a manner as to avoid any harm caused to the right holder > or > unless this would be
contrary to existing constitutional requirements - destroyed. The judicial authorities shall also
have the authority to order that materials and implements the predominant use of which has been
in the creation of the infringing goods be » without compensation of any sort > disposed of
outside the channels of commerce in such a manner as to minimize the risks of further
infringements. In considering such requests > the need for proportionality between the
seriousness of the infringement and the remedies ordered as well as the interests of third parties
shall be taken into account. In regard to counterfeit trademark goods > the simple removal of the
trademark unlawfully affixed shall not be sufficient - other than in exceptional cases > to permit
release of the goods into the channels of commerce.

-13-



I ~AFHIP

TRIPS %61&2*”41#1%‘%%%&1 LG B ERES &
il?%ﬁﬁ‘—é\x)%i ¥ivfgz % it ,T;T:’I;ﬂujjg:ﬁi)?;,;ﬁj 1) o Frn ;}dﬁ’\g’)@
FRET AT 2 g2 (&) B i ¥ pfrk fah d B
AFEEL R R QB R EH RSS2 D
ErNETELZHFE BES ded RS dE e § R TR
BRIFEMARL FE PR E2 I L EREY > T
FAER 2 R e 14

T
(v

TRIPS @ % ¢ F M &2 A2 h 2 & £ TRIPS #3% & 7
ERAEREAFEFE S FATEMANRT BHRV A AFFL A
P ETHEES T HAF Hee > FIPL 2R BB "7[74 ¥ i T T AN

B g R4 Armidfer, X 37 Wa”m.,;:’f S SRS
,ﬂ‘:“{‘/’?‘f\'/‘l‘f_ﬁz)\?rrpmﬁm’TRIPS T%Fxf FE & RPN T
SRR 0 - SRR R VBG4 R s R o
2R ABTALTE R HE BRI NG ER fﬁzui i iE— A
i %ol5ﬂﬂﬁﬁﬂi@£$&5'JPWGT%%%4M;¥F£%§E

Rl

Kb G RRAETILPGFARA N REARP EEF TR LT
rATATT2 BTIEMAES %#B’»* EEANTE SI 'ﬁ&mfﬁﬁa
AR ¢ FEA 1{/@5\#% M ERTFRERE-H2ZRTFR A
ii&yple(@.;\#%& e X ST MFARL R T RN ErIRT S A

P RliE- ﬂb%a;‘»}iaﬁif ﬁ%ﬁﬁuﬁwz phag e Re X
f*%ifa ke B

?,)1’{

o

14 Article 61 Members shall provide for criminal procedures and penalties to be applied at least in
cases of wilful trademark counterfeiting or copyright piracy on a commercial scale. Remedies
available shall include imprisonment and/or monetary fines sufficient to provide a deterrent -

consistently with the level of penalties applied for crimes of a corresponding gravity. In
appropriate cases > remedies available shall also include the seizure > forfeiture and destruction
of the infringing goods and of any materials and implements the predominant use of which has
been in the commission of the offence. Members may provide for criminal procedures and
penalties to be applied in other cases of infringement of intellectual property rights > in particular

where they are committed wilfully and on a commercial scale.
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8 ARTICLE 44 1. The judicial authorities shall have the authority to order a party to desist from an
infringement - inter alia to prevent the entry into the channels of commerce in their jurisdiction of
imported goods that involve the infringement of an intellectual property right- immediately after customs
clearance of such goods. Members are not obliged to accord such authority in respect of protected subject
matter acquired or ordered by a person prior to knowing or having reasonable grounds to know that
dealing in such subject matter would entail the infringement of an intellectual property right.
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" Article 50 1. The judicial authorities shall have the authority to order prompt and effective
provisional measures: (a) to prevent-an infringement of any intellectual property right from
occurring > and in particular to-prevent the entry into the channels of commerce in their
jurisdiction of goods > including imported goods immediately after customs clearance; (b) to
preserve relevant evidence in regard to thealleged infringement. 2. The judicial authorities shall
have the authority to adopt provisional measures inaudita altera parte where appropriate > in
particular where any delay is likely to cause irreparable harm to the right holder - or where there
is a demonstrable risk of evidence being destroyed. 3. The judicial authorities shall have the
authority to require the applicant to provide any reasonably available evidence in order to satisfy
themselves with a sufficient degree of certainty that the applicant is the right holder and that his
right is being infringed or that such infringement is imminent - and to order the applicant to
provide a security or equivalent assurance sufficient to protect the defendant and to prevent
abuse. 4. Where provisional measures have been adopted inaudita altera parte > the parties
affected shall be given notice - without delay after the execution of the measures at the latest. A
review: including a right to be heard- shall take place upon request of the defendant with a view
to deciding > within a reasonable period after the notification of the measures - whether these
measures shall be modified » revoked or confirmed. 5. The applicant may be required to supply

other information necessary for the identification of the goods concerned by the authority that
will execute the provisional measures. 6. Without prejudice to paragraph 4 above - provisional

measures taken on the basis of paragraphs 1 and 2 above shall> upon request by the defendant >
be revoked or otherwise cease to have effect » if proceedings leading to a decision on the merits
of the case are not initiated within a reasonable period-> to be determined by the judicial authority
ordering the measures where national law so permits or - in the absence of such a
determination> not to exceed twenty working days or thirty-one calendar days:> whichever is the

longer. 7. Where the provisional measures are revoked or where they lapse due to any act or
omission by the applicant: or where it is subsequently found that there has been no infringement

or threat of infringement of an intellectual property right » the judicial authorities shall have the
authority to order the applicant - upon request of the defendant > to provide the defendant

appropriate compensation for any injury caused by these measures. 8. To the extent that any
provisional measure can be ordered as a result of administrative procedures > such procedures

shall conform to principles equivalent in substance to those set forth in this Section.
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0 35 U.S.S. §283 : The several courts having jurisdiction of cases under this title may grant

injunction in accordance with the principles of equity to prevent the violation of any right secured
by patent » on such terms as the court deems reasonable.

1 35 U.S.C. 271 Infringement of patent (a) Except as otherwise provided in this title » whoever
without authority makes » uses » offers to sell - or sells any patented invention - within the
United States » or imports into the United States any patented invention during the term of the
patent therefor > infringes the patent. (b) Whoever actively induces infringement of a patent shall
be liable as an infringer. (c) Whoever offers to sell or sells within the United States or imports into
the United States a component of a patented machine - manufacture - combination > or
composition » or a material or apparatus for use in practicing a patented process - constituting
a material part of the invention > knowing the same to be especially made or especially adapted
for use in an infringement of such patent - and not a staple article or commodity of commerce
suitable for substantial non-infringing use > shall be liable as a contributory infringer. (d) No
patent owner otherwise entitled to relief for infringement or contributory infringement of a patent
shall be denied relief or deemed guilty of misuse or illegal extension of the patent right by reason
of his having done one or more of the following: (1) derived revenue from acts which if performed
by another without his consent would constitute contributory infringement of the patent; (2)
licensed or authorized another to perform acts which if performed without his consent would
constitute contributory infringement of the patent; (3) sought to enforce his patent rights against
infringement or contributory infringement; (4) refused to license or use any rights to the patent;
or (5) conditioned the license of any rights to the patent or the sale of the patented product on
the acquisition of a license to rights in another patent or purchase of a separate product> unless -
in view of the circumstances - the patent owner has market power in the relevant market for the
patent or patented product on which the license or sale is conditioned.

22 Kevin M. Clermont - Principles of Civil Procedure - Thomson West » 2005 > p. 75-76.
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23 C.FR rule 65 Injunctions and Restraining Orders » (a) Preliminary Injunction.(1) Notice: The
court may issue a preliminary injunction only on notice to the adverse party.(2) Consolidating the
Hearing with the Trial on the Merits.Before or after beginning the hearing on a motion for a
preliminary injunction » the court may advance the trial on the merits and consolidate it with the
hearing. Even when consolidation is not ordered > evidence that is received on the motion and
that would be admissible at trial becomes part of the trial record and need not be repeated at trial.
But the court must preserve any party's right to a jury trial.(b) Temporary Restraining Order.(1)
Issuing Without Notice. The court may issue a temporary restraining order without written or oral
notice to the adverse party or its attorney only if: (A) specific facts in an affidavit or a verified
complaint clearly show that immediate and irreparable injury » loss > or damage will result to the
movant before the adverse party can.be;heard in opposition; and (B) the movant's attorney
certifies in writing any efforts made to give notice and the reasons why it should not be required.
(2) Contents; Expiration. Every temporary restraining order issued without notice must state the
date and hour it was issued; describe the injury and state why it is irreparable; state why the
order was issued without notice; and be promptly: filed in the clerk's office and entered in the
record. The order expires at the time after entry — not to exceed 10 days — that the court sets »
unless before that time the court - “for.good-cause - extends it for a like period or the adverse
party consents to a longer extension. The reasons for an extension must be entered in the record.
(3) Expediting the Preliminary-Injunction Hearing. If the order is issued without notice > the
motion for a preliminary injunction must be set for hearing at the earliest possible time - taking
precedence over all other matters except hearings on older matters of the same character. At the
hearing > the party who obtained the order must proceed with the motion; if the party does not >
the court must dissolve the order. (4) Motion to Dissolve. On 2 days' notice to the party who
obtained the order without notice — or on shorter notice set by the court — the adverse party
may appear and move to dissolve or modify the order. The court must then hear and decide the
motion as promptly as justice requires.(c) Security: The court may issue a preliminary injunction
or a temporary restraining order only if the movant gives security in an amount that the court
considers proper to pay the costs and damages sustained by any party found to have been
wrongfully enjoined or restrained. The United States - its officers » and its agencies are not
required to give security.(d) Contents and Scope of Every Injunction and Restraining Order.(1)
Contents. Every order granting an injunction and every restraining order must: (A) state the
reasons why it issued; (B) state its terms specifically; and (C) describe in reasonable detail — and
not by referring to the complaint or other document — the act or acts restrained or required. (2)
Persons Bound. The order binds only the following who receive actual notice of it by personal
service or otherwise: (A) the parties; (B) the parties' officers - agents > servants > employees »
and attorneys; and (C) other persons who are in active concert or participation with anyone
described in Rule 65(d)(2)(A) or (B).(e) Other Laws Not Modified.(1) any federal statute relating
to temporary restraining orders or preliminary injunctions in actions affecting employer and
employee;(2) 28 U.S.C. § 2361 which relates to preliminary injunctions in actions of interpleader
or in the nature of interpleader; or (3) 28 U.S.C. § 2284 » which relates to actions that must be

heard and decided by a three-judge district court.(f) Copyright Impoundment.This rule applies to
copyright-impoundment proceedings.
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** Frederick F. Calvetti » Early Resolution of Patent Litigation in the US > Intellectual Property
Studies - no 13’ December 2002 > p. 286-287.

S IR, o EIEEEEE - 2003 F 572100 F1 62
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" Nutrition 21 v. Unites States - 930 F.2d 867 - 869 (Fed. Cir. 1991); Hybritect > Inc. v. Abbott
Lab. - 849 F.2d 1446 - 1451 (Fed. Cir. 1988). “the moving party has to establish its right to a
preliminary injunction based on four factors: (1) a reasonable likehood of success on the merit; (2)
irreparable harm if the injunction were not granted; (3) the balance of relative hardship tips in its
favor; and (4) whether and how an injunction would impact the public interest.”

2 BRI SR AP > BT 45 0 1998 F 1 E[ITHEY 1A o B T AR 5 1999 S [T )
ﬁﬁjﬂﬂ » F1232-234 -
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%0 Smith International Inc. v. Hughes Tool Co. 718 F.2d 1573 » 1577-1579 (Fed. Cir. 1983).
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%3 City of Milwaukee v. Activated Sludge Inc.> 69 F.2d 577> 593 21 USPQ 69 (7" Cir.» 1934).
* Hybritech v. Abbott labs > 849 F.2d 1446 » 1458 (Fed. Cir. 1988).

-26-



L4 4 (temporary restraining order) > & & + 17 e 234
GO A AT SEREL AR & FRE 0 R
ST o FIRF T A ST AL B (T
TEET R gL e fRE A 4 1 & A
/T’%@ﬁ%ﬁ%%iﬁﬁﬁ ﬁﬁﬁééf’%
%’ﬂ%?ﬂﬁiﬁ?%igé?o%

R Ao
=&
W

-
(\
]
A

MY

%‘ﬁ_ N SF N
(ﬁn
W

@y

[
(w
S

5

baall o
I+ R
$ s
B
g
pa
««» F,* & ;fp ‘)ﬂ:
‘\E.‘

2

T - BHErRN ms&(an extraordinary remedy) > &

oy

S
% =
R OB

=

0

_i
A A 2 ?aﬁeﬁ"“% R S A e £ MR
A A Mg AS N o LAk T imi%ﬁf&q\l}ﬁz%ﬁiljﬂ?’p;ﬁi
A T PF TR oA 5N o EAEA 220 (R AEY £iAE 0 2
Fad 3 ¥ A SR ’/;7,—?5#'], ‘\;m | &
F RN R AR E § E
B

g2 G35 (4)

FHF R B TILE

BrORME R FEFDEET R (QQRLFEE VY L
7 PR L 2
2

v @ﬂﬁﬁ¢mwfng% A2

FrEFIEJEZEFXET o d W H P i fa.;cixﬁu#(statu quo
TP B L 2 N BB L4 (mandatory) 0 A B R 2 0
(prohibitory) & &

R B P EE BT R T B - BEERG AL
0% 2 B BIEEIAFER D R B L FRDF TN HE
Pad BixEe chiz- BRI T RY=Z - F o Bt .38 T

EELA S it BF R E
(F W R %o ERT i+ (a reasonable probability of
success on the merits) - % Wz Fein s > F ke BF FEERP R
W R2 357Nl v I8 it Flookip- 5t
AR AR RIE S B T EA 2 A T

% Kevin M. Clermont > Principle of Civil Procedure - Thomson West » 2005 > p. 78.

% Janice M. Mueller. An Introduction of Patent Law - J=fi » f[I{5t¥5ak - 2003 > p. 310.
" Smith International > Inc. > v. Hughes Tool Co. » 718 F.2d 1573 » 1579 (Fed. Cir. 1983).
% Reebok Int'l Ltd. V. J. Baker > Inc.» 32 F.3d 1552+ 1556 (Fed. Cir. 1994).
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% Smith International Inc. »  v. Hughes Tool Co. » 718 F.2d 1581 (Fed. Cir. 1983).

935 U.S.C. 282 Presumption of validity; defenses » “A patent shall be presumed valid. Each
claim of a patent (whether in independent - dependent - or multiple dependent form) shall be
presumed valid independently of the validity of other claims; dependent or multiple dependent
claims shall be presumed valid even though dependent upon an invalid claim.”....

“! Nutrition 21 v. United States » 930 F.2d 867 » 869 (Fed. Cir. 1991)

“2 polymer Techs. > Inc. > v. Bridwell » 103 F.3d 970 » 973 (Fed. Cir. 1996).
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3 Polaroid Corp v. Eastman Kodak Co...1991 WL 4087 (D.Mass.) © 17 U.S.P.Q.2d 1711.
* Illinois Tool Works > Inc. v. Grip Pak> Inc.> 906 F.2d 679> 683 (Fed. Cir. 1990); AT-LAS Power
Cp.» V. Vascular Access > Inc. > 120 R3d 1253 > 1259-60 (Fed. Cir. 1997).
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