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The Doctrine of Patent Exhaustion:
The Impact and Reflection of the Supreme Court’s Decision in Quanta v. LGE

Student : Po-Ju Lin Advisor : Dr. Li-Dar Wang

Institute of Technology Law
National Chiao Tung University

ABSTRACT

The doctrine of patent exhaustion is a well-established legal principle and has been created
through a lengthy and complex body of case law. The patent exhaustion doctrine provides that
an initial authorized sale of a patented article terminates all patent rights to that item. As a result,
the purchaser of the patented article may use or resell the article free of control or restrictions
imposed by the patent owner. The Supreme-Court-granted review in Quanta Computer v. LG
Electronics and it arose many discussions._and debates. It has been sixty-six years for the
Supreme Court to address the patent exhaustion again since the High Court reviewed it last time.
By looking into decisions made by the Supreme Court and-the Federal Circuit, the article
explores the nature and evolvement of the patent exhaustion and especially focuses on the
patentee’s exploiting its rights to“control the use-of patented articles the purchaser bought by
imposing a post-sale restriction. The ‘Supreme Court in Quanta expressly overruled the Federal
Circuit’s method claim as a category could not apply to the exhaustion doctrine and reiterated
that exhaustion is triggered only by a sale authorized by the patent holder. Although the Quanta
court did not squarely address the underlying question whether the patent exhaustion doctrine is
a default rule and can be discarded whenever patentees choose to impose explicit restrictions on
authorized purchasers’ use or resale. After analyzing the Quanta’s opinion, the article argues that
the Supreme Court impliedly declines to stand by the Federal Circuit on its opinion that
exhaustion may be precluded. While examining the lower courts’ decisions in the wake of
Quanta, it has been observed that the district courts’ intent to broaden its interpretation about
Quanta decision for challenging the controversial decision made by the Federal Circuit, for
example, the authorized foreign sale. However, it needs more courts’ decisions to observe how
far the Quanta will reach.



\:’l\.} ‘&J_

A LEE TR S FE S L NS S E BRI RSTH AR R
)&;&1—&71\ E L S A

AR S SERPLE TR P E R R IR h7 2 et o B Y

__ 1 /3:]'* 1§—3§EH;)I&,?/—‘<? }3( Ay Hp B el ‘&E.&?ﬁ\‘q o™ E L] it mmﬁ‘“#ﬂ%
FF LD R R TS LS G T S e A iﬁﬁ“%&%ﬁ?
]‘H /E'T ) |*5;IV<‘7“ v ‘»m:ui'klr - - 5[%2?*/-{:‘}7{% ’ %,I\ll'L'g @%Eﬂ;gﬁ-‘ﬁ\”"*%&ﬁj—}d» °

a
(=

’

REREEEER SRS PR P AETR B LY YL o FE L &
ﬂ@‘Q?H£¥W°~ﬂ&ﬁﬁ%’i¥?%%ﬁﬁw‘&§§£%%i§
W o e AL B E2 b LR AT - B ek

BARBrnE fp A A e gl Fo A Ez £ Bt (v g ¥l
DA AL o FHEP] it BARUE AE 0 T RF S FUEF T ARRE B { R R
DB FE G e SR M bk R AR R LR R A
Nh e B3 ¢ PR RS cp ke S R AL LT o



B B B e s i
B BB B s ii
e TR i
L TPV PPR PSRRI iv
E R 1
L T g B B et 1
12 FPE B BT 30 Bl e 1
13 FTE 22 B A2 s 2

FoF FRAMNMEFEAREIELEIRRMZFR 3

21 BAIBAEE BRI B B D e 3
22 FRIHNEF Z I B AIHEILE BB s 6
221 BAHEEE RAIZ G T B e 7
222 EAIEALE BB ¥ 20 285 e bt oottt otieeth e ees e 9
2.2.3 B I3 4 2% 4o w‘—lﬁdé&i%fﬁﬁiémqiﬁﬂ ........................................................ 10
224 LAMHEA ¥ B & REGZ T TR 20
Fo2F MXEBARETREEMNRR PWRBROTEFE e, 21
BATRE F 2 el T K U B sttt e 21

=
*
im

3L A WARRS § AN e 2 B 05 UL AP R B TR B B 1 LR 420
312 B i TR A FELIERG A Y

3.2 BRI b UriE P BB A Pk FIEAE R R BT R e 22
321 BAIEAE BB 2 B AR E BT oo 22
822 BAIEAE R RAILE WEBE T o 22

FEF QUANTA F 2] FF T it 26
B B 12 T B oottt e et e ettt e e s e 26
4.2 T B E o ] e et e e e aaeeanes 27
4.3 B 2R B B E T ) i et nes 28
431 BAIEALE RBIE® 25 2 B il 29
432 1Intel 2 &F FRILLGE & £ B Jloe s 29
433Nl 473 B § 5 F AEET f coerreremeressisnessssssssssessssessssses s 31
434 LAEA B2 HALI G S U 27 8 FF RE 93 2 FKBeeee 31



$IF Quanta F IR AT AL IR T B 33

51 BAHEALZ RATETE T 30372 B Al 33
5.2 LAIHEALE RAMCP F 2T A 2 R B 33
B.3 B AIEA & AAIET FEF T i 34
531 I & AIEF R AR HEHRET 55 AR &3 HE R f o 34
5.3.2 QUANTA B 2174 B L 2 FT ittt et s b et ebe e aaaeareas 35
533 &% LfE— L fHEAE RAF FEFE T 37
FHAIREA T RE PR LS E AP RFESTHE X A2 B8R 43

5.4.1 QUANTA F 217 R B A 4T e ettt 43
2 = SO 43
55 & {4 ;E,;;ﬁ%’f i RFFRT R fﬁ%ﬁ’%]é R FL T i 46
$2F Quanta FHEFIHEE RAIE T 2 B A s 48
61Quanta%wiw%ﬂ’}ﬁgﬂ;%ﬂ-§:f Eoie N e = 48
B.1.1 At Al 4 B TIAE B 2 B i et et necenss s 48
6.1.2 %4 B EFH 2R FAFRARLAE B TR § s 49
6.1.3 T Quanta & |/d-¢ Ja eI 2R b U3 P 2 ik 2 EE f I, 52
.14 § 1R E 252 3 2 BB AR Z T it 53
6.2 Quanta & B 2 H2 B B i 54
6.2.1 & JI4E £ 245 5 tp L ¥ L 1 891 £ (up-front royalties) > 3% ... 55
6.2.2 & 48 + ﬂz—%gd AR A i?ﬁ? 1B k% PIziE 2 1‘# ........................................ 55
6.2.3 B AIHE A HgEd ZAOHUHIE £ A2 B R s 57
E R OO 59
71 BN g Quanta X L fEZ LT B A2 L e 59
T2 8T F ™ B oeoeoeoeeeeeoceeee s ss oo 62
3}\{?)]?& ...................................................................................................................................... 63
2l ] P OO SRRSROTRP 67



ENE -
S
11 575 64
% JIHE4£ & /& Rl (patent exhaustion doctrine)* % — =t 4 & J | (first sale doctrine) %4y

B Alb S5 % IR 4 S48 4 (authorized licensee)d B § 16 0 &t 2 B JIEL R
BAEAFEEL AR RXAEAD R L d B S AR B JEA
JlEEE RAEZE2 T £37- -~ - & > F R85 3 ;2 (Supreme Court of the United
States)** 2008 # Quanta Computer Inc. v. LG Electronics Inc. & (v = fj # Quanta %)z 7 >
Zjed {4 G RAIAT LR 0 7 £ 4 1942 & 2 United States v. Univis Lens®% o »

Quanta k2 wieh= L 2 F > LA & RP g B £ 0% 4 1982 & & = e 2ricie F 37
i% 1 (United States Court of Appeals for the Federal Circuit) £ + > $ & & 2 82585+ g
% 1992 # 2 Mallinckrodt v. Medipart®% o ++ 2007 % 328 B 8 2 o 2 AT 2 B g4
= RBlZ Quanta % > A ENEE 2t AL EAHEZI RAEAT R L 0 P S HGLE
ZRiue bRk Pz (TiE e REBRES IR B R A 2 R B o Fpt slAn i b it sm e iF s
Hoo bt APRE AT ANE § R I 2Tl BRI R Y Mg e A AR KD
B d SRR A1 3 S SR R A K Bl B IS 7 R
LA R Zj‘ﬁﬂ?' - R ma R, BRSSP T oA g £
BRI R EHE LR S PIAERF 2t Quanta R EEY A R 2 AL 0 M
BAMEA A FAa P TSR LI B R F AR DRE UHEE RA DN B
R EApIREanier o 5 LR el ST o

R

12 F3 B e F g R
LR AL P AR A R FIE B R JIEA 2 EE B LB IR R E P he &
CARFE DY o - LEALEEE R P RS EE - LR RS R A

LT LT AR LS ST R R TTEE Y S

d 3t 2007 #E B EREE 2 uid- 2 8% Quanta 2218051423 3 § HEAELE RRA

! Quanta Computer Inc.v. LG Electronics Inc., 128 S. Ct. 2109 (2008).
2 United States v. Univis Lens Co., 316 U.S. 241 (1942).
% Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700 (Fed. Cir. 1992).
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TRR 2 B p e B/ P»‘%:ﬁ S AR RC N i M IR S 3o U
FHP R AR A A AR FF 2B PR AREE RREZE S
P2 AN o SR AR IR A RS SR I E T B A A R B g
# R R (doctrine of patent exhaustion) “e“ £ % = =4l & J& | (first sale doctrine)  i% 4 s+ 12
woBfIEA P ARLE AW F 2B Jl R S D S B EA 2 E
RN RS L AREE SN + e T RIOLES S = T TR AR T R
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* United States v. Univis Lens Co., 316 U.S. 241, 249 (1942) (“An incident to the purchase of any article,
whether patented or unpatented, is the right to use and sell it ....”); Glass Equip. Dev. v. Besten, Inc., 50
U.S.P.Q.2d 1300 (Fed. Cir. 1999) (“The first sale doctrine stands for the proposition that, absent unusual
circumstances, courts infer that a patent owner has given up the right to exclude concerning a patented
article that the owner sells.”); Intel Corp. v. ULSI Sys. Tech., 27 U.S.P.Q.2d 1136 (Fed. Cir. 1993);
Becton, Dickinson & Co. v. Eisele & Co., 86 F.2d 267, 270 (6th Cir. 1936) (“Once having sold patented
articles, neither the patentee nor its licensee may exercise future control over them. They pass beyond the
scope of the patentee's monopoly”).

> Bloomer v. McQuewan, 55 U.S. (14 How.) 539, 549 (1852).

¢ Julie E. Cohen & Mark A. Lemley, Patent Scope and Innovation in the Software Industry, 89 CAL. L.
Rev. 1, 30 (2001).
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RS SN

,T‘»“lﬂ* AR A BRI Shindla T o E - KIS BRp FE2 L HER
K AR 02 g (servitudes) st g K o (RHEE - AT A 2 B4 A 1 ] & (non-possessory
property interest) ﬁ%‘— TALS REFG K Hood FRAFFENEFTL AR T AR
flo FTALY - L f EEAE - ST (unning wWith) 54 > T A B ERE p & 81
2T A o F - MR GRS 9§ F A O RIEY T FET AT
Flgb o BRR 2 BTG A RS B A - TR RIRZ BRI IZ 2 T A R R kel 1Ay
Lggoartte WA BRI EHRBRIFTELE SE LR R F A ERE oA LA AL
(insufficient notice) o d ** (g ¥ 2 F|FA 73 X Z¥Fm £ > a 'L FF A DB EM
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BACTFR B L Rt A mrr el o SHE S e EaRE- < b

o AE o RIEF GENEBLES BHETARFLAL > TR REDA D LG T )

SR L F kAL R FE S PEHEET KRBT A ST HG 4 (downstream

OWNeN A (T2 i o d W E X B XF 3Bl G fHEI VR HETELTA L 3 A

ARG T REYE TN FE AT TR AL DFNTRELSERF LA %S
= 1

B AR T R N A L R R

&

735 U.S.C. § 271(a) (2006) (“Except as otherwise provided in this title, whoever without authority
makes, uses, offers to sell, or sells any patented invention, within the United States or imports into the
United States any patented invention during the term of the patent therefor, infringes the patent.”).

8 See John W. Oshorne, Justice Breyer's Bicycle and the Ignored Elephant of Patent Exhaustion: An
Avoidable Collision in Quanta v. LGE, 7 J. MARSHALL REV. INTELL. PROP. L. 245, 254, 258 (2008)
(noting that, without the patent exhaustion doctrine, a patentee “could independently control the goods
indefinitely, thereby giving him absolute control over the product market and leaving subsequent
purchasers --- subject to a patent infringement action”.

° Yuichi Watanabe, The Doctrine of Patent Exhaustion: The Impact of Quanta Computer, Inc. v. LG
Elecs., Inc., 14 VA. J.L. & TECH. 273, 276 (2009).

1Muwm<ﬂﬁ?%nﬁm%r¢%? ot B Rl Ee g it w) (A g
HEY $39%5% 18 0 F 295 (2010) ©

1 Molly Shaffer Van Houweling, The New Servitudes, 96 GEo. L.J. 885, 891 (2008).
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BR KA EEAHEGEFE I AFER AR AR E LFR A FE L
MR 2 A R R AR s E o H k- EHB ARG A
B 0 R F1F 4em 2Rk % 2 st Dr. Miles Medical Co. v. John D. Park & Sons®- % @ =4
i ’ﬁ‘%é%é”'%#‘ FoeEfle o ERREH Y Ap g R ] Flet Ao B A R U - AR
AP EFR a2 UGB ARRR G B F At b pd Mo R 0 - P ¥R
R X R Y JREY ST UL F P TS S VR I
L] SRR T VR T R A 0 FIA E A AT EGR
R IE O Tl S S TR AR R At S U LR WS R o AR
5] WS IAS IR i o 0 Blde o BRG] F LR BARL Y
Vo i S B k2 R Rk

~

e

«

=y

SR A F RIS NE R 2 PR B A o R AT B A F44 ] (running
restriction) » @ #rdF 2 1@ d T 2Lgp gl K 4e de A (T & o & John D. Park & Sons v.
Hartman'®% ¢ » 2 4 J|# S {d B ARAE T LR & K8 5 T FEL0 3 b L1
REPREF 2 FLH - AFARD S FEF AP wF G RARTT 2T s
oo B G ARNZR LR RACT AR GUJT L kG AR A L 0 2
MEER A2 L A Y HEF WL PAhES R gk BB R T
A AT FHF - BRR T RFREA L e AL I R
TR R AR 2 %55 o @ t Dr. Miles Medical % # » B 28 % i3 fa i

£ hE 4F 12 John D. Park & Sons % eip 2 a4F = %> @ 254 4]2 - = 4 &Eﬁl;ﬁ ﬁmﬂ
MERLF USSR 0 T RS TR E NP R R S A R o
B AT d RS PEAE S Fa A N ANER PSR ER Sl S A

Faikm b sEH ,«;ka«r L FG A L IR e T e T S E
FARFE A2 @ H S B b e i
12 1. at 893.

2 Dr. Miles Medical Co. v. John D. Park & Sons, 220 U.S. 373 (1911).

¥ 1d. at 404, “The right of alienation is one of the essential incidents of a right of general property in
movables, and restraints upon alienation have been generally regarded as obnoxious to public policy,
which is best subserved by great freedom of traffic in such things as pass from hand to hand”.

5 Peter Carstensen, Post-sale Restraints via Patent Licensing: A “‘Seedcentric” Perspective, 16
FORDHAM INTELL. PROP. MEDIA & ENT. L.J. 1053, 1056-57 (2006).

¢ John D. Park & Sons v. Hartman, 153 F. 24 (6th Cir. 1907).

7 1d. at 39.

18 1d. at 40.
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REEP AR s AR A EP 2R BAIRRE P e 8 Ft B AR
ﬁ;‘éﬁf‘g%ﬁ'ﬁé’wwﬁ LA FRALTREFEFFLEIF ST L L LI
Pl e FILE R AR A SR S R HE e fcB %5 ) ;f?'r‘%iiﬂ?ﬁ’”zz’ A& 4 4 c
e &k JE - B2 EC R 2 3t Bloomer v. Millinger % ¢ 3% 2 & 14 4 ﬂ*é—wf
FPE- RPN LR R o e B s R flr s 2
AR R RIS AL AR e S A A
# 2 E et Cyrix Corp. v. Intel Corp. % ¥ SRz B JIEL E 0P he B b EJlEA N E &
F15 P B £ 4 g 4 4omﬂs"H§},’rS§7sr§IZrm§x F2 Quanta % ¢ 4 7 & fIH#EHLE R A

t“]‘ﬁ;ﬁ%—f%g&)ﬁ%ﬁg—f FIEAD 528 18 i N
. Sl fe’%‘ﬁ%’ ShE 2L ® A RAI P AR A - B I AR F
fu’é#ﬁg@ﬁﬂ\# F}*‘;’\_ﬂ Q}ﬁll‘%—’;‘z‘%;@i%'—éi&jgét %:}'j\’rﬂLL’%@%ﬁ'J*E

FEERPZEY > BERLLI T 2ERELNF F2 |02 il > T2 A 4T
B~ 2§13 @ 2_ 47 f*(double dipping) -

2.2 i]ﬁ&]ﬁ?ﬁ-’rﬁﬁs@/zrm—’\—%’fﬁ%* Fa B

- &I 555 P § (authorized sale) » % JUHE4L & R B3 875 fI4E £ *03% e &
FHRAC R AT D R P F R B2 L

22

DBl £ o A F B FEASE RGO H 1 3 & & G| L et

Y s m& x5 - 5% A% N 2 (Constitution, Article 1, Section 8, Clause 8) » "To promote the
progress of science and useful arts, by securing for limited times to authors and inventors the exclusive
right to their respective writings and discoveries”.

20 See United States v. Masonite Corp., 316 U.S. 265, 278 (1942).

21 United States v. Univis Lens Co., 316 U.S. 241, 251 (1942).

22 Masonite Corp., 316 U.S. at 278, “there has been such a disposition of the article that it may fairly be
said that the patentee has received his reward for the use of the article”.

2 Bloomer v. Millinger, 68 U.S. (1 Wall.) 340, 350 (1863).

24 Cyrix Corp. v. Intel Corp., 846 F. Supp. 522, 539 (E.D. Tex. 1994).

% Quanta Computer, Inc. v. LG Elecs., Inc., 128 S. Ct. 2109, 2122 (2008).
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(manufacturing licensee) 2 § < 4 5 4v & 3% & R eh U] > bilde s PR @ PG B R rU4) 2
HL U EE >y A2 fd H$EJIRELE ZEFERY HHmDING - MT{*B‘“,K&@ i
2 BJHEH R N B

221 LA E RAZ G &

-%'f'”‘g #ﬁ:—ﬁ—%’f%ﬁ& _\A#:'z’ﬁﬂ]rg;‘j{%-?g@ﬂt %?'Jéﬁpgiﬁr‘%’é%ggg
%%i%ﬁﬁg%é kT BAEAE RA LG R S 0 - SRR S SF
f R MRS AEP 2T

MR-t~ ald) -ieidit et
WA E R R e p F % 4p MY {1443 R 212 Bloomerv. McQuewan® % B 4y A %7
R RS TR it A #éiﬁwﬁﬁ%iﬁ”ﬁ*¢%%”°
ﬁﬁrﬁﬁﬁﬂ:&—aﬁ%?ﬁ‘i*ﬁ%’*%iﬁﬂﬁéﬁ%’gmﬁﬁﬁA
WHAREEET LG S AR R R o T R B2 Uk
(limited license) 2. ¥ 2% e % i Be ik ke ip w3 § 805 §

26 Adams v. Burke, 84 U.S. 453, 456 (1873) (“in the essential nature of things, when the patentee, or the
person having his rights, sells a machine or instrument whose sole value is in its use, he receives the
consideration for its use and he parts with the right to restrict that use. The article, in the language of the
court, passes without the limit of the monopoly”).

S 4172 % 154 i%(b) > "the right to exclude others from making, using, offering for sale, or selling
the invention”.

%8 Bloomer v. McQuewan, 55 U.S. 539 (1852).

° 1d. at 549-50, “when the machine passes to the hands of the purchaser, it is no longer within the limits
of the monopoly. It passes outside of it, and is no longer under the protection of the act of Congress.”; see,
e.g., United States v. Univis Lens Co., 316 U.S. 241, 251-52 (1942); Motion Picture Patents Co. v.
Universal Film Mfg. Co., 243 U.S. 502, 508-18 (1917); Keeler v. Standard Folding Bed Co., 157 U.S.
659, 666 (1895); Adams v. Burke, 84 U.S. (17 Wall.) 453, 456 (1873).

%0 See Intel Corp. v. ULSI Sys. Tech., Inc., 995 F.2d 1566, 1568 (Fed. Cir. 1993) (holding that the patent
exhaustion doctrine also applies “to a sale of a patented product manufactured by a licensee acting within
the scope of its license”); see also United States v. Univis Lens Co., Inc., 316 U.S. 241, 249 (1942) (“Sale
of a lens blank by the patentee or by his licensee is thus in itself both a complete transfer of ownership of
the blank, which is within the protection of the patent law, and a license to practice the final stage of the
patent procedure.”)
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1 Adams v. Burke, 84 U.S. (17 Wall.) 453 (1873).
%2 See id. at 453, 456-57.
% Mitchell v. Hawley, 83 U.S. 544, 549 (1873).
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o R AR HE A BPHEA R TR o AT P A2 Rd T 0 - WREIFEP
& & 3% pc(essential feature)2. & = = 4 =-(uncompleted article) % % % 2. %3 > 4 & 11
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oA FFHMRGLMAL TP L v B, ¥ e - L2 IFR2 R * L F
kAl

iin

K

222 LA 3 BP0 oxk
2221 farg % Al £ U

B R 2R A RARE IR s’-j: LEQ N uf;ﬂ’;f # 2_ * 4| (delimiting the

scope of the patent grant)® o 4r e 55 28 B B 2 £ McQuewan 247 “t@ @ > ¥ & {4
w2 I (passto)f X 4 £ b oo 2h e B A ) (pass outside) & g R 0 2 R X B
5% 4] o BANE A AR A SR f R & T R S ST

%%ﬂmg%@iﬂo*Laﬁﬁw;pﬁwéw,gﬁﬁ«ﬁﬁ SRR
PUE B kg SRR P A S R SRR R A B TIET R

3 United States v. Univis Lens Co., 316 U.S. 241 (1942).

% 1d. at 244, 246-47, 249.

% 1d. at 248, “each blank, ... embodies essential features of the patented device and is without utility
until it is ground and polished as the finished lens of the patent”.

3 1d. at 250-51, “where one has sold an uncompleted article which, because it embodies essential
features of his patented invention, is within the protection of his patent, and has destined the article to be
finished by the purchaser in conformity to the patent, he has sold his invention so far as it is or may be
embodied in that particular article.”.

® 1d. at 249, 251, “the authorized sale of an article which is capable of use only in practicing the patent is
a relinquishment of the patent monopoly with respect to the article sold”.

% Aro Mfg. Co. v. Convertible Top Replacement Co., 377 U.S. 476, 497 (1964).
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2.2.3 gs‘f'] A 225 4 P bt’%‘f%ﬁ%ﬂ- TR 2§ #

AR ST HE S SO SF R LSRR B lE
BpfEpe AWl 2 g RS S Hi kY 2 Wi A48 £ (manufacturing
licensee) 2 & B X A 25 4c & 5% & R U4 0 Blde o E»%’ *T4](limitation on the right to
sell) ~ & f& i@ * *T4|(post-sale use) % #& & *T+4|(restraints on alienation) & % » iz» Hj2
FedR &R G R E PR Y HHm R o 'lTi*u%y IRECH E MR I A b2 1T
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0 Bloomer v. McQuewan, 55 U.S. 539, 549 (1852).

L Mitchell v. Hawley, 83 U.S. 544 (1873).

2 1d. at 548, “complete title to the implement or machine purchased becomes vested in the vendee by the
sale and purchase”.

8 Keeler v. Standard Folding Bed Co., 157 U.S. 659 (1895).

*1d. at 666, “becomes possessed of an absolute property in such articles, unrestricted in time or place”.
** Thomas G. Hungar, Observations Regarding the Supreme Court’s Decision in Quanta Computer, Inc. v.
LG Electronics, Inc., 49 IDEA 517, 524 (2009).

*® United States v. Univis Lens Co., 316 U.S. 241, 250-52 (1942); Motion Picture Patents Co. V.
Universal Film Mfg. Co., 243 U.S. 502, 515-18 (1917); Keeler v. Standard Folding Bed Co., 157 U.S.
659, 666 (1895); Adams v. Burke, 84 U.S. (17 Wall.) 453, 456 (1873); Bloomer v. McQuewan, 55 U.S.
539, 549-50 (1852).
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o @ & o e R R L AR B RO R ST Ak B 2 R
@p,%b%”Amf‘%ﬁ“oNJ%%H%&RWJK?%ﬂﬁ‘ﬁ%%%ﬂ%
B2 B R AR U] gk W R A I L B R T e T
Wi RO ¥ SERE RBSREEA > A R BRSES§ LS 5
PRI R T REIRAS SO 2AE > 2R IR R LW

Tederd 473450 o

g
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2232 BANEAE A2 B0 mE R AR E (5§ HE0)

EAHEA W0 B 1 SRR R A5 B U RRIR Y R T HE R S
Ay ok VLI %_Lf |- i dp g AN p A LR R ‘ﬁ?ﬁ%*&v
42 T o v B e ] o B rR) e B fL ] (vertical restriction) Rt A

#l(intra-brand restraints) = -4 & *34(inter-brand restraints) » # 4 4] &\ v; ATER A

SRz dmil 1A 33N bilde o 8 $ 54 (resale price malntenance) SRS

" Bloomer v. McQuewan, 55 U.S. 539 (1852).
8 See id. at 549.

% 1d. at 549-50, “when he sells the exclusive privilege of making or vending it for use in a particular

place, the purchaser buys a portion of the franchise which the patent confers.... But the purchaser of the
implement or machine for the purpose of using it in the ordinary pursuits of life, stands on different
ground... And when the machine passes to the hands of the purchaser, it is no longer within the limits of
the monopoly. It passes outside of it, and is no longer under the protection of the act of Congress. The
implement or machine becomes his private, individual property”.
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"L (territorial restriction)sig-t o & Pldptt E 2. i & fIHE 4 ;ﬁ o PERE S N
FRRFAT RSB RE S FEFLGE R A N AR B R

By s REJIEASLRIEA LI SRR LA R o AR LA 2 B ERE
ik % Lockhart & Seelye > @ -t 1 %5 % 38 2ok e 3 2. & 4198 # 2& % Adams > Lockhart &
%WE&Wiﬁﬁﬁﬁ%%ﬂﬁﬁﬁ’iﬁﬁﬁﬁﬁfﬁ$%§%ﬁme’%£4
Burke #4 7 £ 74 3 2 AL ag ¥ 8 > @ 57 » Adams 7 %5 & 2 B 0 G
F14# + Adams #+ % X + Burke A& fliEiEsfs 0 & £ F % 4 im 2 A Adams 2 &
JIE R TREEF L HE o BRI YA R Y R R IR X
Ao s RJEA R EA A2 B F FRHIUF(T 2 ENE R A o FIRILE A A
T BN G L AR RS B R P B R SRR R
FoET L B SE- LERd 0 BPHEA UG E P ST e £ 0 BT
AR NEE U S P et b B o BN B R Bt Y - A I ehk i
Keeler v. Standard Folding-Bed Co.” » B P ¥ & | < A fF S &2 W 2 pr g & {4

o BB U TR A2 @R E bR o FISP G EREfF E
B R A RIS RS HHA AR T T SRR B g

3t Adams 2 Keller = % ¢ > R U425 4 2 1 % 2 & 14 5033 iﬁ TR ALE S

*® Herbert J. Hovenkamp, Post-Sale Restraints and Competitive Harm 1-2 (University of lowa Legal
Studies Research Paper No. 10-08, 2009), available at http://ssrn.com/abstract=1540527

L Adams v. Burke, 84 U.S. (17 Wall.) 453, 456 (1873).
52 Keeler v. Standard Folding-Bed Co., 157 U.S. 659, 666 (1895).
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i% 12>t Henry v. A.B. Dick®*% £ B & JL L IR A SRR § RS Ao AT R LR TR
FHEA SRS g s 4 WG| S N BRI R R R o[wiEs ZE %k a Tk gk

Z_o AB. Dick % # % & 14 4+ AB. Dick 2 & 385 4e fUF R T - B0 Bl g 3

Skou » FZFUHI & RE X A Fa e * AB.Dick 2 @574 2B i - H £ X
Pk TRk AR 2 Bl o @ 2P TR E GRS AR B o AR PR A Henry &
Praesn i UG R T s il SRSl e £ 8 W g2 § £ 4 Skouo &
fI4# ¢ AB.Dick 2 7 £da 4 5 kH Henry §lev i3 H e s % 41 £ &1
TP FEJIEA NG B SRy @ U § R R A F R ] AL
THAERT > BN G2 ki A0 & kT Henry 7 f §Ter i f iz - AB.
Dick i je 3% % {48 £ 20 RS § (A B 1240 8 ) 2k pPag e A
T Adams % Keller = % #7% 2 B § 4 % "t i 2 p= § (unconditional sales) » -
Mitchell®% # 24 ¢ § (authorized sale)4s 3523 5 — "% 2= § - AB. Dick % 2|+
RAREB 2P F2 9 FRP S22 RAIAFEEF LA WEFR > H I 700G E S
AR R FPt eiF R IR ARG e AR IR o Y B 2 AR W R
REERFESEE R A AT TR RFE R A MAF T 3 s BER e
PenpE= qi gt B 5 o Ft o B B A R eF e N RS R
R ET R AL B AP M R R R T AR TR R B

g # 2R o AB. Dick % ¥R ﬂ.fl‘l:}%%‘ﬂ’fﬁ A %E'iﬁ“é HArE £ A g S LFens 5
e B R A S LU e R o A 2 (RIFIE LSS
SRR AR o B AT E R @ TEE 2 $ 5 o 4efe McQuewan & TR
PEJHEA I EEEY EEJSF SR BRI SRR EJESN] ) FRAE
F £ Ul enit * s o EAEEA A 0 A% - i U2 g § % - AB. Dick
2RI EEP AR TR I EF 2 (substantive law) ¢ E_F 2 ¥ % hs Bk A
P A B @end - B rehie v g0 BT - B o B E{lF S
BAHES RIE R AR IR E R @m%%a;i’m%ﬂ
BADERS EE ABRBELE LA PR N LA F ol F@g A2 T

Henry v. A.B. Dick, 224 U.S. 1 (1912).

Id. at 11.

Mitchell v. Hawley, 83 U.S. 544 (1873).

Henry, 224 U.S. at 24-26, 39.

Id. at 19.

Quanta Computer, Inc. v. LG Elecs., Inc., 128 S. Ct. 2109, 2115 (2008), “held that “any ... reasonable

stipulation, not inherently violative of some substantive law” was “valid and enforceable,”...The only
requirement, the Court held, was that “the purchaser must have notice that he buys with only a qualified
right of use,” so that a sale made without conditions resulted in “an unconditional title to the machine,
with no limitations upon the use”.
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Ciek > 2fad 24251 AB.Dick % 22> T 408 LFf Ao A Se X2 LR
SE I R LRI R e NI S IR - & - UF R T E
EBVEFEA S BB NE R BRI e T B A B E A G E

2
Wl Al e 2 U F I X 4 o2 {8 BB F 2 Pt Straus v. Victor Talking
Machine Co.®% @ 7 4% 51 Bauer & Cie % & 2 £ =04EF § %5 & *0 & {140 &b et 'L
#] o 2R % ;% Kot Motion Picture Patents % ¢ { P v 4248 A.B. Dick &4+ %% -

Motion Picture Patents % # > & 4 A E B> 4 8 AF I RFFHIE R A 28 % o &
FOBAHEA R RE XA TG AERE R TR RS G TR 2 B )
A& o ¥ F %R Tp % {0 Motion Picture Patents = # #4¢ Precision Machine
Company i3 2 px § % 2cps o & H2zph 4 (75 322§ %6 3 Motion Picture Patents

NPT - BAIEE R  E R age i I g Bl 3 R e s 0 B
A& O FRAATDIELZET AR EAFE RE LA R Rt e
AMREZ RS R R TEEZENAR Pl R WAL BN ET LT
.23l Bauer & Cie % & B I A 2 @ 4L |5 52 % > RF AL
BARGE APFR S L REG EHEE &S R R R
£ AT D F R SR A S e VPR LAy B R A kT g RS R Y
mfﬂmﬂs S HARREEE A A AT L A feReniEE o B s B

B BIARE R X AL BIHEA QIR R A MG 0 L AERE 2 R AR R

R T 2 R SR U R R MER I LEE T g S-S 4}.#‘;&,&;}]}\ A R

59

Henry, 224 U.S. at 26.

% 1d. at 24-25, “The property right to a patented machine may pass to a purchaser with no right of use, or

with only the right to use in a specified way, or at a specified place, or for a specified purpose. The
unlimited right of exclusive use which is possessed by and guaranteed to the patentee will be granted if
the sale be unconditional. But if the right of use be confined by specific restriction, the use not permitted
is necessarily reserved to the patentee. If that reserved control of use of the machine be violated, the
patent is thereby invaded”.

62
63
64
65
66
67
68

! See Bauer & Cie v. O’Donnell, 229 U.S. 1, 14-17 (1913).

Id. at 509.

Straus v. Victor Talking Machine Co., 243 U.S. 490, 501 (1917).

Motion Picture Patents v. Universal Film Mfg., 243 U.S. 502, 518 (1917).

Id. at 506.

Id. at 509.

Motion Picture Patents v. Universal Film Mfg., 243 U.S. 502, 516 (1917).

Id. at 516, “The patent law furnishes no warrant for such a practice, and the cost, inconvenience, and

annoyance to the public which the opposite conclusion would occasion forbid it.”

69

Id. at 511, “this court has consistently held that the primary purpose of our patent laws is not the
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CE A R EIEE YRR Y RS SR R
RERFEAY ISR I g1 RS RIS e v

i

F

¥
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BEiEIEPREHABE 2 FaF R BB AH S 22
iRt B R T R A o E kSR 2
28 R B E B Rl R IR F TR R A2
PR T e i gt 2o ¢ P o - RIS I E P & 45 jic(essential feature)z A
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creation of private fortunes for the owners of patents, but is ‘to promote the progress of science and the

useful arts' (Constitution, art. 1, § 8)”.

" Motion Picture Patents, 243 U.S. at 509.

1d. at 514-15. F R R LGB ETIET A o MR JIEY (75 2 3n %0 » 1988 £ 2 & 4|

JE ix A (Patent Mlsuse Reform Act of 1988):‘ RETBAEAZIFELFE G H AL A & F
B34 R0 REEE AV IS EJUEY (75 % 2 35U.S.C. §271(d) (2006) ((d) No patent

owner otherwise entltled to relief for mfrmgement or contributory infringement of a patent shall be denied

relief or deemed guilty of misuse or illegal extension of the patent right by reason of his having done one

or more of the following:--- (5) conditioned the license of any rights to the patent or the sale of the

patented product on the acquisition of a license to rights in another patent or purchase of a separate

product, unless, in view of the circumstances, the patent owner has market power in the relevant market

for the patent or patented product on which the license or sale is conditioned).

72 United States v. Univis Lens Co., 316 U.S. 241 (1942).

" 1d. at 244, 246-47, 249.

™ 1d. at 248, “each blank, ... embodies essential features of the patented device and is without utility

until it is ground and polished as the finished lens of the patent”.

> See id. at 252.

®1d. at 250-51, “where one has sold an uncompleted article which, because it embodies essential

features of his patented invention, is within the protection of his patent, and has destined the article to be

finished by the purchaser in conformity to the patent, he has sold his invention so far as it is or may be

embodied in that particular article.”.
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2RI O R 0 Pt T 2 A R AL E o McQuewan kP AR IR 4 &2

" 1d. at 249, 251, “the authorized sale of an article which is capable of use only in practicing the patent is

a relinquishment of the patent monopoly with respect to the article sold”.
78 See, e.g. General Talking Pictures Corp. v. Western Elec. Co., 305 U.S. 124, 127 (1938); United States

v. General Elec. Co., 272 U.S. 476, 489-90 (1926); Mitchell v. Hawley, 83 U.S. 544, 547-51 (1873).
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B 28 F % Fat United States v. General Electric Co.%%% @ R it & 14 r34] 22 32482
ﬂﬁiﬂ’ﬁﬁw%%ﬂﬁAﬁﬁ~ﬂﬁgﬂ%&’ﬁémgzﬁ&’d%%ﬁﬂ%
Tl P BRI SR Rl B Y R ek IR 4 0
A R B SR B R B T R b eh AT o B IR A 2
FAERT R R L GLE A R R RS B ¢ R0 g i)
CELFEESEIE RS LTSS SN RESS NS S L
B EEE O RET R ALZEANE R E R L - Harad o L
BRI SIEE SRR R Y S S B A E SR R E Y
gl &g 4 e B indr U LS T AR

(2) #RUF1 & &g A2 G

B ZREVNEATHEEIEELE RN ZG* > A L E 82 5 i
Foo R AR T REFBP FRFLEN TR EEG B JIELE ARG -

FIb o R AR L G R R 1P R B AUE A SRR 4 2 BRI R
BAZRAZGEY o KA o FARRE L AL T EAEUG > TR EBJHRERA DR
Bl @2 @fEed > MBEJHEAE AR EY o 0T ARERP G EE ZRES G 2
3 e

® Bloomer v. McQuewan, 55 U.S. 539, 549-50 (1853); also See Mitchell v. Hawley, 83 U.S. 544, 548
(1873).

8 United States v. General Electric Co., 272 U.S. 476 (1926).

81 1d. at 489-90.
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HOALP T RS f P U S RS R B2 % e S Adams® &
B L A BN 2 l‘fanu% FIHE A SR L A e 2 BB U 0 BF Z AN E
ZARTDER BB FRERAERAF XA G PSRBT L HE XS
FHEA DG A6 2 B R R o BNEF B 2dnd P 2 GF B
FIHE A 1w KRGS B AR > GV AR A BT AT REP AR EI G 0 R
- LB JIP mi 802 Wi 2 pr § (lawfully made and sold) » & {148 ¢ & #4132 4 52
B LA A HAIRE X B R OLHIR RN £ A o T F AL G R
B BRI BT B RE R AL 537&?;% o gl ok s g
M B iEGAdams £ TR EE P SR L@ —*ﬂ‘m% e I ER (TS B
2 AR L o

BRI 2R B E PRl BB A 7 O HARP AR A W AR 0 R X e3F R
FHEABF R 4 8t ) G AL BIERE &7 S BHAY BRI AR 2R
i B o %+ Straus v. Victor Talking Machine®' & do &4 « #-7 S8 Lo - P
PFy L 3F G AN B PR (sublicense) %‘ﬁ?&éiﬂ'?ﬁ—%“ s @R ¢ ¢ 3T 8
2B U] o R UGR R R F T A e B TR A ik 2 rB 4
MEEHTFESTEBSIR LRI R R L o R B IR R g
B2 L fLITRRE > KA g‘{u; A ) S O S frt{ﬁ B oo PHIRB B S BT
A b AR 28 4 DruMiles k22 Bauer % ¢ rAJZ R REAR P 0 ¥ SRR
LA B A F R b fle S EEEL *i%%?%_aﬁ%mﬁfo B3 28
BB Pabfs ikdp Adams k2 4L BB > 724 B A AT T 2 FUH]E AT o

A BEBAEA G2 BN AEE BRZ WP E R AL EROFE T
FOHCES o @ R U A AR A E R R 6 2T R A2 i
B fEs THRABESS o PREBE2ZFY o = L2 84 5 BHME G2 A TR
T RS R R R 2 Y 2 9A 0 Blde o GE R M2 3B
FRAIB T 2§ 2 35 b4 D Miles % ~ Adams % % Motion Picture Patents

Fofe b AFpE § B 2 B 0SS B AR P B 0% ) 2 General Talking Pictures Corp. v.

82 Adams v. Burke, 84 U.S. (17 Wall.) 453 (1873).

% 1d. at 456-57, “Whatever, therefore, may be the rule when patentees subdivide territorially their patents,
as to the exclusive right to make to to sell within a limited territory, we hold that in the class of machines
or implements we have described, when they are once lawfully made and sold, there is no restriction on
their use to be implied for the benefit of the patentee or his assignees or licensees.”

8 Straus v. Victor Talking Mach. Co., 243 U.S. 490 (1917).
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Western Electric Co. *¥% 4 7 i+ -

" ;ﬁ General Talking Pictures % 3P’ § & P> & » 348 ' U412 & gL & R A1
B ARWEE ZEHF T (vacuum tube amplifier) & 1 0 (EdFE BT R H
s F KA L o 48 E - American Transformer Company 8~ (% #lig 2 p= ¢ &
Tedh @ L JFF Bengig o R ArgES B R L% 20 F K F o General Talking
Pictures Corp. » gt ¢ Havipps & 2 35 B F g P %455 B WAL 0
@Al o BB BRI - REETL AR ENE B BEB A
i % (private Use) 2 ARILHE A P75 2 PR § o ARRIEA P AR X A P HIRRET L B
tw B2 [ ¥ * (commercial use) F o v EIEF $E£v§ R LA @ AR
2 RE) 0 PR 2 AL oo 414 4+ £ General Talking Pictures #% 4= & 41
%2 273 o General Talking Pictures 3 51 Adams %2 £ 232 % » 1 3%k § %9 S 454
i A g X - KFEILFERL T R LA AR HY O FJIE G
HE AR UH & U 2 @ % o e §li2 Bu ik General Talking Pictures 2 4= 2 5 - 4p
dihkE Adams k7 o A RARRE AL LEQIRHT B LT EL 2 0 FL
MPBEAP FF BRI B o Ra BAIEA T A FRIEAIE A American
Transformer Company p= § #+ B &gkfe @ * o @ @ o Ap< ¢ %5 %% General Talking
Pictures » 44248 « | < L General Talking Pictures =7 & p~ § & 7 it # FIp o 5
M FEIRRUERFT B WRPRI AR L B A @ * FRIPN - ARRIE L TR 2
%%ﬁﬁﬁﬁ%@’ﬁ%%§—§%%%W’Z§?%1ﬁ#;@ﬂ gﬂﬁA&g
HH B BJIEAAREG > B IR ARRIELFER Y LRE I

General Talking Pictures % 7 Fv» B 2R § 2 fo v 35 & I A 408 4 2 E'F%: 35 4
PR R FEF U RITA e AP E R R E
AP A R o2 B R A AR T 2 3w T ey en Dps
BoEest L g THRRHGS 0 B R A AR B TRBUIES § RIS
B A Y PRI L G 4o B S i B2 g 0 @ TN 2 PRt
PRIl R Z AR L B F R T L AR S gy BHEAE R G
T RAEA E e A 2 P R R A R LR XX 0 BRI
Prm o BEINE B R Fazo Tl udr DR S B GRS o H AT L RIS B pE
%?%ﬁﬁﬂﬁw’ﬂitﬁﬂ@*ﬁﬁA%ﬁﬁﬁm%ﬁﬁﬁﬂﬁgmgﬁzgg

8 General Talking Pictures Corp. v. Western Elec. Co., 305 U.S. 124 (1938).

® o

6
7
8

See id. at 175, 179-80.
See id. at 180.

Id. at 127.
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LR o A% 0 R ARG A ij-*% RAGTPIEGS Bl o R AEE R R
FRE-FON BRSO TERRBAT BREERE BF BRI AN EF
BR2RAAVEIGP TLABEERT  AREAT AZRENS SHELT
KA o FI AR FRAPTRBU G A0 ALEE 2R 22 B
il P 2 BSR4 2 R R A iR g $ 2 12 45 General Talking Pictures
2 ARG - B2 FEILCBERF R g BJELE o

TR B f 2 Pt AR B AR A AT e 20 BRI R R R %
BRI BT > - PR A G A F L o BT ML Gy R
FIHEAE > BAHE A 42 BRI ERBIAFF 2R R4 o

224 LAEA T B E R R HE L5

LA TG AT S Tl R R MAA R R AT L
LG FER 7 T a5 7 1&?»% 60 LA B E 2 {3 A%
B AT R 3@ G2 A &% ke Keeler 2472 4 4 197
SEEE A Ev RN gkEEy VRS GEZHR 8 - m & Motion Picture
Patents Co.% Fr ki~ % 7 & JIHEX €. F 7 u;ﬁd HEF X AHGTEWEHR* 0

PR R 2 K b PR

8 Keeler v. Standard Folding Bed Co., 157 U.S. 659, 666 (1895); Motion Picture Patents Co. V.
Universal Film Mfg. Co., 243 U.S. 502, 509-13 (1917); Bloomer v. McQuewan, 55 U.S. 539, 549-50

(1853).
% Keeler v. Standard Folding Bed Co., 157 U.S. 659, 666 (1895).
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$FZF PRl T AEE WA b 3 B en
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AR EAFT - RS TZIN A RRM R IR R AP LR PR H
- A ERE Y PR T ITEIEZE R B BEA AL PR f 2 ke H 2 R
TR F B ek - 1082 & £ mminicir PR > B RE R EE S A
BHEAE L ARG LA 2 hd < iR Ra BEE R MEG R G
LR PRI E R E AT L REHE PRI D] o AR I P IINECR L G ¥
PEk Y s B eriigant e A FPR o FL AAER Quanta T H T B &2
i & A

3L BNE R i i d g T kehg R
311 A WFERE § 56 de L B LAY o 4r (RS BIRAR FUA R g B 15 PUHHESN 8 4

2R B 2 ik i Adam %~ Bauer % > Motion Picture Patent % 12 2 Univis % %
Jid-o = £ &7 B AHE A ARG AFENE 0 P06 e BV NG HE {1 50
¥4l 2@ £r3t General Talking Picture % & L3F B f4E A ;ﬁ‘i’ﬁ:’]?}t:}%%ﬁ& ESRTE
ZREGF U TERADRTY FR e T o BNA R R R UE e ]
] 0 e gr R BRI R UGN e e o S WENA R 2R
Flesde 2 305 2 R RJL R A 7 B AR R e e BRUGIALTE 5;,;1%1"1
T2 F RF L] F T EE IR S L SRR A L PR
BBl g f8 ¥ % o

e

312 B WFIAZEEZRAGF > AV X 92HF
" }ﬁ ]

R ES R T B RS IE S SVE RIS BN e B
F»t Keeler % 2 Motion Picture Patents % © % 377 M 2 X S (707 ap 2 o BB 2N
BRERLAOFRBEIHEA T U 995 AR X A HE P Sy 350 gl

e EF 3 NBEJELERDZ A
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32 mimiviy FAFE R E B R EREJERLE Rl R

— _ﬁ;;‘a%, 'Kw‘“t‘?’ P’ﬁf/z‘ Pmi‘}"}’&—gﬁﬁ' *E%i‘ EJ"FI]'\P\ OIS #Efﬁ‘fﬁi& [%T%ﬁ;gﬁ Kﬁxr‘g/;
%%@iz@g@m’ﬁﬂ&:4%¢£dmmhﬁp:’—%*%%ﬂ{?%kﬁﬁ%
Fl- g HEFRA G R BHREE RALT T g

321 B A4 E R 2 BTG

mizRicie i faat H A 2 2 % = & > 3 Bandag v. AlBolser’s Tire Stores % ¢ ;4
BB E RR A G H 0 2Rl AR RN L FEHERP 255
BATARGPE R S FE L] %S 2D R RERL Y 2 A& T e
BRAFE T FE M o AR LAR S LS B IR
B R PRI

322 Ll E RAILE BEK G

BB R BB 2 e Univis & (5 0 BRI KR pu i BB E BP0 A
A REIE e i ]2 % s e 42 51 2 2 1992 # Mallinckrodt v. Medlpart”% 2 %)
AR %0 4np Mallinckrodt % s B 2Riccie 1 2r % b B ch F1HE45 & ROP| S i AL 20
BBt 2 iR B o BN B IR Ta 20T B & RS fIHESLE
TR bRk e T3] o0 T g 2 ps § 3234 ) (conditional sale theory) sk i 4=
% R Al o >t Mallinckrodt % ¢ > Bj2Ricie b 3R LB F BN 2 PRl R YT eh
G BB T RZF G F ARG AR IR L LU GT
YU e Fl@ fTA JV R R IR o BRI PR PR R IEA R BRI @
* NPT i 2 px g (expressly conditional sale) + » R F GE F v EFiRR 2 Lps g G @
ﬁwwﬁ@@“o%ﬂngﬁ;aéémiﬁﬁﬂ’ﬂivmaﬂ&ﬁgh ST
AL & RPIGE ¥ 4T3 ik 2 P § (unconditional sale)z 2]A-F L v f#id 5 F A g i

%1 Bandag v. Al Bolser's Tire Stores, 750 F.2d 903, 924 (Fed. Cir. 1984) (“The doctrine that the first sale
by a patentee of an article embodying his invention exhausts his patent rights in that article is inapplicable
here, because the claims of the Carver patent are directed to a ‘method of retreading’ and cannot read on
the equipment Bolser used in its cold process recapping”).

% Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700 (Fed. Cir. 1992).

% See Amber Hatfield Rovner, Practical Guide to Application of (or Defense Against) Product-Based
Infringement Immunities Under the Doctrines of Patent Exhaustion and Implied License, 12 TEX. INTELL.
PRoP. L.J.227, 238 (2004).

% Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700, 703 (Fed. Cir. 1992).
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LH R I E R IR o Y AP B PR b R R
FAEY 0 L AIEA AL IR L A B 2L - FA 0 T ) R
SR SBEA S R BIE A TS ESH RO NS P £

TPRLEA Tt g Bl R TR Y s F i

BN
=

pens

Mallinckrodt % @ » & fiff « Wit ¥ N EHF R * L FE FHF > L FF

7 @PLH = ¢ * (single use only)id wwig s § B F oo F R L %ﬁﬁ@ Mallinckrodt ¥ =
TR o F @ Earf 5 E¥ T Medipart ) S H £ ATE R fsv-ﬂ‘;‘?’fl‘mi‘;f;
P ARBRFATPELIE LT LF LI EAHE NS SR L A g
P o BRI bRk Pad S KA B IR A Arambe 2 B F i g ok B R
BRI o FRt g2 B A PR E R ¥ U] BAHE B F LR A2
20 4T o BRI b PR Rt R AR d ¢ AT s BME R RAN T A 2 e £ &)
ARG Bl SR ] 0 A AR R A ] R IR 2 A
EFAEZENER > FFAFFESERE G o R E e A2 L
é%ﬂ;é? MR ETT TR BAIEALG BRI G F TR o Bt

U Fm%ﬁd FRRRE b B A R Qlpcilam T ik L fE o BN b Rt R
%&Eﬁ'a;ﬁ Adams % 4> 3 s Adams & AR R F A IE R ERTEE B S R

T HE SR A LS R mfgﬁ M P Adams % £ - kA AT R A EAYER
§ 51 SR AR U F A uh Adams AL R AT o L H A fE o e pR
R e e R T 1 s = I AN R L S L B AR

AH A AT BF SR TR FF RN B LT F LA 2B R R e
BoE e F o iz o 3F R IR A "v??ﬁ% BRI T e @ L o T2t b
PRk bzl b R R Ag iR Adams & X 2 BAEA G - P E AR 2
LAldmr e B 2 4 gﬂp S PR UFHE P ST S L fzdp e
R FpL AL AT I‘*’ﬁ’i B ELE fAE PRirg BE R i H
BoFRjRrAEoFEALIRBE P RYPLAB P IR LS ELHE -
gtk E;’f']:f?'r‘%ii% * %E:ééii%ﬁlj%ﬁ%’j:)%v Bleni & R ¥z — > X &  Mallinckrodt
B B 2 NHE R

mgERaae b 2R faz2z. Mallinckrod %33 F2r g 205 3 72 Fa2 Univis & i F W) 12 d

% 1d. at 701.

% 1d. at 706-08.

% B. Braun Medical v. Abbott Laboratories, 124 F.3d 1419, 1426 (Fed. Cir. 1997).

Kyle M. Costello, The State of the Patent Exhaustion Doctrine, Post-Quanta v. LG Electronics, 18 TEX.
INTELL. PROP. L.J. 237, 258-59 (2010).
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B A K2 TR B AL ;g%?;—':;ﬂﬁ& S0 40 2 P4 S i F R
R B 2R b o2R0E st Mallinckrod & #riazs % )0 F 1 A 3N 4 33 Univis & 24
7 d1 - 22 Mallinckrod /# Bt 4p & > B 20508 2 Bt Univis & @ p > 2t 2 £ & )
A2 FLA TR L 22w FANEZFL AT RSB fég{s
@’ﬁld#k“fﬁa—/zm’fﬁﬁa°ﬂ“‘;7 TE I A A4 2 UH L FE B R AT
g E o E A B 2 e E R B IR & BB 2 24700 Univis & B Rl SRR A
TR AR B2 BHEAE G TR T2 BRSUIE T AR JIEERIN 0 A&
%ﬂ%%ﬂ%&i%?”#Wéﬁﬁi%ﬁ@ﬁoﬂﬁ’%%&ﬂiﬁ%%%

L

&

Mallinckrod % 2. 2|41 d & ;2 # & B 20 % % ;2 a2 Univis % 242 f2'% -

- ‘u\

=1

7

?‘1\

pUeh o E R g b o Bt Mallinckrodt % f 25155 28 8 3 2 Fw 2. General Talking
Pictures % » 335 %5 4c 2 " ehg st & 72 F1& 15 & p & {148 E“%lli%#ﬁiﬁ%?;‘
(manufacturing licensee) Zup 8 @ $ 773 |0 » & 2P b U] @ oA R T 2
FF&EELA 2P EEHr B JEANURRBEARY PR BN RTLF -
mp2nieir b2k g 51 General Talking Pictures & #5752 T 3248 s34 & & {5 ')
BERS B ok g s o) 2 enT i 2 EE R | B *hen g A A - >t General Talking Pictures
T R FERERLERNT BT LS EEL R 2 L2 B8R Y ehd
B RSB s A s e Tl 0 542 Bl TY MR AT LR
Rl @as4e 2 B UG A BEREE X X840 G op BN E B 2 et General
Talking Pictures %2 2|42 d ¢ e Plg f 7 HIUEF XA Ff BT F2a2H5
BAEA S % U] A EF R R R AP R X B IEE m‘#,&ai‘;’i o #R
FOOREBAZ e TR 8 TREGIE LU, 27 - RoH
Riiw P oRFRmERF FA R UG AL FIELE RS S E BRI L e Y
AR SRR 0 4 LR RIS B R B IR R BRI
WOH oo BEINAiE b 2RE PG M AR AR AR - R EH T B JERL G 6
“%ﬂ%’Zﬁﬁiﬁ?ﬁﬁfﬁéiﬁﬁfiﬁgiﬁﬂ’M%’ﬁFﬁi%K
FUE™ 8 U R g R

<

F]#t > Mallinckrodt %:a e F - it g ¥ g d SRBEI G 227 %7
{,UHT%&%C7I%wKQﬁ;JT%i&L‘|%? Fﬁ é%‘ «,\ﬁﬁgzﬁﬁxﬂ\#,],g—ﬂﬁ/k

% United States v. Univis Lens Co., 316 U.S. 241, 243(1942).

10 Hungar, supra note 44, at 528-29.

101 Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700, 705 (Fed. Cir. 1992).
102 Costello, supra note 97, at 259-60.
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BE R A R gl s mizmaciy bo3RE a1 425 Mallinckrodt % 2 ik
Lo GRERIE ARG B R R RIS R 2 0 RRF R AR TR P e P LI R
Prhl TR Az grpm e gt s mtair ook s SR AT AN R 2

EAn ka2 ARG EE R BHE L B2 EY {2 RSS20

103 Mallinckrodt, Inc. v. Medipart, Inc., 976 F.2d 700, 709 (Fed. Cir. 1992).
104 see B. Braun Medical v. Abbott Laboratories, 124 F.3d 1419, 1426 (Fed. Cir. 1997).
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Quanta % |+ f347

41 2% %

* Quanta'®% » & 4 LG Electronics (04 ™ ff £ LGE) ML 22 T 7 4 s 2 3 fc 2 B F
AL AR BE ek Begr = 0E & A
Mt R 2 kMLl 524 LGE & Intel B E 4 chikh F£ 3% > A 7O P87 5 ez
&g & K (License Agreement » T iR H) o SRR 9 Y LGE #-2 55
FE DBl LS Intel > ¥ R 24 Intel TR 2P F%F LGE B2 A &
%o Intel %l & p5 § HcAJT F (microprocessor) % & & e (chipsets)(:2 T ff 4 Intel & %) > #7
?5? z_ Intel £ é;l AT LGE #rash2 s REJIZ 2RI T A LLE]) > @
R Rl F S P B 2 xkﬁ*{rﬁ— BT R R blde o R
(memory) . Ef@:;nu}é%(bus)i AR EERAREL AR ER Y 2 BT LGE fra ke
agﬂﬁ%g%fWHLGEﬁﬁﬁiﬁgAﬂ%ﬁﬁﬁ@ﬁm|maﬁ%~\&&r¥i
R H i FeitE iR TR ,<«13;’f F MRk IR kS T A RiER ¢
o daiAd 5= 4F%4Intel 2552k 2hintel 2 Fa3F7 > ERELP Y
7L S E Rp2 i 9wy - > & g(MasterAgreement) ¥ e pFIE 2 g g R 1 ¢
B0 AP 7 AT LOGE LA Intel 23247 ¢ 45267 T e p ¥
&% Intel 2 &2 Intel & Foeinfg f1 e P& R Intel 123 & 3 w2 = > H 7R R 2 Intel
A& S LGE & - 7 ¢ 3 LGE 1%?1 e AIntel #TB~ (T2 2iE 0 A F AP TR
I A E N E-PER 2 Intel A 52 E 2 ntel

HP ¢ 2R %FREZEQ2 33 L HERNEFREEL TN

BAEen B2 A5 b

f{jl O e O IR QAT 5 00 LGE 117 mamicir b 3k ik
A B R G R RERK R0 RS fdaﬁ"~%ﬂuimﬁ%5ﬁ
fé.ff@%: S A ER Y Intel A 522t Intel A 582 1% e B 15 LR H 0 @

105 Quanta Computer, Inc. v. LG Elecs., Inc., 128 S. Ct. 2109 (2008).

106 |d. at 2114, “The cross-licensing agreement (License Agreement) permits Intel to manufacture and sell
microprocessors and chipsets that use the LGE Patents (the Intel Products).

197 1d. at 1598-1600.

108 |d. at 2114, “it stipulates that no license “ ‘is granted by either party hereto ... to any third party for
the combination by a third party of Licensed Products of either party with items, components, or the like
acquired ... from sources other than a party hereto, or for the use, import, offer for sale or sale of such
combination. ...The License Agreement purports not to alter the usual rules of patent exhaustion, however,
providing that, “ ‘[n]otwithstanding anything to the contrary contained in this Agreement, the parties
agree that nothing herein shall in any way limit or alter the effect of patent exhaustion that would
otherwise apply when a party hereto sells any of its Licensed Products.” ”*”

109 1d. at 2114, “Intel agreed to give written notice to its own customers mforming them that, while it had
obtained a broad license “ “ensur[ing] that any Intel product that you purchase is licensed by LGE and
thus does not infringe any patent held by LGE,” ” the license *“ ‘does not extend, expressly or by
implication, to any product that you make by combining an Intel product with any non-Intel product.” ”
The Master Agreement also provides that “ ‘a breach of this Agreement shall have no effect on and shall
not be grounds for termination of the Patent License.” ”

“ g
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L I N I e AL E’u#kﬂf;%ﬁ FEE2ZGET AT LA L Intel 1 ET
MR R A PR £

*EA2 Quanta 5 - TR 0 e Intel PR %f | ed2 R B 8 Intel 45 P8 % 5 K
TG EE AR S FE-Intel A 52t Intel A -2 A * 20 & {54 AT Intel
2 5 i o o Quanta v -REE 2 5 B 22 2L Intel ﬁli‘gi;a'r‘é B =
o>t H_LGE 474 Quanta =2 # & 4]+ i % Quanta *rHld th7 "oz H 7 %% kL& 1)
2R kS E B4 e st w iy LGE 2 3732 > Quanta 3 5k LGE 2 424 Intel fig 2 2 p= § »
intel 2 5 fEp g T e A BIEHLE  HF L LGEHEZ 2L F X 4 b4 Quanta
BALfET RN A% A BLBLREFI AT - > 2B EJIE B
BEFRAH - - el RR LS EEP 2 A2 S EFE Y BT
BAE RA o

4.2 T BE ]

B 2R S 0% e 3F Quanta W A HE-(summary judgment) 2 -0 1 3% 91 Univis & iR 2
Tig Intel A HTFAX2F R G AREEP o ZAET EHE 102 2LixT @ % (O
reasonable noninfringing use) > ® & Ffd B A RS IF P R 2 B 7 5ok S mgim 2
i Fedp 4 Quanta 2 § % Intel & &5 2 A0 B & 3 R Intel 2 522 25 Intel & SR & i@ ¥ o
FlUbsh R ¢ x 2ho ik 2 ps g o gt 0k s Intel 38 %-Quanta chE G i fre &7 E % Quanta A
SRERST PRE A (BT 2 Intel A &% £ 25 Intel 2 55 %% 4 £ & {18 P o 2>t LGE 4 Intel
2 454 o BN Fedo (s 24 LGE mES &2 F Intel 252 F % 4 Quanta % 1 & &

T dntel 25 b2 Ak fle LE M0 AREr 2 UHI R TR B T o Wy S R
B st anacan bRk i L )2 B IR AL E R OB AR % Y 50 B (apparatus) 2 4L d s
(composition of matter) & 1 7 if * > @ g & | & 3 L ]2 B fE 24 LGE 2 2 & 1 &

T TE R

A b TR BRI b RE RN A T AN SR AT AN R S ] o BV ER T IS
Mo o BRI b FE IR A M BREA Y A E 2 Hera k2 s F e Intel A5 £ H
s 2bizqE o U R AR X Intel A S ARFE R T O D RIEZ SN F]Q adE

B2 E AR T BT i\‘}'gl # [EREEEH ﬂllz °

10| G Electronics, Inc. v. Asustek Computer, Inc., 65 USPQ2d 1589, 1593, 1600 (N.D.Cal.2002).
11| G Electronics, Inc. v. Asustek Computer, Inc., 248 F.Supp.2d 912, 918 (N.D.Cal.2003).
12| G Electronics, Inc. v. Bizcom Electronics, Inc., 453 F.3d 1364, 1369 (Fed. Cir. 2006).
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4.3 BREF E P d)

RS A RN E N RS YR e U SRR A - ey e 2@.‘%@ i i
FHZB A LREP o A5 R4 1‘##* (o B S Sty Uy ) R U B L
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B g R A kehEF S A G HER Y AP AT B Rl R A g
AB.Dick & @7 ju2r & 4 A 73540 & {5 @ % '] - L 52322413 Motion Picture
Patents 4t 4& 8 o & %% 231 3 Motion Picture Patents & 2j4-32d » ¢ & JII2 K E P 0
ALBFIEAAIEF ARG P RS REPEE R HELF R AR
Y SR F R P A 2 AR A2 1% B - Quanta % 4 Fe 3 5 Motion
Picture Patents % £ R € ¥ B {45 RAIZ LR A cFps § S AL BB ~ 3 igid 2 px
pAm A R By S A B IR RS R FlA 202 B IR A SRR R L
e M 2t AN A B 2 P L 3] Univis % 0 e BEILPT 3R R S O TR B

13 1d. at 1377.

14 Quanta Computer, Inc. v. LG Elecs., Inc, 128 U.S. 2109, 2113 (2008).

Id. at 2115.

116 Motion Picture Patents v. Universal Film Mfg., 243 U.S. 502, 511 (1917).
17 1d. at 509.

118 Quanta Computer, 128 U.S. at 21186.
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FERMEAFE 224 (2) Intel 25T FF FHKLGE £ & 4]~ (=) Intel #7
SHBET LR O RFEREY I EZ BRSO AT o

431 LB E RAIGE* 22325

THNEC B R PRI R PR M R B E R A G Bl
Fo|hT8d ¢ FAS T LGEM N LIS 2R A A% K RELIG AT AR
i A R L S R R AT R - FR o F
BB EL& e 2 b IR R o Mtk g 2 {517 Ethyl Gasoline Corp. v.
United States™ 2 Univis' % 3 p 2L 50 AgB & 12 2 ~ B {Iflaes & £ - &
M B g Lnony > 2 2 HPlEEISEEfIRLE BT LY B
dRHE LS F R R R R BRE A RR] o E A F
P FAERRLGE 2 %k it Intel B § — = % % LGE 4 3% J1ehT %k 4o
TR —&ﬁ;’p‘_iﬁ%—fljfﬁi;}%ﬁilmo dogt = 3 s Bt E T AN E B 2 A E A 1 kiE 2 h
RAE - B IE SR S SR AR B R R EL R T
Mg PAES $% LGE %2 AL 5 = HAAEE & fI4E40 & 2 47 5 ehd 3R o439
Quanta & 2|k » 528 B B % 1o 5 e dm by T 20icir 1 254 ot Bandag % ¢ 2 &
FIHEAEGE BRI 3 % 33 F R flend R 0 o

432 Intel 2 5% FHIR LGE & % 1|
LEELS - BE B A S 51%;&‘%*} HAEE R - AP S EHIE M

s & o Quanta % i fx € ATt Univis & #rihr hR Al & T RIS 2 P R AR
2R BJIBER O RGPS UM Ef o F e R # 0 SRRIEE

1914, at 2117, “the Court concluded that the traditional bar on patent restrictions following the sale of an
item applies when the item sufficiently embodies the patent-even if it does not completely practice the
patent-such that its only and intended use is to be finished under the terms of the patent”.

12014, at 2117, “A patented method may not be sold in the same way as an article or device, but methods
nonetheless may be “embodied” in a product, the sale of which exhausts patent rights”.

121 Ethyl Gasoline Corp. v. United States, 309 U.S. 436, 446, 457 (1940).

122 United States v Univis Lens Co., 316 U.S. 241, 250-51 (1942).

12 Quanta Computer, 128 U.S. at 2116-18.
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v Bt B LGE B Akt g 0 o TR § 2 Intel A2 5 & (sufficiently) & 5
(substantially) g 3. LGE & 41 o ;2 o g A3 T 2 447 > (1) Intel A 52 2 @ &
7@ 2L %4 & * (no reasonable noninfringing use) » ¥ (2) %A &¢ 7 & fl2 %73 B 4F
# (inventive aspects)'® o B % - Bk kPRI T M- Intel & ¥ RS T T 5k
FERAB LT 20 0 Intel fo P EFERGF E RPN BB RME 2T
Fo Fpt o Intel fo 5 et PR LGE & ISP » B2 w2 %p 1 FHLRF 5 an o
2 Bed (8 2|4 > 4ol Univis 22 405 7
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FHHZEEP ORGZASE EHF L BB B RS Intel 2 5 7 LGE
LAzt F P e 24 E4tintel A& A 0 50§ LGE B g prE- &
S FRE F e - F AT Gldod @IRELPE VB GR be- RER S Blde o 2R e
Ao ntel A&7 S eRWERNHEALES A B LB AN o neRBE R
MR RREE R F RREEEN RSB AEM LB ;I AR T b S
1&& s Intel b F s BEAR X905 LGE &40 e ¢ Rl P
Hico FT 0L b 5 BN A R pado 8 sn A Intel S 4 e AR IR LGE % 417 # Univis
k2 (8 BME B IR I F B JIHEEZ ARG DA AP E REZALSF
SR E B P 2 & P Her- % 32 5 2 AR FIFP o Quanta 2 Fub (8 2]k
Intel 5= # % Quanta 2 & 5-° HIL LGE 2 % 4]« 1536 Quanta % 2|4 > B0 5 4 2
PEEY - RS FTHRLFEP LA R F L B IEEE

|

BN B ER AL AP v LGE A k42E T A g * 3t iF 2 #icB & fi(across
patents) i o £ T Ex &2 A FE A F e - 22 B n’b)a"xb%d-gpz</z§wflj
RAr LGE #7413 » 30— BT o BR BR % 3 Aéw} FFEHEEBEfIRA
FOTRE B2 A S AR F OFHILETIB %ﬁ | A eB 1% T %f,-;i“%

124 1d. at 2117.
125 Univis Lens Co., 316 U.S. at 250-51 (1942).

Id. at 2121, (“Intel's microprocessors and chipsets substantially embodied the LGE Patents because

they had no reasonable noninfringing use and included all the inventive aspects of the patented
methods.”).

127 1d. at 2122.

128 1d. at 2118-20.
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129 1d. at 2120-21.
180 14, at 2121.
181 1d. at 2121-22.
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33 Quanta Computer, 128 U.S. at 2117.
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134 1d. at 2121, (“Intel's microprocessors and chipsets substantially embodied the LGE Patents because
they had no reasonable noninfringing use and included all the inventive aspects of the patented
methods”).
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139
313 2 & R

136 See Hungar, supra note 44, at 529n.60; see also Jason McCammon, The Validity of Conditional Sale:
Competing Views of Patent Exhaustion in Quanta Computer, Inc. v. LG Electronics, Inc., 128 S. Ct. 2109
(2008), 32 HARV. J.L.. & PuB. PoL’Yy 785, 785 (2009).

137 See Herbert Hovenkamp, Innovation and the Domain of Competition Policy, 2008 ALA. L. Rev. 103,
111n.35 (2008).

138 See Timothy C. Meece, Shareholder, Banner & Witcoff, Ltd., U.S. Supreme Court Decides Patent
Exhaustion Case in Quanta Computer, Inc. et al. v. LG Electronics, Inc., June 9, 2008, available at http://
www.bannerwitcoff.com/_docs/publications/articles/Quanta.pdf.

39 Transcript of Oral Argument at 34, Quanta Computer, Inc. v. LG Elecs., Inc., 128 S. Ct. 2109 (2008)
(No. 06-937), (" MR. PHILLIPS: | do not defend the Mallinckrodt decision, Justice Stevens, and clearly |
don't believe I have to. All I need to do is have this Court recognize that the central limiting feature of
Univis was the fact that it was all one patent and that all you were doing was fulfilling the rights that had
been provided for you in that single patent, and that that that's fundamentally -- and that the Court
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recognized that if there were a separate patent involved and you were trying to enforce those rights, that
would be a completely different matter”).

10 Quanta Computer, Inc. v. LG Elecs., Inc., 128 S. Ct. 2109, 2115-18 (2008).

11 1d. at 2122n.7 (citing Keeler v. Standard Folding Bed Co., 157 U.S. 659, 666, 15 S.Ct.738, 39 L.Ed.
848 (1895) “Whether a patentee may protect himself and his assignees by special contracts brought home
to the purchasers is not a question before us, and upon which we express no opinion. It is, however,
obvious that such a question would arise as a question of contract, and not as one under the inherent
meaning and effect of the patent laws”).

142 static Control Components, Inc. v. Lexmark International, Inc., 615 F.Supp.2d 575 (2009).

3 1d. at 585-86 (“After reviewing Quanta, Mallinckrodt, and the parties' arguments, this Court is
persuaded that Quanta overruled Mallinckrodt sub silentio. The Supreme Court's broad statement of the
law of patent exhaustion simply cannot be squared with the position that the Quanta holding is limited to
its specific facts™).
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17 Houweling, supra note 10, at 914-16.

148 gee Carstensen, supra note 15, at 1057n.7.

9 Eric von Hippel, DEMOCRATIZING INNOVATION 4-5 (2005).

%0 Dr. Miles Medical Co. v. John D. Park & Sons, 220 U.S. 373, 405 (1911).
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151 Bobbs-Merrill Co. v. Straus, 210 U.S. 339 (1908).

152 1d. at 351 (“What the complainant contends for embraces not only the right to sell the copies, but to
qualify the title of a future purchaser by the reservation of the right to have the remedies of the statute
against an infringer because of the printed notice of its purpose so to do unless the purchaser sells at a
price fixed in the notice”).

153 See Carstensen, supra note 15, at 1053.

>4 Quanta Computer, Inc. v. LG Elecs., Inc., 128 S. Ct. 2109, 2122n.7 (2008).

15 john W. Schlicher, The New Patent Exhaustion Doctrine of Quanta v. LG: What it means for Patent
Owners, Licensees, and Product Customers, 90 J. PAT. & TRADEMARK OFF. SoC'Y 758, 836 (2008).

156 see Houweling, supra note 10, at note164, (explaining that a "strict rule of possession," which "would
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provide that the party with physical possession of an asset hold complete property rights in the asset and
that physical transfer of the asset transfers all of those rights" is "reasonably close to the approach taken
to most chattels” and that this system "is easy to understand, cheap to administer, and generally
unambiguous")”.

37 Bloomer v. Millinger, 68 U.S. 340, 350 (1863), “patentees are entitled to but one royalty for a
patented machine...”. See also United States v. Masonite Corp., 316 U.S. 265, 277-78 (1942)
(determination of exhaustion rests on "whether or not there has been such a disposition of the article that
it may fairly be said that the patentee has received his reward for the use of the article").

158 |G Electrics. v. Asustek Computer, 65 U.S.P.Q.2d 1589 (N.D.Cal. Aug 20, 2002).
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159 See Hovenkamp, supra note 50, at 23-24.

180 Quanta, 128 S. Ct. at 2116 (citing Motion Picture Patents Co. v. Universal Film Mfg. Co., 243 U.S.
502, 509 (1917)).

161 See Glen O. Robinson, Personal Property Servitudes, 71 U. CHI. L. Rev. 1449, 1453 (2004)
(“Although the first sale doctrine today is often explained as a creature of public policy (most notably
policies against restraints on alienation or restraints of trade), the early decisions suggest that it is simply
a limit on the owner's rights to claim patent or copyright infringement, leaving open the possibility that an
owner might impose restraints by contract”).
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I

W2 LizjER* NE e FRFIFEP 27 £ & Bk @3 Monsanto Company V.
Scruggs' % ¢ o Ak R R AR S 2 ot Quanta kA 4 2 2 RRHEATY RS
Ea 2. 25 & £ (summary judgment order) » i i £ 373 £ 2 & T 3% 3

Quanta X XA Z LW R A F2 &k A2 2R D > TR FHUREJFP S 525 f#5
foBEZEIEAZBNE LB TR BfESEF S LR o d
AR RBEEZOUHER BB S G S g B R A RE T ABERE S T

%% Hynix Semiconductor, Inc. v. Rambus, Inc., 2008 WL 4155655 (N.D. Cal. Sept. 5, 2008).

17 ACCO Brands, Inc. v. PC Guardian Anti-Theft Products, Inc., 2008 WL 3915322 (N.D. Cal. Aug. 21,
2008).

%> Monsanto Company v. Scruggs, 2009 WL 536833 (N.D.Miss. 2009).
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pERIAQuanta B X AR Ak ApME R L E RAIEE Y TG g oo
b2 B AR R PR BT G 3R KT 2 3% Quanta R TG 2 B JHEEFE AP

[N R b S

N

6.12 4 ELFHFAFEIE o 2 AR R B

AR bRk P32 3] Quanta % A3 R > % Transcore LP v. Electronic
Transaction Consultants Corp.}®% @ | ;‘i—i};% T3 P iha 2 0 A HIER 2 7 A2
 (covenant not to sue)it 5 ¥ 4 (covenantee)r 5 4 & 5§ fERT § o st L EEILR
e PRy bRk ok G 9% 9k B or 24 R B (implied license doctrine) o B 2Rk b 2F
Z P 6 T o AT 2 P 2 # 5 7 (legal estoppel)@ A 4 2o BE T pE 0 ¥NE & )
ﬁA%i%i%?in%ﬁ%%zézg%ﬁﬁ%mg,ﬁazgﬂii%%ﬁﬁi

ey 2 T Ak EF By kA& {12 & {14« Transcore &2 Mark IV »
T%ﬂ} RETIoMEER T d Mark IV & didnd £ ¢ 2 B~ Transcore 2. fF &, ﬁ.%'#r
¥ _% | Transcore ¥+ k4 2.2 %4 (7 & 2 Mark IV A=37 » 2 ¢ 2 3£°082 ~ "183 12
27275 % & 4]o2 (50 A%akL A ETC A Mark IV B fc ¥ 4 5o #2 %
2B SR jcy P EEE L g A Transcore 3t £33 ETC 42 % {1 3 73 » 47
1 5R2 % e 457082 ~ "183.5 7275 x4 2 =+ Transcore-Mark 1V frfi {23k & 37 & A B~ {7
27946 B M0 o mionicin Sk B A I B RoTRE R Fi 2 b2 BF

3 o P I LB w Transcore 20 A 5k e %o

N

mpeticar boopik st Transcore k FAR A Y A BEEL LfE @ };;i(l)fj.%% FU4£
Penm 3 o FAHIRRE R NIRGE > A (QQFLE P 25 TV AL BT R ﬁ‘u

Wi AfEME H R KM AT

ok

6121 B fl4sh B ohn 5 o B AP R iR

B 2R aar b IRoE P e RO ANE B E Pz 30 B Y Mark IV & & Transcore-Mark

176 Transcore LP v. Electronic Transaction Consultants Corp., 563 F.3d 1271 (Fed.Cir. 2009).
1771d. at 1274 ( “The question for this court is whether an unconditional covenant not to sue authorizes
sales by the covenantee for purposes of patent exhaustion. We hold that it does”).

Id. at 1279 (“TransCore is, therefore, legally estopped from asserting the '946 patent against Mark 1V

in derogation of the authorizations granted to Mark IV under the 183, 275 and '082 patents. And Mark 1V
is, in turn, an implied licensee of the ' 946 patent”).
9 1d. at 1273.
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IV fefdfakz wsrm #jc i & 5ps § % ETC 2384 > F] Transcore )I*;c k2 B A
e g omizmaci b apa g Quanta k LfE o A 140 At md g4
FAe L E H?Fﬁwkq*ffrf JEE B nA 3 0 B HIE L A ARIRIAER RiEd £
MR RT R o BTG b gk Bl W el 2 L 35 H & 25 % 3% 4 (non-exclusive
patent license)4p § t 7 A=3FFask cih B » 320 A3 R {15 RS B F w b {15

240 A AR AR ] o ) N B RS # LS L
P & IR AR L R g (R )R flA = e mpnicie ) s
mhwaZQﬁﬁﬁﬁﬁﬁiﬁiﬁwﬁP*iﬂ’m??_ﬁﬁ%%’%%ﬂﬁ%
22 pakg A KT AR P F T (authorization) o & K 0 E B E L
Transcore-Mark IV {ri# #23:8 £ 3 i &7 4237 &8 RAB R0 @ 5215 LT v3F Mark IV
SRS o g th o fofEfaik £ A P Transcore # -k 4 2 BAEF S A R0 L7
ATPRRR R Y R A R A OREF L 0 B2 WRIOTREB R R Y Bt b o
Frina Mark IV 2 4 8 g fERS § o Bofs mIRicir bopRE Btk k£ A sk
7 Mark IV g § % Transcore & {15%/& &2 A& o

6122 HidE 2 BHF 27 A4

—h
"
T

Transcore Fr P4+ ETC 2 55’946 & 41 > 2% & 41> Transcore-Mark 1V frf# 23k & 37
PR A oo BN AP RARTRRRGR T o TofRihak Y L P FER A AR R A
WK T P AR A R F LRl R AR R Y ¢ F R BT R
il BRI bR B 2 3 2 gt Transcore 27946 & 41 %] Mark 1V

PR fe kB ETC @ 45 & enik %o B A7046 B 1 0 Bh2nicin b 3Rk Fain: Mark IV
TR R A E R 2 BF S0 A 2 BT 4RHEA ko 51 % Wang v. Mitsubishi %
FAR R B PR A ER LR P2 B F T BB R AR A TR
WA D o BT 2 RREIRAT S B 2 IR ) 47046 & 12 & il
] < 3o JEpat ok 27082 % 410 2 #7082 & e ik d 946 & {1 Ft o
B 2R bR i g _Transcore A4 28 b G 5E°946 % 41> F1H i 4p Mark IV 2. 57082
EAr 2 HH 4272 B3R o 24 ¢ > Transcore i EqcfEpiik e Poo #é%‘,lrti%éﬁ’»%ﬂ g
Flomp2nicie bRk e Air A SR E P SRR AR T 3 o Transcore AR = A 6D
WA 2 g £ 8 3 i e BRI bR 1T Mark IV e 7946

180 1. at 1275.

181 1d. at 1275-76.

182 \Wang Labs., Inc. v. Mitsubishi Elecs. Am., Inc. 103 F.3d 1571, 1581 (Fed. Cir. 1997).
18 Transcore, 563 F.3d at 1279.
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Lflzmer e o snE Mark IV %3 fER5 f > # 4% Transcore 27946 & % -

6.1.2.3 Transcore % 2|/&-2_ &, & % 358
Transcore % *|i&- & L & A HAHE L 2 HRIEET G5 FH 7 AR5

<

%%ﬁ%ﬂﬁ{&ﬁﬁg %ﬁ%&ﬁﬁﬁﬁ*%ﬁ&%§iﬁé’Wﬁﬁiﬁ%ﬁ_
L v B ERie e bRk ik 2 A AR IR R % 7 Mt iE 2 (unconditional) o

g
E-
b
o
3%
N
34
\‘_

A FRARF B ACTTRER (25 ik 2 (conditional) > B 2R P R P LR € G TR
e e fﬁvﬂ’"*“«%i BARBRZEAPFET IR G 248 L7 7 07 AR
RT2ZEEG A blde o P RARE L HUE 2 R A i g oo ﬁ‘u‘wlx A7
A2R T L IMA 0 - deiE A GRT g;’f FAaRER R %#?ﬂ#}»’fg A Li{'”’fg%’
B] > Transcore & 2|7 R % 7% & % #7404 20k L 7 2L Transcore-Mark 1V {efz 3%
BE eFL 94 Mark IV >+ »5 Trascore 2. & J4#pF 7 ¥+ H 4227 > @ §_7 51 Transcore
TR eF Mark IV 5 e 4 i2d 7 5 P4 #1242 2% - Transcore % /2 fe 3t & 4735 fr
fRERGR IS 0 AR T A ER T 3 AAm2 TRl ] 0 FY AErt RS B
flET 5 ¢ B4 (3 o e ik kel & p Transcore i & ¥ 14 4P A U4 A 4235
iﬁ%mod&?%’%%ﬁ&iﬁéﬁﬁﬁﬁ%ﬂﬁﬁﬁﬁﬂ@ﬂ%kﬁilﬁﬁ
7o Aol gtk Y EIUTIAR AR - AL BRI PR fadE o LR o @ ’T}
AL E AT 84 2 2% 3 5o Transcore %2 23250 Quanta % > 3n i £ & R P
o E B R G4 Mark IV 2040 8 2 F BB E 148 £ Transcore 2 F &, > @ 23R E
¥ % Transcore 22 Mark IV .2 P 7 B 7 & 7% 1R L F#H 2 Mark IV 2 2 © & i
%od&?ﬁ%’%%ﬁﬂiﬁémﬁﬁﬁﬂﬂkﬁﬁﬁﬂ’%éﬁﬁWMUﬁ%%
ERAZGT s EaHLOA L RS AREIHE BEF H2Z 2 H o

Transcore 5 2] jb-@ R4 & P 30 2 AZTFARL L AT A AR 7 WAL L &
Jl4 R B e B2 ﬁmh%WLﬁmﬁgfwgikﬁﬁxﬂﬁﬁﬁﬁﬁ’%
T G IZEE BIREH T ATTRGRD T RT 0 Ba AT RR - TR RN R A
gg@ﬁﬁm*%ﬁﬁomw7%ﬂ%ﬁ&&@igﬂﬁﬁgﬂkg%%%%ﬁzﬁ
Rom P AR - 7 E AR YA BRI E Ao q Transcore % ¢ k3l AL p e

184 1d. at 1278-80.

185 1d. at 1276-77.

186 1d. at 1277.

187 Rufus Pichler, Patent Exhaustion and Implied Licenses: Important Recent Developments in the Wake
of Quanta v. LG Electronics, available at
http://www.mofo.com/patent-exhaustion-and-implied-licenses-important-recent-developments-in-the-wak

© o
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ﬁfs‘-;

ﬂ?iiﬁk”%ﬂiéi HE = 2 B e o BN b B B B b B T R ]
;4% # 2t Bandag % 4o 2 @ 82 7R o Bandag & fTi @2 BT R 4R 2
FrRRrNB2 PRy L2 F- 2 uﬁ—*{&ﬁ E RS S
Transcore % R v ¥ Bandag % 2|3 £ 27 24 - fE 2 ) fe ¥ e~ — f8 o
Bandag % 2| T @k T g4 5 - A% F 2 4 (license implied in fact) » @ Transcore
&2 BT P L - fEE 2 2 324 (license implied in law) » B 3 ¥ B 2 % § pEepbk o
TR S PE2 L Rl Y 0 PAGREG BT R

6.1.3 ¥ Quanta & ¥|j&-o i fersticie b oRE fr 2 iR R T2,

Quanta k5 0 TBGERT AT RS IFIFAE L 0 7 35 Quanta FHAF R

dagemi 2nicin b2k pat Mallinckrodt % 22 it i 2 55 f 123 0 A B[P 4o T o
6.1.3.1 Static Control Components v: Lexmark Int’].**° %

»+ Static Control Components % # »-Bif=k e = o2 f;8 2% Static Control Components
2iFfo A7 R 2NE B2 Quanta R ik 2 A S b e 2 et A s kv 1
g ricse ok e Mallinckrodt S 20 %% 2 P g 234 i 3F Lexmark 2. B =t i¢ * 14
(single use restriction) o ** & X735 & & 5 R 2 E pud) 4 Lexmark 2o & g F1H 3
R A 45 %o Lexmark 2 B =t @ # Ul dr b 1102 L 7o 4135 L 5 g 4R Quanta
% ~ Mallinckrodt % 172 *% % £ X 2. 3 3615

7

B2t S E a3l Quanta % © PR AR

% (sub silentio) Mallinckrodt % 2_ * i i px & 1234 -

&P L H2 ] E Lexmark #73) 038 £ 4740 % (prebate program) 3% & ¢
Lexmark m @ fa i tpx ¢ B-k® > — f85 &% k™R 4] e B HRRF ¥ -
A 4o wy Haw i U] pRR g2 Bk ™R R Lexmark o i@ F fU]
1247 432 42 (shrink-wrap license agreement) = ;8 & 77 » "2 F e K £ F Fdeitds
Be i Lok®m kX HAR* U4 2 £ 5 &% &7 - Static Control
Components # i * gk k™ LR H £ATRE X H ¢ o Lexmark »+ & %t Static

Control Components L 52 &2 B2l 22 H & ] o 20 m 29 > B2t 2 2R

e-of-quanta-v-lg-electronics-08-04-2009/ (last visited on April 30, 2010).

188 see Bandag, Inc. v. Al Bolser’s Tire Stores, Inc., 750 F.2d 903, 924-25 (Fed. Cir. 1984).
189 gee Pichler, supra note 185.

190 static Control Components, Inc. v. Lexmark Int’l., Inc., 615 F.Supp.2d 575 (2009).
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#5351 Mallinckrodt %z %> Lexmark 2z %k 2 p= g 7 if * ;a.f; BBl > F]p4E4% Static
Control Components 2_ & 4= & g o B 20 = 2 B4 B 205 B /2 Fu 2. Quanta & 2
%%ii%%ﬁiﬁﬂﬁ’&@ﬁﬁﬁiﬁﬂ%o*ﬂ%ﬁiﬂ»mﬂy%%m?@
BNE B 2B AR AT o BB B A - B R FRETETEA B2 f&;ﬁg% 11
RGO H B SR APt BN 2 R i - HIFHTE AN A F 2 Quanta 1R
R BN booriE P BT B {8 U] 20 BfE o Bofe BN FooRiE At LG
Electronics v. Bizcom Electronics % z_ /& 7_5 B 28 & 3 /2 I Quanta % #1830 5 B 2R
B B % FuBezb P v da g Mallinckrodt % » 2 @ *E kg dmiz % o

6.1.3.2 Transcore LP v. Electronic Transaction Consultants Corp.** %

m=Ricae boorik ot Transcore & ¢ 0 F 4 Transcore #7i 3k 2 *frfi# iR T 7 &
2 408 T2y fERs g o EERacar b oRiE Frid s Transcore 731 % 2. Jacobs v. Nintendo
P E AT EERLN EATERRIFEINEFREGEF A NI A NIRRT
P A AT o @ 2 4ol E F A 0at Quanta Pt 0 B IR A YT 5E R A 2
Ble2 PEEJEgE*r BF 2 Ad5e Fpb - Jacobs k2 § F A L LA @ w4
%192 o g orieciw b2k gt Transcore & 2 23R R 5 i 2 45 3% Quanta % 23 3 &
T4+ 2 ?-5'%%?' BT AR LA B R & g4 j: B B 2. A 3R o B ZRiciw
d s BEA L ARBIER R TR PR BT 64 U R 1R 2 2R

S

B ATTRE T 2 N TR AR 2 BEETE R M R g X Gy G
W A HEPIAE & o Flet o Transcore % H A7 0TS G A ik 2 EE § O RERR AL &
2 A fEe s o
6.1.4 F R f 284 ¥ 2 BEEfIEE LG

B2 7% Quanta % i A AU & fIHEH E BRI i * £.F B4R 4L - >t Quanta

% is ’Tf@»;‘;}‘;ﬁf G AT P e R BN S R A3t G Quanta 2 RO ¢ 4
fE R PRz AR JRAFZ R TS G B AF A EREN
R ¥ e 2 T 2k R 0 3R E Quanta & T A4t R or o A WP 4T o

6.1.4.1 LG Electronics v. Hitachi **%

91 Transcore LP v. Electronic Transaction Consultants Corp., 563 F.3d 1271 (Fed.Cir. 2009).
1921d. at 1274-75.
18 |G Elecs., Inc. v. Hitachi, 2009 WL 667232 (N.D. Calif. March 13, 2009).
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LG Electronics 5 & 4 F R34 = 2 fasd WA d Quanta 5 £3Z it H idr s 382
BRI bR LA LR A2 TP AT 2 Quanta 2% F 0 LGE miAnk & 14
Hitachi 2. % & Intel 2 527 8 @ 2L Intel 2 5§ % 8 & fl2 7 2 45 3 36 % |22 -LGE
askA%kE Quanta k3 0 F1L Intel 2§ fEps ¢ T2 A ZEB P o B 5% mw
wiw bRz puze Jazz Photo™' & 2R 0 > LR A HATAH B AT SR 0 0 E
RS2 pr g 282 B G o ARFIRP 9 &7 BN & ez Jazz Photo % 2
fRE L RTRTAE L LR D % LR B ANE R 2 a2 Quanta % 2R,
LEA - %o Flpadirb A SERE R TRRBEHLE R G
T2 5 Quanta H AT o TR IR E G2 Quanta k¢ T AR R B0t
Pl RRL o AR BN E R B RT3 RS % ke 453 18 ¢F e ¢ (authorized foreign
sales) - ] % Intel 2_ 3t b p= & ¥ Hitachi 7 A > Intel 2 2 7k |4 4% (worldwide license)
Bofo B 2R 2 R bk Intel 7 5 2 B EE § 425 LGE 2 B 1 o B Sticar bRk st
Jazz Photo %*° %4 > &5 % R FAEE G A B T S T
P EE G N AR 2R - EERARA IR o F L
iR 0 ¥V - ﬁ_ﬁ‘i‘ﬁi%é_&’??fﬁ“ B2 LW EFREBPEL e g2 B
FotRmBEERnT g Rl CRRFIREIREP L A E T IEESHEL 2
f# - >t LG Electronics ?% U RS SR ISR X Pél%];ﬁd #% 9% 2§ Quanta % 2 ik a4
mpRicar barik a2 A fE > Wi Quanta B T A T B hps f RAE o

i

6.1.4.2 Fujifilm Corp. v. Benun %

* Fujifilm % ¢ 5 42 Benun Rm2nis S 2 il g R f 2 T 1B 1
2Rz 2% E 3 3 £ £ &% Benun 1945 LG Electronics % 2 2> 1 34 S 4 &
PR ARG RAGEH 2R 2 - > AT NP BT SRR B
Moo H g 4e W R B 2R S 2 Bt LG Electronics % A3 E 2N B % 2 F2 Quanta %
2 f#f§ o R R A R A LH AF £ 4 LG Electronics % 2 3% % Quanta %k * 42
fafumpziicie b3 ez Jazz Photo % L f22 BLBE—F TP § % F N ERBE P 28 8

#

"4 o Fujifilm %72 o3 s LG Electronics % i Fudf %k f33% Quanta % 24> i@ & g 4=
2P PR REERRP R 2R FF%: - Fujifilm % i# 123n % Jazz Photo % 2.
ENEAF RS R P Iy R R ik n o Il IR UE R

194 Jazz Photo Corp. v. International Trade Com'n , 264 F.3d 1094 (Fed. Cir. 2001).
195 Fyjifilm Corp. v. Benun, 2009 WL 2232523 (D.N.J. July 24, 2009).
196

Id. at 1.
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BAEG G p REREAEE > ZEREHES 4% - £ F > Bk
BiEf Quanta kX AR LT ARE TRBEIEG LT R LEERE IR T
Fujifilm &2 fex 2 3o 5 5 soiwa@d » 2 L af * B =nacar b o2 P Jazz Photo % 2 5 =

G RS RS TR 197,
6.2 Quanta 7 3% 18 ¥ 2 F2 5

*Quanta k2 {8 BAEA Far e R HE Y L2 2 5 TR Quanta & 2R
Lo eI =220 (C)RfIEARZES LR UIARTEAIE > g THLE
A PR & 0 (2 ) B IR A KR B IRGIE S B 1 RIS o RO R A R
Bl 2 (S)BAIEA R R O2 KGR R A2 BRRT > SRR HET

W

6.2.1 & 48 4 M3 3 gL P £ 1 411 & (up-front royalties) =

d STER IR Quanta R e B L JEAFTY L EDER 2G5 T a2
HA-f2 i * Quanta %k e F ik PEA ¥ 4 Quanta %k 2|4 F L PfEfF 0 1345 Univis %
ZRE G HER 0 BAEA SRR R 0 R AR R e o IR R o B I
Rk Y B SRar bRER r 2 MPE PRS TR 0 RS e B IR U R R B
oD AW TR AR T B E A B £ 2 R E

R ;ﬁd WA R4 BB e PR B R T A& 2R B kA BT
Brodm A Quanta % ¢ Intel =% 2 27 > Fai g2 L e B JHE A & fye PR EE en
BlE > BELIFE w7 PRRF B« B S0 @AFAFL T 99 RER

%’ﬁ@@@*éﬁﬁﬁﬁmmwﬁ%%ﬂﬁ°
6.2.2 & JIHE 4 MFEd PURIABLIRAE 4 2 B5 § R R PIRFERAE

T h R A Quanta H AR LA 0 BIIEAEE L AT F B
(authorlzed sale) » Flut FAAILIE A LA S F 0 BIA A B E o IR
WP U G ARAE S AP E R § AR T S B 0 RIARRE A AR R B
T A EE% (7 5 0 R IE L E T “f?» gL =T - f&rk General Talking
Pictures % - % f14 ¢ %3 f5d "THBRAE A B § 2 S B JIEL R R

e

7 1d. at 3.

55



™ Quanta %k % &) » 3 & P& General Talking Pictures % 2 "4k 4 £ P § 2 =
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7o#-Intel 2 S22 Intel 2 &% 8 ® Y FAERE G o Fntel Ff A RSB A RTE N2
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LR S ERE  FI LGE 2 EfldE: 425 o
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6.22.2 & {14 4 SUHIik LB A EERE f LR BB L L By R ER 92T
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1% Hungar, supra note 44, at 538-41.
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