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The Present and Future of U.S. Patent Post-Grant
Administrative Revocation Mechanism

-Focusing on Reexamination and Post-Grant Review-

Student: Po-Han Lai Advisor: Dr. Li-Dar Wang

Institute of Technology Law

National Chiao Tung University

ABSTRACT

Reexamination is an administrative revocation mechanism which is designed to
ensure validity of granted patents in the United States for improving the quality of the
patent system.

Since such mechanism-focuses only on patents with market value, which saves
more time and money than litigation does, and, according to empirical statistics, both
the possibility of patent cancellation or changes in ex parte reexamination and inter
parte reexamination are higher than that in civil actions, the frequency of requesting
of reexamination is increasing in recent times. However, since the accepted
evidence for proposed grounds of rejection in reexamination proceeding is limited to
patents or printed publications prior art, and, furthermore, inter parte reexamination
results in serious estoppel effect, the use of reexamination is hindered.

As a result, inter parte reexamination is slightly modified and, most important
of all, “Post-Grant Review” process was established in the America Invents Act of
2011, which allows all grounds permitted in patent litigation with respect to invalidity
to be raised in Post-Grant Review. Nevertheless, in order to avoid increasing the
burden on patentees, the time to file requests for the Post-Grant Review proceeding is
therefore limited.

This thesis focuses not only on the current operation of the reexamination system
but also the appropriateness of the America Invents Act of 2011.
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http://www.oig.doc.gov/oig/reports/2004/IPE-15722.pdf.

See USPTO, U.S. Patent Statistics, Calendar Years 1963-2009 (2010),
http://www.uspto.gov/web/offices/ac/ido/oeip/taf/us_stat.pdf.

See Fed. Trade Comm’n, To Promote Innovation: The Proper Balance of Competition and Patent
Law and Palicy, 9-10 (2003), http://www.ftc.gov/0s/2003/10/innovationrptsummary.pdf (“Hearings
participants estimated that patent examiners have from 8 to 25 hours to read and understand each
application, search for prior art, evaluate patentability, communicate with the applicant, work out
necessary revisions, and reach and write up conclusions.”); See also John H. Barton, Reforming the
Patent System, 287 SCIENCE 1933, 1934 (2000),
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Government Accountability Office Report to Congressional Committees, Intellectual Property:
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GAO-05-720, at 28-29 (2005), http://www.gao.gov/new.items/d05720.pdf (“Depending on the type
of patent and the skill level of the examiner, each examiner is expected to process an average of 87
applications per year at a rate of 19 hours per application.”).

37 C.FR. §1.116; 35 U.S.C. §134; MICHAEL A. CARRIER, INNOVATION FOR THE 21°" CENTURY —
HARNESSING THE POWER OF INTELLECTUAL PROPERTY AND ANTITRUST LAW 208 (2009).
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U.S. Patent Law, 11 HARV. J.L. & TECH. 1, 32 (1997); 120 CONG. REC. 41, 145 (1974) (remarks of

Sen. Fong regarding S. 4259), £ f1 Fong FELARETe FH I ~ T HF(IIE BT RV Jé@

RS R %ﬁf@ PRI > TR T i PR R s BT (ST *ﬁfﬂ'% FutEF|[~
=1

I;federal Trade Commission, Transcript of Federal Trade Commission Public Hearing on

Competition and Intellectual Property Law and Policy in the Knowledge-Based Economy, at 78 (Oct.

25, 2002) (statement of former PTO Commissioner Q. Todd Dickinson),

http://www.ftc.gov/opp/intellect/021025trans.pdf.

Mark A. Lamley, Rational Ignorance at the Patent Office, 95 Nw. U.L. REv. 1495, 1510-11 (2001).

35 U.S.C. § 273(0)(9).

NAT'L ACAD. OF SCIS., A PATENT SYSTEM FOR THE 21ST CENTURY, 95-96 (Stephen A. Merrill et al.
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¥ Justice Jackson argued:

It would not be difficult to cite many instances of patents that have been granted, improperly |
think, and without adequate tests of invention by the Patent Office. But | doubt that the remedy
for such Patent Office passion for granting patents is an equally strong passion in this Court for
striking them down so that the only patent that is valid is one which this Court has not been able
to get its hands on.

Jungerson v. Ostby & Barton Co., 335 U.S. 560, 572 (1949) (Jackson, J., dissenting).

% Janis, supra note 20, at 10.

% patent Law Revision: Hearings on S. 2, 1042, 1377, and 1691 Before the Subcomm. on Patents,
Trademarks, and Copyrights of the Senate Comm. on the Judiciary pt. 1, 90th Cong. 95 (1967)
(testimony of Simon Rifkind, member of 1966 President’s Commission on the Patent System).

% Kaufman v. Lantech, 807 F.2d 970, 976 (Fed. Cir. 1986) (citing H.R. REP. No. 96-1307, at 3-4
(1980)).
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%2 See Heinl v. Godici, 143 F. Supp. 2d 593, 597 n.9 (E.D. Va. 2001) (“The decision to grant
reexamination of a patent only begins an administrative process and, as such, is ... not [a] final agency
action subject to judicial review ... .”); see also Patlex Corp. v. Quigg, 680 F. Supp. 33, 36 (D.D.C.
1988) (“[T]he legislative scheme leaves the [Director’s 35 U.S.C.] section 303 determination entirely
to his discretion and not subject to judicial review.”).

%% 75 Fed. Reg. 36357 (June 25, 2010).

 See 35 U.S.C. §304.
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35 U.S.C. §304 (2006); 37 C.F.R. §1.530 (2008)

37 C.F.R. 1.535; see also U.S. PATENT & TRADEMARK OFFICE, MANUAL OF PATENT
EXAMINING PROCEDURE § 2251 (8" ed., rev. 7 2008) [hereinafter MPEP], available at
http://www.uspto.gov/web/offices/pac/mpep/index.html (listing subject matter areas).

35 U.S.C. §305 (2006)

MPEP, supra note 56, §2281.

35U.S.C. §305.

In re Yamamoto, 740 F.2d 1596, 1571 (Fed. Cir. 1984).
See 35 U.S.C. § 305 (2006), MPEP, supra note 56, § 706 (“The standard to be applied in all cases is

the ‘preponderance of the evidence’ test. In other words, an examiner should reject a claim if, in view
of the prior art and evidence of record, it is more likely than not that the claim is unpatentable”).

62
63
64
65

See 35 U.S.C. § 306 (2006).

See 35 U.S.C. § 307 (2006).

Id.; 37 C.F.R. § 1.570 (2008).

MPEP, supra note 56, § 2242. (“A prior art patent or printed publication raises a substantial question

of patentability where there is a substantial likelihood that a reasonable examiner would consider the
prior art patent or printed publication important in deciding whether or not the claim is patentable.”)
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% Robert Greene Sterne, Kenneth C. Bass, III, Jon E. Wright, Lori A. Gordon & Matthew J. Dowd,
Reexamination Practice with Concurrent District Court Patent Litigation, 9 SEDONA CONF. J. 53. 69

(2008).
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KSR Int | Co. v. Teleflex, Inc., 127 S. Ct. 1727 (2007), ("The Federal Circuit addressed the

obviousness question in a narrow, rigid manner that is inconsistent with § 103 and this Court's

precedents.")

Sterne et al, supra note 69, at 63-64.

Sterne et al, supra note 7, at 53-55.

Pub. L. No. 106-113, 113 Stat. 1536, 1501A-522 (1999); see Roger Shang, Inter Partes

Reexamination and improving patent quality, 7 NW. J. TECH. & INTELL. PROP. 185, 11 (2009).

See 37 C.F.R. §1.913 (2008); MPEP, supra note 56, §2611.
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(2004); Dale L. Carlson & Robert A. Migliorini, Patent Reform at the Cross Roads: Experience in

the Far East with Opposition Suggests an Alternative Approach for the United States, 7 N.C. J.L. &

TECH. 261, 311 (2006); Roger Shang, supra note 75, at 39-52.
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