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ABSTRACT

What kind of “use” constitutes trademark infringement? The emergence of the
Internet changes the business model and forces the fashion of trademark use away
from traditional transaction custom.-Along with these new types of trademark uses are
more complicated controversies on trademark law. Therefore, the standard to define

“trademark use” under trademark law needs to be reexamined.

The idea of this thesis originates from-the trademark use debate in the United
States: whether “trademark use” ,i.e. the use of the accused trademark by the
defendant as its own trademark, should be a prerequisite of trademark infringement?
If the answer of the aforesaid question is yes, how do we measure its appropriateness?
In this thesis, the author first introduces in detail the “trademark use” theory and
the opposition, and then conducts case study of non-typical trademark use cases,
including cases which happened before and after the emergence of the Internet, the
latter of which can be categorized into three groups, cases involving meta tags,

pop-up advertisements and keyword advertisements.

In regard to Taiwan law, through summarizing academic theories and opinions of
courts on trademark use and conducting empirical analysis on the rulings of the
Intellectual Property Court, the author discovers that the academic definition of

trademark use in the United States is also adopted in Taiwan. Furthermore, the author

v



categorizes the common types of trademark use of non-typical cases, analyzes the
rulings of those cases in order to know the application of the trademark use
requirement among those types, and argues the appropriateness of the trademark use

requirement in trademark infringement.

Keywords: trademark infringement ; trademark use ; metatags ; pop-up advertisement ;
keyword advertisement ; likelihood of confusion
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CHRRE e A Hﬂﬁ IH*EHI%‘ HO IR S i 2 HE £ T E ARy =1
= B RV EY s Nl ?ﬁ%ﬁlﬁﬁfﬁf?ﬁl“‘ n&ﬁﬁil‘lﬁﬁ' )R pﬁ#ﬁi?‘
TRAVRARF T T = Tiﬁ‘r IF‘/JE[ F*ﬂ‘% = 3 2 P T ™ o BRPAE Ry Fp[l
RS 155 o B I FEEER, & T AR I i 5

FY Y- (B) Fi lﬁlfﬁ%iﬁ”rﬁé R - () IR R
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Structure of Trademark Law, 33 HOFSTRA L. Rev. 603,708 (2004) (asserting that trademark use is a
"foundational premise of trademark law").

See Dogan & Lemley, Grounding Trademark Law, supra note 2, at 1350.

' 1d. at 1351.

¥ 15 U.S.C. § 1114(1)(a).

¥ 15 U.S.C. § 1125(a).

%0 15U.S.C. § 1127. [g¥ {1 W%ﬂi;«ﬁﬁ;ﬁl%:‘fﬂ@ %.B;e[ﬁifﬁﬁfrﬁ”‘ N
http://www.tipo.gov.tw/ch/AllInOne Show.aspx?quid=0e08e23f-1bdf-4d81-blee- 3a09bcf575c8&|anq

=zh-tw&path=858 - (f& .&Eg,ﬁ%JE 84 :99 =% 9 F| 27 |1)
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folfb+ B0 SRR ™ I i AR SAY £ TR i - gt ey
SFLE L g TS ™ I g i oA o i e
= Hfipe ,%!Waﬂﬂ%%l"@ FF b CONBERAIE TR, - AR 7 R - At
FIERS v o  HR AV 2 ’?lf[ﬁ PARAR T e - 51 ’T@F[_V .
P - Cin commerce) 2o PREIEE T PR U T
TRV R | AT A (U TR R R R
TR IR TS R S o MO SR (15 45 15 TR
SRR PSS (BRI R R R LT T R R T AR R
%23 o
TR 9 TR ) SR 2 SRR R R
P i M RS e | L VI > s v 82 1
57 L PRI R S P r%?éﬁjr[ \ ?&ﬁéﬁjr[ BT R I

i%l(in connection with the sale, offering, or advertising of goods and services) | ; 137

Ll@ﬁ%@%@ﬁfﬁﬁw@“rﬁdaﬁW%ﬁWm WL pE
fﬁj (on or in connection with any goods or services, or any container for goods ) | °
= Barrett SRR £ Rk R Wﬁa@ﬁﬂiqw[ﬂﬁa
HIsEPe EARRE TR (affixation)  fo Hcﬁug,l,—jdﬁ'“»g Ve el %0 I
%gl%ﬂﬁl?ﬂf YR FFIHFWJFV J/F%J o SRR FE’:HK[TJ f F‘J*“FEWH oL 14
G Il i S el U FE/' Hf %5

21 See Barrett, Internet Trademark Suits, supra note 3, at 383 (“Trademark law requires a use in
commerce not only for a defendant to infringe, but also for a business to attain initial ownership rights
in a mark. The Lanham Act section 45 definition of “use in commerce,” quoted above, appears to be

relevant to determine “use” in both instances.”).

22 Barrett, The Historical Foundation, supra note 3, at 943.

2 1d. at 943-44.

2 Barrett, Internet Trademark Suits, supra note 3, at 385.

> See Barrett, The Historical Foundation, supra note 3, at 957-58.

% 1d. at 959.
10



5 TR P R ) ORI R o TR R R O
'R o Barrettiy £ JEAfUY E’IHI s 1% F1 1800 & E1= 1046 = [H] (fﬁnﬂ’g Gl
*Lanham ActrﬂjJL VHI) PURHIE RS ] e F‘Ujﬁi PR R RS S R AR
TR R R TR Caffix) 3 F1e R b R
ARUH ) PO = B ik e A R RS TR RIS U EIJ?FTI'EBE'J
P i R R ST 7,

i ﬁfﬁj SEVE EIRIE e AR R0 R RS - e
PO AR 1 B DR R P IR SR s g
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AriNE QRS LN LIPT L ﬂFrEE‘EJ%M PR 2L B o i o 1 1 FIIEU A
w28,

ISR = R 27 T et AOSREaTLREHEh Syn T l EI) S
e Kb R SR AN o R R R R VTR PR
HE TR Rl 7 e e A S TR e TR %TM i
pINAES W SSEEI I Gratiaat Eﬁ%—J’?[ f RS EEE BT o (BT R AR R
Tuﬁ&ﬁ?ﬁ;“t wE | R REIp ol ™ e Rl LA o BRI -
U= R F[E?@i*%ﬂ—%ﬁwﬁ’i%‘@f[ ~ ffl E'Jﬁ‘rj@ﬂ*%ﬁﬁ?ﬁ%ﬁ%ﬁ“ f™] F??@?"%EF'E@
fﬁ?ﬁﬁﬁ‘ﬁﬁf‘%ﬂ/ﬁ‘[‘iﬁ  F BRI H s (ERDARIER 22 o A S = [ £
s )

SR o TR E %\inﬁﬁf@’@—“;'/ iz TRy IE‘TU o AR T A b =
I=p J"ﬁ[@ Dogan?Lemley,lfygl?:ﬁ J’F“Ej RLFE | Hcpllfﬁ* "Ry IEITUJ
M R R T %u% r?ﬂﬁ?&f&"%@ EPFAHY ;D USIL AP SER-S

%" 1d. at 900.
% 1d. at 894.
# See Dogan & Lemley, Trademark Search Costs, supra note 2, at 809-10.
30
Id.

% Barrett, Internet Trademark Suits, supra note 3, at 386.
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%2 Dogan & Lemley, Grounding Trademark Law, supra note 2, at 1349,

¥ 1d. at 1359.

% 1d. at 1359-60.

% See id. at 1360-61.

% Rescuecom Corp. v. Google, Inc., 562 F.3d 123 (2nd Cir. 2009). %ﬁf'[‘]”ﬁ’ﬁ%ﬁfﬁiﬁ@ P (P
AEYPHE I S5
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3 Stacey L. Dogan, Beyond Trademark Use, 8 J. TELECOMM. & HIGH TECH. L. 135, 136 (2010).
% Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159 (1995).

¥ Dinwoodie & Janis, Confusion over Use, supra note 5, at 1623.

“0 Dogan & Lemley, Trademark Search Costs, supra note 2, at 786-87.

41 1d. at 778.
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2 Id. at 778-79.

* 1d. at 789.

4 See Dogan & Lemley, Trademark Search Costs, supra note 2, at 810.
> Dogan & Lemley, Grounding Trademark Law, supra note 2, at 1370.

4% d.
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47 1d. at 1371.
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49 See Id. at 1372.
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50 RS
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&> I f[1I'] Graeme B. Dinwoodie =* Mark D. Janis i+ Confusion over Use:
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Ul

[
%FPUJ E‘/q—ﬂ‘@f F[J;r —T]:VE{—J Ti/ t = H:E[ %I'E 1,;[ %%?F[J@gﬁﬂlll_
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U ER L | A pa B U S S W I e %‘Tu SR AT
FUELECRL Tl 2 H ks Frm (afalse and-illusory determinacy ) |
(a2 %T”J PERET PRA=EVRIE A - 1) FFU@];UF'
=Y Hﬁ‘ﬂrﬁr AT A ’Z’tﬁ%ﬁﬁﬂfﬁlfﬂﬁﬂﬁﬁ R %EJE ﬁ‘[ﬁl E ;“
" AR B J}{%j’fif‘ﬁ LT 28 “
+ﬁuﬁ¥?ﬁwél g ] ]‘ﬁtuﬁ?ﬁ#mﬁ N S U
w2 EL B PO R 2 IRERAV T R ﬁf'lfxlle’%\ P2k G At el
FIfe A“Mﬂﬁ’ﬁﬁﬂﬁ“éﬁ%@ AU PR il Ea B Rt Gt riIF’IJ“T*’IﬁEJ 2
e b 4 S0

5y %ﬁﬁlﬁ@

R SIS EL IR R T WP s - B TR R R
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%% Dinwoodie & Janis, Confusion over Use, supra note 5, at 1602-1603.
> 1d. at 1603.

% See id. at 1608.
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27— ¥ Lanham Act

1. r?;ﬁfj—fﬁﬁ‘] (use in commerce) - 4  B%F)

STEL T R0 7 R G S d=lanham Actay 45 FAHIE! TR T &
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% Dinwoodie & Janis, Confusion over Use, supra note 5, at 1609.
*" See id. at 1609-12.

8 Seeid. at 1613-14.
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51 TR B R

IR R S AR T R (ARSI BRI R e
@Ii P (common law ) FOFELA R > &7 5 1946 ?FTF[JF, puLanham Act=!
Eﬁ EEE G AT}[ | %% ﬁ’;*ﬁ‘ﬂfﬁ;’”ﬂ  fol @ T AR %‘Tu = 9=pY
Fiapp R Gl 88 IR T gl — B E?frﬁlﬁl JPRIGRIFF S R
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¥ 5732 % (1)7Fi(a)# £%"in connection with the sale, offering for sale, distribution, or advertising”
T 57 43 ()1 Fl1F]%% “on or in connection with any goods or services” -

% Dinwoodie & Janis, Confusion over Use, supra note 5, at 1615-16.

®! 1d. at 1616.

82 1d. at 1616; see also, Dogan & Lemley, Trademark Search Costs, supra note 2, at 798; id. at 805.

8 1d. at 1617.
20



At By @ﬁ TR %‘TUJ F‘ (1B R==Lanham Actf| 1fi9
(B P RS T K < 1 Lanham Act3) 33 (D) FI(4)# i - T@e‘f’[ i
e HH] JE]‘E%@%"H’E{IE'J’ RLE R R R A g
P A 1S T AR ]‘Pt'r A= Ay PRI PITE) ”lfl‘pt"ffﬁﬁl
FlfJI'EU H]75 Ky (use otherwise than asa mark) i~ B RLZRERFE g e F | #sfal ot -
= Tu ﬁh}ir,%“:ﬁi" " HU (good faith) | F9& FIHF,Lanham Act7 33 [%(b)-Fi
(@)F Y LS Ef'f T RT3 (RO @R R

AL RIS L BARLIELT T A FMT—'JIEB PRI T R TR
%ﬂ‘“ (BRI SR FUL: VSNEHIIRE R A

SRR R o TR R ) SR AR e

PR R A A L IEQI I A = e I*BIF'ﬂ;“t'r rpfrfrﬁlﬁl“ 2 kLR

B R R F)LIEFUEJ_ET'rTé'Lﬁd% ’Z’tTE‘EFE‘IJ;“F"T‘iiFﬁ’Li (1.2l 3 B gt V]

R [ T RYAR M) (R IAPY R R R LS g R (1 PR ReAs
ORI PR ity 5 DA R e AR, ) SRR AR
e
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® 15 U.S.C. §1115(b)(4).

Dinwoodie & Janis, Confusion over Use, supra note 5, at 1617-18.

See Dogan & Lemley, Trademark Search Costs, supra note 2, at 809-810.
Dinwoodie & Janis, Confusion over Use, supra note 5, at 1619.

%8 Rogers v. Grimaldi, 875 F.2d 994 (2d Cir. 1989).

% Mattel, Inc., v. Walking Mountain Prods., 353 F.3d 792, 807 (9th Cir. 2003)
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1024 3. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 23:11.50 (4th
ed. 2010)(“It is my view that there is no separate statutory requirement of ’trademark use.” A
requirement of trademark use is implicit in the requirement that there be a likelihood of confusion for
infringement to occur. Thus, "trademark use’ is not a separate element of plaintiff's case, but is only

one aspect of the likelihood of confusion requirement for infringement.”).
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ed. 2010)(“It is my view that there is no separate statutory requirement of ’trademark use.” A
requirement of trademark use is implicit in the requirement that there be a likelihood of confusion for
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%% 1d. at 409 ( A company's internal utilization of a trademark in a way that does not communicate it to
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% 1d. at 410.

*" 1d. at 410.

%8 |d. at 410.
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67 See AshleyA Locke, Playboy, Contact Lenses and Trademark Infringement: An Analysis of
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(2008).

%8 See Government Employees Insurance Co.v. Google,Inc., 330 F. Supp. 2d 700 (E.D. Va. 2004).
Merck & Co. v. Mediplan Health Consulting, Inc., 425 F.Supp.2d 402 (S.D.N.Y. March 30, 2006)
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2 1d. at 248-49.
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8 Government Employees Insurance Co.v. Google,Inc., 330 F. Supp. 2d 700 (E.D. Va. 2004). Fﬁ%)&?i
R R eRELZ T (FRNNIERI ) o B EE PR ?ﬂﬁﬁm‘iﬂ’?ﬁ%d’ *
32-34 » 20083: o

B SR L (A aﬂiﬂ: GiF s - AR EE S RLAYIEETE - See Id. 701-02 -

O Lm0 AT N it N (O
S Flf,mﬂ@%wl%@@ mf,ﬁur‘g,ﬂ b Wl*%’lﬂ%‘f% X
GEICO, 330 F. Supp 2d at 702 (Specifically, defendants argue that the complaint fails to alleges
facts supporting a claim that defendants use the marks...... because the complaint does not allege that

defendants used plaintiff's trademarks in a way that identifies the user as the source of a product or

indicates the endorsement of the mark owner.)
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8 See U-Haul Int'l, Inc. v. WhenU.com, Inc., 279 F.Supp.2d 723, 727 (E. D. Va. 2003); Wells Fargo &
Co. v. WhenU.com, Inc., 293 F.Supp.2d 734, 762 (E. D. Mich. 2003).

8 People for the Ethical Treatment of Animals v. Doughney, 263 F.3d 359, 366 (4th Cir. 2001).

8 GEICO, 330 F. Supp. 2d at 704 (...when defendants sell the rights to link advertising to plaintiff's
trademarks, defendants are using the trademarks in commerce in a way that may imply that defendants
have permission from the trademark holder to do so).

8 U-Haul International, Inc. v. WhenU.com, Inc., 279 F.Supp.2d 723 (E.D.Va.2003).

% GEICO, 330 F. Supp. 2d at 704.
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EdinaRealty.com, www.EdinaReality.com and www.EdinaRealty.com.Z™3"5 -

" Edina Realty, 2006 WL 737064, at *2.

% Edina Realty, 2006 WL 737064, at *1.
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% Edina Realty, 2006 WL 737064, at *3. (While not a conventional “use in commerce,” defendant
nevertheless uses the Edina Realty mark commercially. Defendant purchases search terms that include
the Edina Realty mark to generate its sponsored link advertisement.)

O PSR Tk (YRR ) B I SRR PR o 140
2008 =# -

191 Edina Realty, 2006 WL 737064, at *3. (Based on the plain meaning of the Lanham Act, the
purchase of search terms is a use in commerce.)

ORI M AR TR SIS P VR T Py - 7153
15 F132>2007 F 6 | o

193 Edina Realty, 2006 WL 737064, at *6.
104 Eric Goldman, Competitor's Keyword Ad Purchase May Be Trademark Infringement--Edina Realty
v. TheMLSonline, available at http://blog.ericgoldman.org/archives/2006/03/competitors_key.htm

(last visited September 27 2010).
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57— ZfI Merck & Co. v. Mediplan Health
Consulting, Inc.

57 ! ElE <

7+ % 'Merck & Co. v. Mediplan Health Consulting'®" - £% byl }?LF[EEFF Fﬁ%

195 Edina Realty, 2006 WL 737064, at *3.

O E A (IR IERI ) B AR .aﬁ@mumﬁzﬁ F140 > ﬁatgg 2008
= o See also Eric Goldman, Competitor's Keyword Ad Purchase May Be Trademark
Infringement--Edina Realty v. TheMLSonline, available at

http://blog.ericgoldman.org/archives/2006/03/competitors_key.htm (last visited September 27 2010) ;

Uli Widmaier, Use, Liability, and the Structure of Trademark Law, 33 HOFSTRA L. REV. 603, 624-34 (2004).

197 Merck & Co. v. Mediplan Health Consulting, Inc., 425 F.Supp.2d 402 (S.D.N.Y. March 30, 2006).
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FUF SR AR e P R IUER - (motion to reconsideration) -
Y T WE [ s I (R IR AT S e PRI IR P R B

D R B RO S ™ P FOREES 158 1-800

198 1d. at 415 (...defendants do not “place” the ZOCOR marks on any goods or containers or displays

or associated documents, nor do they use them in any way to indicate source or sponsorship.)

109 1-800 Contacts, Inc. v. WhenU.com, Inc. and Vision Direct, Inc.,414 F.3d 400 (2d Cir. 2005).

110 Merck & Co., 425 F.Supp.2d at 415 (This internal use of the mark “Zocor” as a key word to trigger
the display of sponsored links is not use of the mark in a trademark sense.)

111 Merck & Co. v. Mediplan Health Consulting, Inc., 431 F.Supp.2d 425 (S.D.N.Y. May 24, 2006).
70



Contacts® fl * A= fBE 'é‘aﬁéﬁlﬂ = ERAEI ] 112 iﬁiﬁaﬁu "7 ff U1 = ZH AR FLF‘
prpt e Flﬁk/m”ﬁ%%%lf » PP I ™ (IR~ At ™ FORH ™
(commercial use) > |J;lﬁﬂs’|:T%frﬁﬁii%ﬁ§;ﬂ IS I

TR 73

F R et F D b5 TRl M R AR < R RRRN IR
i Y 45 PR3 TR DR ) VS - SRR R SRR, A
FFWFE'F%@ ERNEEEE ﬁﬁﬁ‘@ﬁﬁﬁrﬁ F AR [F—'Jﬁﬂ?m AR Flﬁ&"‘“”ﬁﬁ%
it Tﬁfﬂil EF R EFTE VB DR R R

P VR g AT SRR 1O LA AR L T

PR AR g TR W%l,. SR el R R S R
BV R i Eﬁﬁfﬁgtwwﬂ% LR ”J‘”Ffri’ﬁ‘eafr%

ffli™] (trademark use in commerce) | FVEEEES(FAEF 27 45 (%) » FIRE R
S E R L ﬁmr'ﬁ S gF‘?E“@HF” l
H| | =2 1-800 Contacts Af!{« &F IS A R LA L 1T

PR A CT

112 1d. at 408. (Here, defendants' use of the search engines is similar. The search engine companies

included the keyword “Zocor” in their internal directories of keywords.)

113 1d. at 408. (This internal use of the keyword “Zocor” is not use of the ZOCOR mark to indicate
source or sponsorship. It may be commercial use, in a general sense, but it is not trademark use.)

114 Merck & Co. v. Mediplan Health Consulting, Inc., 425 F.Supp.2d 402, 415 (S.D.N.Y. March 30,
2006).

115 Merck & Co. v. Mediplan Health Consulting, Inc., 431 F.Supp.2d 425, 428 (S.D.N.Y. May 24,
2006).

116 Eric Goldman , Keyword Purchases Not a Trademark Use--Merck v. Mediplan Health Consulting.

Awvailable at http://blog.ericgoldman.org/archives/trademark (last visited September 27 2010).
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http.//www saint-island.com.tw/news/shownewsb.asp?seq=368&stat=y - (f& @%ﬁﬁéj FI#H9:2010 = 9
27 1)

118 Rescuecom Corp. v. Google, Inc., No. 5:04-CV-1055, 456 F. Supp. 2d 393 (N.D.N.Y. 2006).

19 1d. at 396.

120 1d. at 396-97.
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2L 1d. at 397.

122 1d. at 400.

123 Rescuecom Corp., 456 F. Supp. 2d at 400; Pirone v. MacMillan, Inc., 894 F.2d 579, 583 (2d
Cir.1990). (“A “trademark use’ ... is one indicating source or origin”.)

124 Rescuecom Corp., 456 F. Supp. 2d at 400; 1-800 Contacts, Inc., 414 F.3d at 408. ( trademark use
“ordinarily at issue in an infringement claim” involves placement of trademarks on “goods or services

in order to pass them off as emanating from or authorized by” the trademark owner.)
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125 Rescuecom Corp., 456 F. Supp. 2d at 401; 1-800 Contacts, Inc., 414 F.3d at 410-12.

126 playboy Enters., Inc. v. Netscape Communications Corp., 354 F.3d 1020 (9th Cir.2004).

127 Rescuecom Corp., 456 F. Supp. 2d at 402-03; 1-800 Contacts, Inc., 414 F.3d at 410-11.
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WhenU.Com, Inc., 414 F.3d 400, 409 n.11 (2d Cir.2005)

132 Rescuecom Corp., 562 F.3d at 129. ( Google uses and sells Rescuecom's mark “in the sale ... of
[Google's advertising] services ... rendered in commerce.”81127).

13 g0 S & L Vitamins, Inc. v. Australian Gold, Inc., 521 F.Supp.2d 188, 199-202 (E.D.N.Y.2007) ;

Merck & Co., Inc. v. Mediplan Health Consulting, Inc., 425 F.Supp.2d 402, 415 (S.D.N.Y.2006).
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134 Rescuecom Corp., 562 F.3d at 129. (Google's recommendation and sale of Rescuecom's mark to its
advertising customers are not internal uses.)

135 1d. at 130. (We did not imply in 1-800 that an alleged infringer's use of a trademark in an internal
software program insulates the alleged infringer from a charge of infringement, no matter how likely
the use is to cause confusion in the marketplace.)
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14. (Exclusive Right of the Proprietor of a Trade Mark; Injunctive Relief; Damages)

(1) The acquisition of trade mark protection pursuant to Section 4 shall confer on the proprietor
of the trade mark exclusive rights therein.

(2) Third parties shall be prohibited from using in the course of trade, without the consent of the
proprietor of the trade mark,

1. any sign which is identical with the trade mark in relation to goods or services which are
94
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identical with those for which the trade mark is protected;

2. any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of
confusion on the part of the public, including the likelihood of association between the sign and the
trade mark; or,

3. any sign which is identical with or similar to the trade mark in relation to goods or services
which are not similar to those for which the trade mark is protected; where the trade mark has a
reputation in the Federal Republic of Germany and where the use of that sign without due cause takes
unfair advantage of, or is detrimental to, the distinctive character or the repute of such trade mark -

http://www.ipo.qo.ip/shiryou e/s_sonota_e/fips_e/germany/tl/chap2.htm#chp3 - (f @%ﬁﬂﬁj FIHY : 99
7+ 9 )

{f fi JF‘ » Council Regulation (EC) No 40/941 of 20 December 1993 on the Community trade mark,

art. 9.
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