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Evolution of Inequitable Conduct Doctrine in U.S. Patent Regime and
Discussion of It’s Compliance in Taiwan Patent Regime

Student : Yu-Hui Lin Advisors : Dr. Shang-Jyh Liu

Department ( Institute ) of Law
National Chiao Tung University

ABSTRACT
This study analyzed the “Unenforceable” concept in U.S. patent litigation

practice. Generally, this concept that has its roots in the equitable doctrine
balances private’s rights and public interests. The equity-based doctrine,
inequitable conduct doctrine, is developed by the courts for patent litigation.
Under the inequitable conduct doctrine, if the patent-in-suit is obtained by
misconducts during patent prosecution, the federal district court may eventually
enter a judgement of unenforceability. In-Taiwan, Article 16 of Intellectual
Property Case Adjudication Act gives the civil court to decide based on the
merit of the case when a party claims or-defends that the patent-in-suit shall be
cancelled or revoked. Once the “court has recognized the grounds for
cancellation or revocation of the patnet-in-suit, the holder of the patnet-in-suit
cannot claim any rights during the civil action against the opposing party.
Therefore, if a patent is obtained with misconducts, such as fraud or hiding
information, during its prosecution in Taiwan, whether the patent constitutes the
grounds for cancellation or revocation as ruled in Article 16 of Intellectual
Property Case Adjudication Act? It is worth to have a discussion for this
problem. Thus, this study analyzes the evolution of the inequitable conduct
doctrine in U.S. patent practice, and also provides suggestions for current

Taiwan patent practice.
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3 E.g. Motion Picture Patents Co. v. Universal Film Mfg. Co., 243 U.S. 502 (1917); Morton Salt Co. v. G.S.
Suppiger Co., 314 U.S. 488 (1942).

6 See e.g., Keystone Driller Co. v. General Excavator Co., 290 U.S. 240, 245 (1933). (Holding that “It is a
principle in chancery, that he who asks relief must have acted in good faith. The equitable powers of this court
can never be exerted in behalf of one who has acted fraudulently, or who by deceit or any unfair means has
gained an advantage.”).

7324 U.S. 806 (1945).

¥ Id. at 814. (“[H]e who comes into equity must come with clean hands.”).

? See, e.g., Robert J. Goldman, Evolution of the Inequitable Conduct Defense in Patent Litigation, 7 HARV. J.L.
& TECH. 37, 49-50 (1993).

19290 U.S. 240 (1933).

11322 U.S. 238 (1944).
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1 Supra note 8.

' See Precision, 324 U.S. at 815. (“Moreover, where a suit in equity concerns the public interest as well as the
private interests of the litigants this doctrine assumes even wider and more significant proportions. For if an
equity court properly uses the maxim to withhold its assistance in such a case it not only prevents a wrongdoer
from enjoying the fruits of his transgression but averts an injury to the public. The determination of when the
maxim should be applied to bar this type of suit thus becomes of vital significance.”).

' Jd. at 816. (“A patent by its very nature is affected with a public interest. As recognized by the Constitution, it
is a special privilege designed to serve the public purpose of promoting the 'Progress of Science and useful Arts.'
At the same time, a patent is an exception to the general rule against monopolies and to the right to access to a
free and open market. The far-reaching social and economic consequences of a patent, therefore, give the public
a paramount interest in seeing that patent monopolies spring from backgrounds free from fraud or other
inequitable conduct and that such monopolies are kept within their legitimate scope. The facts of this case must
accordingly be measured by both public and private standards of equity. And when such measurements are made,
it becomes clear that the District Court's action in dismissing the complaints and counterclaims 'for want of
equity' was more than justified.”).
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' Jd. at 818. (“Those who have applications pending with the Patent Office or who are parties to Patent Office
proceedings have an uncompromising duty to report to it all facts concerning possible fraud or inequitableness
underlying the applications in issue.”) (Emphases added).

'" Richard J. McKinney, 4 Research Guide to the Federal Register and the Code of Federal Regulations,
available at http://www.lIsdc.org/fed-reg-cfr/#8 (Visited: 2010/07/23).

SEmpsE (B AEFEwELIE) 0 T 273(2002) -

35U.S.C. § 282.
237 C.FR. § 1.56 pt. 1 (1949). (§ 1.56 Improper applications. Any application signed or sworn to in blank, or
without actual inspection by the applicant, and any application altered or partly filled in after being signed or
sworn to, and also any application fraudulently filed or in connection with which any fraud is practiced or
attempted on the Patent Office, may be stricken from the files.) (Emphases added).

21 Robert J. Goldman, supra note 9, at 53.

22 Sean M. O’Connor, Defusing the “Atomic Bomb” of Patent Litigation: Avoiding and Defending Against
Allegations of Inequitable Conduct After McKesson Et Al., 9 J. MARSHALL REV. INTELL. PROP. L. 330, at 339
(2009).
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> Id. at 339-340.

* MMateriality | ssi# 54 Rio X% > (L EMAERELH—EREFIZTH(C)) » F 197(2005) -
2 Robert J. Goldman, supranote 9, at 53.

2% Gerald Sobel, Inequitable Conduct Questions For The Supreme Court, at 6, available at:
http://www.aipla.org/Content/ContentGroups/Speaker Papers/Spring_Meeting/200812/Sobel-paper.pdf (Visited:
2010/06/25).

7607 F.2d 885 (10th Cir. 1979).

8 See Id. at 889. (“[T]he misrepresentation was so material that, but for the misrepresentation, the patent not
only would not have been issued but should not have been issued.”); see also Id., at 889 FN26, (citing, Swift
Chemical Co. v. Usamex Fertilizers, Inc., 197 U.S.P.Q. 10, 29 (E.D.La.1977); Corning Glass Works v. Anchor
Hocking Glass Corp., 253 F.Supp. 461, 469, 149 U.S.P.Q. 99, 106 (D.Del.1966), Modified, 374 F.2d 473, 153
U.S.P.Q. 1 (3d Cir.), Cert. denied, 389 U.S. 826, 88 S.Ct. 65, 19 L.Ed.2d 80, 155 U.S.P.Q. 767 (1967)).

%9 See Id. at 889. (“[T]he misrepresentation caused the examiner to approve the application for patent when he
would not otherwise have done s0.”); see also Id. at 889 FN27, (citing American Cyanamid Co. v. FTC, 363
F.2d 757, 150 U.S.P.Q. 135 (6th Cir. 1966); Waterman-Bic Pen Corp. v. W. A. Sheaffer Pen. Co., 267 F.Supp.
849, 856, 153 U.S.P.Q. 499, 504 (D.Del.1967)).

30 See Id. at 889. (“Thus, the subjective test does not permit the reviewing court to conclude that,
notwithstanding the misrepresentation, the patent was properly issued.”).

31 See Id. at 889. (“[T]he misrepresentation in the course of the patent prosecution might have influenced the
examiner.”); see also Id. at 889 FN29, (citing Monsanto Co. v. Rohm & Haas Co., 456 F.2d 592, 172 U.S.P.Q.
323 (3rd Cir.), Cert. denied, 407 U.S. 934, 92 S.Ct. 2463, 32 L.Ed.2d 817, 174 U.S.P.Q. 129 (1972); Carter-
Wallace Inc. v. Davis-Edwards Pharmacal Corp., 443 F.2d 867, 169 U.S.P.Q. 625 (2d Cir. 1971); SCM Corp. V.
Radio Corp. of America, 318 F.Supp. 433, 449, 167 U.S.P.Q. 196, 207-08 (S.D.N.Y.1970)).
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32 See Gerald Sobel, supra note 26, at 6.

33 See Robert J. Goldman, supra note 9, at 62.

3 See e. g., Beckman Instruments, Inc. v. Chemtronics, Inc., 439 F.2d 1369, 1380 (5th Cir. 1970).

3% See Robert J. Goldman, supra note 9, at 62.

3% See e.g., Monolith Portland Midwest Co. v. Kaiser Aluminum & C. Corp., 407 F.2d 288, 297 (9th Cir. 1969).
37 See Robert J. Goldman, supra note 9, 62-63.

¥ 433 F.2d 779 (C.C.P.A. 1970).

39 See Robert J. Goldman, supra note 9, at 63.

¥ See Id. at 62.

*' Norton, 433 F.2d 779.
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CAFC & American Hozst & Derrick Co. v. Sowa & Sons, Inc.” :3% voR
T e AXETIEE 0 T {25 ¥ it (Substantial leehhood) o 40, e g
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Examiner) & /-2 & % /&85 - ¢ \_}-’é:%ﬁ | B 55‘?&)5 i i F"; g+
2% . d 2 CAFC 3l # BRI E A 2 M SRR 5 gL ML g §
.73 37 CFR 1.56(a)* » Flpt x4 L5 71977 & 37 CFR 1.56 i< R R

2 See Id. at 797. (Stating that “We are satisfied that there is substantial evidence in the record to support the
board's conclusion that Curtiss was guilty of no more than simple negligence.”).

CmAy TERBAFERGIE B B RAE Y e o FEMARY T F 13190 T 67(
B98&E I12)e-

* Christian E. Mammen, Controlling the 'Plague’: Reforming the Doctrine of Inequitable Conduct , 24
BERKELEY TECH. L. J. 1329, 1342-44 (2010).

#3725 F.2d 1350 (Fed. Cir. 1984).

46 See Gerald Sobel, supra note 26, at 7.

47 See American Hoist & Derrick, 725 F.2d 1350, at 1362—63. (“It says that information "is material where there
is a substantial likelihood that a reasonable examiner would consider it important in deciding whether to allow
the application to issue as a patent.”).

37 C.ER. § 1.56 (1977).
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http //naipo97.pixnet.net/blog/post/25249995 (B is BEREPFRF 1 2010 # 6 % 25 P )

5 Gerald Sobel, supra note 26, at 7.

3! See supra note 49.

32747 F.2d 1553 (Fed. Cir. 1984).

>3 See Id. at 1560. (Stating that “Proof of deliberate scheming is not needed; gross negligence is sufficient. “ and
that “Gross negligence is present when the actor, judged as a reasonable person in his position, should have
known of the materiality of a withheld reference.”).

4835 F.2d 1411 (Fed. Cir. 1987).

33 See Id. at 1415 FN9. (“Inequitable conduct was found, but "gross negligence" alone was not described as
mandating a finding of intent to mislead. On the contrary, the court was careful to point out that no evidence of
subjective good faith was adduced to offset gross negligence.”).

%6863 F2d 867 (Fed.Cir.1988).

57 See Id. at 876, (citing In re Jerabek, 789 F.2d 886, 891, 229 USPQ 530, 533 (Fed.Cir.1986); Driscoll v. Cebalo,
731 F.2d 878, 885, 221 USPQ 745, 751 (Fed.Cir.1984)).

% See Id. at 876, (citing FMC Corp. v. Manitowoc Co., 835 F.2d 1411, 1415n. 9, 5 USPQ2d 1112, 1116 n. 9
(Fed.Cir.1987)).
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Ra o é_Star Scientific, Inc. v. R.J. Reynolds Tobacco Co.°~ % @ » B =%

).
s
*
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%9 See Id. at 876. (Stating that ‘"Gross negligence" has been used as a label for various patterns of conduct. It is
definable, however, only in terms of a particular act or acts viewed in light of all the circumstances. We adopt the
view that a finding that particular conduct amounts to "gross negligence" does not of itself justify an inference of
intent to deceive; the involved conduct, viewed in light of all the evidence, including evidence indicative of good
faith, must indicate sufficient culpability to require a finding of intent to deceive. See Norton v. Curtiss, 433 F.2d
779, 167 USPQ 532 (CCPA 1970).”)

5 Jim Carmichael and Cameron Weiffenbach, Inequitable Conduct, Gross Negligence and the Kingsdown
Decision, 8 J. MARSHALL REV. INTELL. PROP. L. (SPECIAL ISSUE) 33 (2009).

61267 F.3d 1370 (Fed. Cir. 2001).

62 Id. at 1380. (Holding that ”Where an applicant knows of information the materiality of which may so readily
be determined, he or she cannot intentionally avoid learning of its materiality, even through gross negligence; in
such cases the district court may find that the applicant should have known of the materiality of the
information.”).

63 See Christian E. Mammen, supra note 44, at 1341.

64437 F.3d 1181 (Fed. Cir. 2006).

65 See Id. at 1192. (Stating that “[SJummary judgment is appropriate on the issue of intent if there has been a
failure to supply highly material information and if the summary judgment record establishes that (1) the
applicant knew of the information; (2) the applicant knew or should have known of the materiality of the
information; and (3) the applicant has not provided a credible explanation for the withholding.”).

66 537 F.3d 1357, 1367 (Fed. Cir. 2008).
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67 See Id. at 1367. (Stating that “Further, the inference must not only be based on sufficient evidence and be
reasonable in light of that evidence, but it must also be the single most reasonable inference able to be drawn
from the evidence to meet the clear and convincing standard.”).

8% Kappos, Fordham International IP Conference, at http://www.uspto.gov/news/speeches/2010/Fordham.jsp
(Visited: 2010/07/27). ("The test says that the single most reasonable inference must be that the patentee was
attempting to deceive the Patent Office.”).

% See Id. (“However, the conflicting standards of intent in Star Scientific and Ferring continue to muddy the
inequitable conduct waters.”).

70 See Id. (“We need a rule that is clear and provides a high threshold to prove intent—like the test articulated in
Star Scientific—and I believe the area is ripe for en banc review.”).

49 ¥ P> TFed Cir %8 % 7@ Therasense & /¥ AL7 & 7 5 2|4r4E% | » A 2R 35 » # £
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72 See American Hoist, 725 F.2d at 1364. (“There is no reason, however, to be bound by any single standard, for
the answer to any inquiry into fraud in the PTO...”).

437 F.3d 1309 (Fed. Cir. 2006).

™ See Id. at 1316. (“[A] finding of inequitable conduct requires a balancing of materiality and intent.”).

73 Christian E. Mammen, supra note 44, at 1342.

"6 Id. at 1344 fig.1.
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" American Hoist & Derrick Co. v. Sowa & Sons, Inc., 725 F.2d 1350, 1364 (Fed. Cir. 1984). (“Here, however,
because an applicant's misrepresentation or failure to meet his “duty to disclose to the Office information * * *
which is material” will not in itself render a patent invalid or unenforceable, see 37 CFR 1.56(a) and (d), “fraud”
may be determined only by a careful balancing of intent in light of materiality. The result of that balancing is
obviously not a fact that may be found to exist or not, nor is it a mere matter of application of the law to the facts,
both normal jury functions. It requires that judicial discretion be brought to bear, and the district court shall
decide it”).

"8 Star Scientific, Inc. v. R.J. Reynolds Tobacco Co., 537 F.3d 1357, 1367 (Fed. Cir. 2008). (Stating that “If a
threshold level of intent to deceive or materiality is not established by clear and convincing evidence, the district
court does not have any discretion to exercise and cannot hold the patent unenforceable regardless of the relative
equities or how it might balance them.”).

7 See Id. (“At this second stage, however, the question is no longer whether materiality and/or intent to deceive
were proven with evidence that is sufficiently clear and convincing. While the facts of materiality and intent to
deceive must be proven by clear and convincing evidence, the district court must balance the substance of those
now-proven facts and all the equities of the case to determine whether the severe penalty of unenforceability
should be imposed. It is this balancing that is committed to the district court's discretion.”).
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37 CER. pt. 1).

%2433 F.2d 779, 791-92 (C.C.P.A. 1970).

83 Sean M. O’Connor, supra note 22, at 344.

%37 § C.F.R 1.56 (a) (1977).

85 Sean M. O’Connor, supra note 22, at 345.

%37 § C.FR 1.56 (d) (1977).

7 MPEP 2001 (Rev. 2, Apr. 1980).

% Federal Register Notice, 42 Fed. Reg. 5588 (Jan. 28, 1977), 955 O.G. 1054 (Feb. 22, 1977).

¥ American Hoist, supra note 45.

% Id. at 1363. (“Such information is material where there is a substantial likelihood that a reasonable examiner
would consider it important in deciding whether to allow the application to issue as a patent.”).

°! Duty of Disclosure, 57 Fed. Reg. 2,021 (Jan. 17, 1992).
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%37 C.F.R. § Rule 1.56(b) (2008). (Under this section, information is material to patentability when it is not
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claim; or
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%7 Christian E. Mammen, supra note 44, at 1335-38.

% See Digital Control, 437 F.3d at 1316-17.
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% See Id. at 1317. (“Because the "reasonable examiner" standard and our case law interpreting that standard were
not supplanted by the PTO's adoption of a new Rule 56, when reviewing the district court's decision, we will do
the same.”).

19 See Id. (“Even though the PTO's "reasonable examiner" standard became the dominant standard invoked by
this court, in no way did it supplant or replace the case law precedent. Rather, it provided an additional test of
materiality, albeit a broader and all-encompassing test. Similarly, the PTO's recent adoption of an arguably
narrower standard of materiality does not supplant or replace our case law. Rather, it merely provides an
additional test of materiality. That is, if a misstatement or omission is material under the new Rule 56 standard, it
is material. Similarly, if a misstatement or omission is material under the "reasonable examiner" standard or
under the older three tests, it is also material.”)(Emphases added).

"V Ferring, 437 F.3d 1181.

192 Star Scientific, 537 F.3d 1357.

19 Christian E. Mammen, supra note 44, at 1338.

19 See Digital Control, 437 F.3d at 1315.
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195 See Id.

1% See Id. at 1316. (Stating that “However, because a party alleging inequitable conduct need only prove a
“threshold level” of materiality in order to proceed to the second “balancing” portion of the inequitable conduct
inquiry, and because the PTO's “reasonable examiner” standard was broader than the other three standards, the
PTO standard gradually became the sole standard invoked by this court.”).

197 See Id. (Stating that “[O]ne standard requires a higher showing of materiality than another standard, the
requisite finding of intent may be lower.”).
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"8 See supra note 71.

"% Christian E. Mammen, supra note 44.
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