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ABSTRACT

After Markman v. Westview Instruments, Inc. and several post-cases made by
CAFC, there were tremendous variations of the claim construction methodologies of
judicial practice in the United States. According to the conclusion of this thesis, the
major claim construction methodology considers that the construction of patent claims
is matter of law exclusively for court and subject to de novo review without deference
to the rulings of the trial court. But in comparison to the major opinion called
“hypertextualism” of the U.S. judicial practice, pragmatic textualism considers that
the major opinion neglectes the factual nature of judge's construction of patent claims
and the institutional advantages of trial courts, then it would not only improperly
release appellants' imaginations on appeal, but reduce the importance of trial courts,
and be right opposite to the original intention of early certainty. Furthermore, for the
preservation of consistence and predicability of claim construction, hypertextualism
thinks highly of the use of intrinsic evidence, and ruled that extrinsic evidence must
be restricted unless there is a facial ambiguity in the meaning of the claim.
Comparatively, pragmatic textualism considers major opinion overly ignores the
viewpoint of expert witnesses and PHOSITA, and then increases the probability of
wrong interpretation and enlarges the gap between the court and the industrial circles.
Most Taiwan’s administrative regulations are shifted from the case law of U.S., but
our legal system is different from that of the United States. Therefore, it’s necessary
to research the differences and effect of this. This thesis uses the judgements of the
Intellectual Property Court in Taiwan as statistics specimens to find out the current
situation of the used evidences of claim construction, and also invites the judges of
the Intellectual Property Court in Taiwan as the objects of qualitative interviews to
observe the operation situation and considered factors of our practical opinion. Lastly
this thesis would make a comparison between Taiwan and the U.S., and bring up
some suggestions about the interpretation of claim construction as conclusion.

Keywords : claim construction, intrinsic evidence, extrinsic evidence, expert witness ,
PHOSITA.
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2013 & & 4~ > F R E R Fori2 fu(CAFC) Mg 1 — RIRTA- 2
Lighting Ballast Control v. Philips Electronics’ » 3 # § # % ¥ 3% 14 &
AR R R AR 22 k4L > CAFC Ayt il @ £¢ 1 1998
£d Pl 2IIER € 3k (enbanc) #1274 Cybor Corp v. FAS
Technologies” (™ £ Cybor % ) & § & * B hik 2> = ¥ -5 i
FfEfd SR A B T A FE R b g gt E
ATH L A2 A (denovoreview) 2 % AR Y GBI R A E A
Lo it - ARITNS o AR FRAF LT g% T
T T AHAR TR L E RS R L T 0 ek 7
Pig R A (S K

ié > Lighting Ballast Control v. Philips Electronics — % 5 a.4¢ ' #* %
> ;%1 (United States District Court for the Northern District of Texas )
Fegl P il & cha BEiRBE 2T d R 2 Lighting Ballast Control = & #75 2
FFS29O B E P - FgRond 2 B FHRK LW VAL
LR BT FTITT AT TERFRRSF A 7R R
£ ehT B K REERE 3+ | ("voltage source means providing a constant or
variable magnitude DC voltage between the DC input terminals." ) -

B 2 E B kL e dp MR T RAR B PR A L2 T
REARPEFINE TN IF TSN E R EEREFREEZ AT P
B BRETRESR AT ELRZ B AL RHTE R
AL R P B AR AEE FRE IR IEEC S
Gl - BERE AARIRTERCARTRLBHEEE - ("
rectifier, or structure to rectify the AC power line into a DC voltage." ) -
GElmE LR FR FREE TEES Y F

! Lighting Ballast Control v. Philips Electronics (Fed. Cir. 2013). ; A ZERy#s > J5UH R f 5B ER K
A EFRERS 2013 £ 1 H 2 HFRL » RN AR FE SR B 2R (enbanc) SE¥rass
SAAZ AERE - BZUEMUR 2013 42 3 H 15 H - LA HAR B FIHHH -
2 Cybor Corp v. FAS Technologies, 138 F.3d 1448 (Fed. Cir. 1998).
* 540 Rader J&E LRz Newman JAE B HEH R EE RE  WHE K 2800 RRAT S i imte
JEZ NERME » A LA T A TR 48 -
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Pz 2%k W k3 R0 A iRE

Y

M2 PHI - 3RS CAFC I b 2 2z Bk F# ¢
g it Cybor k2 58z 7Y FERIFEFZERELEATEE
(de novo reVIEW)Lﬁ_{_ﬁ-ﬂif‘fﬁﬁ o PR LAY AFFTEE AL
¥ 5 1l Mﬂﬁ*ﬁwa\smwv PR ERBREL I ERE
71; 5 112 HEE(F) O a2 ] o o 3 4 B E A WP e
iz > 3 B Kk (voltage source ) » Fpt FaFi2 e 2013 £ 1 % 2 p i
Ao A LA EPIFE A P e (indefinite) @ & 5 & TP R
J& = BTEF o

T

Wi

=
v

i CAFC igfRemd 20 ™ bgh 2 gl @ 3 & 2 faz &8 8973
;2 1 355 M ("concerned only questions of law." ) » i & &k %
AT RIS FAL R > NP B v R g Gtk AR
P % (d4p 1998 2. Cybor ) 7 2 2 &Uf 3k o201 ¥ 2 )
PR A BT R Bt R T P £ H
PRl E R P AT R P AR R Y itz A A H AL
FHEAZR LD Vo A B RE R L EF el R R 4
WL 2 g o

¥oeh 2 BN R 2 e 1996 & 2. Markman v. Westview
Instruments, In¢.24-° (32 % 1 pc i V2 F1 & 2 ®d > % id 2 F e 2
RE Bk e ?*J#Eﬂiﬁzﬁ o) B W AIE AR BRI T
THYFEAFERAERL-AREZREETINEL TR EDF I
" ( "mongrel practice” ) & B B i BT 1§ k)il @ E&’a‘p H ?l %
Lex 3L RATH e L SRE L T i I B B RS R

SE e O

4 Lighting Ballast Control, LLC v. Philips Elecs. N. Am. Corp., 2013 WL 11874, 11876(C.A.Fed.
(Tex.))("exalted form over substance and disregarded the knowledge of a person of ordinary skill in the

> 35 USC § 112(f) ( “An element in a claim for a combination may be expressed as a means or step for
performing a specified function without the recital of structure, material, or acts in support thereof, and
such claim shall be construed to cover the corresponding structure, material, or acts described in the
specification and equivalents thereof.”) ; EFIEFES 112 (&5 (f) IH T —s5kIEHE T 2 —F
o BT DU — B B8 B A DASE R — R E ThAE » T R4S A B 1 DL #on 7 =

% i KRR A Ry 7 2 S IR P e 2 651 ~ APRtBEh (e R 9 EY) -

® See Markman v. Westview Instruments, Inc., 517 U.S. 370 (1996).

’ See id. at 378.
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% See Specialty Composites v. Cabot Corp., 845 F.2d 981, 986, 6 USPQ2d 1601, 1604 (Fed.Cir.1988):
Senmed, 888 F.2d at 818-20, 12 USPQ2d at 1511-13; Unique Concepts, Inc. v. Brown, 939 F.2d 1558,
1561-63, 19 USPQ2d 1500, 1503-04 (Fed.Cir.1991); Intellicall, Inc. v. Phonometrics, Inc., 952 F.2d
1384, 1387-88, 21 USPQ2d 1383, 1386-87 (Fed.Cir.1992); Read Corp. v. Portec, Inc., 970 F.2d 816,
822-23, 23 USPQ2d 1426, 1432-33 (Fed.Cir.1992)(quoting from Markman I, 52 F.3d at 977.).

 See Hogg v. Emerson, 47 U.S. (6 How.) 437, 484, 12 L.Ed. 505 (1848); Silshy v. Foote, 55 U.S. (14
How.) 218, 225, 14 L.Ed. 391 (1853); Winans v. Denmead, 56 U.S. (15 How.) at 338; Winans v. New
York & Erie R.R. Co., 62 U.S. (21 How.) 88, 100, 16 L.Ed. 68 (1859); Bischoff v. Wethered, 76 U.S.
(9 Wall.) 812, 816, 19 L.Ed. 829 (1870); Heald v. Rice, 104 U.S. 737, 749, 26 L.Ed. 910 (1882);
Coupe v. Royer, 155 U.S. 565, 579-80, 15 S.Ct. 199, 205, 39 L.Ed. 263 (1895); Market St. Cable Ry.
Co. v. Rowley, 155 U.S. 621, 625, 15 S.Ct. 224, 226, 39 L.Ed. 284 (1895); Singer Mfg. Co. v. Cramer,
192 U.S. 265, 275, 24 S.Ct. 291, 295, 48 L.Ed. 437 (1904); see also 2 William C. Robinson, The Law
of Patents for Useful Inventions § 731, at 481 (1890) (quoting from Markman I, 52 F.3d at 977.).
 See Coupe v. Royer, 155 U.S. at 574-75, 579, 15 S.Ct. at 203, 205(1895) (quoting from Markman I,

52 F.3d at 978.).
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% See Autogiro, 384 F.2d at 397, 155 USPQ at 702(1967) (quoting from Markman 1, 52 F.3d at 980.).

% See Intellicall, Inc. v. Phonometrics, Inc., 952 F.2d 1384, 1388, 21 USPQ2d 1383, 1386

(Fed.Cir.1992) (quoting from Markman I, 52 F.3d at 980.).

%1 See Goodyear Dental Vulcanite Co. v. Davis, 102 U.S. 222, 227, 26 L.Ed. 149 (1880); see also

Singer Mfg. Co., 192 U.S. at 278-85, 24 S.Ct. at 296-99(1904) (quoting from Markman I, 52 F.3d at

980.).

% See Goodyear Dental Vulcanite Co., 102 U.S. at 227; Intervet Am., Inc. v. Kee-Vet Labs., Inc., 887

F.2d 1050, 1054, 12 USPQ2d 1474, 1477 (Fed.Cir.1989) (quoting from Markman I, 52 F.3d at 980.).
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¥ Markman I, 52 F.3d at 986.(“Contain a written description of the invention, and of the manner and
process of making and using it, in such full, clear, concise, and exact terms as to enable any person
skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the

same ...’

).

¥ See American Hoist & Derrick Co. v. Sowa & Sons, Inc., 725 F.2d 1350, 1359, 220 USPQ 763, 770
(Fed.Cir.1984). See also Western Electric, 860 F.2d at 431, 8 USPQ2d at 1857 (Fed. Cir. 1988)
(quoting from Markman I, 52 F.3d at 986.)..
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% Markman v. Westview Instruments, Inc., 517 U.S. 370(1996).
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U.S. 370, 116 S.Ct. at 1387.).
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%9 See Markman 11, 517 U.S. at 381.(“Patent construction in particular “is a special occupation,
requiring, like all others, special training and practice. The judge, from his training and discipline, is
more likely to give a proper interpretation to such instruments than a jury; and he is, therefore, more
likely to be right, in performing such a duty, than a jury can be expected to be.””).
0 See Markman 11, 517 U.S. at 372.(“jury's capabilities to evaluate demeanor, to sense mainsprings of
human conduct, or to reflect community standards, are much less significant than trained ability to
evaluate testimony in relation to overall structure of patent.”).
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1 See Markman I, 517 U.S. at 374.(“whereas issue preclusion could not be asserted against new and
independent infringement defendants, treating interpretive issues as purely legal would promote
intrajurisdictional certainty through application of stare decisis.”).
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* See Markman 11, 52 F.3d at 978. (asserting that a patent is a written instrument and “it has long been
and continues to be a fundamental principle of American patent law that ‘the construction of a written
evidence is exclusively with the court.”).
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*® See Markman I, 517 U.S. at 374.(“whereas issue preclusion could not be asserted against new and
independent infringement defendants, treating interpretive issues as purely legal would promote
intrajurisdictional certainty through application of stare decisis.”).
“® See Miller v. Fenton, 474 U.S. 104, 114, 106 S.Ct. 445, 451, 88 L.Ed.2d 405 (1985) (quoting from
Markman 11, 517 U.S. at 388.).(“that when an issue “falls somewhere between a pristine legal standard
and a simple historical fact, the fact/law distinction at times has turned on a determination that, as a
matter of the sound administration of justice, one judicial actor is better positioned than another to
decide the issue in question.”).
" Cybor Corp v. FAS Technologies,138 F.3d 1448 (Fed. Cir. 1998).
*8 Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576(Fed. Cir. 1996).
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%2 see Vitronics Corp. v.Conceptronic, Inc., 90 F.3d at 1581 (Fed. Cir. 1996).
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% 1d. at 1585.

% Vitronics, 90 F.3d at 1582.(“Such intrinsic evidence is the most significant source of the legally
operative meaning of disputed claim language.”).

% Id. (“patentee may choose to be his own lexicographer and use terms in a manner other than their
ordinary meaning, as long as the special definition of the term is clearly stated in the patent
specification or file history.”).

% 1d. (“Thus, the specification is always highly relevant to the claim construction analysis. Usually, it
is dispositive; it is the single best guide to the meaning of a disputed term.”).
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Wag ~ @2 o Fpt s BJRP T HY R IR R LR P
Bl EG AT

4 ERABEY R EER . RS T R CEE L 20 3T

~

%%Eﬂ%@ﬁiﬁﬁﬁﬁ%nﬁ?ﬁﬁﬁijéf'%i%ﬂi@ﬁ—
Btk SRR L2 3 SR ONINES > ¢ 7 T oy
7 &%ﬂ?ﬁﬂ— ARR 2 R e de b 1Y A Y S IR R IE

(=23

2 |1d. at 1582.
% 1d. at 1583.
Id. at 1582.
® 1d. at 1583.
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5. FRINIVEGEN G ENERY FEER AT L O f
Mgs 3 Rz b g

R e 2 TR Sk Al o L R
o fi e 2 #%*%? FAE LT L R IS IT
R RFIG PN VRS PIGERA F WAL LR Y R
F1§F - &80 a£@¢&%%%¢vﬁ’*m%%%ﬁﬁ\%m4
e BRI g&*éwmﬁ\%?’mﬁﬁ\%%&%Qm(?g

BB ZHRE K Ap ) R T EAE R fIERS AL T

ﬁ

F1* FALZE S 5 FY C A
LA pRe b bR dem e
”?Jﬁéﬁéﬁ?ﬁiﬁﬁéﬁw@i
SEF SN S TS A S NE N
%;“68 o 3B RN A G| e\ % fefi 2R b 25 et Markman
L =4 ‘*Kf-“;}y% ;md},»ﬂrbﬂo

B 2Ry bRk adk o 18 H "%’\j\%—7 EhomEnid '}”\”2';%—1

Z
FIRAE & L3P f B 5F 0 Bt 72 LG b g o
A F M B RED o B I prh s JERE 2 2R R
T_

B 2o AN bk Pt VILTONICS % ¥ 4 dhoT 2 T e (7Y
DR ESERES: L ih - T S e S T ¢%§f@~¢*%'ﬁ
Ho ¥ d NELFPARAATIEED C EF)2 _}g_%fdz E4E

i
ﬂ*%?ﬂwﬂkﬁﬂﬁ#%%‘m%’W@iﬁéfwmgéﬁﬁx

iy gt gai\‘. °

Flet o g0 5
ToEmp bt L3
BRI s 2L R EE 2.
WY GE A BT iE e R A T fod ;t'al’# ik wjiﬁ:r‘i‘“ Moo v b

PR LKA G SRR
¥

£&L§s§ '\’ I—Jﬁ s f;/z‘ Fn;”LT‘%F- FNER.
i%ﬁ‘ﬁﬂﬁa%?%@%ﬂ%ﬁ%

A ,}3%4} %&1”&_1;&3‘&)3

66 |d
o |d.

% See supra note 49.
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B2V Pl a2 Y R R R RG] E 2T
MR B NIRRT LG AR Tl B IR
FeEmeragimaT %'K«w’ FIRRRIT P ETILL 2T L5
HFT? ;fé_#; FOIERLERERE PN IR T AR EERE T
* INFEIRZ N FEBPAINT B2 A DR EENINEIHRPF
=4
3

25 Cybor®% : CAFC #4308 * 3 1aY 3% {1 F2 AREKEATFE (de
novo review) 2. % 2 & 5

M Markman | % 5 2Rici b orid ek B JUE B i G R
R ed 27 2% INE I EEE R R P REIRE T R
IRy 2 e N Gk I R R LA G R A R e Y
%:L-g!? f'%rﬂ}@d B ZRa i b Rk ¥R D R R TR 2 ‘L-gfﬂf %
FiAf#£37% 92 (denovo) 2 FITARSE » A TR £ 4 3 B A
fRzdnd na ™ pd EATARY B JIEF 2 R F

251 +~%%7%

1. T@4xg

A%z 4phE & I 5 4 FAStar, Ltd.#75 I 344 FAS Technologies,

Inc. (147 fifL A FAS & @ ) 27837 &4l - 837 & 7|2 & {Ip % 5 d
A BEEE - BE A TS R R ERE I B AR
05 A 2 AT R R R A e T 2 %ﬁﬂgal}ﬂ e

= /- - Cybor S CHLAAFNHRE PR E R
LER LS 2 R R A S o Cybor 2 F L FEind A 5 5226
4| 55 5 p‘l A B w ok Bk AAE L2 FAS 2 P 974 2.°837 & 1 &
PN AV R AE A ST R EEL & JlAiniim oo FAS 2 2 B F 3F
Cybor 2 & 2 ;‘zé_r‘%@ = #°837 %4120 @£ 0 ¥ & K Cybor £
GRER ;3_2?#.}&4;# °
2 i* B framer g gt

AETRERFEBIL > Bl (v FAS 2.°837 & 15 4 ok » o

% Cybor v. FAS Technologies, Inc., 138 F.3d 1448(1998).
% Id. at 1451-52.

" 1d. at 1452-53.
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Cybor z_ 5226 7] %i%?;‘p“ sh-fg 111216 ¢+ 5 H PRI S R
&vg,ﬁviw iﬁlllZlGM "m ”ﬁ&%?a
2 gron 16 7 —,—‘1*1 "“?Kpﬁ‘}‘dﬁ P ER R o SRR
% 3% Markman | 2 /J;J.— =R I %? = Rl RRERE HETE
Cybor = @ w3+ = & Fudk 40 i 72 35 5 274 (Judgment as a Matter of Law
JMOL) 2 ?é}ﬂ-’ ARH T KB

2 R BN AW A F B 3 02 1A (The United States District Court for the
Northern District of California) £ Cybor = & %2 & 5 | jd-2 i
(JMOL) > 4 £ 7% 1L %R 3E > A :u 5 Cybor = 7 2 5226 4| 5§13
é&ﬂri?waru¢%%#ﬁﬂF%S%¥f’%7%f # [l - Cybor
NP EE S E 2 Hg A7 R A P PR FAS TRt R S 2 Bz H
AR AR R oA R G B R B TR PN 2 3
BifEg AT RELEFRE 2 & o

3. Cybor = @2 3 3R > L fR2 BFR

Cybor : @ H 272 5 5R2 & k1 be 3 28 H k2 2 -‘i—(JMOL)
2 B E F 4res R 2 ¥ b2 Cybor & ¢ gk G FAS 2 °837 & I %
F|# £ = Rk B (prosecution history estoppel) 2.4 % »F1 5 FAS ¥ 3t &
T3 &A% I H PR 8 LS 5 Storkebaum FTF 7 2 &
oo FMR R R B ZE R T R 2 FRET s &Eipalﬁ e oy > 4
AgT AiEE 11~12~16 3 2_ ¢ ;L_gF;} #%}

d % Cybor 2 Az ik 1 5 F MESER P A2 faf U g
SR R IE A PR ES . S TR S O R JUR R SRS T
W RREM GRS 2 FREE 0 B M e b R ]
REATA §HL G N EFE T AT AR I ERL
LETIRFMOFr A 7 FH @ S50

NAREEREI e PF },5'45, Jed® Ap BE £ R 2 0 v 1995
£ BRI b oRiE Py 2 BB R 2 3N s eh Markman | 2] 5 1 2
1996 & d B ZRE B 2 Fafas e Markman 11 2] /477 3 B 2 o B 2R
U FER eI A I p)z B b AR T R T 2RI €

2 R 1908 # £ HEIFEFL BRI EE &4
:t:';_i LL‘IJ }‘j\—}‘j\“ ’-‘i o

252 gk
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PR RLERR R REARYBFR? AR

S 72
’4\"$If'f7— 9

SRR AT IRIU83T R AR Y R IR 2§ AR R
Cybor 2 @ 4 % flz 2|25 79

MAER G RS o MR R o

1. Nl PR ES NCT CEEE R A BB URE vy o ©
),E?;_ b PRE AT L E 73T (denovoreview) 2 g R AR
2. 837 LIz HA LI E A E A MR HEY o pE
B2 H 2T ,gﬁ %ﬁ/\e‘ HfaE &3 JizE 7 lef;—%;;]x;—;j,;\%gg_ﬁ;
5 %472 )3 Cybor 2 7 2. % 4 2470
3. BAEAFAS 2P 52 @R Rfrd v rh B iF T a2 L dT
4. B FRPELJHEIRF LT 2D AT LFEE R
FRA Rz HAmd FAHT R T
1 Y 5% ?‘J%@ﬁ??ﬁé‘?iﬁfﬁ"?ﬂ
Cybor % % #ic® L35 F 20 5 B2 Fast Markman I % @ $433%f
DR A L R B R R AT A H e L gt ?L%?g%
FERREAR: ERE Bd P FERZE A E ﬁ?%ﬂ’_ 2R 2 o
Cybor % % # g 251 % 7 Markman | B > ot 3R 482 % LLMarkmanI
ESE P LR & Q%‘}E} dyod e ’j‘—%‘f %’lﬁ ﬁ#’}’%ﬁ‘ 22 R AR
FIUE k- € 1 E A7% 12 (de novo review ) 2 A2 B F I 2 2 a2 2§
80, gt mah LT REd o
2 1d. at 1454.
™ 1d. at 1456.
™ 1d. at 1457.
" d.
®1d. at 1461.
7 d.
®d.

79
80

FalgEFR A AR Markman | Hf AR &% (en banc) KA FIR -
See Markman I, 52 F.3d at 979, 981.
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% :})‘%xﬁ"ﬁﬁé,z— (B ﬁ?p’:}i,ﬁi‘" B §2‘§K@ ’i"%? #@ﬂ/zﬁ;ﬂ: 2 :Fl':

2a 81
=

FIRBEEEET Y R 2 PR R A G IR R
ERERRGE IR 2 f“érﬂ' J#T T A A H
Fphdd P IERZER 4 A AR T T ER AN A 2R TS E
IR KRS K Y St 2 R %ﬁl o B4 3 gk g Bk

@ Bl IR R 2 om m X DR E > e B AR R A AT B IR IR
i fee ?Lfﬁ%%%ie&%uw«%ﬂt“ & ?'%[ﬁlﬁ'i%ﬁftﬁﬁg%?%%ﬁw
LR 2N ®f2f (denovo) z %

3. Markman Il 2 #]5- % 7 £ 50 % {15 B 5 B BN AL 8%

Cybor % % #c® Laui » M 208 B 2% pot Markman 11 2] 5445 80 2
EAE R UF R 2 B S ER S S S (IR EN E R L Ul O
FEF - E2E R R f%%@%%’l%{gﬁﬂ_;ikf AP AR
*F 2 H| SR L. o g TR B A et - R e Bl R RN AT
FAREA L FIEYFE BB NP RUFE 5 RO E
R enE %o MWL i R AR R 2 R B A B 2

e

21N

=

\

waﬁéﬁ&iwﬁ’mﬁﬂ&$émfﬂ¢fﬁ’igéﬁ
GREG ARTEFTRESLS FEZFT R CF BB ERE @ P R
For cTEN SRR R (PRERGERT AFR) kY HE
PR EF TR P AN N R B L G R R A2
Ao AR e Cybord f B A R B EIRER EA L F L R
Ty F G Y SRR BRI 2R K
(national uniformity) z_ 3 = > F& R FFERZF RLE 2T E
A R RAEAAM R AR R g 2 PR

BB iEeg >t Markman Il # 257 T & 44 @pidie i
Bl E 2 2l E - R & B i34k 7 (" mongrel practice” ) -
MOF R IEIE A ITE TR AR B E ST R RS J“'H B2 R/
JEE 2R bR R X 4 R A BB aF Ius RS iﬁﬁm
BRA R BB AR AL T LA AT P R e A

©

2
3

® @
=

Cybor v. FAS Technologies, Inc., 138 F.3d at 1454(1998).
Id. at 1457.

See Markman I, 52 F.3d at 391(1995).

See Markman I1, 517 U.S. 370, 378 (1996).
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ALA A RS R e AR AL R

4. Markman Il ¥ X #c % P72 IR B EATH IS > 2 b3y 5 16 Rz
F2x Lmﬂuﬁ”’%

d *z-“’iﬁi‘fi&%;‘é F~ & Markman Il ¢ ¥ A3th B P22 2 5 8 5
FrY B Al FfER XA R P A Markman 1 ?W}tﬁ’*’éé =5 A
Tk RRFEBRZTARFELES LR H A T AR
RN ?‘%%r‘& E R enfd o e d 3 Markman | #1iF 30 5 0 2R RE 2

H|AAR B B 2 Fmﬂsk o b BB R AT A TN b 2RE A
Markman I ¢ #7471 g4 £ 7% AL &L Y % JIH FIf2 R 402 2
f2o F]p Cybor & % #icq, L3R i VB E W2 2 EFE BUERTE
ARR Ly > F MY R JIEFERL N s FEREY 58
FlEREET M A T 7 AW ORI

5. 837 Bl ¥ % flp By g 26t bR A
(WMrﬁéﬁgimé%‘é=éﬁ“%7%?’@f#%?%®%
2 fEPRA T o R TR Bl R E e 1 F B
*7£@~WLYWFﬂ7Eﬁ15H%ﬁWCWm\1*€Hﬂ%87%ﬂ
BfFERZ T o

6. +% FAS T3 2 #F = Rplz g 14

Cybor 2 A 7EH7837 & 1> ¢ 4o fiz & = §lF > A8 & 1)
FH BT TR AR A P2 pe g F gt U Aﬂﬁﬁg@WQQJ
fai2 et Al FAS Z @ sl B % 1% & prory iz B JlHgep 3 &
Storkebaum FT i 2 ,i;tmgserﬂzre,ﬂgb,ms L ARY T A BF 2R
Bl2 i * > Cybor % % @ 30 i s > a8 @45 EF o

254 E REIRaw boIRE A H) 0 g

PNy bR st Markman | & ¢ 24 5 ¢ R 1 2
FRfR kG2 R A B RN F HEES mNE R 2 ;A 4t Markman
Il % 172 g Markman | % 2 h % fex R3320 $Y -5 {1 F
ThEERE AT RIELA TP AL L LB 71998 & ¢hCybor % >
TR bR Bt AR 48 ¢ & X B AR R BN IRAT L

& See Cybor, 138 F.3d at 1457.
% Id. at 1460.

87 1d. at 1461.
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Lfgs 7w FR AR ERRE SR 2 ERE FRE T
SR P ELRE 77‘/?‘@ FFB2FF NEATEIE (denovo) AR 2o R E
KEFTFILE B E R TS 2 AR o

1. Cybor % % #c @ R 4- 418 205 B 2 F2»t Markman 11 ¢ 2 2 238 (7 j23f -
M2 HHFEFERAA T AF 2 H T

Cybor % % #c @ Leh¥r2 2 & JAA# > 5 L E v g 1996 & d B2t
B & it Markman 1 & 24 > 2% 2] 4 ds 1 2R 22 fa
Markman | 2_ 2/ % » & A3 2L b2 fre in 3 ¢ gL {lE R
B2 -RP2DZPHARZFEERSE Y FEIFFRLEREE
ﬁTpd,z—ler | T o

R ESE RSV U SIS R S SRR R
A AR T 2 T T 1A SR
doip T RA R Y R Al F R A 28R T AP A
N £ 1 I S S fr‘aﬁb »Cybor % 5 #icR L A~z £330 4
¥ Shd B i3 Fa ot Markman il ¢z 0 j2ik 70 1250 B a p 7 mom

4T

(1) BB 2 ¥ Markman | 2 > FAB8 R 241741 m B %+ 0¥

Cybor % 5 #cg L3l & BN A 2 o> Markman |1 % @ #3025 1%
PREAIHEHTRZ AR R TR 2T A #4 Lml’é*“ ERRiE ]
RR R ABE RN A ] P REIRET FEATEIRASE 2 % o
F]pt > Cybor % % B, Rel s 0§ Ee® 72 B Markman 11 2] 54-4p 4 ¥ 5
%‘f']%%]iﬁ’i%&"»ﬁ’ g AEBA P R RBENE T L
“’B-*"T%Q v LR LiE m Y G RAIEFZERER 2
iz R A T@d EF e o

BBl A gEFEFLERNERRT IR D ASE LSRR
B 3E 2

¥eb o Cybor 2 F 8 Lin: pERBERLYAT & é?} RH-EA

(‘

!
i

<l

B 2 et 22 3 > Markman 1l ¢

&
LT R B Y 2 A TR & en Ak 1T

® See Cybor, 138 F.3d at 1454-57.
8 1d. at 1457.
% Id. at 1455.
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(" mongrel practice” ) @ ¥ i ®iHI L IFE A ARE AR E B
FRRAA FAEF2 ., 1 Cybor & S HR AL ST R A A
e i RS EFE2ERRZ P B2 i T R
PRI Aot F R RIS A AL FURELF Y SRR RO
f&
R R R RS A AR RAEREFFE >
FEY GERAIFREELELNE 2
At o Cybor # % #cd L7751 B F 2 st Markman Il % 249 2
2 PR BAAAE T E AR B (TREF 2T AT
kR IR R T R 7R kAN T A B L b
#ﬁ%&E'JL;E’* A 4R AT

CWW%’&@R%*@%% BB AT L G RS b R IR
TR E;'fl]%l?] fRREI L7 2R - R » o F & R R
ERER %3 af‘h#pw%* B Pl Bl A M 2 T F AT
R o B S R L P E e FIRL R R Y G 2 2

¢@%£ﬂfm3&ﬂ{%?—ﬁﬁ’wmfﬁgﬁ%’mﬁﬁiﬁ
%;‘é”‘?é@é%‘r%ﬁﬂ}%iﬁjl&ﬂ FEAIFERERL A R 7 E 5
P NagERp Bk g g

TiE sl H é}ﬁrs%;s%, ORI RL P fRBE ) T 7B B e ;—%—EF?IJ%%];

R x93
/Z-T;:FF' —V-p\!/\

B3R A Cybor & $#ici A % & Po#H 3 Markman | # 2z 2 30 1530 4
‘,% TRl BBt T AT H SE R EOLET L HEAEAA
*h > Cybor % % B Lita e a5 R Y o ‘f'#lﬁ]mj}?’]‘ N2 2
BUAERFHFE RFE BRI BN I LA T 5o T
L R BPE S | PR LA I ?Mrz?‘gj;;i}g:c—} @ o P gL (e H 2T
;L{Bg+«_g?«f pER 2 Iifp ’L/ﬁé%%fﬁ‘;ﬂ_ﬁ,ﬂg\ y d j‘—%‘f #, ﬁ;%
mAREIEERE A B E3TEEaA (denovo) 2 4 -

Markman Il & & sc 8 1+ 3702 PR £ A7 F T4 = 2 el 200 & {140
B30 2 2 ken i 2™

See Markman v. Westview Instruments, Inc., 517 U.S. 370, 378 (1996).
See Cybor, 138 F.3d at 1456.
Id. at 1454.

[FzE 85 -
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d SSEENECF 4 Fe e Markman |l ¥ 2 At B R E F A S
2 Be? % 1 B 22 458 @ Ao Markman 1l 7 44 23 5 5 2
ﬁ-é—i" PR RREMFEZTERSBMAI LR R T A
2P 3Rg A F ol o fed ¥ Markman |4 1F )l B R AT2
F|AAR B R 2 )‘m% W OBINE BB A AT AT BN b 3R At
Markman | ”T§<7Ff@;'z€%fr$@ﬁiﬁ (denovo) AGZ¥ % {14 @iz
ﬁﬁfi%ﬂ°*bwmr S MR LD AR H B2k AR
et EATHILARR ALY S 2 MY R JlERERL L f
ot L IE R M § R AR

BmEad o Cybor & f#ky LA Cyborix® i & F WilifkFizln
Z2_ Markman Il ® 2_zhit » ¥t hafiE p e 733 5 ¥ ¢F > BB 2
A B kg WERac b3k et Markman | i G Y -8 1§ 2 13
ﬁ@éf% ?4w;, %o Cybor % S #c Rt B B2 raad o
aﬁ’* Y e #Fﬂf‘ fR R A A2 R A2 D3 KA 40
i %7%@’ﬁﬁri*ﬁxmﬁhi>ﬂﬁd R E
AT %I‘”Lﬁiﬁ L @72 2o oCybor % S dkci AL BT R e
@y%ﬂ$§Wﬁ$%%TEé%u@ﬁi§éli%;mgﬁdéﬁgpﬁf
FRRR GRS YA P B ERTE AR K82 2 - AR
L e Qe SRR & e Rl PR

2.6 Texas Digital™®% ¢ CAFC $13t M 4 | %7 3% JI§ B2 fdrim i 2
2 1P B A2

FAYGEFERY ALY FLZAREEJRP T LALED
FRET AL - K F R lde i @7 R D B bRk et
2002 # 10 * 5 Texas Digital Systems, Inc. v. Telegenix, Inc.% & (™ -
Texas Digital % ) # ¥yt P 485 49 B 2 343 o

261 A%%7

1. $3H4%

A i Jn £ Texas Digital Systems = @ (T f§ £ TDS = & ) #%73 %5L

% Texas Digital Systems v. Telegenix, Inc., 308 F.3d 1193(2002).

% 1d. at 1197-1201.
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US4,845,481 (™ #:'481 % 41) ~ 4,965,561 (T £-'561 % {1) ~ 4,734,619
(7619 & 1) 2 4,804,890 (T B0 &) e E L] e E L
JlEe gk - mlz ¢ DR TAEE 2 M o

Mk Telegenix = @ ™ 2 WM s B2 WMBPF 2 A2A-fAL5
Colorgraphix z_ &1 %% o

NS I Rt RN A 481 & 42 % - 5w
rETEHE R RR B?}ea:én ® | (repeatedly substantially simultaneously
activating) g 2 f23 DL K > TDS o 7 3n 5 Telegenix > @ 2. % %
ETH PEE ] v BN 2 R kAL ] EETR o

2. 3 ]

B3k Pfd i aaa TR R G i D £ 4 ) (repeatedly) H R 45
&%ﬂﬁrﬁngnﬁﬁgLﬁimgﬁﬁ}U%LEDLW L
Pl oz y 20 -0 93 TR e ko @ (substantially
simultaneously activating) Ghdp ek RORZEY B 05 B B arEe
FRPFERE ©

Bofs 0 3 2 FregR i Telegenix & 7 2 LT AR S S F R kiR
(literally infringed ) » & j=7 it & 4] > *|;4 Telegenix = # ix» TDS
S L HBE L Fep - 382 L Telegenix o 2 ®ig ~ @ 48
& K px 8 3% Colorgraphix 4p B 25 8 2. X A 2 41 £ o Telegenix = & 3 =
Flez R LIAF T IR Tt e BRI bR PrdkAs bR o

2.6.2 F REHmicir Foogk gl 5%

(1) A2

w4 Telegenix = 7>t FAPFA 5k o b 2R BM-TRH - B PF
# | (substantially simultaneously ) #2 " gx#s ¢ | (activating) 4 B %3 -

" 481 BRI FRIEE—HNE R T L AR SRS E Y 0Tk Bd
BB RERCE DA S BN T iR t*aﬁéﬁﬁTE@é\%’&E’ﬂ Y H%E(‘T\H%JJ%&@@
Z RIENEERST - LU T B R S s DU *ZHAFE@E’JZEA%EE%)@ FEH R — THEE R
EI’]%ET%TT: FEHZ A TR R @ B - EE M ERRE ..

® Texas Digital Systems v. Telegenix, Inc., 308 F.3d at 1201.

% 1d. at 1202-19.
100 1d. at 1205.
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7 LED & E%/é’zfﬁz“'f’“
(2) B2 g 5e100
Fod TDS = @ RIA 3R » 0o AT B i ¥ Arph g 2 iR o

PHOSITA ¢ ﬁ'thjé—tﬁ Pdp 3 B ERd 2R TP PR fade P _r]%

APt g BEEE RYF R 2R 2 p e PP fads LED 2 FE R
B LED > 4ple FRF R F 3 X ﬂ’«l—\//\ 7 M TR 'ﬂt“&’j—]‘»ﬁ? B
LED (x> 2 BR4PERFBES P AR

2. FHRiciw b3k g A gt

CAFC 45 1 » 3 =i pRe X J}.mzﬁ F-g_»‘w |, (repeatedly) #
RAe R & et LEAR ~ 5 e PFET | (repeatedly substantially
simultaneously activating ) % £ % 3% mﬁ;’%ﬁ PIF a6 s TPk
2 7 Vactivating”z_id § R & o

Ry P IRA A L AT - A DR E 2 R ERET L T
activating 2. i@ ¥ . & » 2 K (LA 7+ &3 £ ) (Modern Dictionary of
Electronics ) ¥+ activate”2_ & & % T B 4807 B3 ¥ 3§ * - i §

s o P 103
Z_ R l?, %};L»J °

F IR PR AT B 12 ¥ grd g2 " activating” & § v
2 F R AR Bl B RE AR g Y il ¥
LA - R PR MR, T g R i o

Plack fIE P 4 p e 5 L ff‘ﬁnf”k’f"t’ﬂ?éﬂﬁlj‘iféj‘.w;;,
T et B JIEp e ‘Jrﬁﬁ%?‘%v%"t"a#*p%,&%z??»}b ol
ARz U R A BRF T ART A A REE L IR L
%?*E‘*’f'?b 2P R E LA o d N iRAKY 2R ifi
(intrinsic evidence ) &1 > p $R7EJ5 ¢ m@%f;zg R YU
Bop- RO P I F R4 LR &L K T T Tactivate” L Tk
ThE L aEa b TRl SR - L R

J# TDS = & »+ & 2 % > #73} " activating”# 2 f2 5= T % % , (being
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Id.at 1206.
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128 See Markman v. Westview Instruments, Inc., 517 U.S. at 390 (1996).

129 See Innova/Pure Water, Inc. v. Safari Water Filtration Sys., Inc., 381 F.3d 1111(“The claims of a
patent define the invention to which the patentee is entitled the right to exclude.”)(quoting from
Phillips, v. AWH Corp., 415 F.3d at 1312.); see also Vitronics, 90 F.3d at 1582; Markman |, 52 F.3d at

980.
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30 phijllips, v. AWH Corp., 415 F.3d at 1314.(“We have made clear, moreover, that the ordinary and
customary meaning of a claim term is the meaning that the term would have to a person of ordinary
skill in the art in question at the time of the invention, i.e., as of the effective filing date of the patent
application.”);.See Innova, 381 F.3d at 1116 (“A court construing a patent claim seeks to accord a
claim the meaning it would have to a person of ordinary skill in the art at the time of the invention.”);
Home Diagnostics, Inc. v. LifeScan, Inc., 381 F.3d 1352, 1358 (Fed.Cir.2004). (“customary meaning”
refers to the “customary meaning in [the] art field”); Ferguson Beauregard/Logic Controls v. Mega
Sys., LLC, 350 F.3d 1327, 1338 (Fed.Cir.2003) (claim terms “are examined through the viewing glass
of a person skilled in the art”); see also PC Connector Solutions LLC v. SmartDisk Corp., 406 F.3d
1359, 1363 (Fed.Cir.2005) (meaning of claim “must be interpreted as of [the] effective filing date” of
the patent application); Schering Corp. v. Amgen Inc., 222 F.3d 1347, 1353 (Fed.Cir.2000)(quoting
from Phillips, v. AWH Corp., 415 F.3d at 1314.).
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31 See Markman, 52 F.3d at 980 ( “Consists of all evidence external to the patent and prosecution
history, including expert and inventor testimony, dictionaries, and learned treatises.”), citing Seymour v.
Osborne, 78 U.S. (11 Wall.) 516, 546, 20 L.Ed. 33 (1870); see also Vitronics, 90 F.3d at 1583.

122 See Phillips, v. AWH Corp., 415 F.3d at 1326.

135 See Senmed, Inc. v. Richard—Allan Med. Indus., Inc., 888 F.2d 815, 819 n. 8 (Fed.Cir.1989)
(quoting from Phillips, v. AWH Corp., 415 F.3d at 1326.).

13 See Daubert v. Merrell Dow Pharms., Inc., 509 U.S. 579, 595, 113 S.Ct. 2786, 125 L.Ed.2d 469
(1993) (quoting from Phillips, v. AWH Corp., 415 F.3d at 1326.).
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37 phillips, v. AWH Corp., 415 F.3d at 1326.(“Indisputable public records consisting of the claims, the
specification and the prosecution history,” thereby undermining the public notice function of patents);
see also Southwall Techs., 54 F.3d at 1578.
138 phillips, v. AWH Corp., 415 F.3d at 1319-23.
139 308 F.3d 1193 (Fed.Cir.2002).
10 phillips, v. AWH Corp., 415 F.3d at 1319.(“Dictionaries, encyclopedias and treatises are
particularly useful resources to assist the court in determining the ordinary and customary meanings of
claim terms.”); See also 308 F.3d at 1202.
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! See Vitronics, 90 F.3d at 1582; Irdeto Access, Inc. v. Echostar Satellite Corp., 383 F.3d 1295, 1300

(Fed.Cir.2004).(* Assigning such a limited role to the specification, and in particular requiring that any

definition of claim language in the specification be express, is inconsistent with our rulings that the

specification is “the single best guide to the meaning of a disputed term,” and that the specification

“acts as a dictionary when it expressly defines terms used in the claims or when it defines terms by

implication.” <) (quoting from Phillips, v. AWH Corp., 415 F.3d at 1321.).

142" gee Phillips, v. AWH Corp., 415 F.3d at 1323.

%3 See Spectra—Physics, Inc. v. Coherent, Inc., 827 F.2d 1524, 1533 (Fed.Cir.1987).("To avoid

importing limitations from the specification into the claims, it is important to keep in mind that the

purposes of the specification are to teach and enable those of skill in the art to make and use the

invention and to provide a best mode for doing so.*) (quoting from Phillips, v. AWH Corp., 415 F.3d at

1323.).

144" see Phillips, v. AWH Corp., 415 F.3d at 1323-24.

4> See Nazomi Communications,Inc. v. Arm Holdings, PLC, 403 F.3d at 1368-69(Fed. Cir. 2005)

(quoting from Phillips, v. AWH Corp., 415 F.3d at 1323.).

% See Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898,911 (Fed. Cir. 2004). (“”Instead, we have
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limited the maxim to cases in which “the court concludes, after applying all the available tools of claim
construction, that the claim is still ambiguous.””); see also Generation Il Orthotics Inc. v. Med. Tech.
Inc., 263 F.3d 1356, 1365 (Fed.Cir.2001) (quoting from Phillips, v. AWH Corp., 415 F.3d at 1327.).
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153 See Markman 1, 52 F.3d at 979(” It has long been and continues to be a fundamental principle of
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154 See Markman I1, 517 U.S. at 381(“Patent construction in particular “is a special occupation,
requiring, like all others, special training and practice. The judge, from his training and discipline, is
more likely to give a proper interpretation to such instruments than a jury; and he is, therefore, more
likely to be right, in performing such a duty, than a jury can be expected to be.””).
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164 See Bell & Howell Document Mgmt. Prods. Co. v. Altek Sys., 132 F.3d 701 (Fed. Cir. 1997);
Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576 (Fed. Cir. 1996) (quoting from Craig Allen Nard, A
theory of claim interpretation, 14 HARV. J. L. & TECH. 1, 27 (2000).).

1% See Metaullics Sys. Co. v. Cooper, 100 F.3d 938 (Fed. Cir. 1996); J.T. Eaton & Co. v. Atlantic Paste
& Glue Co., 106 F.3d 1563 (Fed. Cir. 1996); see also Eastman Kodak Co. v. Goodyear Tire & Rubber
Co., 114 F.3d 1547 (Fed. Cir. 1997) (quoting from Craig Allen Nard, A theory of claim interpretation,
14 HARV. J. L. & TECH. 1,, 27 (2000).); Fromson v. Anitec Printing Plates, Inc., 132 F.3d 1437 (Fed. Cir.

1997).
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166 See William Eskridge, JR., DYNAMIC STATUTORY INTERPRETATION (1994); Bernard W. Bell,
Legislative History Without Legislative Intent: The Public Justification Approach to Statutory
Interpretation, 60 OHIO ST. L.J. 1 (1999); John F. Manning, Textualism as a Nondelegation Doctrine,
97COLUM. L. REV. 673 (1997); Carlos E. Gonzalez, Reinterpreting Statutory Interpretation, 74 N.C.
L. REV. 585 (1996); Jane S. Schacter, Metademocracy: The Changing Structure of Legitimacy in
Statutory Inter pretation, 108 HARV. L. REV. 593(1995); Philip P. Frickey, From the Big Sleep to the
Big Heat: The Revival of Theory in Statutory Interpretation, 77 MINN. L. REV. 241 (1992); Peter C.
Schanck, Understanding Postmodern Thought and its Implications for Statutory Interpretation, 65 S.
CAL. L. REV. 2505 (1992); John A. Ferejohn & Barry R. Weingast, Limitation of Statutes: Strategic
Statutory Interpretation, 80 GEO. L.J. 565 (1992); William N. Eskridge, Jr. & Philip P. Frickey,
Statutory Interpretation as Practical Reasoning, 42 STAN. L. REV. 321 (1990); Daniel A. Farber,
Statutory Interpretation and Legislative Supremacy, 78 GEO. L.J. 281 (1989) (quoting from Craig
Allen Nard, A theory of claim interpretation, 14 HARV. J. L. & TECH. 1,, 46 (2000).)..

17" Craig Allen Nard, A theory of claim interpretation, 14 HARV. J. L. & TECH. 1(2000).

188 See Richard J. Pierce, Jr., The Supreme Court’s New Hypertextualism: An Invitation to Cacophony
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169 See supra note 167, at 19.
170 See supra note 167, at 15.
71 See EMI Group N.A., Inc. v. Intel Corp., 157 F.3d 887, 892 (Fed. Cir.1998); Markman, 52 F.3d at
983; Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1454.(” such evidence is only an aid to the court
in coming to a correct conclusion as to the true meaning of the language employed in the patent.””).
172 See Cyril A. Soans, Some Absurd Presumptions in Patent Cases, 10 IDEA 433,438 (1966) :
“PHOSITA” {445 Person having ordinary in the art” 2~ 45 %5 -
13 See Inre GPAC, Inc., 57 F.3d 1573, 1579 (Fed. Cir. 1995). (“The person of ordinary skill in the art
is a hypothetical person who is presumed to know the relevant prior art.”); Custom Accessories, Inc. v.
Jeffrey-Allan Indus., Inc., 807 F.2d 955, 962 (Fed. Cir. 1986). (“The person of ordinary skill is a
hypothetical person who is presumed to be aware of all the pertinent prior art.””) (quoting from Craig
Allen Nard, A theory of claim interpretation, 14 HARV. J. L. & TECH. 1,, 6 (2000).)..
174 E. Allan Farnsworth, CONTRACTS § 7.10, at 512 (2d ed. 1990).
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178 Fed. Civ. Pro. Rule 52.(” Findings of fact, whether based on oral or other evidence, must not be set
aside unless clearly erroneous, and the reviewing court must give due regard to the trial court's
opportunity to judge the witnesses’ credibility.”) (quoting from JACK H. FRIEDENTHAL ET AL., CIVIL

PROCEDURE, 622 (3d ed. 1999).).

19 See Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844, 102 S. Ct. 2182, 72 L. Ed. 2d 606(1982)
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180 See Wright Charles Alan, The doubtful omniscience of appellate courts, 41 MINN. L. REV. 751,
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187 See London v. Carson Pirie Scott & Co., 946 F.2d 1534, 1538 (Fed. Cir. 1991) (Lourie, J.) (quoting
from Craig Allen Nard, A theory of claim interpretation, 14 HARV. J. L. & TECH. 1,, 14
(2000).) .(“Application of the doctrine of equivalents is the exception, however, not the rule, for if the
public comes to believe (or fear) that the language of patent claims can never be relied on, and that the
doctrine of equivalents is simply the second prong of every infringement charge, regularly available to
extend protection beyond the scope of the claims, then claims will cease to serve their intended purpose.
Competitors will never know whether their actions infringe a granted patent.”).
188 See Judge Paul R. Michel, Improving Patent Jury Trials, 532 PLI/Pat 77, 81 (1998). (“The very
unpredictability of jury verdicts not only undermines opinion letters, but discourages license
agreements and design-arounds, and multiplies litigation — with attendant costs in money, disruption
and delay.”).
189 gee Markman 11, 52 F.3d. at 978 (“When a court construes the claims of the patent, it ‘is as if
theconstruction fixed by the court had been incorporated in the specification,” and in this way the court
is defining the federal legal rights created by the patent document.”).
1% See id. at 978-79.
91 See ABA Section of Intellectual Property Law, Resolutions Acted Upon by Council: August
1995-1996, 1996 ABA SEC. INTELL. PROP. L. R. 19 (quoting from Craig Allen Nard, A theory of claim
interpretation, 14 HARV. J. L. & TECH. 1,, 14 (2000).)
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(early certainty ) %k » $43°ERE & R B %k EREUER R S
B 2 it m v AT A2 A5
I T FE IR AL ENIEL R G

d @2 ‘aiﬁm,z'*/i‘“* 1%

Bfamaitr - 3 4 a‘i@i‘"ﬁ»?‘ﬂ’réﬁufi’ﬂﬁ’i » 2 3 1995 #
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(institutional competence ) fFF* 82 - &7 X 4FEF 2 ; RSy A
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Bod? Rl Rl L2 2R % £37F 32 (denovo)
ZARR 0 FIP PR E 22 T % ﬁ & (without deference to the rulings

e

192 411 Easterbrook ;= Fif it : (’what seems clear to a judge may read otherwise to a skilled designer.” );
In re Mahurkar Double Lumen Hemodialysis Catheter Patent Litig., 831 F. Supp. 1354, 1359 (N.D. Ill.
1993).
193 See supra note 167, at 15.
194 See supra note 167, at 37; William F. Lee and Anita K. Krug, Still Adjusting to Markman: A
Prescription for the Timing of Claim Construction Hearings, 13 HARV. J.L. & TECH. 55, 67
(1999).(“Although, according to the Federal Circuit and the Supreme Court, Markman should have
ushered in greater uniformity, predictability, and certainty in patent litigation, many believe that the
holding has had the opposite effect. This is largely because Federal Circuit review of claim
interpretation is de novo.”) ;Cybor, 138 F.3d at 1479. According to Judge Newman (“this
unpredictability in administration of the law of patent claiming has added a sporting element to our
bench.”).
195 See supra note 167, at 17.
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% Micro Chem., Inc. v. Great Plains Chem. Co., 194 F.3d 1250, 1257 (Fed. Cir.1999). See also Pall
Corp. v. Hemasure Inc., 181 F.3d 1305, 1308 (Fed. Cir. 1999).(“We review construction of the claims
without deference to the rulings of the trial court.”) (quoting from Craig Allen Nard, A theory of claim
mterpretatlon 14 Harv. J. L. & Tech. 1, 9 (2000).).

" See supra note 167, at 26.
19 See Cybor, 138 F.3d at 1464.
199 See Markman 1, 52 F.3d at 986.
200 Id.
201 |d
20214, at 981.
293 1d. at 1006.
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See Markman I1, 517 U.S. at 388 (1996).
Fromson v. Anitec Printing Plates, Inc., 132 F.3d 1437 (Fed. Cir. 1997).
Id. at 1447.
Id. at 1448.
See supra note 167, at 29.
Id.
138 F.3d 1448 (Fed. Cir. 1998) .
See Markman v. Westview Instruments, Inc., 517 U.S. 370, 378, 388 (1996)
Cybor, 138 F.3d at 1455.
Id. at 1456.
See supra note 167, at 24-25.
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Cybor, 138 F.3d at 1455.

Id.

Id. at 1462.
Id. at 1463.
See supra note 167, at 31.
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Cybor, 138 F.3d at 1473.
Id. at 1474
See supra note 167, at 32.
Cybor, 138 F.3d at 1473.
78



Aol TS SR d g A 2 PO ET R AT § Bl %aﬁg
FTRHE S SBATS PFALLfENY FE{IEREREY T

B+ | (predictability) ¥ T — 3=+ | Cuniformity) % nﬁ—ﬁzzs

[

\

Markman | 2] 4¢G5 {14 B i 5 e iz B0 A0 515

- LRI EERE Y R %Fﬁ]\ﬁ'ﬁﬁ&'ds}*%ﬂi HERIUEITE
W2 A2 B2 @ d 3 Markman | 2258 gL & ¢ 3012 & B ank4E b o
ﬂ&%ﬂ&%ahv%d%ﬂ B R F IR BT F 2 0 B F
FERF RFET Y FEIERZ [eRc EAERC] IRy LE T - B
Eld AR EREF TR GRIEREEEL b A 2

BIFL AN 22D E e 2aA 2 mm®®.e | (e 4 Rader iz e
Pe? 5 JBR % LA Y £ 0 BT G sl Markman | P srRE 2 2 FE T

?%?g’“?\?ﬁ?"’g %W“/fﬁ*ﬁﬂii}im7 i3 frA BT LY
G iE LS ST F e B A G BT R
JL% ]

Rader = Fzs » i § 2 P BB v & A ey {r 3732 F
00T e T ETRFROM SIS 202 BT R SR B 0 LR
2 F ARG I S AR B S R R R R RS R
EEMMP FERL BB FRFAF L0

]

K FEBRETE G BRI d K> Markman | =43, 900 2% 5 ik
I R FRAR L s FH R BPE S B L R I R 2
\gogmﬁfﬁm»a_ﬁm-%w*&&?ﬁ#§%%%??4ﬁ
Fevo o R Y R ER e a bl FEIERERL A2
TR PSRRI TS G R RE T T R B RGET S AR A
EFER VIS B ETER T

226 Id

7 See Markman 11, 517 U.S. at 377-79, 116 S.Ct. at 1389-91 (calling the construction of a term of art
following receipt of evidence a “mongrel practice™); id. at 388, 116 S.Ct. at 1395 (suggesting that claim
interpretation “ ‘falls somewhere between a pristine legal standard and a single historical fact’ ”

228

(“Indeed, at one point, this court noted that its law requires “independent determination of the

construction of the claims, as a matter of law, unencumbered by the trial process.””). See Festo Corp. v.
Shoketsu Kinzoku Kogyo Kabushiki Co., 72 F.3d 857, 863, 37 USPQ2d 1161, 1165 (Fed.Cir.1995),
vacated and remanded on other grounds, 520 U.S. 1111, 117 S.Ct. 1240, 137 L.Ed.2d 323 (1997).
(quoting from Cybor v. FAS Technologies, Inc., 138 F.3d at 1473).

2% Cybor, 138 F.3d at 1473.

%0 1d. at 1474.
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232 |d
28 1. at 1474-75.
2% See Lucas Aerospace, Ltd. v. Unison Indus., LP, 890 F.Supp. 329, 333-34 n. 7, 36 USPQ2d 1235,
1239 n. 7 (D.Del.1995); see also EIf Atochem North Am., Inc. v. Libbey-Owens-Ford Co., 894 F.Supp.
844, 857, 37 USPQ2d 1065, 1075 (D.Del.1995); In re Mahurkar Double Lumen Hemodialysis Catheter
Patent Litigation, 831 F.Supp. 1354, 1359, 28 USPQ2d 1801, 1805 (N.D.I11.1993) (quoting from Craig
Allen Nard, A theory of claim interpretation, 14 Harv. J. L. & Tech. 1, 9 (2000).).
2% Cybor, 138 F.3d at 1475.
236 Id
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24217, Eaton & Co. v. Atlantic Paste & Glue Co., 106 F.3d 1563, 41 USPQ2d 1641 (Fed.Cir.1997).

3 Cybor, 138 F.3d at 1477 (quoting from Craig Allen Nard, A theory of claim interpretation, 14 HARV.
J. L. & TECH. 1, 27 (2000).).

% See CVI/Beta Ventures, Inc. v. Tura LP, 112 F.3d 1146, 1149 (Fed.Cir.1997) (quoting from Craig
Allen Nard, A theory of claim interpretation, 14 HARV. J. L. & TECH., 31 (2000).). (“We conclude that
the district court did err in its claim construction.”).

2% Cybor, 138 F.3d at 1477.
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25 1d. at 1475.
*® See Eastman Kodak Co. v. Goodyear Tire & Rubber Co., 114 F.3d 1547, 1555 (Fed. Cir. 1997)
(Rader, J.) (quoting from Cybor v. FAS Technologies, Inc., 138 F.3d at 1454).(“As a general rule, the
construing court interprets words in a claim as one of skill in the art at the time of invention would
understand them. ”); Pall Corp. v. Micron Separations, Inc., 66 F.3d 1211, 1224 (Fed. Cir. 1995)
(Mayer, J., concurring). (“Claim interpretation demands an objective inquiry into how one of ordinary
skill in the relevant art at the time of the invention would comprehend the disputed word or phrase in
view of the patent claims, specification, and prosecution history.”).
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%8 |d.(“The court continues to deny the need to make findings of disputed facts when interpreting
claims: “[By] using certain extrinsic evidence that the court finds helpful and rejecting other evidence
as unhelpful, and resolving disputes en route to pronouncing the meaning of claim language ... the
court is not crediting certain evidence over other evidence or making factual evidentiary findings.”. The
court states that it neither accepts the trial judge's findings of fact, nor accepts that there are factual
issues in claim interpretation. With these strictures on evidence, witnesses, and findings, it is far from
clear how the Federal Circuit proposes to reach the correct claim interpretation.”).
29 1d. at 1481.
270 |d.(“The value of extrinsic evidence in claim interpretation is not surprising, because patent
documents are written by and for persons in the field of the invention, not for judges. Judges not only
need a larger understanding of the science or technology, but we also need help with understanding
how the particular terms as used in the patent are viewed by persons in the field of the invention.”).
2 1d. (“Thus I add to my concerns the position of the Federal Circuit, here reaffirmed, that extrinsic
evidence is of strictly limited availability in claim interpretation. Such evidence should be encouraged,
not restrained, if summary disposition is at hand.”).
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272 |d. (Newman, J., additional views) (“The Federal Circuit’s ruling that extrinsic evidence must be
restricted unless there is a facial ambiguity in the meaning of the claim is an unnecessary restraint on
potentially useful evidence.”).
* See Daubert v. Merrell Dow Pharmaceuticals, Inc., 509 U.S. 579, 113 S.Ct. 2786, 125 L.Ed.2d 469.
(1993)(quoting from Cybor, 138 F.3d at 1464.).
2% |d. at 1481. (“The evidence of what the invention is, how it works, what the technical words meant
to persons in the field at some past time, can be of extreme complexity. When there is a dispute as to
what a term of technical art or usage means or encompasses, such evidence is relevant and often is
indispensable. Why would our court foreclose, or place obstacles in the path of, adducing and
considering such evidence?”).
%> See General Electric Co. v. Joiner, 522 U.S. 136, 118 S.Ct. 512, 515, 139 L.Ed.2d 508 (1997)
(quoting from Cybor, 138 F.3d at 1481.).
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276 gee Cyril A. Soans, Some Absurd Presumptions in Patent Cases, 10 IDEA 433, 438 (1966).
2" See Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1481 (Fed. Cir. 1998) (en banc) (Newman, J.,
joined by Judge Mayer, dissenting). (“Of course the primary source of information concerning the
claimed invention is the patent documents. But such documents are directed to persons knowledgeable
in the field; additional evidence and expert testimony as to their meaning should be the rule, not the
exception. So-called ‘extrinsic’ evidence . . . should be treated like any other evidence, and received
and given weight and value as appropriate.”); Eastman Kodak Co. v. Goodyear Tire & Rubber Co., 114
F.3d 1547, 1555 (Fed. Cir. 1997) (Rader, J., joined by Judge Mayer) (“the testimony of one skilled in
the art about the meaning of claim terms at the time of the invention will almost always qualify as
relevant evidence”); see also Fromson v. Anitec Printing Plates, Inc., 132 F.3d 1437 (Fed. Cir. 1997)
(Newman, J., joined by Judges Mayer and Rader).
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278 See Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d at 1311(1999)(Michel, J.). (referring to
notice function of claims); Sextant Avionique, S.A. v. Analog Devices, Inc., 172 F.3d 817, 830 (Fed.
Cir. 1999) (Lourie, J.) (referring to notice function of claims) (quoting from Craig Allen Nard, A theory
of claim interpretation, 14 HARV. J. L. & TECH. 1, 22 (2000).)..

279 gee Vitronics, 90 F.3d at 1583.

%0 See Markman |1, 52 F.3d. at 978-79. (“It is only fair (and statutorily required) that competitors be
able to ascertain to a reasonable degree the scope of the patentee’s right to exclude . . . . They may
understand what is the scope of the patent owner’s rights by obtaining the patent and prosecution
history — ‘the undisputed public record’ — and applying established rules of construction to the
language of the patent claim in the context of the patent. Moreover, competitors should be able to rest
assured, if infringement litigation occurs, that a judge, trained in the law, will similarly analyze the text
of the patent and its associated public record and apply the established rules of construction, and in that
way arrive at the true and consistent scope of the patent owner’s rights to be given legal effect.”)
(quoting Senmed, Inc. v. Richard Allan Med. Indus., 888 F.2d 815, 819 n.8 (Fed. Cir. 1989)).
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1 gee Vitronics Corp. v.Conceptronic, Inc., 90 F.3d at 1583 (Fed. Cir. 1996); See also
Georgia-Pacific Corp. v. United States Gypsum Co., 195 F.3d 1322, 1332 (Fed. Cir. 1999).(“When
intrinsic evidence is unambiguous, it is improper for the court to rely on extrinsic evidence to
contradict the meaning of the claims.”); Robotic Vision Sys., Inc. v. View Eng’g, Inc., 189 F.3d 1370,
1375 (Fed. Cir. 1999). (“Often, the intrinsic evidence alone will resolve any ambiguity in a disputed
claim term, and in such instances, reliance on extrinsic evidence is improper.”) (quoting from Craig
Allen Nard, A theory of claim interpretation, 14 HARV. J. L. & TECH. 1, 27 (2000).).

%82 See Markman 11, 52 F.3d at 987.
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8 See supra note 167, at 7.

%84 See In re Cortright, 165 F.3d 1353, 1358 (Fed. Cir. 1999). (“Although the PTO must give claims
their broadest reasonable interpretation, this interpretation must be consistent with the one that those
skilled in the art would reach.”); Multiform Desiccants, Inc. v. Medzam, Ltd., 133 F.3d 1473, 1477
(Fed. Cir. 1998). (“It is the person of ordinary skill in the field of the invention through whose eyes the
claims are construed.”); Hoechst Celanese Corp. v. BP Chems., Ltd., 78 F.3d 1575, 1578 (Fed. Cir.
1996).(“A technical term used in a patent document is interpreted as having the meaning that it would
be given by persons experienced in the field of the invention) (quoting from Craig Allen Nard, A
theory of claim interpretation, 14 HARV. J. L. & TECH. 1, 55 (2000).).
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85 See supra note 167, at 8.

86 gee 35 U.S.C. § 112.("The specification shall contain a written description of the invention, and of
the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable
any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and
use the same, and shall set forth the best mode contemplated by the inventor of carrying out his
invention..
T3 TERIRE Fp Z 50 (T2 P SRS B 2 A SIS Ka% Se 58 ~ T FoAw i EE&ZS&?% i >
RIT8LE ~ (AR Z Keflr - HERIHEERCH S I N B H AT AT 2 BT = -

%7 See In re Morris, 127 F.3d 1048, 1054 (Fed. Cir. 1997) (quoting from Craig Allen Nard, Atheory of
claim interpretation, 14 HARV. J. L. & TECH. 1, 29 (2000).).

88 See supra note 167, at 9.

%89 See supra note 167, at 21.
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(1) A Hok (genuinely ambiguous) iz B3 R & £k A - i

L 7L

(2) FARYEREST TR ET 2 'E‘*'é‘f“;‘-[&_tj"\:&ﬁiﬁi
BTG FREOT b AHF LA RE T LR B R E A

2% 90 F.3d 1576 (Fed. Cir. 1996).

21 |d. at 1583; See also Georgia-Pacific Corp. v. United States Gypsum Co., 195 F.3d 1322, 1332 (Fed.
Cir. 1999). (“When intrinsic evidence is unambiguous, it is improper for the court to rely on extrinsic
evidence to contradict the meaning of the claims.”); Robotic Vision Sys., Inc. v. View Eng’g, Inc., 189
F.3d 1370, 1375 (Fed. Cir. 1999).(“Often, the intrinsic evidence alone will resolve any ambiguity in a
disputed claim term, and in such instances, reliance on extrinsic evidence is improper.”) (quoting from
Craig Allen Nard, A theory of claim interpretation, 14 HARV. J. L. & TECH. 1, 27 (2000).).

292 Vitronics, 90 F.3d at 1583.

2% Markman I, 52 F.3d at 987.

24 Bell & Howell Document Mgmt. Prods. Co. v. Altek Sys., 132 F.3d 701, 706 (Fed. Cir. 1997)
(quoting from Craig Allen Nard, A theory of claim interpretation, 14 HARV. J. L. & TECH. 1, 21

% See supra note 167, at 21.

96



(3) dond FL IR ar’ PATA L AR S G A
hﬁwﬁﬁﬁ%ma B R R T e 2 F
NS Lt ﬁﬂ@“%ﬁ%iﬁﬁ%ﬁﬁﬁﬁiﬁgﬁﬁ*

z»pﬂvjﬁii:ﬂﬂ;zﬁa’b'*ﬁ TERE L LRI E AT LR A
AIBEATBF T Tl LA FAFpEEDp
EE-‘“K%%LI%'& ST R TIES W S PR AR

O I RN NPT ) %2%&’M’?ﬁ%&i%?
BERLE S 128 £T 44 L 4]4» 3% ok 5oL
%w%fép?xﬁﬁw¢&a’ﬂ?i%ﬂﬁiﬂﬁ<%*ﬁ’@?

e
A
I
B
(«h

27 See Sextant Avionique, S.A. v. Analog Devices, Inc., 172 F.3d 817, 825(Fed. Cir. 1999). (“Sextant’s
claim construction arguments hinge-on-an-ironic contention: that the evidence intrinsic to its own patent
is ambiguous and insufficient to construe-the claims, thus requiring resort to extrinsic evidence such as
expert testimony.”); David J. Brezner, Presenting the Witnesses Special to a Patent Trial, in Parent
Lmiearion 1998, at 61, 75-76; (PLI Pats:, Copyrights, Trademarks, and Literary Prop. Course, Handbook
Series No. G0-0020, 1998). (“In order to set a foundation for use of technical expert testimony on the
meaning of specific claim limitations, it is imperative for the party to establish an ambiguity in each of
the limitations for which such testimony is offered.”) (quoting from Craig Allen Nard, A theory of
claim interpretation; 14 HARV. J. L. & TECH. 1, 21 (2000).).
%8 See Pall Corp. v..Micron Separations, Inc., 66 F.3d 1211, 1224 (Fed. Cir. 1995)(Mayer, J.,
concurring). (“A patent . .. is written for-a person of ordinary skill in an art;it is not written for a
court.”); James B. Altman et al., The Law of Patent Claim Interpretation: The Revolution Isn 't Finished,
8 Fen. Cir. B.J. 93, 102-03 (1998).(“ Vitronics — at least as a number of courts appear to have applied
it — is inconsistent with the established standard for construing patent claims. The courts traditionally
have attempted to interpret them consistently with the understanding of persons skilled in the relevant
field of technology. Yet Vitronics has been read to encourage judges to ignore that understanding so
long as the court thinks that the patent documents are clear.”) (quoting from Craig Allen Nard, A theory
of claim interpretation, 14 HARV. J. L. & TECH. 1, 21 (2000).)
2% See Stephen F. Ross & Daniel Tranen, The Modern Parol Evidence Rule and Its Implications for
New Textualist Statutory Interpretation, 87 Geo. L.J. 195, 205 (1998). (“The Restatement (Second) of
Contracts radically departed from its predecessor’s approach to plain meaning of contract text and to
the admissibility of parol evidence, largely due to Corbin’s influence.”); Metric Constructors, Inc. v.
Nat’l Aeronautics & Space Admin., 169 F.3d 747, 753 (Fed. Cir. 1999) (quoting from Craig Allen Nard,
A theory of claim interpretation, 14 HARV. J. L. & TECH. 1, 22 (2000).). (“The legal commentaries agree
that courts should use evidence of trade practice and custom not only to determine the meaning of an
ambiguous provision, but to determine whether a contract provision is ambiguous in the first
instance.”).
%0 gee Athletic Alternatives, Inc. v. Prince Mfg., Inc., 73 F.3d at 1581(1996). (“Where there is an equal
choice between a broader and a narrower meaning of a claim, and there is an enabling disclosure that
indicates that the applicant is at least entitled to a claim having the narrower meaning, [the] notice
function of the claim [is] best served by adopting the narrower meaning.”); Ethicon Endo-Surgery, Inc.
v. United States Surgical Corp., 93 F.3d at 1581-82(quoting from Craig Allen Nard, A theory of claim
interpretation, 14 HARV. J. L. & TECH. 1, 23 (2000).).
%01 See Morton Int’l, Inc. v. Cardinal Chem. Co., 5 F.3d 1464, 1470 (Fed. Cir. 1993). (holding patent
claims invalid for indefiniteness); Amgen, Inc. v. Chugai Pharm. Co., 927 F.2d 1200, 1217-18 (Fed. Cir.
1991) (quoting from Craig Allen Nard, A theory of claim interpretation, 14 HARV. J. L. & TECH. 1,
24(2000).).(holding patent claims invalid for indefiniteness).
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%2 See supra note 192192.

%03 138 F.3d 1437 (Fed. Cir. 1997).
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%> See 138 F.3d, at 1442.
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%7 See 138 F.3d, at 1444.

%% 1. at 1480.
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Id. at 1481.
310 Eastman Kodak Co. v. Goodyear Tire & Rubber Co., 114 F.3d 1547, 1555 (Fed. Cir. 1997) (quoting
from Cybor v. FAS Technologies, Inc., 138 F.3d at 1454).( “the testimony of one skilled in the art
about the meaning of claim terms at the time of the invention will almost always qualify as relevant

#11 See supra note 167, at 36.

%12 See Daubert v. Merrell Dow Pharmaceuticals, Inc., 509 U.S. 579, 113 S.Ct. 2786, 125 L.Ed.2d 469.
(1993) (quoting from Cybor v. FAS Technologies, Inc., 138 F.3d at 1464).

13 See 138 F.3d, at 1480.

14 1d. at 1481.

3> See General Electric Co. v. Joiner, 522 U.S. 136, 118 S.Ct. 512, 515, 139 L.Ed.2d 508 (1997)
(quoting from Cybor v. FAS Technologies, Inc., 138 F.3d at 1482).
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7 1d : See also London v. Carson Pirie Scott & Co., 946 F.2d 1534, 1538 (Fed. Cir. 1991). (“Claims
must be ‘particular’ and ‘distinct,’ as required by 35 U.S.C. § 112, so that the public has fair notice of
what the patentee and the Patent and Trademark Office have agreed constitute the metes and bounds of
the claimed invention. Notice permits other parties to avoid actions which infringe the patent and to
design around the patent.”) (quoting from Craig Allen Nard, A theory of claim interpretation, 14 HARV.
J.L. & TECH. 1, 44 (2000).).
%18 Cass R. SUNSTEIN, AFTER THE RIGHTS REVOLUTION: RECONCEIVING THE REGULATORY STATE 114
(1990); see also George H. Taylor, Structural Textualism, 75 B.U. L. REV. 321, 362-66 (1995) (quoting
from Craig Allen Nard, A theory of claim interpretation, 14 HARV. J. L. & TECH. 1, 38 (2000).).
%19 see Friedrich A. Hayek, The Use of Knowledge in Society, 35 AM. ECON. REV. 519 (1945) (quoting
from Craig Allen Nard, A theory of claim interpretation, 14 HARV. J. L. & TECH. 1, 38 (2000).).

% See supra note 167. at 38.
%21 Aronson v. Quick Point Pencil Co., 440 U.S. 257, 262 (1979) (quoting from Craig Allen Nard, A
theory of claim interpretation, 14 HARV. J. L. & TECH. 1, 38 (2000).). (“One of the fundamental policies
of patent law is “to promote disclosure of inventions” so as to “stimulate further innovation.””).
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%23 Donald S. Chisum et al., PRINCIPLES OF PATENT LAW 5, n.16 (1998).
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%29 gee Rebecca S. Eisenberg, Patents and the Progress of Science: Exclusive Rights and Experimental
Use, 56 U. CHI. L. REV. 1017, 1072-74 (1989).

%0 gee Merges & Nelson, On the Complex Economics of Patent Scope, 90 COLUM. L. REV. 839 (1990);
Barton, Patents and Antitrust: A Rethinking in Light of Patent Breadth and Sequential Innovation, 65
ANTITRUST L.J. 449, 453 (1997).

%1 See supra note 167, at 42.
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¥2 See Slimfold Mfg. Co. v. Kinkead Indus., Inc., 932 F.2d 1453, 1457 (Fed. Cir. 1991) (quoting from
Craig Allen Nard, A theory of claim interpretation, 14 HARV. J. L. & TECH. 1, 43 (2000).).(“Designing
around patents is . . . one of the ways in which the patent system works to the advantage of the public
in promoting progress in the useful arts, its constitutional purpose.”).

%33 See State Indus., Inc. v. A.O. Smith Corp., 751 F.2d 1226, 1236 (Fed. Cir. 1985); see also Hilton
Davis Chem. Co. v. Warner-Jenkinson Co., 62 F.3d 1512, 1520 (Fed. Cir. 1995). (“The ability of the
public successfully to design around — to use the patent disclosure to design a product or process that
does not infringe, but like the claimed invention, is an improvement over the prior art — is one of the
important public benefits that justify awarding the patent owner exclusive rights to his invention.”); In
re Alappat, 33 F.3d 1526, 1553 (Fed. Cir. 1994). (“Even after a patent has been awarded for a new,
useful, and nonobvious practical application of an idea, others may learn from the underlying ideas,
theories, and principles to legitimately ‘design around’ the patentee’s useful application.”); Yarway
Corp. v. Eur-Control USA, Inc., 775 F.2d 268, 277 (Fed. Cir. 1985) (quoting from Craig Allen Nard, A
theory of claim interpretation, 14 HARV. J. L. & TECH. 1, 43 (2000).).

%4 See London v. Carson Pirie Scott & Co., 946 F.2d 1534, 1538 (Fed. Cir. 1991) (quoting from Craig
Allen Nard, A theory of claim interpretation, 14 HARV. J. L. & TECH. 1, 44 (2000).).

%> pauline Newman, The Federal Circuit: Judicial Stability or Judicial Activism?, 42 AM. U. L. REV.
683, 687 (1993); see also Read Corp. v. Portec, Inc., 970 F.2d 816, 828 (Fed. Cir. 1992).

103



g é.;—f «j_y B~ L5 HFE ﬂ»ﬂﬁﬂ?%ﬁifd@*”r%eoﬁ
Qmiﬁdﬁfkﬁﬁ—&iw&iﬁé o R R PR
gHAREHT A 2T w AR AT A g 2 L2 Y
B AERRF. LR ST ARM A LI k3 kIR Ap R 3F

23 FR R R K RS oA Lehs PRS0 a8
Bofes PRERD: FHEFHNETETRTRY 2 UWIE D § 7 h
Flo BAURER #T4 Il 2 A F i A 1 2 R BiE R S AR

ZFH SR R A AR Y R I Rl 1 K RITT R IR
ﬂéﬁ‘m’ﬁ%ﬁwkimg%ﬁﬁﬁﬁ ok s g it id PR iR
HEBAYER T RFEETR PRE o

&>

Fr AR At A J”ﬁ”"?”ﬁ"?ﬁ"b%\” 2B TR T HEPRG
2 RLR S GEH 3 —k%%ﬂ RFESE & 7SE 4 5 T2 fE PHOSITA gt

2 WAty kiR A RILd s HRnE iR ﬁ“‘ f‘gﬁ 2 e
% 5% B RFEAZ BB A P INERE PN IR AT A 2B
!

PV *‘25135 S m‘m"’ﬁ?l’”é’ > i
A3 R E P JELBRIE (TR o T R B R Renis ¢ o

%36 See Jurgens v. CBK, Ltd., 80 F.3d 1566, 1572 (Fed. Cir. 1996); Underwater Devices, Inc. v.
Morrison-Knudsen Co., 717 F.2d 1380, 1390 (Fed. Cir. 1983) (quoting from Craig Allen Nard, A theory
of claim interpretation, 14 HARV. J. L. & TECH. 1, 44(2000).).

%7 See Ortho Pharm. Corp. v. Smith, 959 F.2d 936, 944 (Fed. Cir. 1992); see also Jurgens v. CBK, Ltd.,

80 F.3d 1566, 1572(1996) (quoting from Craig Allen Nard, A theory of claim interpretation, 14 HARV. J.
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%8 See supra note 167, at 45.
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