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The Studies on the cases of software patent litigation and the development of the

software patent regime

Student : Chih-Hsun Hung Advisor : Dr. Shang-Jyh Liu

Institute of Technology Law
National Chiao Tung University

Abstract

Under the government policy in Taiwan, the structure upgrade of information
industry is moving from “manufacture base” to “high value service base”. The
“computer software” will be the main force to drive the industrial structure upgrade,
and then the value of the software patent will be of more importance. In the global
market, the number of the software patent grows rapidly during the recent years. Take
the U.S. for example. There are 40,000 software patents in 2006 and the rate of
software patent is 20% of the issued patents in 2006. However, the growth of software
patent gives rise to many disputes) such as *“the bad quality of software patent,”
“floody patent lititgation,” and “*patent troll.” Is software patent for innovation or for
litigation? Consequently, it is the motive of this-thesis to study this issue.

This thesis does a comparative study on the software patent elements, software
patent examination, and software patent cases among the U.S., the EP, the Japan, and
Tawian. With the comparative study, this thesis constructs the software patent regime
and then uses the patent analysis, litigation data analysis and case study to do the
empirical study on the software patent problems. Based on results of the software
patent regime and the empirical study, this thesis construes a hypothetic software
patent regime, which is used to do the empirical study on the software patent regime.
Taiwan’s software patent regime follows the U.S.’s software patent case law. By the
hypothetic software patent regime, this thesis finds that the U.S. software patent
regime tends to examine strictly, and Taiwan also faces amendment of software patent
examination guideline under the pressure. Finally, this thesis finds Taiwan’s software
patent regime might adopt the EP software patent regime, because the influence of the
amendment of the software patent examination guideline will not cause sharp effect

for information industry in Taiwan.

Keywords: computer, software patent, patent troll, patent litigation, patnet analysis, empirical
study
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* See Julie S. Turner, The Nonmanufacturing Patent Owner: Toward a Theory of Efficient Infringement,
86 Cal. L. Ry. 179, 186-94 (1998). " "= i ﬁw* (Jy PP ~ RIS ~ i R IR B 5 Nuno
Pires de Carvalho, The Primary Function of Patents 2001 U. I11. J.L. Tech. & Pol'y. Rgy. 25, 29-36
(2001). T = %li_j%kﬁj?% SIS 3 3 ) ; Mark F. Grady & Jay 1. Alexander, Patent Law and Rent
Dissipation, 78 Va. L. Rgy. 305, 310-316 (1992). " = %li&ﬁﬁbﬂ%bﬁﬁéﬁu

S Eldred v. Ashcroft, 537 U.S. 186, 216 (2003). Fﬁ#é’lﬁ £[ [P L ] w:wm»u}r i
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BRI Gt REQFE" " FEINA L EFEF &
Lo EFI AT g FAREBEERE fE 4 B S ERSRER
w7 - 0t # & Continental Paper Bag 2 MercExchange @ % -

4. p4 A #H(Prospect Theory) © #-% f[4#4R 5 — M A LA > (24
Edmund Kitch’+ 1977 & #74 4 » Kitch#-% J|p4 A 32 #2410 5%
= [ 7 & % B.(mining operation) ;> & % I} RF 3t 19 £ % 757
# % £ ¢ T permitted [the first] one who found mineralization on the
public land to file a claim which gave him the exclusive right to
develop the claim. j» 3§ =& 2 = FRFH A2 £ 5 Fofp
B o B EHE L BFE - st OFH AR s
g ORBE A AR ERA > BT - B R B 5
BELF 0 RS FREE ETTF o BS BHERAOME NI
LR R D e AT A - S B b
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® See David B. Conrad, Mining The Patent Thicket: The Supreme Court’s Rejection of The Automatic
Injunction Rule in Ebay V. Mercexchange, 26 Rev. Litig., Rgy. 119, 134 (2006).

" See Edmund Kitch, The Nature and Function of the Patent System, 20 J. L. & Econ. Rgy. 265, 271-75
(1977). T ]";{f]gjxﬂ il Fb e R

¥ See Turner, supra note 4 » Mark F. Grady & Jay I. Alexander, Rgy. 314-315 (1992)." = E,lf\_}?kﬂ‘?‘[ﬂ
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FooMRBAUEAIA A S o i EE R T T
TR AL G B S TR e el g
Fo& FRMEHIRZFE
FREVAEABSESFY RSV U RY 3 B ERF 0 A 1787 #47
#l %% WF 2 ¢ Article I, Section 87 ¥ : T .. gives Congress the power to grant

monopolies on “discoveries” in order to promote the progress of science and the
useful arts( 5 Bag AL Fg % Fpreiedh > W . BRA ﬁ?—%zfrgf oA ;i»g £
£% 5 — Jib ik (monopoly) g 4] |- @ 3> 1790 & > £ RE 47 1 2 ME {12
ZoaBAETEREN AT FREOE] R IFT 165 7 A %o BT
1952 & > #4E 7 hE IR FRE > X RFDERE 2 > 12> 1980
# 3L 713372 ®WE 12 35US.C. -

iy % B 35 U.S.C. §101 ¥ 4-3+7 ¥ 3% ]2 L 4k(subject matter) T &

4T T Whoever invents or discovers any new and useful process, machine,

manufacture, or composition of matter, or any new and useful improvement thereof,

may obtain a patent therefore... ;o F]#* > % & £ 5 A75 % § <& (new and useful)

e £ (process) ~ # ## (machine) ~ Z &-(manufacture)~ % = # (composition of matter)
&b i v fA 3 3] chic A (improvement) > 5 FE - E B & ] ke 2 K
B 2R B % JE B {3 1981 # Diamond v. Chakrabarty S S & T FEA v
FERE A ek 2B WS Tlaws of nature( f 772 R]), natural
phenomena( f #%3 % ), and abstractideas($ % B.&) ;- Flp* - F 40 ¥ % IR
ROEFEN T E R AF S el Y 5 - fRins ea H¥TH A E TR H Bah
PARER S p AR AN FRE - FRHELET Y &l AT R S
%A% 2P T3 A(35US.C §102~ 103 2 112) -

FREJh= B 2% 4H > L% 5 F* M(utility > 35 US.C. 101) ~ ATAR I
(novelty » 35 U.S.C.102) % 248 @ % {4 (non-obviousness > 35 U.S.C. 103) o 12
BAHEIREZ R EaEF AL

1. % M(utility) © =45 35USC§101" #4352 ) ez 2 48eh > H L 3
28§ ok (useful) 7 Eorg) e TR % b o AL g BES B
HHEJ LR ARG ZBTHEJRPE Y 2 2
BB EF AR E (useful) sk FF 3L 0 11 IRLR BR 3 REA] AT
A A E FROPE o RERIA RGO ET G & i
PrrE oAb g TRZKAPT Y EEFFAAE ffﬂi" S
B AIFI R i * 0P oo A R A kR JERT B iE R
L& B 2T LG T P(utility) o 44 TF * 1

? See Kitch, supra note 7,at 276 (1977) (f%ﬁﬁﬁ’ggfﬂﬁjﬂ@ l;“j]ﬁj R~ FERFEAE)
1 Diamond v. Chakrabarty, 447 U.S. 303 (1980).

135U.S.C. §101: Whoever invents or discovers any new and useful process, machine, manufacture, or
composition of matter, or any new and useful improvement thereof, may obtain a patent therefor,
subject to the conditions and requirements of this title.
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2| $7E % > & $5PTO Guidelines Section 2107 ® #r4Lz_» 5 :la
well-established utility if (i)_a_person of ordinary skill in the art

would immediately appreciate why the invention is useful based on

the characteristics of the invention (e.g., properties or applications of a
product or process), and (ii) the utility is specific, substantial, and
credible. ;> ff H F3 » FRHAUZHEA2 A7 RFIFP 2 FiiE
Boo @ P2 F P E G 2xE 0 2% E s /e F R W(specific: the

invention actually perform the claimed function) ~ >t ZLF £ % (real

world) ® ¥ 4% 9 *5 (substantial: a current “real world” use) ~ F£F it 4%
F Bm 227 = # (credible: Invention must actually work but need not
be perfect)e F]ut > £ & ] £ 2. PP & § R HaxF e i (function)
2% 2 (purpose)’ ¥ EF AR RENIMF R R R F A Wi
He g @i 2b2 % FTELH Lo - S e i

2. Frifft(novelty) : L Jlorpr EE P 2 7 B 5 AIRTI (new) it
I B E LA SR e Y doinghie > 3 B £ B
FIFREDG E o 1> ¥ G B fIS AR R ASRRY I ok
WA EZ &2 g AR 747 12 (novelty) o B >3 EFREA AiE
Moen® 2 s 2R3 35USC§l021%F R LHT R R G B

1235 U.S.C. §102: A person shall be entitled to a patent unless—
(a) the invention was known or used by others'in this country, or patented or described in a
printed publication in this or a foreign country, before the invention thereof by the applicant for
patent, or
(b) the invention was patented or described in-a printed publication in this or a foreign country or in
public use or on sale in this country, more than one year prior to the date of the application for
patent in the United States, or
(c) he has abandoned the invention, or
(d) the invention was first patented or caused to be patented, or was the subject of an inventor’s
certificate, by the applicant or his legal representatives or assigns in a foreign country prior to the
date of the application for patent in this country on an application for patent or inventor’s certificate
filed more than twelve months before the filing of the application in the United States, or
(e) the invention was described in
(1) an application for patent, published under section 122 (b), by another filed in the United
States before the invention by the applicant for patent or
(2) a patent granted on an application for patent by another filed in the United States before the
invention by the applicant for patent, except that an international application filed under the
treaty defined in section 351 (a) shall have the effects for the purposes of this subsection of an
application filed in the United States only if the international application designated the
United States and was published under Article 21(2) of such treaty in the English language; or
(f) he did not himself invent the subject matter sought to be patented, or
(2
(1) during the course of an interference conducted under section 135 or section 291, another
inventor involved therein establishes, to the extent permitted in section 104, that before such
person’s invention thereof the invention was made by such other inventor and not abandoned,
suppressed, or concealed, or
(2) before such person’s invention thereof, the invention was made in this country by another
inventor who had not abandoned, suppressed, or concealed it. In determining priority of
invention under this subsection, there shall be considered not only the respective dates of
conception and reduction to practice of the invention, but also the reasonable diligence of one
who was first to conceive and last to reduce to practice, from a time prior to conception by

9



THED Y L H A ER B AR E G BHETT R T LA
AR BEL02 @) FRERDRAA G 7w
PRGFH S B EN OB R R FH A &P ﬁm%ﬂ@%’?
It % ATATEL§102 (b) ~ (d)) » 2 % B F B AT » 1)

AR R B - BRDZENY G gp A uE&E MY
A G RERe AL e @R e Lo
7 (8102 (e)~ (g) » F1* ’i«f’“ R BN SR o R
ﬂ AR RS AR 2| ETiRgE 0 A HTa L ATH L B )
Vipkood WY R Alwe oA s ol
- A GrREP o TERT Bk
3. #%5a 3 4} (non-obviousness)'’ : B X & Flatrer L n Fopes

the other.
13 35 U.S.C. §103:
(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented
and the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.
(b)
(1) Notwithstanding subsection (a),"and upon timely election by the applicant for patent to
proceed under this subsection, a biotechnological process.using or resulting in a composition of
matter that is novel under section 102 and nenobvious under subsection (a) of this section shall
be considered nonobvious if—
(A) claims to the process and the'composition of matter are contained in either the same
application for patent or in separate applications having the same effective filing date; and
(B) the composition of matter, and the process at the time it was invented, were owned by the
same person or subject to an obligation of-assignment to the same person.
(2) A patent issued on a process under paragraph (1)—
(A) shall also contain the claims to the composition of matter used in or made by that process, or
(B) shall, if such composition of matter is claimed in another patent, be set to expire on the same
date as such other patent, notwithstanding section 154.
(3) For purposes of paragraph (1), the term “biotechnological process” means—
(A) a process of genetically altering or otherwise inducing a single- or multi-celled organism to—
(i) express an exogenous nucleotide sequence,
(i1) inhibit, eliminate, augment, or alter expression of an endogenous nucleotide sequence, or
(iii) express a specific physiological characteristic not naturally associated with said organism;
(B) cell fusion procedures yielding a cell line that expresses a specific protein, such as a
monoclonal antibody; and
(C) a method of using a product produced by a process defined by subparagraph (A) or (B), or a
combination of subparagraphs (A) and (B).
(©)
(1) Subject matter developed by another person, which qualifies as prior art only under one or
more of subsections (e), (f), and (g) of section 102 of this title, shall not preclude patentability
under this section where the subject matter and the claimed invention were, at the time the
claimed invention was made, owned by the same person or subject to an obligation of assignment
to the same person.
(2) For purposes of this subsection, subject matter developed by another person and a claimed
invention shall be deemed to have been owned by the same person or subject to an obligation of
assignment to the same person if—
(A) the claimed invention was made by or on behalf of parties to a joint research agreement that
was in effect on or before the date the claimed invention was made;
(B) the claimed invention was made as a result of activities undertaken within the scope of the
joint research agreement; and
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EAIFOEEP > BRI E E'T"’Fn MW E g RAE P EE AT

TAEBFIREDYE o F] o ERE Y Gehk B E R AT
3} en 28 @ 5 A1 (non-obviousness) ;0 T 2bkgm 5 L 4E | enZ|dy
o 8§ K R R Jam RS IR 2R
2o R 3R Y Gl F vt ST R § L Y ey
AR #z b P g ~ B3Rl Rt
BHLHEPF > PR A R E TS ) LS R S8

¥R
PooRIH R R ER Tak T2EEA b R 2 BAIY R
FREFIFIR A IS BE 2t L P RS RE A {IF AR A ERE

Flor@E g prp o EF A PR T R A 397 ko S F 1 EpF
Reppod R 0 3 RL oY il - B MR HEL 0 B 5] 90 E KA
3 W& " #7573 (New Economics) | BT » 3n i [aoah | 4 26553 &
i B dritend B ¢ AZARE M2 AR % (capital investment) ;o g R UL
Toolamaa ) A1 Toi Rt lam, snd R R R R T &l
REE > FELIT I ERNE @Z]m.%'f | JE (Issued) 2Hc TV FR 0 ERERE
it &4 gy 50 -

160,000
140,000
120,000
* 100,000
50,000
g 60.000
40,000
20,000

ANENENINEN

1994 1995 1996 1997 1998 1999

FEN

Bl2-1: 290 & NE i

(C) the application for patent for the claimed invention discloses or is amended to disclose the
names of the parties to the joint research agreement.

(3) For purposes of paragraph (2), the term “joint research agreement” means a written contract,
grant, or cooperative agreement entered into by two or more persons or entities for the
performance of experimental, developmental, or research work in the field of the claimed
mvention.
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AR http://www.uspto.gov/web/ofﬁces/ac/ido/oeip/taf/reports.h‘[rn#PSR.14
CEFEREJEEESL B 5 - AT TR B T gtk d
‘“%ilftfm’}‘ LIEAR Y 0 HPR B % iRk o gﬁﬁd re ’L%”} &2 0 F]
P FUEE R TR R F R AT TE N PR R B B
% B ciw i o fJohn R. Allison & Mark Lemley (2002)"° %= 7 4 47 ¢ %f i
1990 & & £ W& J)977& F cnPopiep v 1970 & R chB JHeip $H4F je3F 5 o
John R. Allison & Mark Lemley # 7 #8314 1970 & £ {1990 & i+ & i 2 fo & & m%
FlEpmme > BRZFREJIEMA 2T 1487 beanfre 7447 2 1447 F
R A W A L
1. @ % P jis(pharmaceutical) i e % %25 97 ~ J5f A o 2 18 (7 4 A8
¥ 3 2 B 5T 7 242 F (processes )E\' # 5-(substances)'
2. FE & 2% % (medical device) : * 113 S ek B ]ﬁr‘; EFAESB
2 7 2. % % (apparatus)'’
3. 2 $ § 3 (biotechnology) : * rii T#%‘Tﬁﬁ%fti FLIRN Ll AR Y - )
2= ;% (process) & & &(product )'® o
4. 7 'u4p B (computer-Related) e L F M R 2
(process) & & &-(product )iz et # d #r#E (Feng oo 2 iE P Jg o
L B ﬁf I L e
A (software) » % 2 d AR E v p 2o
2 3 g8 (semiconductor) @ F AT sk R A B F L E R 8 h 2

4 U.S. PATENT & TRADEMARK OFFICE , U.S. PATENT STATISTICS, CALENDAR YEARS
1963-1999 (2000)

Year of Issue Number of Patents Issued |
1994 101,676
1995 101,419
1996 109,646
1997 111,983
1998 147,521
1999 153,493

' John R. Allison & Mark A. Lemley, The Growing Complexity of the United States Patent System, 82
B.U.L. Rgy. 77, 88-91 (2002).

'® Any process or substance to be used in the diagnosis or treatment of diseases or other medical
conditions in humans or animals including processes or substances used in medical research.

"7 An apparatus to be used for the diagnosis or treatment of diseases in humans or animals including
apparatuses used in medical research.

'® Any process or product involving advanced genetic techniques intended to construct new microbial,
plant or animal strains.

1% (a) Any process or product for improving computer hardware (except for advances in semiconductor
technology, which are in a separate, mutually exclusive classification). (b) An invention solely
embodied in software. (c) Any invention in which a microprocessor or other integrated logic circuit is
expressed in the patent as being a critical part of the invention.

% An invention that is completely embodied in software, even if the claims of the patent refer to a
system or article of manufacture.
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(process) & & &-(product )*!

7. =+ (electronlcs) P UGEFBATF RRRTATS

= ;% (process) £ (product )2

8. it %‘i‘(chemlstry) FLEFIEEE R (process) )

2 A 4 hit &4+ (product) » & F iV E AL &
23

g d
L
v

O
* 2 g

9. 1% (mechanics) * 3§ d % #4732 {7 > 2 (process) & A &

(product )**

10. # 3§ (acoustics) : I * F L #7i& 7 e 3 & (process) & A &
(product )*

11. £ & (optics) : fI * =k g % B §o#7i& {7 * % (process) & & &
(product )%

12. 2 4R (automotive-related) RS TR ) A

13. it /R 4p M (energy-related) : & 7 it Rl ~ 2 24032 BEz P
28

14. i 3 4p B (communications-related) @ = i@ * 1222 & 3d Pz P
29

John R. Allison & Mark Lendley$: % & .t i# 14 f&11 & ¥ 5 A A# el 4 -
A 70 & 290 e 7l e s (random)P gk | 0 B B SR AER S R 0D

FlHE & I RN 4 BRI WEGLF L 1T 5T 40T
#2-1:70 &k 290 #F W2 LA A4 474

Fe T

Hon) 1970s &+ | 1990s & ] 4
e F:vi 51 78
FEXA 29 64
4P 0 37
T o An M 74 242

! A process or product intended to advance the state of the art in researching, designing, or fabricating

semiconductor computer chips.

*2 A process or product in which the sole or a critical part of the invention makes use of traditional

electronic circuitry or involves electric energy storage.

2 A process that consists solely of chemical reactions, a product resulting from such a process, or an

invention of which a chemical process or product is a critical part.

* A process or product that consists solely of the use of mechanical parts, sometimes combined with
heat, hydraulics, pneumatics, or other power sources; or an invention in which the above is a critical

part.

> A process or product that consists solely or as a critical part of an invention using sound waves.
26 A process or product intended to advance the state of the art in the use of light waves or imaging.

27 An invention that is intended for use with automobiles or trucks.

* An invention that intends to advance the state of the art in the production, processing, or transmission

of energy.
¥ Any invention intended to improve the state of the art in communications.

39 John R. Allison & Mark Lemley VAU - & = RIPUEA 3 5T ]EIFJ%EEEEJJ #[](utility patents
issued) » 73 “EJ?FF JEI[Jtr "' mid-1976 to mid-1978 ; * "'mid-1996 to mid-1998 | - [ =HZELE Fr
s Vﬁiﬂlﬂ*ﬂfri}ii 21| 95%-99% % T TSR] | B TRy ] 1“,5 E*Jﬁ”ﬁrm@ﬁ; Ll -
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o 0 76

e 5! 23 93
T 183 77
g 254 207
alia 520 329
5 22 22
kg 100 128
B AP B 39 72
it AP B 46 24

i AP B 33 41
i fcih et 1374 1489

F A% kiR : See John R. Allison & Mark A. Lemley, “The Growing Complexity of the United

States Patent System”, 82 B.U. L. Rev. 93(2002).

ErEagk kg T4 iﬁgﬂﬁj 2 Fﬁng A PR 70 & R IDES HpTR
TH o AE Y R ERER .gs’f v {2 E 5”’7%71:?6 rﬁ}\fﬁ%’me’? ERY T
THERAE 0 E X0 E R E2 rs,zrm,z,zgi "E, TRE S TS RS
(mathematical algorithms) ; » #2385 L. ¢ F5-& 102 Tk 7l o g T
PEDFRIFRGPE I BN BB FFME - 3 B LA T70#K82 90
ERZF B RPEGT RRR o Am ’%zr%érj{% AEAE o F - SRR E )
PR A LR R T R ATE A 5T 1 ?1 ’E*#Bl’aé%? SF S8 LR SOR
T3 AR bl | enE ] 70 E S HUTAERE 590 & 20242 330 Fp s
John R. Allison & Mark Lemley:ha 458 . @ T 3 7giphd | 2 T & + &
Pk A T E KA EPGEE B Y o B #E% & mom it A
TR EPE TR AN 2 THA ) BEE LA R RFL -

£

& FREHENHRZFE
B0 g TR EHRE P

SEAEE N R IR L v J% FIE e i@z ¢ # 2 o (software)
e Fl o B AOEME A e FIEY MR ETHT T AP H & ]
2 ﬁi%ﬂ'"ﬁ#s\mrﬁwéf IR Yaohd i E R URIR-EARCE I d i s
HRDER Bl 27 T T B R RO E ]S
Aghe FlP o AEHEHMEOFEF W AL H THWES i
— TR ok 7 &

T v B RY EPAF T 14T F & 02 (Algorithm) ™ A1 & R e- A58 hFEd

3! See the Supreme Court decision in Gottschalk v. Benson, 409 U.S. 63 (1972).
2 See Allison & Lemley, supra note 15, at 94.

R - FOREEEO A SRR B8 PR RIS
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T R edl (7 2 AP B AL RSRARS cfie £ 03T T P IR N R A 4 - i
sk o AR TR 2 A IR g ik > 152 ;ﬁd A4 T oE R o T
P ST I R o 2 FF TR 101 R F*W¢wﬁ%%g
- BN AL kit ERAFRM R TEAL - BRSSO AR
EM A 2 R(WIPO)™ £ 51 T Mot e I L& 1T - @iz ddp 4 chim=
l%ﬂf\ ERERFONRAP  REBELF TR d N TE T
EAEEA g EAAEET Y s F B ERTFEEE L R
£ A e S (WIPO)S* R i Men 2 & > {7 B0 /S it ek m A &
3;‘% (DT Pefgst > eEEREIPHA L R4 ~ P .. E iz
FOTERZ T NE T QRS E Ao TR W2 R R SRR
5 ; (3)3,?—514 ?7}_! ’ &rg_,\:r'_;\‘i:g_,ﬁg,% i p @ r 2p Ko
CESE AN S Bk E TR STE AL B L AR (R
oS~ P OuE o HER) AR S (TR R ARRDS B IOTE ) 0 2 d
S iR SRRl B . SER= 2 S PRI S T |l VRN s 0 - D S B
ZE 03 0 Tl FaEd JTE 2 TS T %i;k(iév&pz% ~ P HuE >~ ik
FE)F MR A g 0P AL 0 TiE A - e s e i wanH w30

$ o0 TR EEA 2 BTl v i

FROT PR IRE 70 £ A TRAE S S E > ol el & R4
A %8 % i¢ 7 (the manufacturer of the hardware) & i@ * A ¥ (user) (4%
(machine)# i; & & * (applicationy @ Fo7ie {7 s 48 # i @ 3 2k 2t o 7
O TS DY T SR ST
“”éﬁ*“@Wmﬁmﬁ*“%m&E%B# baf ena ez 0 B T

Po R iR et 1B A o B kR F Bt BT R RS BRI A
Een@oEt s FpL 70 &N E R E - T T R AL H Beh T
& i % > (mathematical algorithms) ;> 2135 U.S.C. § 101 #72R4& % 12 =
B fed @0 s HACH R ¥ ST PR ATARE B E o Be Ol PR 2
LA TR G RN R FFORGER S S 0 DY X F (FED
o T FRMEN 1974 e THFTH PR AT LR €

B G PR A D S TR R S S

¥ WIPO provisions on the protection of computer software (Geneva, 1978) " A set of instruction
capable, when incorporated in a machine readable medium, of causing a machine having information
processing capability to indicate, perform, achieve a particular function, task or result | °
”ﬁ*%»@*ﬂfﬁ%@*WWiﬂﬁﬁﬂ YR BTSSR 8T A -
57 248 F1(2004) -

36 EAI R [@gqgg_ e e EE:qFIﬁjKT}EI VRIS qg‘[I;i{LLI', FIEL il > 87 11-13 F1(2000) ©
37 Stuar J.H. Graham & David C. Mowery, Submarines in Software’? Contmuatlons in U.S. Software
Patenting in the 1980s and 1990s (2000), http://www.druid.dk/uploads/tx_picturedb/ds2002-637.pdf
(last v151t1ng at 2007/4/7).

¥ 2RI (stack) ~ [+7]l(queue) ~ ﬁﬁ(tree)ff‘ﬁﬂﬁﬁw (R o TR AR (Y
ipﬁ.'ﬁﬁ
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PEE R G A R iR R AL 0 £ 1980 £ MU E R TR 3% £ T
F&i&ﬁi‘@“'mﬁéi EILEH TR o
FEHT R AOEE > A K F TR E B I ek iR i (700

Foo TR ILF (TR R LT B AR AL (TR AT 0 PN R e

RA o8 7 PE 2 FoRens G0 & 2 2 > Rl 2 fpd FIEREE Rk -

WE2ZT o BJIRT A F TR TR ESNT L2 e 2 RE

1 % 35 US.C. § 101 z 7 > &A% 0 iRE «TT;TE v 23 ?x g (new and

useful) 17 > /2 (process) ~ # # (machine) - % (manufacture) ~ & = t~

(composition of matter)e¢ + i w f&#F 3| ek ’fl(lmprovement) ° %ﬁ d & ] enif

H o TEOERME T L ¥ 2enEE o LT 22 .35 US.C. § 101 ¥

O 3 en B 72 Tk o(subject matter) © P L ML J1- B F X LK e
F2-2 RRoEAZ FITRIFREZ B AR R i

o A EEP T

= ki 1 FRE R PR g 0 2 B rgid & e
FALE S E o

2. Bz ELE 20 B AR - iE o 2B 1K
5 iy

it 4 1. ik i d Al 9p g e 58 s H g
TG = RS BN .

2. rE MR T A R AET S E R 2
B~ B TR TN A s RIS F
e

3.FERPFREL - HPF L FivAad 5
Fa-=(- L8

THRKR: APy p R

2 F

ki
)

o

L& e Jhd B AR NRGE ) R T e WP T LY 2 R
’ﬁ%ﬁ?' VD n“‘@\gt‘r —‘J—mfﬂ‘ié‘, » 2 Hw Jl%i%‘\-mi‘}?‘ ¥ 3R 3
T IS B AL LR S IR R
;Bn“‘@\,gé’y,;j_,_'—: Mj§ i rnj_it‘f .m

5z FREHEIRO28E

%ﬁ%?@f*W@w’ﬁ BAFLEL TReHN, AP LT
A& U2 ¥ AR - 2 2% ch(subject matter) 0 ik ILFEELE 2 P
35USC§101 efazh » 2228 412 <4802 & 5 :laws of nature(p 222 Al),
natural phenomena( p #X 3% %), and abstract ideas(3¢ % #. %) ;> F|1 5 & LiF
flrge D22 g als ~ S PR ARG . F A B0 2 T AR
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W2 ATHAZ PARR 2P A EAMY 02 TR AT

(mental participation) 2% | * & (emotlonal reactions)... &4 % {24 > 3@3@
BB e pl B MR E RS ¥ A SO AHE R Y
FHEL TR 2 TR - R e s &
BE A RE s AT 4R TR /,%f v R R AL T A - T e F e
ﬁMJrﬁif,ﬁ%ﬁwwaaeﬁﬁﬁﬁawrﬁ@ﬁayaé@

RS Rt RS Jﬁg‘f‘ A& FuE (T o XA AT
3 ?%(new and useful)m"v EBEA AR ,I}uleﬁ ik B o RS EREE 2R

FHSD TR P 0 715 2 il aw ] 41%?7}5" P eEh i B ot
d 3 TRt ) & 4ot el SR gl P RN EEER T
B R - B AT MWL e e TR oom E R AT
B BAlRESE R m R 30 £ ARG R > 2 E RS
% E&lwf’%? g AAE U ERAGE JIEE R EP PR T T
CEBRMBERNATHEN L NFERA > N TR HEREL ST HH
E*”T'JJ ENURCRED LA L 'lﬁﬁ? o E RS e Bvg e
3.1 Gottschalk v. Benson™®’
THolcH 3 W70 Afiudm & o g B > TR R
XEF#F e ;%—Es Flensik 0 tr A B 11972 & Gottschalk v. Bensonk »
¥ W= 285 F ;2 e(United States Supreme Court)] % - = g2 3|3 B
"HcA & ], a3 - Bensond 0 & X Gk &t Benson® & fU4E ]
IV BT Y BG4 4 % 2 & l(Method > Claim8 & Claim13)* » A& # -

¥ | [A85{1952 Patent Act : " ---apply to “everything under the sun made by man.” ; i ’?}J' FIELRL

a2 Bﬁ,jL o M ETEE F'ﬂ(mvent)p& FLPhl(discovery)p I E 1P uEET A’ l%ﬂl F o

* Gottschalk v. Benson, 409 U.S. 63 (1972).

*! Claim 8 reads: The method of converting signals from binary coded decimal form into binary which
comprises the steps of—

(1) storing the binary coded decimal signals in a reentrant shift register,

(2) shifting the signals to the right by at least three places, until there is a binary ‘1’ in the second
position of said register,

(3) masking out said binary ‘1’ in said second position of said register,

(4) adding a binary ‘1’ to the first position of said register,

(5) shifting the signals to the left by two positions,

(6) adding a ‘1’ to said first position, and

(7) shifting the signals to the right by at least three positions in preparation for a succeeding binary
‘17 in the second position of said register.

Claim 13 reads: A data processing method for converting binary coded decimal number
representations into binary number representations comprising the steps of—

(1) testing each binary digit position i, beginning with the least significant binary digit position, of
the most significant decimal digit representation for a binary ‘0’ or a binary ‘1’;

(2) if a binary ‘0’ is detected, repeating step (1) for the next least significant binary digit position of
said most significant decimal digit representation;

(3) if a binary ‘1’ is detected, adding a binary ‘1’at the (i+1)th and (i+3)th least significant binary
digit positions of the next lesser significant decimal digit representation, and repeating step (1)
for the next least significant binary digit position of said most significant decimal digit
representation;

(4) upon exhausting the binary digit positions of said most significant decimal digit representation,
repeating steps (1) through (3) for the next lesser significant decimal digit representation as
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a4 & #8448 (binary coded decimal numerals » BCD)i% i %7

I E?(Shlft register) e1i& 1% 12 f# 4% = = i& = He(pure binary numerals) °
Benson &3% % f1¢ {158 ¢ ¥ H@cF ik o5 2 ol B4
B LHDEE o2 R I SMEY RV PN R
E T T PR T I R AR T EE LT
% 30 % % 4 (abstract ideas)m & % H ¥ & i > F WIHNE G 2
PE4t+Bensonkx ¢ " #cE N % ﬂ;ﬁ%& Fh R 42, # =2 % Benson
S0 mE T#cg o582 BB B | 2 > 2 (process) © W E 3-8 F B AL
(mathematical problem)s & % /% (algorithm) » & % ;2 fx ¥ & yxMacKay
Co. v. Radio Corp. 43? 35 US.C. § 101 7 & f|{+2 ;# T 4% (subject
matter) 2§ + 4 1 T fLE R 0 S B 0 S AP 4
A E 7 & g o (“While a scientific truth, or the mathematical
expression of it, is not a patentable invention, a novel and useful structure
created with the aid of knowledge of scientific truth may be.”) ;o &1 » &
% % iz F Douglasit % Bensonkx #7i 5k 2. * 2 & 4] » H p eni ot 4
it (pre-empt) 3% #c ¥ 2 ;% (mathematical formula) » & H & ] & # sz &
(practical effect) & i :E Higr & g2 (algorithm) » F]pt » & B 2l &
Bensonz i 5k e BAH L H % onde 8 w8 > 2235 US.C. § 101
TR INES £ 5

BensonZ B fxd Mgz f @ x> Fligkda241% %
AR AFENYGREEmTES {lY %7 ¢ 7 " mathematical
algorithm > % & 2"/ A 7 & g ¥ 2 2§ 8 § (overly expansive
definition of “mathematical algorithm.”) > @ & p 2 H 2 & 35 U.S.C. §
101 2 & 12 2 4fchm w2 ¢ e

3.2 In re Chatfield®

#Benson fs 0 M 4L T & | F 372 Fu(Court of Customs and Patent
Appeals > CCPA)>t 1976 # L =X & TRdi# & ] cnE 3k > &2 774f % %
F1¢ 3%(4,183,083)¢ » 2 & 12 - T e’ 1T eniTE k

£

modified by the previous execution of steps (1) through (3); and
(5) repeating steps (1) through (4) until the second least significant decimal digit representation has
been so processed.
*2 The patent sought is on a method of programming a general-purpose digital computer to convert
signals from binary-coded decimal form into pure binary form. A procedure for solving a given type of
mathematical problem is known as an ‘algorithm.” The procedures set forth in the present claims are of
that kind; that is to say, they are a generalized formulation for programs to solve mathematical
problems of converting one form of numerical representation to another. From the generic formulation,
programs may be developed as specific applications. °
# MacKay Co. v. Radio Corp ., 306 U.S. 86, 94, 40 USPQ 199, 202
* Jeffrey R. Kuester & Ann K. Moceyunas, Patents for Software-Related Inventions(2003),
http://www.cbi.umn.edu/iterations/kuester-moceyunas.pdf (last visiting at 2007/4/4)

% Application of Chatfield, 545 F.2d 152, 191 U.S.P.Q. 730(1976).
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B EFHEDOFTREE > NE DR TR E & (dynamically
rearranging priorities in a multi-program operatlng system) ;> A H & ¢
FEfIE Y B 12 2 3 322 ;{gd # & % % % (mathematical
algorithms)i& 17 % 1 (T % % ST hfie & b it it chs 2 & 1% o ¥ prend
FIF %A E B € (PTO Board of Appeals) i 3 % B i = & Gottschalk
v. Benson® ¥+3t T #c 8 /% % /# (mathematical algorithms) | “f2f » @ 2%
= Chatfield%x ¥ = B2 &5 /7% 2 72 £.35 US.C. § 101 #1ikE
£ 417 =4k (subject matter)m 5 ¥ ;% & 4 58 2 ¢ # © Chatfield 7]
ARIER L > A b AT MAAREL I 552 R(CCPA) » 374 1ain s & 1
PR L R €:15p 115 B 2 Fx &Gottschalk v. Benson /& » @ 33
% [ Chatfieldeh~ 2 & 1] 0 L8 w B2 2 5 w2 L 10 3, chiviz L
4 % ¢ > CCPAZn % Benson % W 4 7?5 _IE r ﬁﬁ: £ % % (mathematical
algorithms) & & e & > @ L4200 3 so ek o0 v & 4[4 (limiting
the Benson decision to precluding patentabllity of mathematical algorithms,
but not computer programs generally®’) o 52 3 7 #c 88 1% 2 Wi Diwg
(algorithms) | #& * » it CCPAZR % " # % /¥ % (mathematical algorithms) |
2 T % % ;% (general algorithms) iz 5 adn & chZL B % CCPAZRE 7 &
%4 B % P fBenson® #72 k e Ui % 2 (general algorithms) i+ &
I, RRIE > HEL 97 a0l 5§ & % (general algorithms) | > Benson
KW AN ] A ¥ I8 i % (mathematical algorithms) | & £ #7

* Claim 1:A method of operating a computing system uponmore than one processing program
concurrently for improving total resource utilization, said computing system comprising at least one
central processing unit, having a logic and main memory function and an interrupt capability, and a
plurality of peripheral resources capable of functioning in parallel with the central processing unit,
comprising steps for:

(1) accumulating system utilization data for at least one processing program for at least one resource,
said system utilization data comprising resource activity and/or resource degradation data;

(2)(a) at spaced intervals interrupting the processing programs and analyzing the system utilization
of at least one processing program;

(2)(b) based on this analysis regulating resource access by assigning an individual resource access
priority and/or preventing resource access altogether in an unlike manner to at least two
resources for at least one processing program to increase thruput;

(3) resuming the operation of the computing systems on the processing programs; and,

(4) continually repeating steps (1) to (3).

Claim 2: A method according to Claim 1 in which the regulation in step (2)(b) comprises regulating
resource access substantially to favor the more overlapped programs, said overlapped programs being
those that can use two or more resources in parallel.

Claim 3: A method according to Claim 2 in which processing program resource access regulated in step
(2) is determined according to the following algorithm

7 See supra note 40.

* Over-concentration on the word “algorithm’ alone, for example, may mislead. The Supreme Court
carefully supplied a definition of the particular algorithm before it, i.e., ‘[a] procedure for solving a
given type of mathematical problem.” The broader definition of algorithm is ‘a step-by-step procedure
for solving a problem or accomplishing some end.” Webster’s New Collegiate Dictionary (1976). It is
axiomatic that inventive minds seek and develop solutions to problems and step-by-step solutions often
attain the status of patentable invention. It would be unnecessarily detrimental to our patent system to
deny inventors patent protection on the sole ground that their contribution could be broadly termed an
‘algorithm.’
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AT B TG R ",% #% T % %2 (general algorithms) ; ¥
£ 4|4 - CCPA i 335 Webster’s New Collegiate Dictionary (1976) %> /7 %
i% (general algorithms) =z 8 17 FEo PR BRI R AT 2 P
(step-by-step procedure for solving a problem or accomplishing some
end) » CCPALE 7 B JIMendo b Lt 4 497 an f -k J8m 3% B 1E
£ (step-by-step) e F > &7 £ - & [J% & % (general algorithms) |
A F i‘-g }-_ m o 2 T iF %2 (general algorithms) | 07 & 44 >
s R UEY = % %i)ii mJ}F T o F|pt » CCPAL 5 Chatfield%k » =97
iz &) )T* ?‘Wﬁ"ﬁf Bt - AR ?%%E M ek 17 % Yi(analyzed as a
whole, simply define a novel method for operating a particular machine
system in a particular mode) > @ & * & I &5 7754 B € $Chatfield
% oar i Ay et Y o

3.3 Parker v. Flook™

1978 & » B R T & J| F 3772 o (CCPA) £ A& ik 5 2 ¥+ Benson %k f2
8 > & f7Parker v. Flook%x — W2 »t i B d i L4k 27 f & {
FTH 22 F ¥ iR @(alclaim to a computer process that would
automatically update an'alarm limit.in a.chemical hydrocarbon conversion
process)cfi 2 & i »d B R EAS A LAY HEfIH 2 g ¥ 19
2 F R R B RRAZ AL - BF UITLATOE S RE B
A ET A S ﬂ}ﬁ% DABIE R R F K - % F]2 47 4 B (merely
measures the present value of the progess variable) » |48 & 5 £ 7 kif
WEEIFE S NP E AT T A @ (uses an algorithm to
calculate an updated alarm limit value) ; & 18 #-Jh {7 ch% 51 & 7§24 B3
B3 ATehE 5§t ®(the actual alarm limit is adjusted to the updated
value)® o ¥ P Z A4 B i 3% 2 & W EE S F % 2 5 (would
in practical effect be a patent on the formula or mathematics itself) » # i& ¥
Benson%k cn# &5 w % % 4 0 EJIFE &k ”%}5";1 % B ¢ (Board of Appeals
of the PTO)”TFM ﬁi Reng @ik w0 BMAFEE I mEix

* See supra note 40.
30 parker v. Flook 437 U.S. 584 (1978)
3! Claim 1: A method for updating the value of at least one alarm limit on at least one process variable
involved in a process comprising the catalytic chemical conversion of hydrocarbons wherein said alarm
limit has a current value of
Bo+K
wherein Bo is the current alarm base and K is a predetermined alarm offset which comprises:
(1) Determining the present value of said process variable, said present value being defined as PVL;
(2) Determining a new alarm base, B1, using the following equation:
B1=Bo(1.0 — F)+PVL(F)
where F is a predetermined number greater than zero and less than 1.0;
(3) Determining an updated alarm limit which is defined as B1+K; and thereafter
(4) Adjusting said alarm limit to said updated alarm limit value.
52 See supra note 50.
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(CCPA)%#r3% i Flook % ¥ 2-4rBenson % ¥ 4t £ ik (pre-empt) 3% #c 5 7 &
BAAGR- T op B L ATE T R B 2 0 Bt Flookk 1 pF
T B % i F(Supreme Court) » 3 i Faficdl 7 CCPA¥Flook % 3% j4- »
B2t i Flook#ri sk TH 2L (@B 8% o5 » @ A3t 3k-

pE{ATE R B E‘l‘,hkﬂ ¥y F) L X 2R R g AR
PIE™ 3 4 Lt pp g § 8253 » 35 US.C § 101 7 & iz &

1% cn(if a process application 1mplements a principle in some specific

N -\

N

b

»
.\4
a4

el ?ﬂﬁ\—ﬁ

fashion, it automatically falls within the patentable subject matter of
§101)53 o P $o % i it s Flook% #2235 U.S.C. § 101 2 & 4 iR £ 57
HpFr2bB e ¢ 78EFE N a2 £ FE N %5
Wiargprsrsl* > P Flook%x 22 @it Eplla i Skt 2%
S S RLE A L S RLE A S i AR ST
A0 R L2 > T 2R E ¥ & 142 P (is unpatentable under §101 not
because it contains a mathematical algorithm as one component, but
because once that algorithm is assumed to be within the prior art) ° # % /*
P>t Flook % gk v £FIE 1 5 g1t
(1) e eans 2 T Sl + 5 87 0k 57 % & AT
(use of a computer to regulate the alarm limits in this specific
process wasnot novel)|s
(2) FHEfI5E L4 HE iﬂ;ﬁ“d HEFE NI E TR
A 2 p ARGz 2 v 3 B 7 B i (ifa claim is
directed essentially to a method of calculating, using a
mathematical formula, even if the solution is for a specific
purpose, the claimed method is nonstatutory)™ e

% AR S O S RN © BT S S preemp)
R [*”E #fﬁ'ﬁ%f A e L ?ﬁTEI%J % (abstract ideas) > T i uiﬂ—ﬁ%ﬂj IF’T
WEIVE‘EiFJn%,\ “fl‘/ﬁiﬁfﬂﬂ o™ R > $97F35 US.C. § 101 [RFERVEIFRE T42[Y(A mathematical
formula in the abstract is nonstatutory subject matter regardless of whether the patent is intended to
cover all uses of the formula or only limited uses.) > see Diamond v. Diehr ,450 U.S. 193

34 Parker v. Flook, 437 U.S. 595 (1978).

> First, respondent incorrectly assumes that if a process application implements a principle in some
specific fashion, it automatically falls within the patentable subject matter of §101 and the substantive
patentability of the particular process can then be determined by the conditions of §102 and §103. This
assumption is based on respondent’s narrow reading of Benson, supra, and is as untenable in the
context of §101 as it is in the context of that case. It would make the determination of patentable
subject matter depend simply on the draftsman’s art and would ill serve the principles underlying the
prohibition against patents for “ideas” or phenomena of nature. The rule that the discovery of a law of
nature cannot be patented rests, not on the notion that natural phenomena are not processes, but rather
on the more fundamental understanding that they are not the kind of “discoveries” that the statute was
enacted to protect. The obligation to determine what type of discovery is sought to be patented must
precede the determination of whether that discovery is, in fact, new or obvious.

Second, respondent assumes that the fatal objection to his application is the fact that one of its
components — the mathematical formula — consists of unpatentable subject matter. In countering this
supposed objection, respondent relies on opinions by the Court of Customs and Patent Appeals which
reject the notion “that a claim may be dissected, the claim components searched in the prior art, and, if

21



G N gp',‘?.%;‘éﬁ'i“ﬁ”z?kiﬁﬁ%?;‘ﬁﬁ%@i 35
US.C.§ 101 m’j B g3 g RZPAEEFTESSAUATR
* |4 v P (inventive application of the principle) » %% P i7 & ¥ & F|
B ApenE W E S F Mg RPN SRS SN > d 0 Ri2

[ S SLE NN SR SN LA R SR SRR K
BOARTL G S B W 2 i) 0 B B BAL A E (s
Pk JIARTH 2 W B P T E RN R S BF R 2 o
35U.S.C. § 101 #7 i d e 41]7% 24 o
3.4 In re Freeman’’

"L ¥ B % 2 o>t Parker v. Flook %k enf# §# > 1978 & ¥t 4048 & 1|
FAPA 3 ATOREOMRTER A2 Pm(CCPA)?r; % Freeman % ¢
et AR S 2 (method for typesetting) & 41> 3% = | % ;’% d #8473
*&mﬁ%%«’wﬁ@£4 R M % ﬁm*w B L
Pe AP £ 9% 8 ch$- 4] (method for typesetting alphanumerlc information
“such as a mathematical expression” using a computer-based control
system “employing a hierarchical tree data structure” in conjunction with a
phototypesetter) » % Freemanggids & # % = 2 & {1¥ G4 {18 & 5 Jb
= 810 0 e0g 0 3R A gy § ~ T #(input codes)

the only component found novel is outside the statutory classes of invention, the claim may be rejected
under 35 U.S.C. §101.” Application of Chatfield, 545 E.2d 152, 158, 191 USPQ 730, 738 (CCPA
1976).16 Our approach to respondent’s-application is,/iowever, not at all inconsistent with the view
that a patent claim must be considered as.a whole. Respondent’s process is unpatentable under §101 not
because it contains a mathematical algorithm as-one component, but because once that algorithm is
assumed to be within the prior art, the application, considered as a whole, contains no patentable
invention. Even though a phenomenon of nature or mathematical formula may be well known, an
inventive application of the principle may be patented. Conversely, the discovery of such a
phenomenon cannot support a patent unless there is some other inventive concept in its application.

%6 iﬁﬁiﬁﬁ@lgﬁwﬁ % T point of Novelty(F : %%{IE’!“?EH:’%) N ’Elﬁzé 36 > 5742 F1(2000) °

" In re Freeman, 573 F.2d 1237 (1978).

¥ Claim 8:In a computer display system comprising

(A) a display device for generating relatively-positioned symbol images in response to applied

sequences of signals specifying the shape and position of said images,

(B) a data processor comprising

(1) means for storing a first plurality of data sequences, each describing individual symbols, and a
second plurality of data sequences corresponding to a control program,

(2) means responsive to said control program for nondestructively reading from said means for
storing and transferring to said display device selected ones of said first plurality of data
sequences,

(3) control means comprising means responsive to said control program for generating and
transferring to said display device data sequences specifying the desired position of symbols
corresponding to said selected data sequences,

the method of controlling said system comprising the steps of

(A) generating data sequences corresponding to concatenation points associated with each of said

symbol images, and

(B) generating data sequences specifying that selected ones of said concatenation points associated

with desirably adjacent symbol images should occupy identical spatial positions.

Claim 9: The method of claim 8 further comprising the steps of

(A) testing said data sequences specifying the position of said desirably adjacent symbol images for

lack of a minimum clearence therebetween, and
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¥ & ] > 2 CCPA #r 3% 5 Benson & i 7 3t G b ﬁ-i\
(mathematical algorithmg) & ®ehw & f14 > @ b & #731 k enfg ) jH30
R & eF % % (broader algorithms) * & 7 if * Benson% &) ¥k & »
CCPA & %1 @*"Es'f 2 FEFF L4 ¥ T Two-Steps Test
GEF - pEplE)Y
(1) 7 % > )@ii‘__%—} [P de B 23 B 4% (directly) & B 4%
(1nd1rectly),. % 7.4 J (algorithm) ;
Q #F FLEBITERY FEALTRIRTEE P

(B) modifying said data sequences corresponding to at least one of said concatenation points
associated with said desirably adjacent symbol images.
Claim 10: The method of claim 8 further comprising the steps of
(A) generating a sequence of input signals representing the desired position of said selected ones of
said individual symbols
(B) generating hierarchically structured signals representing the branches of a tree structure
corresponding to the relative position of said selected ones of said individual symbols, higher order
signals corresponding to the position of symbols subordinate to symbols represented by lower order
symbols
(C) operating sequentially on said hierarchically structured signals to generate said data sequences
specifying the desired position of said selected ones of said individual symbols.
%% Determination of whether a claim preempts nonstatutory subject matter as a whole, in the light of
Benson, requires a two-step analysis. First, it must be determined whether the claim directly or
indirectly recites an “ algorithm” in the Benson sense of that term, for a claim which fails even to recite
an algorithm clearly cannot wholly preempt an algorithm. Second, the claim must be further analyzed
to ascertain whether in its entirety it wholly preempts that algorithm. We do not reach the second step
in this case because method claims 8-10 do not recite an algorithm in the Benson sense.

The method claims here at issue do not recite process steps which are themselves mathematical
calculations, formulae, or equations. Each of claims 8, 9, and 10 merely defines a new, useful, and
unobvious process for operating a computer display system. The board, therefore, erred in its reliance
on Benson as its sole basis for concluding that the present method claims are drawn to nonstatutory
subject matter..
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- AT R Y G R ALE Bk % &2 (i its

entirety it wholly preempts that algorithm) °
CCPA i&dz ¢ it 2%7 K B~ 47 Freeman %k (24 2 & ¢ ’j—;pcffﬂ ]
WEEBEE 892 10 AILKRETRPEE FTE SN > Hord sk
i - %‘r,T;T 3o 2EEE A b R 2 T o8 ot B 2 (new, useful, and

unobvious process for operating a computer display system) o F] 5 f
Freeman %7 > 78 % 8-9 % 107 I5A 1L %R EE 742 &m 38

/H}
8

T % - 5}? FNRIER 0 B 1 s PTO %43 Freeman % et > @ 30
a B ail e ;%*%a Bl 5 35U.S.C. § 101 #7i%E Fliz 2o

:

3.5 In re Walter®

A FreemanZ = > [ Two-Steps Test (33 © = F&BlR2) 0 F T 80k
Efleng & RA 0 ¥ T Two-Steps Test | 7= = 5 18 4 7 "o4p b 048 & 1)
% f A e g3t T Two-Steps Test | =i * o "v?Freemanﬁ AR Yo
e 1? B B % 4%4%F T Two-Steps Test | i& {7 j2#8 » @ 1980 & crWalter
T F LB k2~ o Walterde 11 - % ¢ R o0 TRBM Y- % rLARR
(prospecting) 2 #7 & (surveying) ¥+ & % 2 ¢ % % (Seismic Prospecting
System) » % & ¥ R FA 5 7-14.2 16-18 7% > spipls Rl ¥ 14

% In re Walter, 618 F.2d 758(1980).

8! Claims 7-9, 13-14, and 16 are method claims. €laims=10-12 and 17-18 are directed to a “system,” i.e.,
apparatus > 7t 7 % 2] II?”? belaim 7 4L [/ RS Vﬁr’?ﬁ—ﬁ & ?‘Srlﬁl [iff Fclaim 7 2 (see Inre
Walter, 618 F.2d 761, 762) :

Claim 7: In a method of seismic surveying in which a train of seismic source waves is transmitted
downwardly into the earth and is there deflected by subsurface formations and in which corresponding
trains of seismic waves deflected by such formation are received at geophone stations in a spread at the
surface of the earth and wherein;

each train of received seismic waves is converted into a corresponding series of digital sample signals;
and

a series of reference signals corresponding to sample of said transmitted seismic waves is developed;
the improved method of correlating said series of sample signals for each geophone station with respect
to said series of reference signals that comprises

a) converting said series of sample signals into an augmented series of sample signals divided into
N+1 segments of equal length thereby forming a series of sequential segments S iof said
augmented series, including an empty end segment, where i=1 * * * N+1;

b) forming a Fourier transform FTS iof each respective series of signals composed of pairs of
successive segments S iand S il of said augmented series, each said Fourier transform being
represented by a first series of transform signals,

¢) forming a combined segment of each segment C jof said reference signals and an empty segment
of equal length, where j=1, * * * L, each said combined segment comprising a series of signals of
double length, where [Formula omitted. ]

d) forming a corresponding Fourier transform FTCj of each said combined segment, each said latter
Fourier transform being represented by a second series of transform signals,

e) forming the non-zero conjugate complex vector products of pairs of the respective Fourier

transforms and adding them together in accordance with the following expression:
N

FTP = .
» IS,y "FTC,

j=1

where N represents the number of segments in the series of reference signals, and
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computer program) » ¢z 1235 :% % 1Y Gt F o EJIFEA TR L | g
(Board of Appeals of the PTO) ™ F %, % ﬁ i Reniljz s 2 R 305 &
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#HowmA A g AFPE {— ﬁ #c g 4 i 2 ;% (mathematical
exercises) * ¥ 3% 5 3% & 2 Bl g de Bl #-€ ik (preempt) 7w & E
% & " Two-Steps Test | =i EJJ u?ﬁ% P2EFT R R E (S
rr i M RER ] LT Fu(CCPA)WCCPAY ¢ 7 B S 2 2 &
¢ e R av & A BN E B hehd i FH LY R A
PRI -fAp RZME ARIRENGAE T B o & 7 & JlHah
FPA o AFE e 7 AR AN p IO FHRS ZEP VT B
PlZEEFAEBEPY > ZpRZEREp AR EFP A2 F g
e [ B 5% | (the relationship which the truth or principle bears to the
remainder of the substance of the invention as claimed.) o & % 4rie j2§%
rﬁ—*ﬁa@‘mf’ﬁé: BB iERE T S A il R I Structure
created with the aid of knowledge of scientific truth ;- f§ ¥ (F 3 » %@ P
AAI* pARZRIA p AR U KE - ﬁﬁ%%;}ﬁ(ﬂew)l £ 5 »x F (useful)
i * (application)®

0<j+m-1<M<N

where M is the number of segments to be produced in the cross-correlated result, to produce a

series of partial product signals FTPm where m = 1, 2 * * *M representative of the Fourier

transform or said series of sample signals and said series of reference signals for each said

geophone station.2
62 The common thread running through prior decisions regarding statutory subject matter is that a
principle of nature or a scientific truth (including any mathematical algorithm which expresses such a
principle or truth) is not the kind of discovery or invention which the patent laws were designed to
protect. Benson, 409 U.S. at 67, 93 S.Ct. at 255; Le Roy v. Tatham, 55 U.S. 156, 174, 14 How. 156, 14
L.Ed. 367 (1852); In re Bergy, 596 F.2d 952, 988-995, 201 USPQ 352, 384-389 (Cust. & Pat.App.1979)
(Baldwin, J., concurring ). Since a statutory invention may employ a scientific truth, a decision as to
whether the invention utilizing such truth is statutory must necessarily rest on the relationship which
the truth or principle bears to the remainder of the substance of the invention as claimed.

25



L OCCPATRLE B - P RY p RN LB LRI H S 2
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in the case of apparatus claims, or limit or refine physical process steps in
the case of process or method claims?)

CCPA %ﬁé it 43 T Two-Steps Test | 2§ » zu i Walter & &
H ST 288 S8R el £ £ B € > Walter k2 #
o @ CCPA 7* ;ﬁ 4 Walter &+ 4% T Two-Steps Test | % = 22 P
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3.6 In re Abele®
# Freeman % % Walter % (¢ > 1982 # fiAbelex £ == ¥ T_1
" Two-Steps Test | % 2R B > fe P57 £ 4337 R P 150 12— Pl o
Abelek #& - F1%* T "odr $1Xk %74 PR 4p % § (Tomographic) & 7 %4
R #3485 (CAT scanner)#i {7 &0 [ = ifi 42(image processing) j°o %+
LAY SRR BEEE ST F 3302 H 3650 5 e 2

The Supreme Court has given us its interpretation of what that relationship must be for an invention
employing a scientific truth or principle of nature to be statutory. “Structure created with the aid of
knowledge of scientific truth,” Mackay Radio, 306 U.S. at 94, 59 S.Ct. at 431, is statutory, as is “the
application of the law of nature to a new and useful end,” Funk Bros. Seed Co. v. Kalo Inoculant Co.,
333 U.S. 127, 130, 68 S.Ct. 440, 441, 92 L.Ed. 588. These principles were reaffirmed in Flook. 437
U.S. at 589-91, 98 S.Ct. at 2525-26.

% In re Walter, 618 F.2d 767: “In order to determine whether a mathematical algorithm is preempted by
a claim under Freeman, the claim is analyzed to establish the relationship between the algorithm and
the physical steps or elements of the claim”.

% In re Abele, 684 F.2d 902(1982).

% Claim 5: A method of displaying data in a field comprising the steps of

calculating the difference between the local value of the data at a data point in the field and the average
value of the data in a region of the field which surrounds said point for each point in said field, and
displaying the value of said difference as a signed gray scale at a point in a picture which corresponds
to said data point.
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FREL) TR 2FGLEY R 27 B4 317 B4
FHmEEL R ¢ (Board of Appeals of the PTO) » £ f ¢ T 7 32 * % &
% B # T Point of Novelty | % & B8 » @ Tk Freeman % #71& = ¢
"Two-Steps Test ; % & B P| > T30 % AbeleZ #731 % e E g § o0 &
e TEE B He BRI EH I T RN
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claims or to refine or limit.claimsteps in the process claims) - #]p » %
€35 Abelek en® A1Y e Bl G i w2 & & o wru
£35 US.C. §101 2% & fliihrae Abelek & fs P 37 1 BE o TF & ] 1
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analysis) | & {73% % 2 & #§ 7L CCPA7 =% % [ Two-Steps Test | % 2 7%

Claim 6: The method of claim 5 wherein said data is X-ray attenuation data produced in a two
dimensional field by a computed tomography scanner.

Claim 7: Apparatus for displaying data values representative of values at data points in a two
dimensional field comprising:

means for calculating the differences between the local values of each data point and the average value
at data points in a limited region of said field surrounding each said data point, and

means for displaying the value of said differences as signed gray scale values at points in a picture
which correspond to said data points.

Claim 33: A method of computed tomography comprising the steps of:

measuring the values of the line integrals of an incoherent propagation along a plurality of paths
through a region of interest in a body;

calculating, from the values of said integrals at each of a number of reconstruction points in said region
of interest, the difference between the local value of a characteristic at said point and the average value
of the characteristic in a local region surrounding said point; and

reconstructing a representation of features in said region of interest by displaying the calculated value
for each reconstruction point at a point in a picture which corresponds to said reconstruction point.
Claim 36: Computed tomography apparatus comprising:

means for measuring the values of the line integrals of an incoherent propagation along a plurality of
paths through a region of interest in a body;

calculating means, connnected to receive the values of said integrals from said means for measuring
and to calculate, at each of a number of reconstruction points in said region of interest, the difference
between the local value of a characteristic at said point and the average value of said characteristics in a
local region surrounding said point; and

means for reconstructing a representation of features in said region which function to receive said
calculated values from said calculating means and to display the calculated value for each
reconstruction point at a point in a picture which corresponds to said reconstruction point.
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2 0 3 F (If the claim would be “otherwise statutory,” id., albeit

inoperative or less useful without the algorithm, the claim likewise presents
statutory subject matter when the algorithm is included) | °

CCPA i3 iten Al fE o457 Abele 2 & & % 7 4 %
Fp2A % 532 5 TH o BRa BRGLBJHHET ] @
CCPA #3t Abele & end| sl mEruras 7 " Two-Steps Test jeh% B4
i¢ 18 T Two-Steps Test | ##Freeman &2 = 12 % > 5 fF Walter % {v Abele
RO > HREF L EP R A0 rFreeman-Walter—Abele
Test

5 If it appears that the mathematical algorithm is implemented in a specific manner to define structural
relationships between the physical elements of the claim (in apparatus claims) or to refine or limit
claim steps (in process claims), the claim being otherwise statutory, the claim passes muster under s
101. If, however, the mathematical algorithm is merely presented and solved by the claimed invention,
as was the case in Benson and Flook, and is not applied in any manner to physical elements or process
steps, no amount of post-solution activity will render the claim statutory; nor is it saved by a preamble
merely reciting the field of use of the mathematical algorithm. (Id. at 767, 205 USPQ at 407 (emphasis
added).)

Appellants summarize the Walter test as setting forth two ends of a spectrum: what is now clearly
nonstatutory, i.e., claims in which an algorithm is merely presented and solved by the claimed
invention (preemption), and what is clearly statutory, i.e., claims in which an algorithm is implemented
in a specific manner to define structural relationships between the physical elements of the claim (in an
apparatus claim) or to refine or limit claim steps (in a process). Appellants urge that the statement of
the test in Walter fails to provide a useful tool for analyzing claims in the “gray area” which falls
between the two ends of that spectrum. We agree that the board's understanding and application of
the Walter analysis justifies appellant's position. However, the Walter analysis quoted above does not
limit patentable subject matter only to claims in which structural relationships or process steps are
defined, limited or refined by the application of the algorithm.

%7 See In re Abele, 684 F.2d 907, the Walter analysis quoted above does not limit patentable subject
matter_only to claims in which structural relationships or process steps are defined, limited or refined
by the application of the algorithm.
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3.7 Diamond v. Diehr®®

RS A E T 1980 & % I %554 B € (Board of Appeals
of the PTO) 1 % %7£ 5T Mot cn™ & 4142% » 3 7] 1981 & % 55 =
¥ B /% Fo(Supreme Court) f+ Diamond v. Diehr%k ¢ %3 5 48 & {13 {1
i s 3 1 N AT % { g0+ P o Diamond v. Diehr 2B 3t - 4
B HE 7 2 (molding raw)» B £ i - T AR Al = A ARy A
SEREE PN PERER LY ZERIEACTICE ¥ AR S
% £ {+ (curing process) "FFRY o 14 i & f & ¥ AR 35 % o Diehrk
59 1187 FenfE{l5 > aDichrd ¢ 717 351 2 £ kehd I
Rl WA IS 122 11 g a% e L ales o N

% Diamond v. Diehr, 450 U.S. 175 (1981).
% See supra note 44.
0 fﬁ {=73% (curing process) * i~ ﬁ‘E TBALE 55 ] (molding) ! I/ f J }H”F f iﬁif | P4(mixing curing
agents)ffl * 4 ikl 57" VA - H o hﬁfﬂ%f PR JLEHJ‘:F H] o
"I Claim 1: A method of operatmg a rubber-molding press for precision molded compounds with the
aid of a digital computer, comprising:
providing said computer with a data base for said pressiincluding at least,
natural logarithm conversion data (In),
the activation energy constant (C) uniqueto each batch of said compound being molded, and
a constant (x) dependent upon the geometry of the particular mold of the press,
initiating an interval timer in said computer upon-the closure of the press for monitoring the elapsed
time of said closure,
constantly determining the temperature (Z) of the mold at a location closely adjacent to the mold
cavity in the press during molding,
constantly providing the computer with the temperature (Z),
repetitively calculating in the computer, at frequent intervals during each cure, the Arrhenius
equation for reaction time during the cure, which is
In v=CZ+x
where v is the total required cure time,
repetitively comparing in the computer at said frequent intervals during the cure each said
calculation of the total required cure time calculated with the Arrhenius equation and said elapsed
time, and
opening the press automatically when a said comparison indicates equivalence
Claim 2: The method of claim 1 including measuring the activation energy constant for the compound
being molded in the press with a rheometer and automatically updating said data base within the
computer in the event of changes in the compound being molded in said press as measured by said
rheometer.
Claim 11: A method of manufacturing precision molded articles from selected synthetic rubber
compounds in an openable rubber molding press having at least one heated precision mold, comprising:
(a) heating said mold to a temperature range approximating a pre-determined rubber curing
temperature,
(b) installing prepared unmolded synthetic rubber of a known compound in a molding cavity of a
predetermined geometry as defined by said mold,
(c) closing said press to mold said rubber to occupy said cavity in conformance with the contour of
said mold and to cure said rubber by transfer of heat thereto from said mold,
(d) initiating an interval timer upon the closure of said press for monitoring the elapsed time of said
closure,
(e) heating said mold during said closure to maintain the temperature thereof within said range
approximating said rubber curing temperature,
(f) constantly determining the temperature of said mold at a location closely adjacent said cavity
thereof throughout closure of said press,
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CCP ;.13:; LR T 2EE B R ECE JF & #5578 (mathematical algorithm) g
3+ ¥ * 2 (method of calculation) » @ &_1 5% § st # W HCE ﬂ'] 7
oA ET B A o v B AR R (PTO)4r 35 T\ﬁws PES ER M i
JiBT4 % > BB 2R d MR R R AgF RT3 254
FlA* T AR T E8RE 2 3\a 2 B g 35 US.C. § 101 (77 & 4| ]“:“?
B B E Pk M4 = (process) &7 72:, AT B Ry E RRE > 1952
#ATig ek 2 R HRR LI & g d A erhlg chE el g
¥ & ] (statutory subject matter torinclude anything under the sun that is
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made by man) | > @ B B jE ¥t 392 (process) T & e T
“Transformation and reduction of an article ‘to a different state or thing’ is the
clue to the patentability of a process claim that does not include particular

machines.””

Fiten@ £V 400 &3 & 7 3 T8 W (machines) » #-3F T

//4

(g) repetitively calculating at frequent periodic intervals throughout closure of said press the
Arrhenius equation for reaction time of said rubber to determine total required cure timev as
follows:

In v=cz+x
wherein c is an activation energy constant determined for said rubber being molded and cured in
said press, z is the temperature of said mold at the time of each calculation of said Arrhenius
equation, and x is a constant which is a function of said predetermined geometry of said mold,

(h) for each repetition of calculation of said Arrhenius equation herein, comparing the resultant
calculated total required cure time with the monitored elapsed time measured by said interval
timer,

(1) opening said press when a said comparison of calculated total required cure time and monitored
elapsed time indicates equivalence, and

(j) removing from said mold the resultant precision molded and cured rubber article.

2 53k HF|(method) ¥, {7 35 U.S.C. § 100(b) 3% B #{|(process)iv— F# . iz » [i| % 1952 &

a\ﬁiﬁ«'[ﬁi«lf }{"j’ 1 (process) -] 35 U.S.C. § 101 ElfJEgﬂﬁgk TAEY -

The word “process” is defined in 35 U.S.C. § 100(b): “The term ‘process' means process, art or method,
and includes a new use of a known process, machine, manufacture, composition of matter, or material.”

3 Cochrane v. Deener, 409 U.S., at 70, 93 S.Ct., at 256.
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d 3% > il 3 A F B 91 4 (Such discoveries are “manifestations

of ... nature, free to all men and reserved exclusively to none.” ) 4 @  #
Eird & TRl ) B B e v Rk g
F2 A B ¥ AL 7 Gottschalk v. Benson% Parker v. Flook” » $ % ;2 fazn %
Bensonk #7133k et ¥ T #&g §’$ 3% > @ Flook% P & &z #mp ik
FiFE N et g p o ol @ %vi(’d SER S UF 2 SR
B w % o 3% o % & Bensonk mﬂ,f& BB T N EEp RE R e
- fa > Ft o 2 B ¥ % Jilig(an algorithm, or mathematical formula, is
like a law of nature, which cannot be the subject of a patent) > #714 > Benson
% 2 Flook% *7 1 % afg f1P Bl sceni 7] » 30 a2t 2 004 T #c8 w4
MR AL AEER o Ra AN E o BB # il 5 Diehr#t A 3k chE 7
A8 g o m S REEE (£ 2 2 (process of curing synthetic
rubber) > Diehr & 2 d 32 8c 5 i Jav 3t 5 ¢ H s = 2 102) 2 5 2niniic
LR 2R o e T HE WS D kY z
?W 7B 2 l‘mif%%f;hﬂ? R enild o AP
\wx@ E f;ﬁbﬂflﬁﬂ?%ﬁlﬁ_’?iéz%
*op R ﬁié‘f W% Vi (7 * (application) 0 H ¥
Moo ﬂt’HVm%ﬁma e EY R T
Mo e f d HAorig 2 % 747 (novel) » 7 »x(useful)2 g1 > R 7 i B~ (B 7

¢ 7 HEFTE S
o ‘?:]%] é«—)f

._]

™ Diamond v. Chakrabarty, 447 U.S., at 309, 100 S.Ct., at 2208.

> In Benson, we held unpatentable claims for an algorithm used to convert binary code decimal
numbers to equivalent pure binary numbers. The sole practical application of the algorithm was in
connection with the programming of a general purpose digital computer. We defined “algorithm” as a
“procedure for solving a given type of mathematical problem,” and we concluded that such an
algorithm, or mathematical formula, is like a law of nature, which cannot be the subject of a patent
Parker v. Flook, supra, presented a similar situation. The claims were drawn to a method for computing
an “alarm limit.” An “alarm limit” is simply a number and the Court concluded that the application
sought to protect a formula for computing this number. Using this formula, the updated alarm limit
could be calculated if several other variables were known. The application, however, did not purport to
explain how these other variables were to be determined, nor did it purport “to contain any disclosure
relating to the chemical processes at work, the monitoring of process variables, or the means of setting
off an alarm or adjusting an alarm system. All that it provides is a formula for computing an updated
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BT o
@k PE 0 EF 2 i s $ T Point of Novelty | el » #-% )¢
#: ] A = F7 ,T B0
—,’Ei FEAIZIEEER S FIL B LA Y Ardiis(nold elements)
2 F7 0 Fl A %ﬁ 7 ¥ odite(old elements)z. % & 0 17 F 11 A5 R FTeh
Sk B R AR T AT o F s T B M) ff&ﬁ“&f
WRAY 5 rﬂ &7~ 47 (as a whole) » F1 5 & F i i 5 AT47 1
(novelty under § 102)s¢ 2t&8 A % R |4 (nonobviousness under § 103)=72]
%7 72 ¢ B EET 52 T 4% (subject matter under §101) 7]
o BB ERap LR FE S FE T AR RAKET 52
TE IR DR b F 5 E TR B AL LAga B AL 2 H[E e
FIot o B APk R A B B e 3 ET
(1) #8 7 % 2 » £ 27 &7 % 4|4+ (Gottschalk v. Benson) ;
(2) 7 ERBEFE AL UG A F AR FIL A2
PR o Hiv3 ¥ &l (Parker v. Flook) ;
(3) # t® fI¥ 4 F ¢ 7 (containing)# J& * (applies) 5 % & =
7 ’iftﬂf‘g%ﬁ(asawhole)%'f' R EEAIE BT
AR et JUE g o pde B T e r1,«(artlcle);*?ﬁ d fE
(Transformation) 2% :B i (reduction) /2 25 = 7 F &k ik & F $ 0
SRR R R S 35US.C§ 101 hk 412 2

fein e

N

(new elements) % ¥ FvH it (nold elements)m 2| %t

76 Mackay Radio & Telegraph Co. v. Radio of America, 306 U.S. 86, 94, 59 S.Ct. 427,431, 83 L.Ed.
506 (1939): “While a scientific truth, or the mathematical expression of it, is not a patentable invention,
a novel and useful structure created with the aid of knowledge of scientific truth may be”.

77 l"*“ﬁ%*, FLY B @ “It is inappropriate to dissect the claims into old and new elements and then to
ignore t e presence of the old elements in the analysis. This is particularly true in a process claim
because a new combination of steps in a process may be patentable even though all the constituents of
the combination were well known and in common use before the combination was made”.

" We have before us today only the question of whether respondents' claims fall within the § 101
categories of possibly patentable subject matter. We view respondents' claims as nothing more than a
process for molding rubber products and not as an attempt to patent a mathematical formula. We
recognize, of course, that when a claim recites a mathematical formula (or scientific principle or
phenomenon of nature), an inquiry must be made into whether the claim is seeking patent protection
for that formula in the abstract. A mathematical formula as such is not accorded the protection of our
patent laws, Gottschalk v. Benson, 409 U.S. 63, 93 S.Ct. 253, 34 L.Ed.2d 273 (1972), and this principle
cannot be circumvented by attempting to limit the use of the formula to a particular technological
environment. Parker v. Flook, 437 U.S. 584, 98 S.Ct. 2522, 57 L.Ed.2d 451(1978). Similarly,
insignificant post-solution activity will not transform an unpatentable principle into a patentable
process. To hold otherwise would allow a competent draftsman to evade the recognized limitations on
the type of subject matter eligible for patent protection. On the other hand, when a claim containing a
mathematical formula implements or applies that formula in a structure or process which, when
considered as a whole, is performing a function which the patent laws were designed to protect (e. g.,
transforming or reducing an article to a different state or thing), then the claim satisfies the
requirements of § 101. Because we do not view respondents' claims as an attempt to patent a
mathematical formula, but rather to be drawn to an industrial process for the molding of rubber
products, we affirm the judgment of the Court of Customs and Patent Appeals
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3.8 In re Alappat”’
# Alappat% 2_ % > Freeman-Walter-Abele % | #7i& = z’v’ﬂrTwo-Steps
Test(= FFiplzd2) ) — 2% B3R TH B FE 28 TPk &

AR R P FER A A A H W R Y G R T gL
(preempt): %@ &2 > %A, %,é THER P (physu:al elements)
B AR B 34 {7 ) B (process steps) A # FHEAEM B o SZH P AR T B )

VERRIR S S RehS -1 ¢ FER-AICIREE g -5 18 %‘f Y o H Y 3 #Eﬂi 3
0% P o WU E (apparatus) & )2 2 2 (process) & 1 o XA H E

% DiehrZk » 2o iu - B 4% T Two-Steps Test | ek (74 2 #5944 » 305
"HEE TR TRAAMES T 1B T )@,T} HERE R (as a
whole) % ﬂ}' ¥ %ﬂ—ga's B2 > ACEH P F 8 & B 1 ora g andl v 2
(utility) & 3] 1994 & shAlappat s » B =R 252 fu(Court of Appeals
Federal Circuit, CAFC)SO;FEPF'DlehI‘% N N SVEC 3 A R R el
(ut111ty)'1B’~f3~ " Two-Steps Test | % IR B o 12T > #-4-¥ Alappat %
T ‘aruﬂg » Alappat#e = — 2 P % BT 7+ o1 A B(digital oscilloscope)
P A5 (smooth waveform)\ i LY R B2
:E % 1558°% > 4 5 A CRTEEAEBU. 5 & "B 2 ik (pixel) » #7100 %
Aj(waveform) & 3R ek = *E B g 'ﬂ VAT SR 3N S A
% Ei FA oM R A AL el o %J > ELAT A 4 g
(noise) ¥ € i & 7 F LA B e b > Tl MG ALAF S TR i
% 4y (aliasing) | > Alappat | FI S im & 253N ) @ 8T N
BE AT T N AR N 5 1 S R T el A TR e T
1 > Alappat#-} it T 4 ] ffif 4 (anti-aliasing system)= 7% ;> #
"means plus function ; &% f]3E H > 2 ¢ R EES EPER
rrasterizerJ cHEIY GFEMEF AL R 12 35U0S.C §101 2 & 1)
- 2E % <1(non statutory subject matter)m 55 ¥ o d = X A hE JI4FF L
Ei ¢ (Board of Patent Appeals and Interferences, BPAD)$ics! £ £ 2.5 &
Pie IR 1S IET*?W*"E“L’ B - B EEE FEE PR
(machln);fh ER O Fa L HFT R ARe B & 8 BPAI4MH
AL Rl Y G ERE o Fru 5K §+3 F2Z FRIEARH

” In re Alappat, 33 F.3d 1526 (1994).
%0 FE PRAEVRF IR TE(CCPA) i e i ifl b a1 F?’T?* [%(CAFC) -
laim 15: A rasterizer for converting vector hst data representing sample magnitudes of an input
waveform into anti-aliased pixel illumination intensity data to be displayed on a display means
comprising:
(a) means for determining the vertical distance between the endpoints of each of the vectors in the
data list;
(b) means for determining the elevation of a row of pixels that is spanned by the vector;
(c) means for normalizing the vertical distance and elevation; and
(d) means for outputting illumination intensity data as a predetermined function of the normalized
vertical distance and elevation.
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%% 120 3 L o Alappat®]a F 37 % B2t b 353 Fu(CAFC) » CAFC
R A B RAE T EAIMEFERE » ARG ke F 2 i
A s 2 BRI aniEan i Tlaws of nature(p #X 7 B]), natural
phenomena(p X3 %), and abstract ideas(#¢ % #.4) > & 8 i 2
IMM%*%A#&ﬁE&%iL,gjngwgﬂﬁ,ﬂ;g@ﬁw
- fhabstract ideas(4% % B4 ) @ CAFC3u 5 % i I fBenson % ~Flook
%% Diehrk® > & 72 $BAIKX N 35USC.§101 527 &7 & |4
2 A AR - BLA 0 % % % 2 (mathematical algorithm) & ¥
% _— fdabstract ideas(#¢ % BLL) K,ért 2 ZHEEFE NI R

Z_J& * (practical application) F P|H S BB g &2 2L ¥ 2 E v &
It o @ CAFCH > 8 F i % 20 M ¥ 2 7 & {1247 » & & Diehr
X2 L3> ﬁ%‘u?}'f%g% I -4 Fl(as a whole)i.2. » ¥ &% & ¢

FHEFT AT DR A e e AR E > TEF R . 5
o CAFCRRE 2 F &2 %A - B41Y 6 FY 43 ¢ 2 85 7% 7
PR RIZEMENY G R AR I Rk a2 Uk TR T B
Mo a2 gFSARFERe 28T o5 > Trefes > n &0V 5
FI 4 (“A claim drawn to.subjéct matter otherwise statutory does not

=

v

become nonstatutory simply .because “it uses a mathematical formula,
[mathematical equation, mathématical algorithm,] computer program or
digital computer”) - 12 & ,T‘uf{ TE 17 5d Fl(as a whole)2. » %18 11
R R B R AR SR O %k B~ 2 - filaws of
nature( p #8;% B) ~ natural phenomena( p 23 % )% abstract ideas(4¢ %
BLA) A 2 BT B

CAFC &} st R pl a4t ? B41Y G B2 58 % 1558 ¢

The claimed invention as a whole is directed to a combination of interrelated

elements which combine to form a machine for converting discrete waveform data
samples into anti-aliased pixel illumination intensity data to be displayed on a display

means. This is_not a disembodied mathematical concept which may be

characterized as an “abstract idea,” but rather a specific machine to produce a

useful, concrete, and tangible result.®

We have held that such programming creates a new _machine, because a

general purpose computer in effect becomes a special purpose computer once it

is programmed to perform particular functions pursuant to instructions from

program software.

Under the Board majority's reasoning, a programmed general purpose computer
could never be viewed as patentable subject matter under § 101. This reasoning is

without basis in the law. The Supreme Court has never held that a programmed

%2 See supra note 79, at 1543.
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computer may never be entitled to patent protection. Indeed, the Benson court

specifically stated that its decision therein did not preclude “a patent for any program
servicing a computer.” Benson, 409 U.S. at 71, 93 S.Ct. at 257. Consequently, a
computer operating pursuant to software may represent patentable subject matter,
provided, of course, that the claimed subject matter meets all of the other
requirements of Title 35. %

CAFC i BRI pAIsg % 157 > ﬁ*uf'— ERELz > ¥ 2LH B iy
L om A - f e FHE ER2 AR P (useful, concrete, and
tanglble result) » T 325 f— K eF "o(general purpose computer);ﬁ d 3

7 4 T# 5 475 48 (program software) 0 ¥ = 5 B i a‘}» Lﬂ it
(part1cular functions) s3T5 1% (new machine) ° ¥ & 3 ;2 o A fjih h
ENOME S R AL ﬁi‘\ 2 %”} o BT ek d R A «leﬁ W F
s ’L%’f » WEF &4 o CAFC #73t Alappat % 2. 2
R rFreeman-Walter-Abele | & A= a1 T Two-Steps Test ;> @
iz d i}u% ¥ 34 F(as a whole)ffo?f'? g e M (utility) i€ 5 ¥
LA BB L Y a2 0 TR AR L R K e
H 2 Uyt o @ £ ﬁ]@%ﬁ%‘f 7*4»‘4»;A1appat Fiom L § Y
fifk o

3.9 State Street Bank'& Trust Co. v. Signature Financial Group, Inc™

p 1994 & Alappat % B PR in#8 & < > & F%%gd A
2ET R AP PR B fRhE L A ke i T ARl
M E P o £ B JIF R (USPTO)™ 5t 1996 & 4157 [ T %adn M P
% % 2k % (Examination Guidelines for Computer Related Inventions) | » #X
MENPFEZOV R v XA S SR A F BT 1998 & B
R b 2riE o (CAFC)*t State Street Bank & Trust Co. . Signature
Financial Group, Inc.— % ¢ # ¥ @B ¥ > 2 v B2 F £
F e B B AR o

A %P 4o > Signature Financial Group (™ ™ # #Signature)®~ (¥
- ¥ ® % 4| " Data Processing System for Hub and Spoke Financial

IRV E LN B ﬁé L (g %] & %u(data

processing system) » %*F‘? d 3% % SiSignature® M Si- FILHET 475 ek
- 2 £ (mutual funds) - State Street Bank & Trust Co.(J 1 fj fi-State Street
Bank)£? Signature:& (7 #2155 M A FBEZE I Ra i A
% 2_1% > State Street Bank>z 7 4+4f 1% &£ & f| % 3+ = j* a(district court)

Services Configuration ®

8 1d.

% State Street Bank & Trust Co. v. Signature Financial Group, Inc, 149 F.3d 1368(1998).
5 ?}iﬁ F[#£%No. 5,193,056 : " Data Processing System for Hub and Spoke Financial Services
Configuration
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ﬁL%?ﬁ“iﬁoﬁi%ﬂ%ﬂﬁﬁé%iﬁ$lﬁ“’ﬁ%%ﬁﬁ

W RE R T s Fﬁé:’ﬁ#f‘ufa M tg(Spokes) | » i #-3% g | § v
FﬁwammJ%§$E aAﬂb@m%MO;ﬁxaﬁ&ﬁﬁﬂﬂ
FAXE PR A RT NG EE - PR TRGEE-BE R AL

B Y o 3 2k pa(district court) M 4% AL B ] i L &)
FET2£35U0S.C. § 101 #7 ik 2 %7 | ¥ Signaturepe 37 > Signature
Flm bR BN iear bRk fu(CAFC) » CAFCin: 2% 24 & ’f’]f’ 13
z 12 T'means plus function | %l o Jhd A ARG AR
B3t - fa % i (machine) % 4] > H i 4 A3t FHLE ﬁ%] (a data processing
system) » # & 4 35 U.S.C. § 101 ”Lrlﬁ'-ém#ﬂ 1 o FFCAFCA 4t = 2
Fard &k L %414 F7% ~ T 85 % %2 (mathematical algorithm) ; &
"% % - /% (business method) ; = 2L % 412 % 4% c(statutory subject
mmm%@ﬁiﬁ’ﬁw@ﬁim%w’Tmé&%%%%%@ga
+ 35 US.C. § 101 jzff > ST e A g erg] (EenE e
(anything under the sun that is made by man.) ° ]t > CAFC:% % 35 U.S.C.
§ 101 4! » X3 E e LB HFER TR 2 E U] o w302
Pzt b T 88 % % 2 (mathematical algorithm) | 5 /2 % & & |2 &>
CAFCR| 3% 5 1% B B 2 (Supreme Court)#73u 2 ch= 67 7 & ]2 &
a1 [ 8 i % 2 (mathematical algorithm) | A /A0 5 T8 - & '—:}d: %k
P 4 (abstract ideas) jo @ % Diehrk ¥ t 5 > & 2 % #5875 & 2 2

% Claim 1: A data processing system formanaging a finaneial services configuration of a portfolio
established as a partnership, each partner being one.of a plurality of funds, comprising:

(a) computer processor means [a personal computer including a CPU] for processing data;

(b) storage means [a data disk] for storing data on a storage medium,;

(c) first means [an arithmetic logic circuit configured to prepare the data disk to magnetically store
selected data] for initializing the storage medium;

(d) second means [an arithmetic logic circuit configured to retrieve information from a specific file,
calculate incremental increases or decreases based on specific input, allocate the results on a
percentage basis, and store the output in a *1372 separate file] for processing data regarding
assets in the portfolio and each of the funds from a previous day and data regarding increases or
decreases in each of the funds, [sic, funds'] assets and for allocating the percentage share that
each fund holds in the portfolio;

(e) third means [an arithmetic logic circuit configured to retrieve information from a specific file,
calculate incremental increases and decreases based on specific input, allocate the results on a
percentage basis and store the output in a separate file] for processing data regarding daily
incremental income, expenses, and net realized gain or loss for the portfolio and for allocating
such data among each fund;

(f) fourth means [an arithmetic logic circuit configured to retrieve information from a specific file,
calculate incremental increases and decreases based on specific input, allocate the results on a
percentage basis and store the output in a separate file] for processing data regarding daily net
unrealized gain or loss for the portfolio and for allocating such data among each fund; and

(g) fifth means [an arithmetic logic circuit configured to retrieve information from specific files,
calculate that information on an aggregate basis and store the output in a separate file] for
processing data regarding aggregate year-end income, expenses, and capital gain or loss for the
portfolio and each of the funds.

%7 State Street Bank & Trust Co. v. Signature Financial Group, Inc, 149 F.3d 1371: “a partner fund
financial services configuration essentially allows several mutual funds, or “Spokes,” to pool their
investment funds into a single portfolio.”
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- f85 3 F* % Ehp* (practical application) (% B * T E ¥ & |1 -
%u,ﬁ?ﬁmﬁ%’ﬁg;ww%ﬂﬁwﬁéiaﬁﬁﬁéﬁﬁ*
B 2xE 0% ik (to be patentable an algorithm must be applied in a
“useful” way) » £ & } iR B| » CAFCin: » % %% & 1| 856 %

# (machine) 5 d — i 7| chfe 3+ 5 @ 18 3] & % 7L (share price) > i&
BT FEzak* e TR L ’ﬁ »% & (useful) ~ £ §¥(concrete) *
P FZ (tangible) sh % % > iz ® A= - AL 5 2 F i * (practical
application) o F PF » CAFC 7= 23 % ¥ = 2 & 7 R (erred) 31 *
" Freeman-Walter-Abele Test | 4%t 4 Z 2% & ]2 7 & f e 7 4
+7 » H3n % [ Freeman-Walter-Abele Test | - Diehr% % Chakrabarty % {4
© bR LRt 0 ¥ fAlappatk A JISERIGE S E KRG E AFE o A
CAFC:n 5 it ch7 & JIH{Ecn2| 85 2 » ¥ €502 Al & )0 ¢%
Bl E_7* £ E &9 * [H(practical utility)» " & E H F * Pl pFEipkH
FI& i+ 7 35U.S.C. § 101 FFE Ao

MO R a sken T ¥ 2 2 (business method)J A

t# > CAFC R|zn 3 "7 %2 i (business method) | 7 ¥ & 14 R Pl i
AP 2 AR T2 TR B (legall principle) © E & 1952 & 3713 3TN 4
2o BE 27 % AR E 2 (process) 2 2 (method) & F14p 07 -
X 42 F Newman 7355 f % i R-Q;I&ﬂffo?@'ﬁﬁ JRN g A PE
02~ 1032 112 2 & I8 25 WL v & 4o Fpt > CAFCn: T3
SR AVENERASEATET FL R EZEFNEESZESRT
oM (utility) I 7 & BB T & 2w B gV &I .

CAFCix F it J E‘J/w\ﬁ AL s e 3 R pirik TREL R
FHEFIFRER » RS ZEJIRERE 6 B35 22 Mg L
FHmiz % (the '056 Patent is claimed [sic] sufficiently broadly to

foreclose virtually any computer-implemented accounting method

=g e 2 H

necessary to manage this type of financial structure) | » CAFC32 5 ¥ = j#
Fezo a3k 2§ 35U.S.C.§ 101 & f#;4-c0R* 4% > A ¥_35U.S.C. §102 ~
1%5-nz%ﬁﬁﬂww&,aix%gﬁi%ﬂiwgﬂﬁof&
1996 # #|37 T 2 554 B 3 ﬂg 2 H AR (Examination Guidelines for
Computer Related Inventlons) g ¢ o TR E 2 2 AR S 2 UZ (process) B Y
Y-S LA Sl B S S ULk ﬁi&&rﬂ? = ;2 (process) & 1
CAFC # State Street Bank v. Signature — % ¥ e > [ 5V 3% )b 7
T 3 ¥ /% % /% (mathematical algorithm) ; & T 7 ‘;‘4': = ;% (business
method) ; 22 7 ¥ B e 4] > P2 TR E S ZRE G 4o 2

% This acknowledgment is buttressed by the U.S. Patent and Trademark 1996 Examination Guidelines
for Computer Related Inventions which now read: Office personnel have had difficulty in properly
treating claims directed to methods of doing business. Claims should not be categorized as methods
of doing business. Instead such claims should be treated like any other process claims.
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(process) & 42 ¥ &M > 2H 20 ¥ L xHhT F FirE R - B
SBoec gt THRETFEIZEJIERSIL o

3.10 AT&T Corp. v. Excel Communications, Inc.*’

" #c & )% % /% (mathematical algorithm) ; ¢ " 7 # = /% (business
method) ; 2 ¥ & {482 % State Street Bank & Trust Co. v. Signature
Financial Group, Inc— % ¥ E®FF %> A5 "HE 7% & "Tp %2
2T EAIEE AN KRTRE LR G TR 5 A G EenHETR A
B 2R oo b2 2 (CAFC) *t 1999 & AT&T Corp. v. Excel
Communications, Inc.— % ¢ > £ ¥ @ "HF 7 %2 ) & T %22

v & ”}' foo Ak L &5 AT&T Corp.(™ ™ i§ fLAT&T) TG 2

& ¥ 3% 3o 4+ &k L (Call Message Recording for Telephone
Systems) P RM Y- BB ET AR > SR Y R s &

HRHE ALY m#éa‘rt;{* ik (originating and termmatlng telephone numbers)
% 3 3£ P [ (the length of time of the call)3* & @ * F il 3§ * » 3%7
GELFEERIBPAE 112182 4057 > 32 T et

% AT&T Corp. v. Excel CommunicationsyInc. 172, F.3d 1352 (1999).

% [FETEIF9EEINo 5,333,184 © Call Message Recording for Telephone Systems

I Claim 1: A method for use in a telecommunications system in-which interexchange calls initiated by
each subscriber are automatically routed over the facilities of a particular one of a plurality of
interexchange carriers associated with:that subscriber, said methed comprising the steps of:

generating a message record for an intetexchange call between an originating subscriber and a
terminating subscriber, and

including, in said message record, a primary interexchange carrier (PIC) indicator having a value which
is a function of whether or not the interexchange carrier associated with said terminating subscriber is a
predetermined one of said interexchange carriers.

Claim 12: A method for use in a telecommunications system in which each subscriber has a primary
interexchange carrier (PIC) over which interexchange calls initiated by that subscriber are carried, said
method comprising the steps of:

generating a message record for each interexchange call between an originating subscriber and a
terminating subscriber for which a charge is to be imposed, and

providing, in said message record, an indication which has a particular value when the particular
interexchange carrier over which said call was carried is the PIC for said terminating subscriber.
Claim 18: A method for use in a telecommunications system in which each subscriber has a primary
interexchange carrier (PIC) over which interexchange calls initiated by that subscriber are carried, said
method comprising the steps of:

generating a message record for each interexchange call between an originating subscriber and a
terminating subscriber for which a charge is to be imposed, and

providing, in said message record, an indication which has a particular value when the particular
interexchange carrier over which said call was carried is the PIC for said terminating subscriber and is
also the PIC for said originating subscriber.

Claim 40: A method for use in a telecommunications system in which interexchange calls initiated by
each subscriber are automatically routed over the facilities of a particular one of a plurality of
interexchange carriers associated with that subscriber, said method comprising the steps of:

generating a message record for an interexchange call between an originating subscriber and a
terminating subscriber,

accessing a database in which are stored the telephone numbers of substantially all of the subscribers
associated with the specific one of said interexchange carriers over which said call was routed to make
a determination as to whether or not the interexchange carrier associated with said terminating
subscriber is said specific interexchange carrier over whose facilities said call was routed,
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Bris A RGiEF R X K P g i Yusn) 5 (primary interexchange

carrier, PIC)J’ B HIEFR BT FRREF O R g L

% ¥ 7 EHE ¢ %(local exchange carriers, LECs) > £ i 1B %8 7 238
Fi(long- dlstance service carriers, IXCs)#&il £ 2 R 3 ™ PICT’ID&%L B
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J Bl (Boolean Pr1n01ple)i |%7PIC » i&2m 27 2 IXCE ¥ K 2k B 2L
%‘g’# °

¥ 3% Fa(district court);n s X B I B LS E TR
(data-gathering) ™ 4 (7 % B E F &2 P BA G T E LT A H2 =
7§ L% <4 3% (non-substantive change in the data's format) » g3 >
FrRni L BJlERE 3 L7 B4l 353 CAFC» CAFC 4+
HLLPEFELTEF 35US.C §101 2 ¥ & {4 3% CAFC #
ek g 0 T i g ;‘?ﬁ & ;2 (mathematical algorithms in the
abstract) ; &7 % 7 & L it %ﬁd B S SEE SERRPCE S
%sﬁ(new)_F EF % M(useful)z P > EF P TEF L JIH e P CAFC
751 % State Street k2 BBy : - EflFEFEEe 737 % —fu 2

HEE I“—Er?‘f%ﬁ%‘f jﬁvﬁlﬁ~(asawhole)’ P& R /ﬁ’i
% 3 srent i (Cuseful” manner) FZEATEFT L b{ - CAFC
gt ERR AR RIS f?/»\’}“r’;,ﬂ:?» e R UF Y )
B FEE EE ABRLER Y 0 ¢ A1 I G x(useful) ~ & RE

(concrete) P & (tangible) g & » = @bt ¢ B & ik (preempt);a b
PES S =N ’f']%lfl?:‘ £ 35US.C.§101 27 & Fl4 -

Excel 7 i 3 Diehr % % J1 et > 305 L & {18 B " 55 7
&z T AA 2 TP F M & % (physical transformation or
conversion) » &z % Diehr i%i/,%’. Bl R BJIFERT 2 27 Bl o 4
¥ 8k > CAFC 733 % Excel 3#%f#3# 8 i 2 (Supreme Court)** Diehr
otk 2 R R > BB R A E > T @ e & i 5 (physical
transformation or conversion) | 7 & J;% #7148 e el en2 — o 2 T -

TEMERAES F 57 2 & # o 82 [ Freeman-Walter-Abele
TestJ 2 H 2B TR FEE G E I WAL A
AL S B ¥Tikdg 0 £ CAFC © »t Alappat % ¢ > %2 F (en banc)ia;,l}’rﬂ

" Freeman-Walter-Abele Test | © 2bif * 2 D|%r R ) - sz 7 & ,T};ﬁ’r 1N
Fl4 B2 (as a whole) » & H 7 £]ig 1 5 »z(useful) ~ & %8 (concrete)p’

establishing an indicator for said call at a particular value when said determination is that the
interexchange carrier associated with said terminating subscriber is said specific interexchange carrier
over whose facilities said call was routed, and

providing an output which is a function of both information in said message record and of said
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FE(tangible)sne % » T & 7 & {4 CAFC ¥ 7 3l Excel “7i 5&"
%ﬂ“ﬁﬁﬁﬁéﬂﬁﬁ*Wﬁﬁ*ﬁ%’%p LI 2w
CAFC a5 AT&T © 4% S i %4 plid M E 4 22 ~ BRIy P g2
%;*ﬂ%éwmésﬁswﬂﬂﬂ Es?]%‘oCAFC P B g i
State Street k2. Lf2> " F FH 7 "HF 782 2 "F %22 27 %
Filtr o

\|\.

311 ] $—F M E B xwhp

FHE I hg B o F R 7 FROMBETRE 5 B ol Hren
FORER o S ;FKT:E‘__"‘{%E” AP EAY BTl o AA Y WEF
E‘éiﬁﬂt§i§'§¥i§ A Ft o SRR G TR REH ) R R TEF
R SERIRIE L ow S SEE FENE RN R R S S SEE SER s S L
AR d T3 T 0 RN T R AR Y B IT AR 5 M e T
L %ﬁr} TR FhE S o - i B R e RS T
2B o0 ¥ g Al O iE e £ 4 ok ¥ (useful) 0 * (practical
application) - % & 35 U.S.C. § 101 2. 2> & = 5 /% T eh& J{kend 7f
£ - %é_ﬁrﬁ * 9 * (new.anduseful) 1~ ;2 (process) ~ # ## (machine) -
A &(manufacture) ~ = +» (composition of matter) s * it v & 57 3| chet
2 (improvement) o 704 ol $ B2 Fo et B irBensonkx ¢ o in i T #cE
WEE - R r:}dy % PE £ (abstract ideas) > & T H % T R T3
380 SERRaE E];ﬁd B L i (preempt) % 8K w2 0
ﬂfﬂlﬁ]ﬂ“ 35USC§101 AR g e 4k o

¥ 850§ 2 e Benson X Fl-enfEdd o % K- B "f S IR B
(general algorithms) ; 2. # & 4+ » & B f T & ] F 372 o (CCPA) &
Chatfield % 7 /&> 5 % 22 Benson % » A # + T#H&E % 4%
(mathematical algorithms) | » & che & 4[4 > @ 7 B M e i
T S TR AL R 1Y B (step-by-step) efE - B 0 B R & -
R & T w % % (general algorithms) g o Bf "% & /% (general
algorithms) ; 2. ¥ & §|}+ o @ CCPA # Chatfield % © > #r i = /g T 8%
/7 % (mathematical algorithms) & ¥ ¥ % £ 7 & 4 o

o R A tFlook™ & ¢ 0 S HEHIRIIERE ¢ § SR

2 Benson® [l 1. {741 TETJJ F||EeE! e ,'ﬂ[?]’ - &Y ﬁ_‘@ﬁ%(binary coded decimal) Bz - &b
E’ﬁ%(pure binary numerals)fi*J %i
 Bensong Firh W i1 | }{—J &b F}ﬁ?(blnary coded decimal numerals’BCD) @E’*ﬁ éﬁ(shift
register) 132 (Bl | flg Y~ S Elq(pure bmary numerals)’ & 7 £l E‘E}& A IR EQIUTE N
% Flook% ./ 1»4[; | ! c[JrA+B+C+D%EFf » EIBE)- N ;9?;5[; Ei F'F vp FE%[HF
FEA ~ CHID > I') I@A+B+C+DJE?H1“§\TE‘E, o ﬁ‘zﬁ ?iﬂ%"[ E“jJ‘M' SF®B) - fhﬂf?“
BI FVft > 'Iﬁﬂé’ij i e PK'IF“JE‘*W@FTTE’F WEY F2AN(B) g R [NIEYER ir (A2
sees 7 BTy T /i ﬂ\[ﬁﬁ«'ﬁfﬂjﬁ 101 [ , » http://www.tipo. govtw/pcm/pro show.asp?sn=93 (&t i BT
FII © 2007/4/5)
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&2 T EP"%H\? E ¥ & e 22 5 point of novelty |
IR ST R P o }%'E'Jp.ui r.»«_ o fTJﬁTprft FERR fﬁié}/ﬁ 3:/2‘ ’
%M T2 ¥ & ] (invention was unpatentable since the only novel
feature of the process was a mathematical algorithm) | °

A E A% E T 1981 & > % i ot Diamond v. Dieh”r— % ¢
B ke T2 %% 4k B (computer process) | # & 35 U.S.C. § 101 2 7 & |
Mok 2 ans 27 B2 Fani¥ e 3o p #R2 Pl(laws of nature) ~
B R IR % (natural phenomena) % 34 % $£ 4 (abstract 1deas):_ 8 FERET
HE F 5 %A% T4 ah(subject matter) > B F ;2 a3 @B 7 T point of
novelty | sPZ|¥T R A > @ 305 3 ﬂ‘uf'— K4 % 145 Fl(claims as a whole)

BERA T HEHE ETE L 35U0S.C § 101 22 2o B i2n
R T B R g F15 ¢ 7 B 2 3% (mathematical formula)

ey mﬁ_;\ (computer program) e % # ¥ & it o Ti&- A M
Ko RPN B R/ Y Bl ine o AP b ET Es
F14+(an application of a law of nature or mathematical formula to a known
structure or process may well be deserving of patent protection) ; o F]y* »
Diehrk 7 Z x> T T oy ® &l E £ 2 fem o

B 80 & A HLY L HETECEURE AP EP EE L AT &)
o MR TS 11 5 R (CCPA) A 1980 & A=) — @ @ ihk b
77¢ % B o T Freenian-Walter-Abele Test | > i ™ ¥ % % ¢ [ Two-Steps
Test(= FeRl3#i%) , & 3APTERE3 & H 27 3§ L2% T L {#
B2 F E £ B 4% 5] ¥ (directly orindirectly recited)#c 5 /7 %2 > F &
F148 11 #’%I B - EWEZE MG fjf‘uf&'f%ﬂ% FIHE 1§ Fl(as a
whole)i& T TS R LR S EIFERC R
(physical elements)i\' 4 17 ¥ Zx(process steps) ;» FZEE FEZF E R
AR AR AR ANEAI ZEJHEFRTET BT
M o @ T Freeman-Walter-Abele Test | 7~ = 2 jL{s 2 a3 32 [ #c&x%
FaxppMEr ) & TTNEMAMER ) L3 T B {IOE R R -

I Freeman-Walter-Abele Test |+ 80 # % i 4k £ B2 fad2 3l iF 3

214 U ow & 2 4p B (algorithm-related)# PP | 22 7 & 4|4+ > 2 5| 1994 &
e Alappat % o FfZRi¢sw b 350E o(CAFC) > 4 & V2% [ Two-Steps
Test(= FgiRlzdiz) ) I 285 (g en[872 32 > S & @ 28T R R0 F w47
% W& 3 £ 2> Benson % ~ Flook % % Diehr % ¢ #7i& = e/ P » CAFC

”* Diehrf 7 Jlﬂﬂ BT 2 £ U 2 SRR S HRTL - R
o \tyFTlip I£7%E’j’ 5s 'gg?;g[f PPt = BRAVECETI ALY T A J[E, o BV AR o
see i #HY TR fT ES«HJJ HIFE 101 f5% > http://www.tipo.gov.tw/pem/pro_show.asp?sn=93 (last visiting

at 2007/4/5)

% ‘3?}? HE -2 ﬁ;%(CAFC)ﬂJHJ £ o

" In re Freeman, 573 F.2d 1237 (1978); In re Walter, 618 F.2d 758(1980); In re Abele, 684 F.2d
902(1982)
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WA T AFEIFAELNY R LT ERAFEN Y WS
Fle P RZEME Y G B AS fI ka2 TR TET R
FIE - #272 gFEBJIFERe 28T 250 s RS kA HET
B Allk o d5d Alappat % > 2 Fe gL THS F R 2T MR
z@ﬁﬁ%&§ﬁ§%$ﬁa@ﬁﬁm@**%?%?%@’ﬁiﬁ
KR g 1145 [Fl(as a whole)*| %78 £ & & & 35 US.C. § 101 ¥ & {1+
2_ % %% 7 (practical utility) e
TR FEZNT % APM 2 B & ik & ) > % Alappat % {8 ¥

AR EEPFFRE A EF 202 & R %‘:3* B AP AR 0 fie
L g BEv L 30E D7 &K o F]pt > & 1998 & State Street Bank &
Trust Co.— % ¢ » P Fzdf 3 '—Two-Steps Test(= FEiplzRZE) ;o Fini TR
RFEY - HHF & N AE I3 sk (useful) ~ E %8 (concrete) 2 B FE
(tangible)sng % » HI3HE ¥ % 4 H_ o o State Street Bank % ¥ » CAFC
IV s k4 T #c 8 JF & 2 (mathematical algorithm) | 2 T3 # 3 2
(business method) | 2. % ¥ & 4|40 W4] > F > T F £ 2 RE
% 4o i (process) B fl2 7 B fIR > i THE AR, 2 TP A
i Bl R A E ) s st 4] o @ CAFC %% 1999 & ch
AT&T Corp. v. Excel Communications = % 7 » £ =22 ® "85 /7% |

TEAE S bR RS S % 2 F M 3% (physical
transformation) - £ & * &5 #8 5= (physical elements) > H * £ 7 % |+
CAFC:zn: T F i ks g ¥ ""5"?*'% CIIENE A S RSN g G E
PRI 8 R w02 4] 0 5 P (useful) ~ & Y (concrete) 2 P! Fx
(tangible)inE % » ¥ E ¥ %A ]é‘_ o CAFC ** State Street Bank % 3
AT&T ken|jidsz > 7 THcE g8 22 522 27 &I 29 %
FhaamT A Thgtidr, 2 TH¥232 A2 200 T g
T ¥ 4 (physical transformation) &% F & * *+3 %8 = i (physical elements) | 2_
L AR T 20 R R T G F RS P R

& EFREMETALTS

FREHEFETOECFELI S EV RSB AR T0ERZ
80 & RgrkE s )= ;"K %11 T %% (apparatus)® 9] ; & [ = ;% (process)® ] | @ &
A A ’@&@w%»*ﬁﬁ@kwéﬁ%ﬁﬁﬁw*ﬁﬂm%—’ﬂwéﬁ
BT IR AARAMARGEAIAEE o i 00 & 0 FH IR
SEME AT BT AFMIETFF(as a whole)aé A PP

Een T F o (practlcal utility) | > Fl#t > R EJI AL T 2 AR T kR
(apparatus) | & (process)J B AL TR H LA gwl%] %
- B = (practlcal utility) ; > ¥ #-2 4R 5 - T 2 S-(manufacture) & ] ; 3| & -

ﬁﬁ%?%7i90ﬁﬁ’ B%*”ﬁ@%ﬁiﬁfﬁﬁmﬁ arg,*ﬂ
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FmenB A L IBE 5 T KB (apparatus) & | ~ T3 % (process) & 41, 2 T &
#(manufacture) & 'f ZAAERAE " 2 REJIFEAH(USPTO) 6 fRdk k4% 3
Wit EN AL SR EFKMEF A2 EEEF LI~ > Aln re Alappatk
{4 3 State Street BankZx ¢ 1996 & » =% 1 T 'gipM B P 2 & 1% 4 A%
(Examination Guidelines for Computer-Related Inventions)™ | » 3% & % x5+ 7 #c4
L% AT B 2
I EEY R IZFP R TN F&FF 4 (Determine What applicant
has invented and is seeking to patent)
524 R B 41Y G % &7 % % 4 % (Conduct a thorough search of
the prior art)
3 Iz P E 5 35US.C.§ 101 #7 i3 2 Tk (Determine
if invention is statutory subject matter under 35 U.S.C. § 101)
F AN HEEIRP TG T LT B 6 35USC §112 R
Z_(Evaluate compliance with the written description and enablement
requirement of 35 U.S.C. § 112)
¥ 5 HEngY bR LT & K ATH LG5 US.C102) 2 2 arm & AL fd
(35 U.S.C. 103)(Determine compliance with requirements for
novelty and non-obviousness.in 35.U.S.C. § 102-103)
FATE o R-EREE A SR A SR BB S mt i

CRE N LSRR TF S 2T 10 ¥

LENEJIE n»ﬁﬁf o E hE BT ARREE Y A ArE sk ek
HEFEPN o KL PRI raﬁ;ﬁd R UPPRtS T 3 L !
‘-"€%‘f§?']%1§1?55%}‘ﬂ9419%'b‘.99°PEE? FALLRE A F AR HEE A
e AE A M # & /% & # (mathematical algorithm) ;> @ % ;I*u% Iz
2 (specification) ¥ #7145 & 3k v F 3 (detailed description of the invention) ~ &
1§ B(the claims) % 3%% M 2 45k ¥ (specific utility)ie 73 &' - ) >
ﬁ*‘u "ERRFPF LA TR s 3B

1.1 B f#3%% P 971 3% 0§ * »z F (Practical Utility)

EJIEHEREL G cF(usefu)2 32 ~WREVA SN LS AR
R TR EE E RS R SIS TN PSS P N

% Patent and Trademark Office, U.S. Dept. of Comm., Examination Guidelines for Computer-Related
Inventions - Final Version, (1995), at http://
www.uspto.gov/web/offices/com/hearings/software/analysis/computer.html (last visiting at 2007/5/6).
9 l"“:éﬁg‘l RN 567 In re Abele, 684 F.2d at 907, 214 USPQ at 687 (CCPA 1982). Accord, e.g.,
Arrhythmia Research Tech. v. Corazonix Corp., 958 F.2d 1053, 1059, 22 USPQ2d 1033, 1038 (Fed. Cir.
1992). Frgt s > 1EFEHBEUSPTOE= #i " The goal is to answer the question ““What did applicants
invent?” | °

1% See supra note 98. TP [‘J?‘,' [FUSPTO#|%1 1995 & Frr T[ J;V r %ﬁﬂﬁ'?ﬁéﬁ KN ‘ETJ, %Uiﬁﬁ[ FE
Bt 5 Uik 53 o
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o7 3 e & (useful) » @ - P g F T AH S T “specific” o
“practical” utility of the invention ;o ]} » 2 4 4 R =& E Lk il ¢
Prdh B Ap B E A X 8T Y B et g e T % »k F (practical
utility) ; 5 @ °
1.2 ﬂ} L& 1P 3 rdh B 2 HFF 3 (Detailed Disclosure and Specific
Embodiments) & &_3% % P! 2. i iF jik
BHEIP IR EIHGE TR LR TR T TE PR K
(features of the invention)® i % % # -,’El 8y ez £ B (explaining
how it relates to the prior art and by explaining the relative significance of
various features of the invention) o %> H jtFd feen| %77 £ 7 ik 3 B
E SOV
(1) 2147 %oz 4ofe F5d #1447 2 # i (determine what the
programmed computer does when it performs the processes
dictated by the software) > B4r @ 3% T P04 B 74k E & ehird iy

(functionality) ;

(2) L)o@ ;ﬁ b T N eid (0 iE 2 B 3F g eh# i (determine how
the computer is to_beiconfigured to provide that functionality) » £
bl AR ARG AR B e hd 7R B S R
it

(3) B fs HUTIER AR B P 2 H s & %2 Fengp 3 B (IS

applicable, determinéthe" relationship of the programmed
computer to other subject matter that constitutes the invention)
1.3 & +73% % 1148 11 # [ (the Claims)

LAENREEN BN P G E AR B PR e
’f']%ﬁpé':"v“/?/ﬂ ERh sz FE 42 ﬁé?'%fﬁ’ﬂt“’ﬁﬁiﬁi*@
{7 & fI& % (statutory requirement) | 72 » % L 2 4535 % JIHE I F -
AR B s 47 0 7 A d 1158 & 2 (claim clements) 7 72
7445 0 b4 0 3 % (process) & 1] » H %ﬁﬂ W& g L 3 (steps) &
ﬁ f? + ;% (acts to be performed)*7 % it ; & &(product)® 1'% » H 4 4]

Pl 4t B b g cnpp 1L 32 Jfﬁ(dlscrete physical structures) > 3% 3d % 0
o I8 Pf;av e THMFOES & THHE TSRS o

%ﬁ\z‘ LRI R 2adifE o TR s EJIRp F P ArdhE 2 B
FHoF AL R BT F T4 49355 TR 1] 45 Fl(the Claims) - e By 2
#2 % g 114 B 'L (limitation) 28 @ ¥+ 4 178 & 2 (claim elements)
SRR 0 P RE- LA HfER A f@ihf{%}g% F1¥ %4 Fl(as a whole) j# ##
SRR R LA B

101 F__}Elﬂl Jiﬂj fi' b rfﬁe‘«{%‘)(machlnes)jéJJ o g rﬁ:ﬁ,(manufacture)ﬂﬂj
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Boo BHELY GREr T AN

FENNFALAGR LT EAEY -5 4F 5 35U0S.C 101 2 & 11
N e R TR 1} A F EgiFackan Mo :;%%ﬁ % | (a thorough search of the
prior art) » ke & P FL & ¢ 7 B E T H(US. patents) ~ B ¢ % {1
(foreign patents) % 95-% FIF ﬁ?i(nonpatent literature) » % % & & e Fl 2 & %
BELL AR rRhamEaR > T ugp "Fﬁ‘ PR It U
GO B E - B B e P A TR A B Kk & R(the prior
art must have been invented or published more than one year before the inventor

sought patent protection)'®*
K)j 1 year E>
B A Time Line
I \ >
) . |
AR R E R Fe it HAF FH TR

==
B2-2i0 &A1& & P B
FHR KR A= R
v FALR B ﬂﬁﬁ%ﬂ}?“zﬁ-%—ﬁ’w/ﬁﬁ’x%? T

%%xﬁmwg’m%éiﬁ%bﬁﬁmwﬁ’@ﬁm%mWQ% =

FAL BT 2 B v kR " 2 (Approach) 0 & R ik T

¥y it i3 103 .

(1) % ;;:}7;1 B B 2 dF 52 S35 P oandl e st G~ 2k~ A SR
* ~ BH 2 * i (determining the US classes/subclasses of the
invention based common terms which describe its function, effect,
end-product, structure, and use) ;

(2) ;ﬁ d £ F & J| 4 sl ar B 18 e e F R A
1% (an initial search strategy) » 3% W ¥ & 7 T ik F

® [ chpF F 2h(date of invention) » ¥ * 12 2] 7 & ﬂ B
BELER I

® I a2 & 4% (statutory type of subject matter) ;

® ¥ -ihE i R (type of patent applied for) s B 4egf
EAIA AT E A

& REELIA é;T%;E.(IPC)E‘ 3 WE {4 55 (UPC) ;

& %

'%

# eh
'?

192 Noreen O'Hara Welch, An Introduction to Searching Software Prior Art,
http://ipmall.info/hosted_resources/tools_strategies/bp98/welch.htm (last visiting at 2007/5/13)

103 Id.
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® MWEZBPHN Rk ASEKRE YR METAR
* F (keywords and phrases based on function, effect
end-product, structure, and use) ;

® M A2 i (inventors) ;

® I fEA ‘i(assignees) ;

® iR T2 F fRB{EF B Ve & (boolean search
criteria: AND, OR) and NOT) -

(3) Ryt itk B WKk i&#ﬂ o P 2. PTO & 1Y A2 3
HELEF A T HRL: 3 AL R HT - 2L41Y;
1% & & 5 (performing a prosecution history search with the
search strategy against patents in the same classification, which
are stored at the PTO in file drawers called shoeboxes, and which
contain the complete prosecution history of each patent including
other examiner's notes) ;

@17 Raclhd R s T AL R AL H0 IR Y e
%39 2 w % F 3 (applying the search strategy against the
examiner's own collection of information, called a digest) ;

(5) 45 it B2 @2 SR 1 R LB LT R R
(refining the search strategy based on information obtained from
steps 3 and 4, and repeating any steps if necessary) ;

(6) mH B 1 AP E AL AN TS TARLL TS E
(computerizing “ the refined search strategy against electronic
databases) ;

(7) &7 PTO B3 &#7ic & 2 2% | T & 2 (searching paper
collections in the PTO library) °

b= HEEE P A E 5 35US.C§ 101 A iR avE 24k en

ZypE BB € 1952 # frig 3T enk {12 - 7 & ET everything under the
sun made by man | 2. & % 5 37 & L B4R RE g 0™ o 2 2 )
;2 F_f&e(subject matter)% & 35 US.C. § 101 2. % > N & {%?%EE £
PeF 2 S BR AR RES AR 4 82 o BE G Tk R
eri(any new and useful process, machine, manufacture, or composition of

matter, or any new and useful improvement thereof' is eligible for patenting
inthe US)e 3+ 72 ¥ & J|2_ k1> £ R F /2 277 >t Diamond v. Chakrabarty
A9 3487 ¥ B2 4R 2 4w 5T laws of nature( f #4 72 RY), natural
phenomena( i #X 7 %), and abstract ideas(# % #.4) ' JEL 2 T S

1% Senate Report No. 1979 82d Congress, 2nd Session (1952), p. 5.
1% Diamond v. Chakrabarty, 447 U.S., at 309, 100 S.Ct., at 2208.
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ek £ (per se) > EFIA T B ik > mE A0 g 2 T &)
2 f g (7 & 5 s F 2 3 * (practical application) » RI3Z# P T L ¥ & {2
Tl B & FREEH 1952 E53EJIR izl 2 S E M2 n
$30 B fHER ek 0 35 US.CL § 101 2 B JlHenfs BT £ 473 2% 3
Accordingly, a complete definition of the scope of § 101, reflecting

Congressional intent, is that any new and useful process, machine, manufacture or

composition of matter under the sun that is made by man is the proper subject

matter of a patent.'%

R S LT A
(1) ~ P #7£]3¢ &) (under the sun that is made by man) » *
(2) 7¥ & /% (process) ~ # #*(machine) - A &-(manufacture) ~ & &
4~ (composition of matter)¥ 4 &+ & g w2 ¢ > |k pF
(3) Z# P & Jp £ % s & (useful) °
dod Ry Y TE B4R 2 258 > 2] 478 (software) & 7
¥ - ;% (business methods)2. ¥ & B> 7 F G2 F ¥ 2 ¥ &2 %K&T?éﬁ
%1 = 5% (process)~ # # (machine)~ & &(manufacture) st % £ $ (composition
of matter) jixi® - %> A E 2 A1 7 #5 /% %2 (mathematical
algorithms) > @ #c & F F 2 H > E il a2 ¥ & {12 3 % B 4 (abstract
ideas) » % #3597 G MMAE TR BLEFT LM o EREFHME {15
VFE O BRI FEZ2VENEORAE T BB ES 2
B - AR %B A 2 4% (%(manipulation’of an abstract idea) > iz A #8%F P? (as a
whole)® 11 = = & 3 »x § 27J&* (practical application) ™7 & # & f] 2 F 2 17,
3.1 H¥rz el FH LT 2R T F (Useful)
%35 US.C. § 101 232> - P FHBEFEfaninE > ZFP
& BB # T (useful) ot & 2 ¥ EarY FE g p o REFTH
w2k & (real world value) | 0 @ 2L FH 43 P pE A (idea or
concept) ° wx » F A & B > T F (useful) | endi|%7r > BREFELZF M
TEAi-fAEF F* @™ (practical application) e

3.2 Aw gt #% 12 F ik sE W] (Proper Statutory Category)
2HLR 7Y FHAIET 5 35 USC. § 101 22 T4k apF »
Jo #4414 P74 3k 23 P (claimed invention) % 4 = [ j# T_{& &(statutory
subject matter) ; & [ 2% ¥ 4% 7 (non-statutory subject matter) | o @ 4-%¢
Moz g 4feh ) 8 P22 2w | 7 Al Blims & !

3.2.1 2% %% en(non-statutory subject matter) 2. #it %8 5f |

1% See supra note 98. I H F‘%ﬁ%‘,ﬁf&’?ﬁ%ﬁﬁ‘}Means elementfu =% » = I FPDFAY 5 FI -
197 Manual of Patent Examining Procedure (MPEP) § 2106, Patent & Trademark Office.

47



7 te i 88 48 11 # [ (claims) A A TE RV A2 2hE w

%w’ﬂi $ 348

(D) FREHE» & T ufest & £ (a "data structure” per se or
computer program per se) - Fﬂ—'i & ¥ (per se) H F 5 F AL
(ordered data)z. ¥ eBf P42 > 3 @ 2 i L B8 % 45 (physical
structure) . F‘ TR A E/J}#.;z@lf P A ET R 2 F

FHF 2 EHE T E(memory circuit) ™ & 4 £ 5 B
(practlcal application) » @ 2 * T E ¥ & I 5 T et A £
(per se)f: 7 & 1 48 % H(physical structure) » ¥ Jh i3 Hadc 48
AT FE I AT it A ¥ (perse) T 2 B ¥ .E;
Fl > T ro e F R & 2 52 % & (physical structure
of a manufacture or machine) > & f& » & w34 {7 # F(steps to be
performed by a computer) » M2 *E 3 HE2Z B o TEF &

Tl -

Q) 2H T oL FHRT RS A A BT
#(a compilation or arrangement of non-functional information'®”
or a known machine-réadable storage medium that is encoded with
such information) : [ 2bxb sEid T4l | 4o f # (music) N =
(literature) ~ 4 j#5-(art).> B& & (photographs) ¢ 3 #l(data) » 4§

) e 4 TR A e %emﬂuw’aﬁﬂwwpraﬁ
FplIrE R BEg BOEIEE ;:c?» EVEAIME FATHEERT
Pakk B P S e SRR WA TR G AH AT
HAERTA BV R

(3) p 2RI % (natural phenomena) @ |4cF 4 ~ B4 ~ TR
Bg o B AL (perse)f>th ﬁﬁ?}mafi‘-é%ﬁﬂ’ﬁﬂ‘f
éi,ﬁ)a]%‘]'gl_?\);’@? ’E{Z,F'_T?%"fljl,‘io

\‘—J H
)
S

N

N

3.2.2 ;2 & h(statutory subject matter) 2. §ic §8 5F %)
FREE R BT A AT 24810
(1) 2 A & & fl(Statutory Products) % ¥ kg 22 % ¥ (machine) 2
s(manufacture)z_ 7/ 48 2 4 £ 48, ’}ﬁ(physmal structure) > £ f
o A 482 fofl 2. % & (combination) & 4 £ § 2% & (useful)z % %
(machine) & & & (manufacture) > 35 7% 4R 52 2 T A& 5 &

(statutory product)'!! o

-

'% See supra note 98. I UH ?‘:’}F,ﬁ ?E'ﬁkl_ﬁ‘/Means elementfly =% » = BI7EHPDFfYSTY 5-8 Tl
199 “information” 3 }JF'[ FEETR] I RV T fi(communication of data)ﬁ‘/}\_ih rlﬁ*yfF IR I§ I?f/ 7H
(signals representing data) °

1% See supra note 98. Xl }{ﬁ’ F‘%ﬁ%‘,ﬁf&’?ﬁ%ﬁﬁ‘}Means elementfiv ™ =¢ » = BITLHPDFfUSY 5-8 F1 -

" See, e.g., In re Lowry, 32 F.3d 1579, 1583, 32 USPQ2d 1031, 1034-1035 (f994); In re Warmerdam,
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(2) 2 =7 ;* & {|(Statutory Processes) : tnE,fﬁd - BABEH
Zf(one or more acts)!4 = = FF ng 2RI R Sk B M e
(process) » & & #x AL R T W HF P 5 - fé = ;% & 4 (process

ERRA B AR R |- U S AR B2 gE #”’(mampulate

physical matter or energy) > I #-3% & ?“' PR a R

(transformation or reduction)# fe 33| 5 > 1% & 5 2 F P

patent) > 3% 7

* (practlcal application) » 3% = ;% (process) ™ {+ & 35 U.S.C. § 101
v L2
#ic %8 > 2 % F| (process patent) & i& J5 F l,%il % 'f! % % gz%
(Guidelines for Examination of the USPTO) » # = ;= & {53
PR AN - - 9 AR TR i - Pre-Computer Process
Activity ; 2 T ¢ "% /f@«_. %‘ 2. #% B (Post-Computer Process
Activity) ;> o @ fASg Al el = 02 & JIAAE S T % > B (Safe
Harbours) | 13, i;ﬁ PEGEGES AR 2 E g W
-t Flp o T F?‘J}%@/ﬂ?é\ﬁiﬁ‘ N :JfF] CACVRD T TR
R IR AE 4 - b2 P 1B F g (independent  physical
acts) » 3 12 F i G EsE-T Rt A 4 B S ERE S T o
7 % H(physical structures) 5 U% Fa AT W 2 A2 B | Thdp AT
TRAR S T LR R NG IR 4 — Z&J ZEFEL N R T S o
HETF A PR 2dh 7 R L #E RS FEES T
o F #L (the- measurements’ to be transformed into computer
data) - d %@ yfé ;‘é”“]iﬁxﬁg"v ER SN RN S g %
TR ZEE é',_ f%’x’ﬁ?‘ eFE o HIrEw E I o
%ﬁi‘%ﬁ'&;‘%%'f | H = (process)ﬂ\”rﬁh” 3 S SE NS
F ¥ (mathematical operatlons) & T4 %% 4 2 (7 (manipulate
abstractideas)® # & 5 H B2 &% pd W HEFEZ M f %
A~ L(perse)t # E ¥ Al i w0 Lk T HE FE
AR RPEA T2 E XA AN EREF B2 %
oA BT LI

-—\

.
I®

33 F.3d 1361-1362, 31 USPQ2d 1760.
"' Diamond v. Diehr, 450 U.S. 183, 209 USPQ 6.
'3 Examination Guidelines for Computer-Related Inventions (February 28 1996), USPTO.
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Determine What the Applicant Has Invented and Claimed

v

Classify the Claimed Invention

|
v v v

data structure per se

computer program per se, A specific A series of
machine or sifEpE 15162
. . . erformed on
non-functional information manufacture? p 0
a computer?
natural phenomenon
i » | No lYes
Non-Statutory /// Statutory
Product 7 Product
Al Ee 9 \ K//
* lﬁf%ﬁ dEE A& Evaluate process to
MREFTE & determine if it...
S Rt Bl
. Transforms physical material or data into
e Merely Solves a Purely different staE: c})lr thing to achieve a
Abstract Ideas? Mathematical Problem? &

practical application ?

Non-Statutory Statutory
Product Process

B 2-3: ftHE ]2 35US.C.§101 % &4

F A% kiR : “Legal Analysis to Support Proposed Examination Guidelines for Computer-Implemented

Inventions”(1995)"*

14 See supra note 98.
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$u o HEEIRP FMBrEFT AT 58 350S.C§112'° R

iz 45 & . (Disclosure Theory) > At € R BB A - T HF 2 i
BB HAFEPRE A G R2BMBEFEPF TP B2 & T35
USC.§112 & £ 4 T 28 BJHETF R L rHE H HiFE R
(defined and are fully supported by the disclosure) - #x% & £ i 2|92 Y 3
%ﬂ{E§Q3SUSC§H2%’ﬁ%wm

(1) Bf1p 2 2 & QHEQA TR E DT AT @ E %% P (if the
disclosure and claims clearly convey what the applicant has
invented) ;

(2) E B F i L KR A B ETE ) 4 A7 AT A %R 20 98 1 (permit
others to determine what rights have been provided to the
patentee) ;

B) TR H A2 L T %gr} BAIA TG 2 TR B
P (enable one skilled in the art to the practice the invention
without undue experimentation) °

HEJNFLLR AFEZEJILERE35USC §II22 8% 71

M3 oz B4 2 A (one skilled in the art)y, ch 4 & 38 (73247 o @ & J4g £ 7

7R d B JHET R p*{?ﬂ“ WP H e T8 TR E A
2_ A (one skilled in the art) [ 8 2 “fah @ 2B iFF MU fEEE P > TR
& 35U.S.C. § 112, second paragraph 2 2R 2_» G4 @ — B30 F e o0
%% EHEJFEFY PETET R M2 T G AL

BEEFHMENILEFE3USC§ 22583 FaL2 A7 T2 0
Jae 2

535 U.S.C. § 112

The specification shall contain a written description of the invention, and of the manner and process of
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the
art to which it pertains, or with which it is most nearly connected, to make and use the same, and shall
set forth the best mode contemplated by the inventor of carrying out his invention.(first paragraph)
The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.

A claim may be written in independent or, if the nature of the case admits, in dependent or multiple
dependent form.

Subject to the following paragraph, a claim in dependent form shall contain a reference to a claim
previously set forth and then specify a further limitation of the subject matter claimed. A claim in
dependent form shall be construed to incorporate by reference all the limitations of the claim to which
it refers.

A claim in multiple dependent form shall contain a reference, in the alternative only, to more than one
claim previously set forth and then specify a further limitation of the subject matter claimed. A multiple
dependent claim shall not serve as a basis for any other multiple dependent claim. A multiple dependent
claim shall be construed to incorporate by reference all the limitations of the particular claim in relation
to which it is being considered.

An element in a claim for a combination may be expressed as a means or step for performing a
specified function without the recital of structure, material, or acts in support thereof, and such claim
shall be construed to cover the corresponding structure, material, or acts described in the specification
and equivalents thereof.
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41 BP0 4 T AR 2 BETIIL

ﬁgﬁg—f ps«j—cl hﬁ-#gj#%m—'ﬁh ’F,‘rp\? 7@; ngfrzyﬁﬁ\A(one
skilled in the art) | #12 i& #r4h E 22 TR 73% T "M A = e i
(possess the requisite functionality) > &% #-3%2 T "aficfi 2 H v & 2 2 4
(integrate the computer with other elements) ™ %= = 3% P o F]pt > F & |
WP LB d TP FRZE TRAOEBHEL A 23T NN
FIANSBZTHEMEL LR PRFHLEY T3 B2 35USC
§ 112, first paragraph 2_ . %_-

FREIRP g f e BN F0 B4 35US.C § 112
first paragraph 2_ 4 2_? i*u.’&i FaEph FIB R 0 TR X UE T
$ A 2 4 (one skilled in the art) | #F12@g @ * ZFEP TF o

42 7 "olic k8 F 5 ¥ i £ & 2 (Functional Elements)

REP Y R AAREHARG ZER P - A
& 1% (Functional Elements) » i ¥ %F‘? d J* 42 B](functional block diagram):r
AT FM o F AL R EFEIERE . RER R SIRP F
B AOPIT R VR AR T B R 2 A AR 2 dp b
TR LdhE o FH I ARSRE T AEZE T RoBHE L
A (one skilled in the art) | B f#3% % oAz 32 & & S dofe & * 3% & 2 0 %
GHEP > JHETEE T @8 35USC. 1122 RE -

43 7 F&v‘ﬁ}t%ﬁ%ﬁ d  Means Plus Function # if = % % & # (Elements of a

Machine)
T # it #4£3% % (Means Plus Functlon) 1 ¥ &t >t (machine) & 7
# &(manufacture) & |2 |58 & £ ¢ > %ﬁ d 3% 2 TR chfE ] &

Y %ﬁ A 88 55 A (structures) ~ B JIRP 3 4R & O F TL(materlals
disclosed in the specification)* 5% 3 (equlvalents thereof):& {7 £ | &
sk o Flt o N E A S ;ﬁ d 74 5 1437 2 (Means Plus
Function) | #-% "o#c %8 4 it & — #& " means element > # ;ﬁd 7 Pk ’h%"-
(physical structure of a computer) & 7 *% =~ i (computer component) )4 Z_
% rMeans element | °
TPk £ it & T Means element ; 77 5% > 1 & 5 16
(1) i&% FUo8 £ = B & 5 2 07T "%E 4 (a programmed
computer with a particular functionality) ;
(2) #-% {1 45 1 S JF 0 T e %m@ﬁm AH @ AR
# T 18 1% (a logic circuit or other component of a programmed

computer that performs a series of specifically identified

"% See supra note 98. FUR TR R F ol m Means elementfi 20 > = 17 :Z,PDFEJ 19 F1 -
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operations dictated by a computer program) ; g
() #A TR ES LML RE- AL - Jfd 1A
PR g B 7 = i (a computer memory
encoded with executable instructions representing a computer
program that can cause a computer to function in a particular
fashion) °
g B (Means Plus Function) j#-% & #c %8 # it = [ means
element | » 2 §r & j# &AL 8 %% H (structures) ~ B JI P 3 #h g hE
(materials disclosed in the spemﬁcatlon)& 35 % % (equivalents thereof) & -
P ER TP L EER AR EE3SUSC S22 R
Blde D gcH B 1Y R oo xﬁ“ﬁv% Heorgrd plens i w3 A
B Ao %ﬁd AT SaZ#a s AT » T #&—ﬁi%ﬁ%ﬁ
d # it 43 2 (Means Plus Function) % it == "'means element | 3% 1 IJ%
Flmems at R ik35US.C. § 112, second paragraph #7% %5 ; e 4p %t
15 —‘E%ﬁ“é R )N R B (3088 enid 17 0 3 7 7 P47 5% (means
element) #7 £ i = ¥ s f > PRI 2 & 35 US.C. § 112, second
paragraph 2. . E_-

44 FEAEER ARG B A B

% 7 & 35U.S.C. § 112, second paragraph 2_ R.2_> {EJ158 7 e B
FIRP F 2] F 0 & R P IR Fle o B A
SEGBEPE R oonE (practlcal utility) > % 2 % R ﬁ,—,ﬁ* ZE P F 9
G B T fc(features) > A BT H FF R B R A AT R ok
o W11 > BE (T B Ié'm%ﬁfé} ) %ﬁﬁfggg%ﬂ}l%@(asawhole)
BEFE FH A F(claims)id A > 13 e ”‘?L%'f E =)

?Fw

fe

(non-statutory subject matter) > B4 > fEf X g k- T eI T 2 B
(computer implemented process)’ it &2 E = F ¢ 7 4 5F 7‘5}'" L Es
(mental performance of the process) > d ** 4 g @ 372 7 & {1

2 3 % £ 4 (abstract ideas) > v % &% R ¥4 35 U.S.C. § 101 %2 § 112,
second paragraph 178 ;2 & J1¥ e 25— B Y i H B JIp F 4rdh
B2 HTT AT RN T B2 e R H R RE B S
FEAI & o pIF %%?1 WF EJIIE R UBET A .

45 F 54BN E & D T "4 £ (Computer Program Code)
FEEAAENEJENA Y BB H T AN E 0 bde o RAeAB
(source code) P %5 (object code) » & T iz F 2 4 (one skilled in
theart) | &2 RZFNF S F P & ﬁ"i;i’fg’f #EFhLE TV
35 U.S.C. § 112, second paragraph +%55 3% % | 3 - J 445 (source code)
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# P 8 (object code) ot — BHLI PR AL 3T 0 2R R PR e
& (source code)st P 778 (object code) @ i RLF| &/ R B AreE L E 2 A
(one skilled in the art) , 7 129 % » =+ ¥ 3% & R 445 (source code) &% B £77§
(object code) ™ i & A & 5u s M L EAIF R L 1§ & KL B
BAEP L 2 Y F AT RN R FHhIE x> @ 2T
# % 2 R 445 (source code) 2t P £ (object code)

BT 2 R HILTE LR ATHIEGSUS.CI02)% 2475 3 L1435
U.S.C. 103)

5.1 AT (35 U.S.C.102)2 *)#f

BB~ B 2 ik o p 7w JFEL35 US.CI01 #rifgk 2 & flHReh
oGP EJIRFAFAOERY P oy A E2LFP > 2T E35
US.C.102 ik {1 TATH H(novelty) ;- % 44 | &3 475 P &
FIEE L& r%%%ﬁ'ﬁ_(novelty)J B2 REEE THEPLRY B Ty
Heii(prior art) 3 7+ Lo S 1A ETEE B AT B Y R -

FEo R AR ARG EP B A SV RN
Flp o % 35US.C.102@)" g Akt PR KR ELTARS &
18 .

(1) = F 2 & I35 +*(patent publications) ;

(2) & JUF L 2 & B (printed publications other than patent

publications) ;

(3) = #.a % 2% P (otherwise publicly known inventions) e

FLER Y kKRR TR Y A P ELH YT T Rk 35
US.C.1020b)(d) Prg 2 tezz s M & Jl8 N & 1V Fpwie | &2 % » 3%
% Mg F e 4k & f(patented) ~ @ = B (described in a printed publication)
o B2 % (public use) *t # F B P 7 4 (on sale in this country) > &3+ 1
EUTmGEP R RBmBE I ET L R E L r%‘TJTE'H—J °
PR gL A FmeEflc LF L5 - BRIAZENY G2 gp
A BHR MBS FH A FAEPS AT L 2R N LD

1735 U.S.C.102: (a) the invention was known or used by others in this country, or patented or
described in a printed publication in this or a foreign country, before the invention thereof by the
applicant for patent, or

"8 Dr. Georgios 1. Zekos, Nanotechnology and Biotechnology Patents, 14 Int'l J.L. & Info. Tech. Rgy.
310, 319(20006).

11935 U.S.C.102: (b) the invention was patented or described in a printed publication in this or a
foreign country or in public use or on sale in this country, more than one year prior to the date of the
application for patent in the United States, or

(d) the invention was first patented or caused to be patented, or was the subject of an inventor's
certificate, by the applicant or his legal representatives or assigns in a foreign country prior to the date
of the application for patent in this country on an application for patent or inventor"s certificate filed
more than twelve months before the filing of the application in the United States, or
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Borrdr & 2 4p B 30 (§102e ~ g) -
FFAABRAIAFP LI AMB Y LY 3L R 3
SR G Sl S L e ariﬁn‘v % % [+ (obviousness) ;> & A FE >
Varded o g P Bl TR iz 4 4 L (skill in the pertinent
art) , FHEAERL o HEM BN BT I B K TR 2
FPE A - homind LF A TAEgEa S L

(non-obviousness) | °

52 & @ 5 B (35U.S.C. 103)2 2| %7
35 U.S.C. 103 "Lr%% % A& 2 L T 2HH b A fb‘_
(non-obviousness) ;> % & 2 & FAEJ] A L H S kg & T
% ok o B (prior art) £ FT2. HopE % 0 B ;5#:41?%\ k2L # Sjae
2 A %ﬁﬁyﬁ%ﬁ‘%iﬁjﬂ;jﬁ—‘é RN T BT G R S R
AR F P B A °rﬂ»‘“’f é#ﬁfﬁ?’sfﬂgaésﬂ} LA TR
244 (35U.8.C.103) ; z & & ELB?’%'%%}L A URSER . S 0F 2 O
g1 T3 segphe(prior art) | & —“Ffi Fend Bigim it o NI A L 3k2 48
Tl w2 1Y i (prionatt) jpd # 2 £ Bt oo F oo TRz de
2_ % (one skilled in the aft) | 14 B & {5 fﬁfﬁ W IR E R Y
JIps 2 Popeps 2 4 F o SR P F B 5 4 AL (obvious) 0 B H]
g m s Tegm M BB 355US.C. 103 2 & 12 o @ H|#rH
L5 H 35US.C 1032 REmatd wigd T4 BHg Ve
(1) £z Ty aoffy ngrf]ﬁ P 7% (Determining the scope and
contents of the prior art) ;
(2) ®ewl T ¥ ardps, &2 TY G116 F ) 2 4 B (Ascertaining
the differences between the prior art and the claims in issue) ;
Q) g ? TR AL | B E K 2 Hk R
(Resolving the level of ordinary skill in the pertinent art) ;
@45 Ttlga 2 Af ) 2 FHEFS - £ RFE TN
(Evaluating evidence of secondary considerations)
R AT it 4 7137‘53?5’1 Mztdgm & A4 | B 2 X%, AT
4R EF
(D 7@#?& 8 e0Y -4 11 §° B 7 7§ (The claimed invention must
be considered as a whole) ;
(2) $+4F9751 7 2§ S RAEE T AR e R L 2RV et
E_F i 3k (suggest) ¥ %ﬁ d ¥ Feppe2 % & (combination) ' %
= 4F % e PP (The references must be considered as a whole and

120 Graham v. John Deere Co., 383 U.S.1 (1966).
2! Hodosh v. Block Drug Co., Inc., 786 F.2d 1136, 1143 n.5, 229 USPQ 182, 187 n.5 (Fed. Cir. 1986)
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must suggest the desirability and thus the obviousness of making
the combination) ;

(3) $3¢ ¥ Pt ET R (B A g B B B TR
¥ % {8 L2 P (hindsight) 82 %¥(The references must be viewed
without the benefit of impermissible hindsight vision afforded by
the claimed invention) ;

4 Temsph =+ ) A% XL L2 ER
(Reasonable expectation of success is the standard with which
obviousness is determined)

4 BRAY > viea BNERAF AL R T B T2

@ % 2} (non-obviousness) | 2. 3 T & & & B '** :

() % & F o3l % ehy aodliies ek B 28 i gloaegg F {0 PLARAT 328
A L2 g T %57 (teach) ~ 2 3 (suggest) & 7 # 4%
(motivate) ;| (TSM Test) 4+ ¥+ £ o H jiF < }I?% {7
(modification) » & % & (combination) <L = H jiF < /I?% T E S

(2) it g e g & % LN &I SEH ¢ 2 (reasonable
expectation of success)’; 14 %

(3) A Jo &3 fo 14 A EARR ko JF R B R AR R Fih

b'fr*p Ui
FEY 2 % 5N FERR ¥R DEEAA G 2
mE R friiﬁﬂ FEE R ffpa#iﬁ~ A ’ﬁ #oT (teach) ~ 2 2k (suggest) &

3 %5 8 (motivate) 4- ¥ Y Aud e T N B £ TV 2 A E 4 T A kR
2P AR e GER ERGY MM B FEM A EF 35
US.C. 103 z_ 2£% ™ % 5 4 (non-obviousness) | °

%‘*‘uﬁx’&*"%'f "2LE8 @ % A {4 (non-obviousness) | Z_ F|#7 > i# #r

5 v PP & 4 (claimed invention) £ ¥ Frfk fiF(prior art)2. & #713 L B
PRERRY:E IS T ﬁﬁ FEREHE 1145 Fl(as a whole) =] %7 » 2% %
LS g BRI = - L (functionality)* T8 At Ziacfs Tt
FodieriE & (suggest) 0 M E 1T E # 350U.S.C. 103 2 L8 A 5 B
HerFrFhd Az x—ﬁiﬁ Ak g by B A
3 ’éx@%ﬁﬂ HAN Rz A Sl b Ra PR AL El:lé’:—g XY
SUEHENER T4 Y EEA 52 Lk (Prima Facie Case of
Obviousness) ;> &5 ® % % ¥ 3o

A E s B AT A kg P % Y (claimed invention) £ ¥ B i

(prior art)2. ¥ #7175 e A B 5 5 kA M 2 T o (e %‘LEE@%’N
FREBEZ > R T 2 & & ¢4 (o functionality) » # & 7 ¥ ¢

227 e i‘[J%r’gﬁ@ FrRLAHS I ™t Prima Facie Case of Unpatentability ? | (2007) »
http://usipl.blogspot.com/2007/02/prima-facie-case-of-unpatentability.html (last visiting at 2007/5/7)
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35US.C.103 2 25 3 LHE 2363 Lot it e T hcu 2 473w
123 .

() - RV H SRR Y oz £ F A7 ot 2
R @ ;I_;l;jii‘gé‘r? ERERE EEE R L R - R
it & 1¥(a computer readable storage medium that differs from the

FRRRS

prior art solely with respect to information encoded on the medium
that does not alter its functionality considered as a whole) ;

(2) - TR FEY vz £ R W At E ot K2 il %
W7 ¢ BT R A racid & 2 # i (a computer that
differs from the prior art solely with respect to information whose
content does not alter how the machine functions) ;

B)- 2oy iz L WA H are 72 il i
EREFIRGEH FrATarid & chat i (a process that differs from
the prior art only with respect to information that does not alter
how the process steps are to be performed to achieve the utility of
the invention)

%&P%n‘léﬁ%ﬁ*” AR 5 g AR T 2 ¢ BB e
= EE R 0 F o SRR 2 5 14 (no functionality)z. & 2 > gAY
Aot o 2h# i (2 (no functionality)di d8 ¥ AR 5 - A2 T A
(non-functional information)sn & %7fie & (rearrangement) » & A7 ¥ {7 5
RER TR A FTEIFELIE? 24 35U0S.C. 1032 2 88m 5 8
Mo

%78 FERWEIEERR
- 90 2 Rt % ] R (scope)sh T

FRE v B Qe TE > JE 70 &£ % Benson k42 ¥ %3 5 o BEAE
2R - RV M2 '_’-%‘f Mo e )J'}B E"i]?q/f]’m?‘]’"m@/\%ﬁ%;}' S Ykl
Ao ZRAM R 2RTHEME AT B B AEE R - GRS
PIREFRE > AV FRI FPREHHEME ] Edng > A S5 R
R mARRAR S oo R EREE RN TS 2w s TR
HEHP EREWE ARS8 FIER S WS D o

L1 #cf & fldae k3 50

B % e g % B8 F(logic algorithm) i i& (7 E“}
12 (processing data)’ @ #L A8 & ]2 ¥ & 482 42 Foend| i@ ¢ 4p ? ﬂg
Foo B R B A 1P 2 B rw%ﬂ“ﬁa

12 patent and Trademark Office United States Department of Commerce, Legal Analysis to Support
Proposed Examination Guidelines for Computer-Implemented Inventions (1995),

http://www.uspto. gov/web/ofﬁces/com/hearin,qs/software/analvsis/softlaw.pdf (last visiting at
2007/5/8)GH{ Fr it fii F<a " Means elementfi* UHE 2RI r?f/PDF Y22 1)
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FHETAIT S A - RenL 2o i TS I
B BFBLEFNY IR ZREALE R FREREJIFEER
Lter 20 HMPFPEP D 75 FE A BP0 B
¢l 4 F (certain key words)i& 7 # 4 & 11 # “-‘,i;mir;% 120, X g A
BE % m(patent classification system) > 44§48 & f| e /HHE & & if oh %
Fl 2 Bp gL e fﬂﬁﬁ*“'%? R & BT e 2 pen Tt & Ik &
2o B3 ABAzZ L AEL X FE TR IEE ) ol g
I .»n%ﬁﬂ & T E e R R B U B
ABE BRI RIS I B g A .

P F 4t TH S ek ) LA 2 Fir ARG A5
Vo - F 4R & {4 #5(Patent Classification)'*:& {7 #c 48 & E =g
TE YV - P A E WP ¢ gk 4 F (key words in the
specification) '’ & 7 #5 # & | #vbeh T & o

f1# T & 412 455 (Patent Classification) | i€ 7 #r #8 & f] & L&
7 N3 &3 0 F ®E 4 #5L(US Patent Classification, UPC)2 R*%
£ 14 %75 (International Patent Classification, [PC)# #& o e $¢ 58 T_&
DRNREEANF BT RGIRN ¥ EF - BREIAEEISN A - B

T RN o A S SR TEnH TR 0 b S JIT R

EpenB AP S et 0 il et Hig ool
Fo RIS TR A §ORE RS TR F o A R
S B IR el AR B L s B o £l (B 1)
wpE v Fa?ﬁzi‘—}(keyword)yéﬁ/% Mo MaET e ML R
ek 2 ER - gt TE AL 2 &2 5 THgER A
féFU o RJE R NE {45 0 FIMEEF A F B e IR

AR B RAPHEF o 0T REH D ED THHEIEE T

;—;3‘29 AR A S B s SR A

124 Graham, Stuart J. H., and David C. Mowery, Intellectual Property Protection in the U. S. Software
Industry, in Wesley M. Cohen and Stephen A. Merrill, eds., Patents in the Knowledge-Based Economy,
National Research Council, Washington: National Academies Press Rgy. 219-58 (2003).
http://strategis.ic.gc.ca/epic/site/ippd-dppi.nsf/vwapj/-07-AN%20Graham-Mowery.pdf/$file/-07-AN%2
0Graham-Mowery.pdf (last visiting at 2007/4/18)

125 Allison, John R. and Mark A. Lemley., Who’s Patenting What? An Empirical Exploration of Patent
Prosecution, 58 Vanderbilt Law Review Rgy. 2099, 2099-2148 (2000).

126 Bessen, J., and R.M. Hunt, An Empirical Look at Software Patents, unpublished MS, Boston
University School of Law (2004), See http://www.researchoninnovation.org/swpat.pdf (last visiting at
2007/4/18)

127 Griliches Zvi., Patent Statistics as Economic Indicators: A Survey, 28 Journal of Economic
Literature Rgy. 1661, 1661-1707(1990).

1% Graham & Mowery{[[R 4R | TIPCHIUPC | 35 53 K= RISEH -

129 BessenuHumEur?J ELE 3 MR A EJILHF‘/ TRRIFVEE - [ IR rgj; =t
FE] é' [FHfY TJ%J ES Vﬁ?r?ﬂﬂ;ﬂjﬁﬁﬁ T o
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1.2 P & 12 #5L(IPC) 2 et & 1ok 3 &

% i% # Graham 2 Mowery * 4] * % & {] A g 8.(IPC)i& 7 | #4Y
Bk ) & A B e 0 B iR GRIPCA S 5L
A& B0 11 BIPCA 5L €& T 4 & {14 +% | Graham 2
Mowery*7T Z_ e 48 & ik > 2 & (% & ¢ 2% TGOOF(R + # = F e
) 5~ T GOOK (e W] 5 B % 1 5 e 8l 5 e i 2z i) 2

"HOAL(#ci=F 3 2 g ﬂi%J)J Z R HmINe gpheT Aron
GO6F % + #ici F # g2 (Electric Digital Data Processing)
3/ Input arrangements for transferring data to be processed into a form
capable of being handled by the computer
5/ Methods or arrangements for data conversion without changing the
order or content of the data handled
7/ Methods or arrangements for processing data by operating upon the
order or content of the data handled
9/ Arrangements for programme control
11/ Error detection; Error correction; Monitoring
12/ Accessing, addressing ot allocating within memory systems or
architectures
13/ Interconnection of;, or transfer of information or other signals
between, memaories, input/output devices or central processing units
15/ Digital computers in general
GOBK #cdy W] 5 #cdp % se &l te &' 1 2 &2 (Recognition of
Data; Presentation of Data; Record Carriers; Handling Record Carriers)
9/ Methods or arrangements for reading or recognizing printed or
written characters or for recognizing patterns
15/ Arrangements for producing a permanent visual presentation of the
output data
HOAL i F 32 i@ ﬁg?](Electric Communication Technique)

9/ Arrangements for secret or secure communication
1.3 2 W& J1 4 5550 (UPC)2 i & I8 T &

Graham% Mowery ' 24k 1 #48 & 1 vE 2 B'% & 114 #5.(IPC)

EHE L LT E I FRE AL HE(UPC) - gl B
f 0 45 12 EUPCA sg 5L T &R & 4k - B 12 HUPCA 3750
B e

Class 345: Computer graphics processing and selective visual display

systems

130 See supra note 124.
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Class 358: Facsimile and static presentation processing
Class 382: Image analysis
Class 704: Data processing: speech signal processing, linguistics, language
translation, and audio compression/decompression
Class 707: Data processing: database and file management or data
structures
Class 709: Electrical computers and digital processing systems:
multicomputer data transferring
Class 710: Electrical computers and digital data processing systems:
input/output
Class 711: Electrical computers and digital processing systems: memory
Class 713: Electrical computers and digital processing systems: support
Class 714: Error detection/correction and fault detection/recovery
Class 717: Data processing: software development, installation, and
management
Class 719: Electrical computers and digital processing systems:
interprogram communication ot'interprocess communication (ipc)
1.4 o8 $oitehd 4t 5 (key word) 2 S % 1 450k T &
Bessen % Hunt'*? B 8 &b R 1 crptirdd i > 1% 4p B cnbf 4
F (software, computer, program) B fIF P 3 3+ T4 = (specification,
title) » ] * B {EF b 5u(and) of, Tandnot) &+ $1 7 Fr ehB I & & & (78
BooouBg - S A1 & o Bessen® Hunt*r3k 3- e [ 48 & Fl§ e
BIEE & o™ Ar7 L
(("software" in specification) OR ("computer" AND "program" in
specification))
ANDNOT ("chip" OR "semiconductor" OR "bus" OR "circuit" OR
"circuitry" in title)
ANDNOT ("antigen" OR "antigenic" OR "chromatography" in
specification)
FHEBEFE N AR DOR ARG DR &SP F (specification)
# softwarez " computer? program | % B¢ 5 » & & & {1 £ fi(title) ® 7
J1 Fochip ~ semiconductor ~ bus -~ circuit% circuitry & B 4EF > ¥ & & 4|
P E ¢ % ¢ 7 antigen ~ antigenic ~ chromatography & B 453 » H #74f
S Lo W TR E ek o kdp b EnBEE R S A A p
RE S ERE P EHUSPTO)Z &I FHE 639354 - BIF 12
o & T aE o P, 7 1 USPTO 2 & FF ¥ %2 % F

132 See supra note 126.
133 http://en.wikipedia.org/wiki/Bessen/Hunt_technique# note-2 (last visiting at 2007/4/23) Féf/[‘j?‘,’
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(http://patft.uspto.gov/netahtml/PTO/search-adv.htm) » ﬁe?] PSR ¥ =S A
439 ¢

ISD/(1/1/2005->1/1/2006)

AND SPEC/(software OR (computer AND program))

AND APT/1

ANDNOT TTL/(chip OR semiconductor OR bus OR circuit OR

circuitry)

ANDNOT SPEC/(antigen or antigenic OR chromatography)

kg b it en$ 393502 (qQuery) 0 F 3B 1975 1 2006 & F E Bty B
FI 2 feeF B > T AT & AT

4 2-3 11975 & 1 2006 & fF & fd8 & ] 2 <R

PN b E R A R Ak
i+ K EEE-SARES /S R E D b
1976 725 74,966 0.97%
1977 838 69,371 1.21%
1978 845 70,150 1.20%
1979 783 52,104 1.50%
1980 1019 65,885 1.55%
1981 1210 705699 1.71%
1982 1319 63,005 2.09%
1983 1358 61,620 2.20%
1984 1888 72,350 2.61%
1985 2357 76,969 3.06%
1986 2530 76,602 3.30%
1987 3384 89,140 3.80%
1988 3326 84,028 3.96%
1989 4751 102,216 4.65%
1990 4555 98,707 4.61%
1991 5080 106,433 4.77%
1992 5579 107,034 5.21%
1993 6425 109,414 5.87%
1994 7579 113,270 6.69%
1995 8571 113,518 7.55%
1996 10818 121,417 8.91%
1997 11534 123,792 9.32%
1998 18415 162,846 11.31%

B l'%ﬁ%%ﬁ?‘ Bessen & Hunt it ﬁﬂ‘ﬁgﬁf ﬂj%&i%ﬂ"?}ﬁ%i{ﬁ'ﬁ o
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1999 19457 168,638 11.54%
2000 20730 175,455 11.81%
2001 23347 183,492 12.72%
2002 24550 183,916 13.35%
2003 27362 186,594 14.66%
2004 30113 181,004 16.64%
2005 28900 157,472 18.35%
2006 40871 195,885 20.86%

FHAR: AFLp FER
rﬁﬁ@?%gmﬁ@i%ﬂﬁ&$ﬁﬁmﬁk%gﬁﬁrﬂ@%

(reissue) | B |2 dcis » rEZ ZEREHM L L |2k Ea T

Mt atd 2 frE oL B EE S Mg T R

250000

1l

1=

#x

200000

150000

100000 |

50000

Y D D DD WD

1976 1978 1980 1982 1984 1986 1988 1990 1992 1994 1996 1998 2000 2002 2004 2006
et ¥ RN o E

Bl2-4: FRFE 228 E 42 #0 )E
FH KR AL p R
BB T g FREE DR R s RS L 0 S
70 £ A Tm- 7 g EEfaR AT £ KT 20060 F 1 #5208 #h
S BB ARSI LT Y3 B o nd? AL P2k £
AR AT EN ] ERMBESIOE NG 1000 F24 AFED
80 & NN F £ R I 20 B F 2 [a(Supreme Court) & Diamond v. Diehr - %
P T T B BN B L iR s P PR
" Freeman-Walter-Abele Test | e 238 % > 048 & ) & Feeha £ 5 J8
80 & R A4=Hp 11000 i Z L erdifr > FE D 80 2tk o H it )|

13 See supra note 133.
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1l

2

ki

BHCRHTE m A E T IT 5 B 090 & R R R F IR 1 27 L(CAFC)
% Alappat %7 > H#HM L {1hF & R TiIT D gec® > B R AH
#r3% * &1 [ Freeman-Walter-Abele Test | > @ 2% & f@r LEHE I Fl(as a
whole)&_% & # ¥ & |1 sz F (practical utility) > Flot > 8 & f]h%
A2 R WE R TS msgs ) & TRt 20827 B4
FfF 0 B R S PRI B35 US.C. § 101 7 i chd 4R
TEFFEF( o #1290 E AT A E 5 it it S IR
M oA B 1 e 8 90 & R A7 Hp 5,000 # e f s £ T 90 &
* #P 3T 20,000 i e p P 90 £ R Hp R REELZ T 3 OB ARE
B E > 4 b CAFC *t State Street Bank % 2 AT&T % i+ ;¢ ﬁ%"‘,lrt M #c
FREZZRESZ 37BN BB e HHE DR
.ﬁﬁ(ﬁ&ﬁ’i“f » 2000 & kR & i g B E 20,730 # > =37 2006
E LA 2 Hcirpe T 40,871 2 5 LR ACAERST 70 & & 1 & 1000
EEHmR g LA ET 40 B o BT BIFEH ML B gE
B DL B et b T IR T0 £ N E E Al B A 49 ik

ﬁﬁ?ﬁ%?&ﬁﬁﬂ%’ﬁﬂﬁ2%6E’ﬁW%?%WW%?3

gl e kAT 21% 0 #AE2MEet bl F K e RV ERHE {35 £

E3| 5 'f 2 A 50 e
45000 7 25.00%
40000
35000 1 20.00%
30000
1 15.00%
25000
20000
1 10.00%
15000
10000 | | 5.00%
5000
0 0.00%

1976 1978 1980 1982 1984 1986 1988 1990 1992 1994 1996 1998 2000 2002 2004 2006

EaP
R R RS e 5 RIS 2 B I Ea )

B 2-5: FRFE 2B EmE Dt bt &F
TR KR AT P TR

$ -1 % REARE{IER L 2 A
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70 # K% 90 & S g rE 4 ek B 1L RE 2o B et R Al
FUsg Al « 330" 2 % (process) & {1 ;2 T % ¥ (apparatus) & {1 ;2 = i (process)
BALEF GRS S AA B IR Y 0 @ KR (apparatus) & 1R
B R AR 5 % 42~ 2 (structural elements) 2 {%ﬁ L S g T = P
(means-plus-function) | #-4% F2E chgic R 54 & 4e ¥ >0 s 100 e T2 2
(process) % 41 | % [ 4t % (apparatus)® 1 | fdic 8 Hprenifid + 356 §27 4p
izl TN ﬁ‘ftﬁ}?ff' 17 % (process) & FIsg A m 3 - BJHEA AL %R B R
B R FEP REFERRFE T F Y TEREOREREAI AT
R OE R /ﬁu’%@'%'f |0 * 4 (end-user) ™ it # % & {1 ls:JfE o e R F #C
i F} AP RAT o B P RES I RAE R * o (end-user) M4 [ B B ch A o

b i m;*‘,g(apparatus)%'f BAT o R RROFAE > A AR NG
= ”%g ARES > P M A S T 524 B4 > @bl
v fe il ¥ ffn\fe* # —*‘(end -usen) E MR GIRiE L ol ~ kY Y o
gp@rﬁ ) I;Jfgmr% * jﬁ”i&%ﬂ-é‘jﬁw gk o

3 T2 0k (process) & 41 2 T % % (apparatus) & 1 | fedid8 & ) %%
% B {1994 & ln re Alappat% {8 » B 4> 2 T & 5-(manufacture) %
Fly 2 SRkt s {1 & lfs&l%f:’rsﬁwa E gt TA S 1 iz s
THEA A R R R S R g Y ok chide #l(the production of

articles for use from raw or prepared materlals by giving to these materials new

T

forms, qualities, properties or combinations, ~whether by hand labor or by
machinery) PO e ME o FE IGEEER IS by FEET L
Ff ey B KR Jfﬁﬁ A2 73 REP iRt L FRERHEAES AL
MUE R R ERE Y R b p B F A 0 B 4eid i 50 @ (floppy disk)
CD-ROM ~ DVD st e et ] > B384 &5 {10 7 & R4 2 #ie i
Pt A 5 % i (media based manufacturing) £ ¢ i 7 % (distribution
activity) » {1 4 87 = EHEF 1 & & :»ﬁém o
Fl 0 BRI R flehiRE > 2 B A & 5 T2 2 (process)
L4 ~T 5% % (apparatus) & 1, 2 T & w(manufacture)és ] T A
3L AR Tt 4 5
2.1 # % % {l(apparatus claims)
PHEAEEBIENE LR A ¥ P R E S R
(structural elements)st 2 T £ E# it 35 /2 (means-plus-function) | #-#it 48
# it (function)#e 3> AL M AR 1 » L ¥ A A K ¥ T4y T "o(computer)
EER TAXE BJHETFERY - 4o 500 211 "L (apparatus

with structural limitations) > 2 #it %8 #* ¢ $2*2+4|(apparatus with functional

135 Burt Magen, Article of Manufacture Claims for Computer Related Inventions, 868 PLI/Pat. Rgy.
90(2006).

1% Diamond v. Chakrabarty, 447 U.S. 303, 308 (1980)

137 See Magen, supra note 135, at 92.
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limitations) » #-$r #AR & SFHElt~ 2 X B & ] RAEF Bk K(system)
u & 5 Bt (clements) > B¢ - B SR AE GRS HRHAGF S T

Bz gt A - F MR- R RE 3 2T s AR~ 2 (memory element) & & 5

i (storage element) ¥ » 143 {7 4 ,meé de oo MU W R R RAR B B
Mo g R
" A computer system, comprising: module A; module B; and module
C.

FtiF moduleA-B&CP 2 e - HH~22 gt o

fe ffd [+ E i 5F 2 (means-plus-function) | 45 i X E &
1% 35U.S.C. §112 2 R 2 7 Bt e B & Jl45 i = T "a(computer)
g H s #%4 (other machine)%’% d 27 g0 §8 %% & (corresponding) 0 ¥ 12 A5 = #Y
FHE T hEE &3 (a means or step for performing a specified
function)'*® o TR HBE T2 T & EAEFIE Y FEIRZRE R
R EFOREHIR - BHEIR DR ZT 40T AT

" A computer for converting “data 1” into “data 2" to be displayed

on a display means comprising:

means for function A;

means for function'B;

means for function C.

22 * &) (process claims)
?%’ﬁﬂ G R Rt - A& WV H A e

SR L 7‘5 P (steps performed by the software) » @ iz &t # FRF v AL

AR AP Y b Y R B RIH RSN AP D
#7 % ¢34 {7 # 3 (fabrication describes inventive acts for making
something) » & ‘& _.r‘*« BEHFH R 1L A = T % (assembling describes
inventive acts for putting something together) » @ #§8 17 % & 'f #A
7 & A 2 3 %% (1) Pre-computer process activity : R F LR %ﬁ
A4

information or signals) ; (2) Post-computer process activity - 43 #|# %8 F /&

% R8 3 4% <947 B (a process that results in a physical transformation of

/> fie en4% B (a process that involves controls or accompanying controls of
hardware resources) ; (3) Practical applications : J| * it #8 $ 78 F er4p

1% Under 35 U.S.C. §112, paragraph 6, “[a]n element in a claim for a combination may be expressed as
a means or step for performing a specified function without the recital of structure, material, or acts in
support thereof, and such claim shall be construed to cover the corresponding structure, material, or
acts described in the specification and equivalents thereof.”

139 See Magen, supra note 135, at 90.

1% Thomas Q. T. Tsai, Patenting Software in Taiwan: A Comparative Study of The Laws of Taiwan And
The United States, http://www.idea.piercelaw.edu/articles/40/40_3/12.Tsai.pdf (last visiting at
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B & * (a process that is limited by the language in the claim to a practical
application within the technological) o F]}* > £ ¥t 48 2. = /2 & {0
2o BAEJIE B2V 40T Aron
"A method for generating a graphical user interface, comprising:
step A; step B; and step C.
tik stepASB 2 C 5 #li7— B2 % # 4/ & (graphical user interface)
SRR R B

23§k 1% {l(data structure claims or Lowry claims)

FARSHEE JEY - £ T 2 S(manufacture) & ] ; 57 3] » %43 &
2.7 & 4| thiE = 20 In re Lowry'¥ » BZRicie b 5% Bu(CAFC) %
FofpoeRly 2 FEEs F 2 g2y Ry M B F i
FoARE BB TR E e R B T Y R
it s R %7 3 P4k (computer readable media) b en R R 4
B- AL ¥ &2 & S(article of manufacture)142 o Flt o iRy AR AF
Z_P (object-oriented)# 73K 3+ 2. F #—'@g&—fﬁ BRI E B R F A
T

" A computer-readable medium having stored thereon a data structure,
comprising:
a first data field containing data representing a first signal from a first
computer; and
a second data fieldcontaining data representing a second signal that
is transformed from the first signal; and . . . |

—
N

—fl

=

2.4 7 "4 & 4](Beauregard claims)
& 5 41 & {| (Computer-readable-medium) 7 f§ >t - & T & &
(manufacture) & | | #F 4] > & 3 482 ¥ & JI P E 2 3 n re

d™ s A S A MR G R R T
144 ¢

Beauregar
(computer-implemented steps) ¢ 7. &% 15 448 2 3F T & # (modules)
USPTO: & " #8451 (tangible medium)*7¢ % 2. T #A2;% » R & %5 &
35U.S.C.8101~102 2 103 2 & 2> ¥ E 7 & | o iry 1 &gk
FHAE R R RE LS R TR TGRS R AR T
R TEFT R A TR E AR ERR T AT

S

“!n re Lowry, 32 F 3d 1579 (1994).

142 Gee Magen, supra note 135, at 94.

'3 In re Beauregard, 53 F.3d 1583 (1995).

14 Daniel W. McDonald, Robert A. Kalinsky, & William D. Schultz , Software Patent Litigation,
http://www.idea.piercelaw.edu/articles/40/40_3/12.Tsai.pdf (last visiting at 2007/4/25)

5 n re Beauregard, 53 F.3d 1584.
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" A computer-readable _medium having computer-executable

instructions for performing a method comprising:
receiving a first signal from a first computer;
transforming the first signal into a second signal; and
communicating the second signal to a second computer. |

2.5 5L @4 % 1 (Propagated signal claims)

W o5 @ 3 & 4] (Propagated signal claims) » & - # " 2 &
(manufacture)® 4] ; #3] > H %>*In re Beauregard % & #7474 117 & {1
Al BREGELT B P w I 4F ez H(specific statutory) £
10 B & Bl(case law)¥ MR g 0 B B 'f 1 & 2% = i ln re Beauregard % =
Rpl T 2w %7 ]tt CHE R LT 7o A
# it t£4a 1 % #1 (functional descriptive material)*it % >* — f‘ P G R
o3RRI R R R LR ST 2 R g o BRL e
FIZEFIRHER S 37 40T 207

" A modulated data signal having computer-executable instructions

embodied thereon comprising:

a first module programmed. to receive a first signal from a first

computer;

a second module programmed to transform the first signal into a

second signal; and

a third module programmed to.communicate the second signal to a

second compulter.

2.6 API/Protocol % {1
API/Protocol 45 7% i+ 418 (computer-readable medium)® % %%
F & * #ck8cnié * 4 5 (application program interfaces) > & & * F] X IE K
- FIER > TR G B R * 4 5 (interfaces) >
Ak R A M2 B e o T ;ﬁd H-fR* 25883 %
gsAR N e TR 4258 4 & (Application Programming Interface,
API) > & & 7 I 7 2 FF 97 % eE i+ ®(Protocol) » ¥ & # &£ &I &
e w & 44 o API/Protocol & 417 &+t T & & (manufacture) &

146 Scott A. Horstemeyer and Daniel J. Santos, A New Frontier in Patents: Patent Claims to Propagated
Signals, 17 J. Marshall J. Computer & Info. L. Rgy. 75 (1998),

http://www. jmls edu/JCIL/17/signals.html (last visiting at 2007/4/25).

T LRI > AR R A 2y R AL

http://www.tipo.gov.tw/Pcm/pro_show. asp”sn—l 14 (3= = ?%JEFE 14 1 2007/4/25)

148 Steven W. Lundberg and Stephen C. Durant, Electronic and Software Patents — Law and Practice,
http://www.djstein.com/IP/Files/Electronic%20and%20Software%20Patents%20-%20Law%20and %20
Practice.pdf (last visiting at 2007/4/26).
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41 ;> @ API/Protocol & JIHEFIFEHEE = V40T #7577 @
T A set of application program interfaces embodied on a

computer-readable medium for execution on a computer in
conjunction with an application program that identifies real estate of
interest to a buyer, comprising:

a first interface...;

a second interface...; and

a third interface... |

2.7 ®A5 % # 4 5 & §](Graphical User Interface claims)

B3 4 ¥ /4 & (Graphical User Interface) % 3t - &7 #ofe;t > B 2
PAT g R SR P R S T R T ek R ET
oo T B A A G Bl hiRE - AR 46 o0 ook and
feel |- fFr1LG L F MR A6 DD RN EPESE R
# - 4" A& 5 (manufacture) & 41 ;> B30 g B 2 N F 4o T AR

"In a computer system having a_graphical user interface including a

display and a selection device; the method of providing and selecting

from a menu on the display, the.method comprising:

retrieving a set of menu entries...,

displaying the set of menu entries on the display,

receiving a menu-entry selection'signal.., and

in response to the“signal, performing a search of a database for a

match... |

149 Id.
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P E mo s {l4IR
BB S 4R
§ o B 18

% ' % 11 % (European Patent Office * EPO) & 32 & ¥ -k p » iy
" %' % 4] 2 % (European Patent Convention, EPC) % 52 if % 1 g %(Article
Dz Rz @eflmEogmegls T4 %4 * 14 (industrial
application) | ~ r%”ryfp (new) ; % T i&# {4 (involve an inventive step) | i& 3 B 4+
Fomige 3w fI3 &2 L a7 E {3 & 22 2455 > & /F
LFEFZEJIF P £F % ~EPC% 52 15 % 2 38 (Article 52, 2)2." ;2 i A5
R | ek o T A 4 QWEPCHT%%\ ERC A I
dz L3
HEPCH% 52 i5 % 2 38 Pl(Article 52, 2)% » T 5| #7582 L guat e &
flzemp - 2 30
(1) EHehg i~ PR 2 HF %% > 2 (discoveries, scientific
theories and mathematical methods) ;
(2) # ¥4 ¥ (aesthetic creations) 3
(3) wAF4aIT ~SZFERN - B E 52 % T P42 3" (schemes, rules and

methods for performing mental -acts, playing games or doing

L

business, and’programs ‘for computers) ;
(4) T & m e F(presentations of information) ©
ypt I E 2 A B2k B BAIY RS B IH a5k
Sl B R i 2 S B R4 £ (subject-matter) ;2T H # ¥ (activity)
WE Vi A B2 R 0 REPCH 5255 % 338 P2 s %8 )Y
FRARflL2ET %1 14 (exclude patentability) - i& & 3} & £41* TEPC
55205 % 2 A2 AV Rk #78E 2 4P M & * (application) > @
?E,T&»FZX L A F/(perse) EREJIZBEPHPEFTEIM R E
AP EFEPCE 52 % 1R T2 EJI3ZE L3 & 20 iheT !
(1) 2 % 11 * t+(Industrial Application, EPC Article 57) * f&4p 32 % P

130 EPC Article 52, (1): European patents shall be granted for any inventions which are susceptible of
industrial application, which are new and which involve an inventive step.
EPC Article 52, (2):

(a) discoveries, scientific theories and mathematical methods;

(b) aesthetic creations;

(c) schemes, rules and methods for performing mental acts, playing games or doing business, and
programs for computers;

(d) presentations of information.

132 EPC Article 52, (3): The provisions of paragraph 2 shall exclude patentability of the subject-matter
or activities referred to in that provision only to the extent to which a European patent application or
European patent relates to such subject-matter or activities as such.
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vV haizie A ¥ie{7 g 2 * (The invention can be made of
used in any kind of industry, including agriculture)'*® ;

(2) —%‘fr%ﬁ £ (New, EPC Article 54(1)) © 7 £ * ¥ fep 4L 74 & (An
invention is considered to be new if it dose not form part of the
state of the art)'™* ;

(3) &4 . (Involve an Inventive Step, EPC Article 56) : fp f*t § v
FE o ZA T AR irr?;'a#:ﬁ—‘g L8 @ % B en(If, having
regarded to the state of the art, it is nor obvious to a person skilled
in the art)'> -

Flpt oo kg bz T w3 BAEen | 2 R I3 R HiE R
(software) % P! {7» FEFFEQMEnA 3> ¥ & EPC #FL%;'Z A A EAen
% 52 0FE% 23 % cFHY o PAEE T AR (programs for computers)® %

EPC ﬂg?:}*”ﬁt"d B w pEa S B nfEg v wimE 1960 £ R H
R E S Y T m%iﬁv%‘i'? B ﬁtw— %‘f’ A pEY h1 i
SeRLE AT o d SN EA 1% BHERITN 4 T NE T SRR

g o T o B PR L 2R &E 0 *v:“v‘ 5‘? 14 i (Literary work) » ¥ 143§
d < F 2 7| fx & R (Software can-be expressed as words on the paper) o #7124 »
EPC 3% % #c M i s @ ¥ 0 (e )58 > & 3 EPC % 52 5 % 2 7%
E eV "$ 7 " A2 3¢ (programs for computers) 7 & F o

g EPC% 52 1f %22 T8 %cic? ¢ P ?#*“f PR e B A e
EPC#% 52 i % 3 38 4r'l4g 7 EPCHET5205 % 2 78 2. “f AR E :#%“f =
S UL ER=gli N2 li & ﬁ AEPCH 52 15 % 2 78 A B 9yp < ft "4r‘ o1 ML A £ subject
matter per se o FI# > ¢ ek flfhenE L7 T L AR ) EE AR M
o ¥ TR RARS B B B - LB /I%(Techmcal Contribution) »
B EFT B4 kfgietheR A » EPOp 1978 £1 7 ¢ S22 Q&
30000 i 22 gl Ap B en% ] > H ¢ < IR F Bt T %2 2 e P (Business
Method type inventions) ; 2 [ = ;2 ¢% B (Algorithms by viewing the invention
as a process) ;%0 e L BB 1Y A G 0 FEEMEEP G
Vgen DB ] 0 REPCH 52 05 % 238 Fcik 0 H B AL P 2
"% g EEAERO T ML AR EAMAF E S 2R T
BMAipMBERP > FE3 #imﬁ'f”cmiihifiﬂ: o T AP 2 B RE R R

133 EPC Article 57: An invention shall be considered as susceptible of industrial application if it can be
made or used in any kind of industry, including agriculture.

'3 EPC Article 54, (1): An invention shall be considered to be new if it does not form part of the state
of the art.

133 EPC Article 56: An invention shall be considered as involving an inventive step if, having regard to
the state of the art, it is not obvious to a person skilled in the art. If the state of the art also includes
documents within the meaning of Article 54, paragraph 3, these documents are not to be considered in
deciding whether there has been an inventive step.

13 Robert Bary, The European union ““Software Patents™ Directive: What is it? Why is it? Where are
we now? , 11 DUKE L. & TECH. Rev. (2005),
http://www.law.duke.edu/journals/dltr/articles/pdf/2005d1tr0011.pdf (last visiting at 2007/4/25).
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o EEM L ET LT & o T o BHILE HEPOSH b 112 4p M
% 6] B JEEPOAJL et & 412 R A -

CEE R T ERIETEE Y

2.1 Vicom% 7

Vicom % #7 2 ehiz £ & 1553 5 T 2 /% & fl(method patent) |
AP M- Y TR RF LIRSS 2 il ik
SPlA & § - 48 T #H W& 2 2 (mathematical method) | ik i > @ %
L fm;EPc F2EH2AF aE FI3ARS HLEJFERC &
"> ) F Mm% 1352 1238 - EPO * 3% f ¢ (the
Boards of Appeal of the EPO) 3% % ¥ » 4% THE F% > 2 | o7 &

fpaE 2 3 TR A
The Boards came to the conclusion that even if the idea underlying an invention
resides in a mathematical method excluded under Article 52 (2) of the EPC, the

invention may be patentable if the claim is directed to a technical process and

does not seek protection forthe mathematical method as such.
R EPO F 37 Af ¢ el F- #P RPN F AL S 0%
= ;* (mathematical method) ; # ¥ (per se)::& i » & EPC % 52 i% % 2
FBF amZARToEEMA LT R eE I TraAeNEY i
BRESE ) Ayl 5 FFFCER. 2 2 (technical process) » ¥ 7§ B
4 ik (preempt) % " BB E& > 2 A F(assuch) FHFEP P E WV L4 o

2.2 Koch & Sterzel % '*®

Koch & Sterzel % #ri 2 eh iz £ & 4l sg 4] B> T %8 & 4
(apparatus patent) > %2 P R M Y - f& ,fﬁ d 7 gl X ks
(computer-controlled X-ray machine) » EPO ' %% E ¢ (the Boards of
Appeal of the EPO) f3%% @ 305 ¢

An _invention must be assessed as a whole. If it makes use of both technical and

non-technical means, the use of non-technical means does not detract from the
technical character of the overall teaching.

2 yFEPOL v & | € chq 2 > ﬁé’? PYGRLEEe Bt

AR LRI %};@- P EERE (as a whole) B i»a 38 (73% 05 > BERBFP 7 F

NEF a7 T S 2 (technical means) | 2 T 2R i S E

(non-technical means) |» & # 3% % P! e i3 fic(technical character) ] %7

oo g T2 gge 2 2 | AR B F (the overall teaching) b e

37 EPO Decision T 0208/84 -3.5.1(1986).
138 EPO Decision T 0026/86 -3.4.1(1987).
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PRy Bed - A s flY CEPOYFLA il 5527 5 &
% & 114 Bl (claims)® F A T Bl #ﬁ”{(technical features) ; 2 2t
#* #r]%_ifi‘f“ Z(non-technical features) | ° ,fﬁ AR R A LA

4% T g4 & £ (computer program as such) > @ & F 33 2% ik &
sib-3 o‘f“'(asawhole)%g'f %Eﬁ]m#iﬁf*’ Fr g § 7 E ¥ & ] -EPO
F#A R €46 T3 P # R (invention as a whole) ; M 2| ¥rH £ F ¥ & 4|
R B > 77 §_F F BB JZ F2(Supreme Court) +Diamond v. Diehr % #1i&
R PR E - i e

@m EPO #jiv% i ¢ (EPO Technical Boards) R i&— ¥ 53 3% 88 <
7RI &R FE T G A a5 (functionality of the
computer program) * % f § 45 1 :

The computer program used in a general-purpose computer is considered to be a

program as such and hence excluded from patentability by Article 52(2)(c) EPC.

But if the program controls the operation of a conventional general-purpose

computer so as technically to alter its functioning, the unit consisting of program

and computer combined may be a patentable invention.

% P EPOF L B Q80 ge i PP v & I end|¥r > F Wi
TR FHF DT R > adkiEgd - BEPEJ  ZFPRE €
- 8T YAz ;% & ¥ (program as|such)s % 3R - @ iZEPC% 52 fr,iiaa 23 %
CATZ M T "aAZ 3N (programs for compuiters) & £ 1 2 & ¥
A T AR 3 (5= REARPE(general-purpose computer)d = :}’3‘ T
HHE N A S TN DA E P MR BT R . b i
WE R A 1P ?i'i? Zi‘F" i F FE 2R icie 2702 Bu(CAFC) tln re Alappat
ForE 2 R P FRE - RDOT T LOT e 0 H FHl(asa
whole)¥ £ 1 & 4; F % B2 & * (practical application) # L ¥ %

ﬂ,ﬁ‘mo o

2.3 IBM % (T 0065/86)'°"'
IBM % #rifp 2 cniz & & 1254 5 T 2 2 % 4](method patent)J %
i &% F_ A > 4 % (text document) p # 2 (7B K F F F
(homophone)m:;‘,ﬁh gl fHEaE > Z 2 E - T+ 3 }é‘@,—.ﬁj’_
(text processing) ;@ F A& A s B EFFF 171 5 ST
23 E s § - ﬁ;é_;ﬁﬂ 2t H kw2 4, (non-technical information) | # &
FeBEFE 2 o M EPC % 52 5% 235 % % 3PS ZE JIF

m

139 Jinseok Park, Has Patentable Subject Matter Been Expanded? -A Comparative Study On Software
Patent Practices In The European Patent Office, The United States Patent And Trademark Office And
The Japanese Patent Office, 13 INTJLIT. Rgy. 336, 338(2005).

160 Id.

1 EPO Decision T 0065/86 - 3.5.1(1989).
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¥l > @ EPO ! 34 R € (the Boards of Appeal of the EPO) 3% % # » R
L L R UR Tl e
EPO} %4 R g;,a;; l,x“i-'_”/z‘%’f fraisken TR EZF 3 5 64

(homophone error) | ¥ % 3% < & (linguistic) ' #74& * 173 & » 3% 3 2
T AE R a(techmcal significance) » ¥ ] 4 8% 8 ¥ ok
% (mentloned hardware is conventional) X IL:% T R & 3 F B 453 2

£ FoPran 2h(technical point of view) i—é I R IPE T R~
% 7% #° (perform mental acts)eh& IR > M R IR A - JE A K PR D
(non-technical purpose) s 3 % F 4 w2 = ;2 (processing of abstract
data)> #c % £ %E’f']%[%]%*?EPC%? 52 0% 23 F AT AN B A B
e REPOY 374 R € £¢ » - F P 973 k2 # 1] # B ¥ LEPC
¥ 2 0EF 2HAAFE2F A B AHEA L (as such)& %7 S B JHEen
2 & F(activity) > 3% B P 73 BV R 1M 1% 227 4 B JHERAE

B R F e k0 Bl B LEPCH 52058 127 &%

2.4 Sohei%k '

Sohei % #Ti 2 2_ & 4|#EAL 5. [ > /2 & fl(method patent) ;> 7% > ;2
I"f%ﬁ dFITT NP LAY (computer management system) ; 14 & {7 pf 5%
2% p g en 2 o EPO 7% A € (the Boards of Appeal of the EPO)
Bk Y L PREEA O

I. An invention- comprising functional features implemented by software

(computer programs) is_not excluded from patentability under Article 52(2)(c),

(3) EPC, if technical considerations concerning particulars of the solution of the
problem the invention solves are required in order to carry out that same invention.
Such technical considerations lend a technical nature to the invention in that

they imply a technical problem to be solved by (implicit) technical features.

12 In the opinion of the Board, a contextual homophone error is a purely linguistic error and has no
technical significance at all...The Appellant does not dispute the fact that the above mentioned
hardware is conventional...information required solely for linguistic purposes is entered and stored in a
manner which is conventional from a technical point of view...The method claimed in Claim 1 of the
present application does not appear to involve an inventive step. Once the step of the method for
performing the mental acts in question (enumerated under the foregoing item 14) have been defined,
the implementation of the technical means to be used in those steps, at least at the level of generality
specified in Claim 1, involves no more than the straightforward application of conventional techniques
of entering, storing, retrieving and comparing data, displaying, highlighting and selecting options from
a menu, and must therefore be considered to be obvious to a person skilled in the technical art.

The Board recognises that the use of technical means for carrying out a method, partly or entirely
without human intervention, which method, if performed by a human being, would require him to
perform mental acts, may, having regard to Article 52(3) EPC, render such a method a technical
process or method and therefore an invention within the meaning of Article 52(1) EPC, i.e. one which
is not excluded from patentability under Article 52(2)(c) EPC. This is because paragraph 3 of Article 52
EPC makes it clear that patentability is excluded only to the extent to which the patent application
relates to excluded subject-matter or activities as such.

1 EPO Decision T 0769/92 - 3.5.1(1994).
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An invention of this kind does not pertain to a computer program as such under
Article 52(3).

II. Non-exclusion from patentability cannot be destroyed by an additional

feature which as such would itself be excluded, as in the present case features

referring to management systems and methods which may fall under the "methods
for doing business" excluded from patentability under Article 52(2)(c), (3) EPC
(following established case law according to which a mix of features, some of which
are excluded under Article 52(2) and (3) EPC and some of which are not so excluded,
may be patentable (in contrast to recent case law concerning inventions excluded by
Article 52(4) EPC, cf. T 820/92 according to which one feature excluded under
Article 52(4) EPC suffices for the whole claim to be excluded from patentability)).
bt EPO F 354 f ¢ eniafl e - H5ns B4 B I Tk
EF % Hz (technical considerations) @ £]i& 4} & 5 B4 7% ¢ L ¥ 5
(functional features)s g L= 72 » d *23%3 2 & ﬂ;ﬁ d T raac R 2 B
U A B AL 0 % AP T AR B R AN A L2
#, 17 (computer program as such) > #7127 2 §_EPC % 52 f'% %232V
% {]{& - EPO ”?iﬁgﬁi_—" &ﬁi%ﬁ’;\ﬂwg 712 & 7 TEPC
¥ 52iE% 2522 i, a0 BAEE T E I .
2.5IBM% (T 1173/97)'*
IBM % #7i 2 ek Ja@AIAT A & (product) & 1 1 3% A & % 35 -
A ,fﬁ d T A% 3\ 1F A & (computer program product) ° IBM ;ﬁ d 3%
i m TR R g 4 F % & 4 42 B (Asynchronous
Resynchronization of a Commit Procedure) | #73 * el § "G4z & 5 >
BE L2 2B E 202 5 21 B A u S EFI ATk T e
FAS A FALARSF 2R F 20 AR EFRELT
AV A £ (assuch) > #& & EPC % 52 18 % 238 % c 3% % 3 75 ",% 2
v & 'f! 4 o @ EPO ! 7% E ¢ (the Boards of Appeal of the EPO)E!‘J%‘*LT,;
st 2 e T g 54258 A 5-(d computer program product) | 2. ¥ & I+
;:Lﬂzf 5| ez e

The combination of the two provisions (Article 52(2) and (3) EPC)

‘W
N

N

demonstrates that the legislators did not want to exclude from patentability all

programs for computers. In other words the fact that only patent applications

relating to programs for computers as such are excluded from patentability means

that patentability may be allowed for patent applications relating to programs

for computers where the latter are not considered to be programs for computers

as such.

1% EPO Decision T 1173/97(1998).
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The exclusion from patentability of programs for computers as such (Article
52(2) and (3) EPC) may be construed to mean that such programs are considered to

be mere abstract creations, lacking in technical character.

This means that programs for computers must be considered as patentable
inventions when they have a technical character.
This means that physical modifications of the hardware (causing, for instance,

electrical currents) deriving from the execution of the instructions given by programs

for computers cannot per se constitute the technical character required for
avoiding the exclusion of those programs.

In other words, on condition that they are able to produce a technical effect in

the above sense, all computer programs must be considered as inventions within

the meaning of Article 52(1) EPC, and may be the subject-matter of a patent if the

other requirements provided for by the EPC are satisfied.

&b itfafe > EPO } ¥4 R g;,a:;,,z—gf 4 EPC % 52 i5 % 2
iﬁ$£§331§TiE?$’*#“f“ry T AR T B B R B
BT 5k en? H3% T oAzt &~ ¥ (assuch)» # 2 5 ¥ % 4+ - EPC %
S2iER 2R cEHE N3 IE#“% T A% 3 & £ (as such)¥ & ek F]o
A H XNEWH - 7}@ %‘fu % 1241iF (abstract creations) ° I 4% 7 ik
(technical character) e iz & i} FORE T A4 T A Ho i ik
(technical character) > B s S E 7 & 4 2 2 P o @ 30 F s e
(technical character) | % "EPOTH: 7% R € 305 & & S /8H ## "$ %

w PAz s ,T‘uﬁ N TEAANTE T2 o EF R TE L A
%R YA T iE = endk i dE (technical character) 0 i BB T MG AR N %ﬁ
d A A8 A):¢ 4 Pk F (technical effect) > 3% 7 "afg " % P 7 §_ EPC
% 52 % % 1 38 97 %3 en % 4 er(subject matter) °

2.6 Phillips % '
Phillips % #7# % en% 41553 5 " & & & {l(product patent) ;> 3
M- TR 1’5}\?'2 A& ¥u(picture retrieval system)# 7Tk * m% 2 i‘
£ (record carrier) > 3% Tm R AR R 2 AT R B i (novel
format) > #x% 4% R ;,1;; BE Bz E Y 45 &E%’gﬂ RTE AL
B ERR LR LB v - T Tk RS 54 ((presentations of
information)) » @ 3% & TR X fEJIF B 5 EPC % 52 X % 230 % d 4977
4 % |2 & e EPO F 354 R ¢ (the Boards of Appeal of the EPO) i
Pk P 0 04T R B 4e(data structure) | 2 7 B I T 5] 2R
I. The deciding board considered it appropriate to distinguish between two kinds

of information, when discussing its presentation. The significance of the distinction

15 EPO Decision T 1194/97(2000).
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between functional data and cognitive information content is related to_technical

effect and character. A record carrier characterised by having functional data

recorded thereon is not a presentation of information as such and hence not excluded
from patentability by Article 52(2)(d) and (3) EPC .

II. In this context functional data includes a data structure defined in terms (here
coded picture line synchronisations, line numbers, and addresses) which inherently
comprise the technical features of the system (here read device plus record carrier) in
which the record carrier is operative (extending T 163/85, Colour television
signal/BBC, OJ EPO 1990, 379).

EPO 1 3% %& B 305 adfst TFRDI R34, o FALETR
A& T # g M 7 R (functional data) ; 2 T 2 4 F 3 (cognitive
information) P FATF M T E B eh- BF N DE IR bldeF B R T
SERAI T AR o <L I %ﬁ d % B oiF (T a 4] 0 B £ (technical
effect)» m EPC % 52 if % 2 7 % di,‘x#“!r‘%'f M2 fgad - BT
PRI > XA e g THa AL e @ S 2 BEAL 2 IS 1
NS s SRRV r U ez 7 (technical effect) | 2 T 3 P 4 i
(character) | i1 % & o fow it & 4]9 > Mm@ P TH BT

—.wfﬁJ » T ,fﬁ d & ,;j\fi M glid VB P74 a0 (technical function)
2B B AT ks phPE 022 P 2t BPC F 52 5% 238 % d At
“,ljs‘rﬂ '—_%f.f‘ziﬂﬁ’é%filﬁ»J i o

2.7 PBS Partnership % '

PBS Partnership % #7372 ch& {123 5 T 2 2 % | (method
patent) ; 3 %% % ) (apparatus patent) ;> 3% > & TR B 3T - ﬁ;é_%’% d T
#2 ;% (computer program) 1/ ig 7 T 3% l’}'\ & ?. I (controlling a pension
benefits) ; 77 ¥ > ;% (doing business) » T i 3%k - ¥ 7 U 7 ¢ i en
P 22 324 32T sp p,\mpx‘?' s CRBE Y - JER
¥ = /% (method for doing business) ¥ £ #® ﬁtr # Jx (technical
character) » &1 EPC % 52 5% 27 % % 3 A S w2 4Y 5%
E% 1 2E4D)2 5 5A(CEE R &L B %Y - EPO 374
A ¢ (the Boards of Appeal of the EPO) % 1} 7 ™ 7| 2§ ©

If the method is technical or, in other words, has a technical character, it still

may be a method for doing business, but not a method for doing business as such.

The appellant referred to the data processing and computing means defined in
the method claim, arguing that the use of such means conferred technical character to

the method claimed. However, the individual steps defining the claimed method

amount to no more than the general teaching to use data processing means for

1% EPO Decision T931/95-3.5.1(2000).
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processing or providing information of purely administrative, actuarial and/or

financial character, the purpose of each single step and of the method as a whole

being a purely economic one.

Methods only involving economic concepts and practices of doing business are
not inventions within the meaning of Article 52(1) EPC.

A feature of a method which concerns the use of technical means for a purely

non-technical purpose and/or for processing purely non-technical information

does not necessarily confer a technical character to such a method.

An apparatus constituting a physical entity or concrete product suitable for

performing or supporting an economic activity, is an invention within the meaning of
Article 52(1) EPC.
EPO } % B g HY % = ;% (method)%F P! & & Fjtesc 3 &% Hpe

i @ B2 keiES ip‘w I 2E2% 2 0 A E(assuch)ifE 4 0 3% E B
pmE T &g r+olz¢”%rﬂligf’ﬁi%?' AR S E i Ll
*% 7L 2 42 B (data processing) ' % ik TLiE AT F 2 ﬁ‘)% ’ ﬁ}u;z
=% & ¥ (as such) ¥ &~ 8.5 A% & (economic concepts) BB

frd sken 2 W H H S aEiidEs PP T2 EPC % 52085 % 1 38

'f,ﬂ—&m%ﬁ e BPO 1 3ad B € 8- A o - 22k
F N A A FoprL gLk o 2Lk 4 e A eh(use of technical means for a
purely non-technical purpese) &t & I 2L 3 jiF}4 33 3 (processing  purely
non-technical mformatlon) FAT2 32 7 = B 4 jk (technical
character) > @ ¥ 4§ - #8732 & £ L % (such a method) » &4 5 % & 4
(apparatus patent)ﬁ: WMo EPOPFL R izt TR B, F7 104

X EMER A S AR B JITE_EPC % 52 i % 138 2 iR

Fpt > SEEE LSRR AERAFE S E o R 54 B4 EPCH
52 % 138 rﬂ%'f l,-‘o'.—‘aiig E

FoE mMBHMLEAZT AT

% ' & 4| & (European Patent Office, EPO) 2% 2 - # M £ 7 2 4 7 & [} >
1&gk JI& %5 (1).A2 ¥ * (industrial application, EPC Article 57):(2).
%‘TT;T M (novelty, Article 56)% ; (3)iEH |+ (1nvent1ve step, Article 54) - 2 & #
EPC(European Patent Convention)4p i ;# L 3_> I A 4% & 35 U.S.C. 101 37 =
P Fei2 T B J4k i(patentable subject matter) > @ §_% EPC % 52 if % 2 78 i% 7|
J1 7 4 % 42 & (unpatentable subject matter) » 3% iF AP FE % IE 3 B
/# (mathematical methods) ; ~ " 7 # = ;2 (methods for doing business) ;~" F# & 7

\T

= j# (presentation of information) ; 2 " 7 *%4% ;% (programs for computers) | 4p fif 1%
A £ (as such)z ¥ & J}4 o ijﬁj #EPC % 52 % 23872 4 B2 e H 4

OB P g At PlehiR s S LG P AR Y e B R G R
Bl e gk o
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f&%\z} EPC% 52 i% % 3 78 $4EPC% 52 i % 2 38 2_ “l,f‘ﬁi’ﬁai’EPCéﬁ 52 iE %
237 A Bl R TN E A5 B iRz A E(as such) 2 A 2 gk
¥ (activity) » &R * B 7| 8 2. Jf%’:—éﬁﬁv B E 5 HEY E2 BT F P (technical
application) » EPC% 52 i % 238 % % 52 iF % 3 78 & A "f TEM T B .
iTr 5 HARAEPOR S S o2 ﬁ' 3 F 2 g8 Ap B 2. & il (software-related
patent) > ¥ M3t 1% g & 4] ?; "] ) -,'-fl 3R 2 PR E T At A Y
(computer program as such) § 7| Jff»

&g b HEPCH A 5+ & 4 4> > EPO% 11 % 4 45 = (Examination
Guidelines of the EPO) i* %EPC%@ 52 % 1B 2 - PR EEG AT

ATATALR AL ER o BT LI o @ PFEPO B2 87— # P LT 5
EPC#% 52 % 1 38 #ri%i# 2 4 P o (invention) > thizyp 2 £ F £ & [ Hieid
(technical character) ;> H 2| %73 ;% 2if 4o

¥ - 38 ®O R B ) (technical character) 2. 2 %7

Aot THep | 2 H|¥rR 2] %‘“ EPC % 27 5% 138 %2 % 29 i
13 > EPC % 27 1§ % 138 MrLEJFamp\ e T ol
Rule 27: Content of the deseription
(1) The description shall:

(a) specify the technical field to which the invention relates; ...

(c) disclose the-invention, as-claimed, in such terms that the technical problem

(even if not-expressly stated as such) and_its solution can be understood,

and state any advantageous effects of the invention with reference to the
background art ..

R A G 1‘ RERE AT BB U P AR
(specify the technical field)> fe p¥ & B 450 & o3 B R BT F ¢ 35358 P 9Tk
f& - eng iR 32 (technical problem) % f#;4-3% R 38 #1% * 17 & (solution) °

m EPC % 29 15 % 138 ﬁ%%%ﬁﬂp\ B ACT L

Rule 29: Form and content of claims
(1) The claims shall define the matter for which protection is sought in terms of
the technical features of the invention ....

NS RSN AR S RS i LR Ly
(technical features) i 5& 2 {# 4

je wend g EPOE ®»c2 2 | 35 US.C. 101 » 325 T4
(machine) |~ # &-(an article of manufacture) | 2 T = j* (process of operating a
machine) | 3% & £ & i Hojiv & B (technical nature) % 3 4% #c(technical

17 Stephan Carter, Software and Business Method Patents, PLC IP & IT Law (2003),
http://ipandit.practicallaw.com/A32789 (last visiting at 2007/5/15).
1% Guidelines for Examination in the EPO, Part C, Chapter IV, patentability, EPO.
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character)'® » & ¥ iRz P £ FIEPCH 52 15 % 1 38 1 %% o
F- M E# T el (technical character) | T B >EPC% 52 5% 1 38

Tﬁféﬁi%—ﬁ? P PRET R P AR \(computer program)ip B B P @ 2 0 X Hdrie L
%‘r"* AR AT E A TR > TR B P TR 2 HETY T
737 7 oAz sN H_F 24 $ R 4L (solve a technical problem) |~ 3% %‘j o AE 3\
B 3§ 2 & H e i (have a technical effect) | & 32T ofe s £.F & & HlF

s % (require technical considerations) ; % Ho 2 2 1770 o @ EPO# 44
Rasisrpd ems L300 TR Rl d T E Tl f 2
H#178 $5558 | EE 8 (as a whole) 2 %(disregard the form or kind of claim and
concentrate on its content in order to identify whether the claimed subject matter,
considered as a whole, has a technical character.)'”" -
T #-E RS EE G T e (technical character) ; & T HAFF )I?’%
(technical contribution to the art) | 2_ # %8 4p i 2% P 172
(1) %“g o A8 s L A B chdk (7 (Software which improves the operation of
hardware) » G4 *gd FR e Lk Furiar ~ M Ar e RAIE Tk
hPEE R RAERBREAR.. 517
(2) @17 E kg s (Slmpliﬁcation of the construction or
function of a business system). - ¢
() #FEATHL EHZ FE JCAELR A A G L R RS2 (Providing
a novel and inventive interface to a-user of the business system to
enhance the input-or output)175 °
(4) ;ﬁ d R SO PR ¥ 2 38 1T gl e F #(Computerising a business
method for the first time whilst overcoming a technical difficulty in
doing so)176 °
(5) ‘i ™ F af ¥ hd g gl ¥ dkingrdn sl o 2 LAy
RN b‘_(Prowdmg indications to a user of conditions prevailing in
a business system if the method of providing or the method used to
determine the conditions is novel and inventive)'”’

(6) A d fctdy 4l FH L & A % & L 4l h ¥ 1 (Software which

1 Dai Rees, Software Patents -- EPO Practice: History and State of Play (16 October 2001) prepared

for the EPIDOS Annual Conference, European Patent Office (EPO).

170 Wuesthoff and Wuesthoff, Patenting Business methods in Europe: Legal and Strategic Aspects
(2003), http://www.wuesthoff.de/pdf/wue.PDF (last visiting at 2007/5/15).

! Guidelines for Examination in the EPO, Art. 52(3), 2.2, EPO.

172 See Jinseok, supra note 159, at 345.

173 John D. Collins, Software, Internet and Business Method Patents - The European Perspective,
Marks & Clerk (2001), http://www.marks-clerk.com/attorneys/att_publications_articles.htm (last
visiting at 2007/5/15).

174 Id

175 Id

176 Id

177 Id
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processes data representing images or data representing other physical
entities)'”® o
(7) Fd B iR TR E RS B F RN ¥ ok
F (More economical use of memory arising from the new processes
performed by the software or from the new data organization or
structures utilized by the software)'”” o
ﬁ-‘u 4 ik T B jhe #F fc(technical character) | &2 T s § }I?e (technical
contribution to the art) | —'ﬁi FFengd B oo 3 At DHied e »rif 2 g &
G TEPCH S2 8% 1981 % 350 > M s P 2 2 872 7 B {12
\Jfﬂ eh(subject matter) ; @ ri;tﬂtr?‘ﬂu Pl A28 P E 2 B AT
R WTALUN

¥ - 38 B IR B J1:E 9 M (inventive step)2. ] ¥

EPO% 44 R B flz & Hh P& it wz ol £ 38 Nig- 9
2_ $ i3 % (further technical effect) |7 38— # 2. Feppese sk | T T Hpef )E’% |
z prh o H ’J B7 5V W 4 TR 30 R 2 2742 2 (the problem and solution
approach) ; & | ¥7— % J| EF & ¥ 5 HiR? 28 (technical problem)m -
T AR (7 i % (solution) o 5E N RIAL A $H k2 R4S x 2 6T
4o s 181
(1) &= 3% F kg 3t 2 APRT 7Y v jiv(determine the technical field
and the closest prior art of the invention) ;
(2) 72z H 75K f2 A en3 F R 42 (establish the technical problem to
be solved) ;
(3) MY Ak e m B ok f# A chPRe R AL & SR PR R e
Pz, A L F & A % RL(consider whether or not the claimed
invention, starting from the closest prior art and the technical
problem, would have been obvious to the skilled person) °
@%Fwﬁﬁ,’”ﬁm LA R R A B TR R A e
¥ (technical problem) » H T 2LEPC % 52 i #7480 i g P e 5 % 3% f? g
IR SR B {#& M E f82 {243 % (solution) > PIZE B & IR A
Baedh o @ ¥t TR avizH 4 2 (skilled person) | 2 2| %7 - H 2 Jf {;

—

>N\ oy
N

AE&* 1% Fdan expert in a technical field) » ™ $t48 & 41 5 &) > 3% T Roviz &
1 FREKZ Li& & (data processing o # [ ¥ 45 % i’%f,@;a f2id-= x|

'8 Marks & Clerk , A Short Guide on Patenting of Computer and Business Related Inventions (2000),
http://www.marks-clerk.com/publications/pdfs/Complnv.pdf (last visiting at 2007/5/15).

179 Keith Beresford, European patents for software, E-commerce and business model inventions, 23
World Patent Information Rgy. 251, 257(2001).

%0 EPO Decision T931/95-3.5.1.

181 Guidelines for Examination in the EPO, Part C, Chapter IV, 9. Inventive Step.
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PoFhRER 2 EA %Jq*;i%?ﬂg 2 Pl k| dr £ R A b oA %ﬁf»
HOEERE el e iy & 2 %7(It is not correct as a general rule, in the case of a
combination claim, to argue that the separate features of the combination taken
by themselves are known or obvious and that therefore the whole subject matter

claimed is obvious)'® -

- ;E @\/u ﬁj/\’gﬁg‘f1]7 .Lw—zh

W B Al H(BPO) P o ofrg o en [ & 'f' % % 4p = (Examination
Guidelines) ;> © fe & B S8 B AP A X GIE 712 22> A & 0] & £
O I = (process)% 1,0 ?‘fé(process)%'f 3 % T & &(product)® 1 |
cH P T d g 2 TS &) SdaE LR Bt > 2 A
|7 % g R-T R HE Y 20 2 A g Eod 2t 22 K AP
E‘é 2 5 T 34 d(technical character) | o w48 % 7 %‘"ﬁ CERIE N M-

B b R R AlenEE  E P2 T A S(product) & 1 A
412 =30 IBM & (T 1173/97) » % T % #6548 + & (as such) | & T #3273 7
i 4?};’ i;q 350 ® Y ¥ 3 B4 A (cartrier) §ord T T e AR (B ;ﬁd TR 7o @
RS T RS E AR R B R R S A 4 BT E
(technical effect) - @ 24 5 L& Sipd ok Ri% T oAyt 28 17> B g
o308 ~ £ (as such) | &t r#‘%—px ® P Bl ok 320 T e T A B4/ (carrier) | B
¥V iLa #_EPC % 52 i o7 ik ehgs prdeh o

R A e T YRE ] LR L ASET 0 B3%
Flg Y v i & 7 T B2 2 (technical means)J 2 T2bpgield & %
(non-technical means)J R F AR A AN L2 T BNk
(technical character) | % » Z rgi FWen D=2 ) 2 T2bH e 3 2
Rl (as a whole)| %7 » 54T » FERZHMAPM F P 2 & T Hirs
He o P v E_EPC % 52 ig#r i e P ko e g g M8 28
AT gk P B B R 5% TR 54258 (computer program) ; & T B %
RS (mathema‘ucal method) | & £ (assuch)» #30T % F P 2 & I Hissfic o
@~ EPC % 52 1§ % 2i§3~ % 338 % 4 B ARz #72“3?0 Flpt oo Gk
FEwmaY Rl B FER THNEM, 5 F AL T5 EPC B
525 % 1 AT IRE TP “]‘;‘,T-fm? B3R 2T

NN
Aﬂ\m\

ETIAS
gl

._—,
“r

= rmf*? A (TR

[¢
:,§

\

)

Frd B TR RPMER T R S E R 2R

G0 2h THMARMED | LF 7 LAk A Egp L
FEG TR 2 THAEER o B RF g R RATH A S A

'821d. Chapter 1V, 9.8.
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2R 4 D Rpei 2 Fopiescd | end|¥r35 8 Se- aha hs el s 2§ 2R b o
TopEmME AR ABAFH T HME ], PRRIT L
LAl B RGP E RSB S iR # T T AT en
AL ) r@?“'%? J m@?l?'\w:a THREE A €A iF T8
R LA S PG 5 S A S O T E R % o 2002 E BV LR
¢ (European Comm1ss10n, EC)# 1 7 rCII:};] £ % % | 2% » EPOAREPCH¥L
FERET %“gé k8 & Jl4p B % 5)(Case Law)idZ 7 p 1960 & i & 3 5 &1
F o & IR AL o A AiE 30 B & k% 6% (Case Law) i (5T > T F 5y
okl 22 A TFE A TR ek 0 B HETIRE A - Koo Fla i
FEHEREZEN TN ATV Bl E AP § &
z}bgﬁgjﬁ“ﬁ ’j—’ér"\?’ghﬁ,47»P\?'m*§e’1€.m:,h%ﬁ§@\’lp\“ﬂ7Eld
“¥F*m’ﬁ@”ﬂﬁéiﬁmm%°
TAE LR T e T B 41704 0 ECH g3 2002 £ 3%

" ”n?h’ﬂ B B 7 % {l424n £ ¥ % (The Proposal for EU Directive on The
Patentability of Computer-Implemented Invention » CII) ;> 3%4p 4 2 #& ) (% %
21994 £ 3 MERAHENER amE L o T A 1999 £ 47 FEC ¢ R H#-
*"m@%ﬁmﬁ%«f MG - £ RGREEE PR T B B kAR
gt o m 2000 & ®H & F 1 (Commission of The European Communities)
RO DR AR T AP A T B AT SR E R T
M2 AR d HERBRT R RAGTP SEDET LT mRRAEE
B fe® Hs b oo g7 g R ECRRATR Mt (8 P anvy & [ o ECfJ‘*i‘f
BN F Iy B A S e B AT B Mg 2
REF2 LB LA THNEEP LR L GBI 8 G HINT
PEVEFIPZE R -BEAEERDTRERSRT »ECHRE 45 & L_‘;fi)]ﬁvf,
Frer RE RN B hd B kLY THME ) AR ¥ F T BE 2002
EEN TR RREFEP TR LR R 6 R R T e
L m%%amo BT 2003 £ 9 7 24 p > g3k € (European Parliament)

- R L% 4 PR P A RIER- Li%dp b 22 0 EPCH2 R
] fiﬂfﬁﬂ«’f“‘ﬂﬁﬁml’\ FoRm M 2005 &7 7 6p B F Ry o
&/’“ﬁzg g R 648 £ *ﬁL 14 £ cn@ 4 5 83 40 2dp 4 0 @ AR
g —‘-‘ AERE TRy o# 2R TRHERE LGSR L %‘F’T e B 4
’iﬁﬁ‘iﬁﬁ4&7 /\erH:}F,»#%J ;' T B &ﬁ’*@’l"iggﬁa -1 TClI
B AEE 0 BRI ED 2 %1 B g R EEH
W UM P T R LSRR R R A E TS G e
S S

183y s S F}a’j?ﬂgﬁﬂh ul?“{ ~ pjgﬁ‘i U FJ?J[ ﬁi?%ﬂﬂh 3"%}*&@ NS
ﬁ[*? = TA iﬁjkjﬁa RIAID poBsis > Rl EJ/%%B“F Eﬁr&"ﬂ%& EY I PV E T ey Wﬁr{ll » TRt

VEERVE IH I b1 15 (The Free Trade Requirements of The Treaty of Roman) e
" fIE 35 0 57268270 F1 (2004) -
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»a;mj“-_ P AZ 5\91%*&‘%?']%]&
¥- & p AR
:)’;._;réf P iﬁk%ﬁ.@;f'}-@ #

P & % {1 & (Japan Patent Office, JPO) & % 32 & ¥ 3k » ikdz p & % ]
% 29 i%(Section 290f the Patent Law)z_ %> — P & FE & T &2 £ 4
'l“zl_(lndustrlally applicable) | ~ '_«‘T”UTE M (novelty) ; % [ i&4 {4 (inventive step) |
S BRE G EFTEA e L her p AR R BT § AT
EEMP AT S P AE A AT 2 2 Tk (subject matter) o F]4t 0 B P A
GEREEAUROEL S EP AL E N B ALR R 2 R R
(statutory subject matter) > & |7 H & F EF B > FRFP 7 & P2
,J %’?5‘5 '% -QL"_"‘ .
(1) iz p A2 % 208 % 1028358 P 2305 » 2 TRPiEg
# Fl(Invention described in the patent application must fall within
the scope of statutory subject matter (Section 2(1)).
Q)P *BE % 290ES L EHEZEP LT E R AL
(Invention which is_industrially, applicable may obtain a patent
(Section 29(1)).
() p AL RS 29 FEH 1 F 51 5 3 524535P LEHL
%?;TE 1+ (Invention described in the patent application must be
novel (Section 29(1)).
A zp ABFEF 20 F% 2 FHEEFEP LT L GEH L
(Invention described in the patent application must have an
inventive step (Section 29(2)).
R L VAL R R TR e
1.1 P &% 52 T & 14 (statutory subject matter)
i P A& 2% 258 % 138 (Section 2(1)' ) #3+ & 4172 ez 3
§o 0 3% R F A A1 g k2 Pl(law of nature) ™ iE {7 A& HA]
i%(highly advanced creation of technical ideas) * %% ¥ @ #7dg e s R
(highly) ; &2 p 2~ & 5 * X % W% P & J|(Utility Model)shsg 3] »
B LR S Rk IR g
Wit dem 2|87- FP AT 5P ARJEH 2 FF 135202 28 )
foih Bk GAED £ 6 SIS S SIE NS B2 el 2
B THTE2ED ABJZF 20 % 1M ATIRGEL 2 TR R
(1) p 2R3 % (A law of nature as such)

18 Section 2(1) of the Patent Law defines a statutory invention as a highly advanced creation of
technical ideas utilizing a law of nature.
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2) H IFL(Mere discoveries and not creations)

(3) iz & p #Xi% B|(Those contrary to a law of nature)

4) p 2R EIJ h2_p PRI % B3 % £ 4 (Those in which a law of
nature is not utilized) » 4o/ AE P ~ JE F &2 ~ AV RIE

(5) 23+ $% & (Those not regarded as technical ideas) » 4 @ J§ 4

z_ & ¥ Ho it (Personal skill) ~ T3t & I3 38 & F e g (7 o

(6) FF ¢ &2 F menfE i 5«E(Those for which it is clearly

impossible to solve the problem to be solved by any means

presented in a claim)

1.2 /&l T 2 £41* M (industrially applicable) | 2] %
pPABFIES 29 5% 1 > T A £ 4% 4 (industrially
applicable) | 2. 3R T A4cT
Section 29(1) of the Patent Law:
“Any person who has made an invention which is industrially applicable may
obtain a patent therefor..:?

S L EE R AT U S T
(industrially applicable) - %3+ L7 & mp.\s«L Rl A 3B~ & cnfafd -
o BT AR ME I E L E AR
KA & e w2 j2fE. é‘d"“mfé’?ﬂg ERAFfI T &
PABJFAARY SARPF GAIE S FIETEAEfIT L
2 FP AR FRZERP MR PIRSLTE B A E I o

PR AR, LE

(1) #r 2 AR+~ (5% % 4 %72 = /2 (Methods for treatment of the

human body by surgery or therapy and diagnostic methods
practiced on the human body) °

(2) &= 7 &1 2% PP (Commercially inapplicable inventions) e

(3) &% 7 »& 2_% P (Practically inapplicable inventions) °

11 4 ém?@%ﬁﬁi REFREEAY FETER TAE" 12
FofIA R EREL T Ry S AL RN E B Y G2 ET R
E SRR R E RS TR #ﬁiﬁﬂﬁimﬁmﬂﬂiré
EA B 2 38 d N LHEA] A B 1455 i A3 (notice) o

13 3P & fl2 TA747 1 (novelty) ; #|
AR J L ol - { PER 2|',«§v 138 2 5% 29 0% % 1 38 57 % 2

18 Examination Guidelines for Patent and Utility Model in Japan (2005), Chapter 1, 1.1: List of
Non-statutory Inventions.
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B liz TR RIF - HAEEE P L F R R T AT E(novelty)
fe $20 TATHL | (87> p A B 12 R E B S E NS o v p A&
BAER 29N 1A H 1 HI F 3 EAR 8 TR 2 i
AP M B 2 e
Section 29(1) of the Patent Law:
“Any person who has made an invention which is industrially applicable may
obtain a patent therefor, except in the case of the following inventions:

(i) inventions which were publicly known in Japan or elsewhere prior to the

filing of the patent application;

(ii) inventions which were publicly worked in Japan or elsewhere prior to the

filing of the patent application;

(iii) inventions which were described in a publication distributed or available

to the public through electrical communication in Japan or elsewhere prior

to the filing of the patent application.”
B F PSR F N D S 1Y S(application) w0 @ Foft
# “r(publicly known) ~ = B i¢ * (publicly worked) &t ¢ 4% @&t & B F 3
(described in a publication.distributed or available to the public) > & & }
LUty b A S LIV IS S T;TE 4 '—%‘frTE th chHlETh 3R P A
kST C RIS TS RS
(1) FEsR3% % P 7 A 5k sk jis 3 F b 7 (Finding of a Claimed
Invention) ;
(2) 72 3% 3% % 1% 3] (Construing Particular Types of Claim
Statements) ;
(3) ¥ % 2% % 114p M 2. % P (Finding of a Cited Invention) ;
(4) BEFFHFP B 7 2w &P 2t i (Comparison of a Claimed
Invention with a Cited invention) ;

(5) I35 M LF 5§ AL -

1.4 P %42 T4 M (inventive step) | 21| %7
F-oFPRLPAREE2ES 1EE F 2905 138 #rinEz
Bl e R P 2 PR A RO Y AR T AT
I 3 A8 - b HISTE R P PR . TATATIL ) $T T RAmr e A
<4 (person with ordinary skill in the art) | ¥ % & % @ % &L (obviousness) °
FUHEP el TR E L U 2 L LY
PETih G2 B TR AR B E o A RS P S
ERE 2 B TEAXEEJFIAE DD PEFRBER) 3 & T
B ZEE TR BT R N AR Tiehf, R R

187 Examination Guidelines for Patent and Utility Model in Japan (2005), Chapter 2, 1.5.1-1.5.4
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B RETD AR 200N 20 0 i AT S
Section 29(2) of the Patent Law:

Where an invention_could easily have been made, prior to the filing of the

patent application, by a person with ordinary skill in the art to which the

invention pertains, on the basis of an invention or inventions referred to in any of
the subparagraphs of section 29(1), a patent shall not be granted for such an

invention notwithstanding section 29 (1).

TP ABJES29ES 22 0T T e gria T B
g P 4 L (person with ordinary skill in the art) | FpRLEE:E (7352
PARF AR TRappEL L Y A iHnd
FIE AR 2 5 — F B f#(common general knowledge) » ¥ £ & 3% Hjk
AR 3774 i 4 (research and development) ; # & 3 7 *5 3% & I H w2 i
SORBREI L ¢ ik I LA R R %ﬁ,—?rﬁ
PAAT B AL A B 12 AR ATT A B ik R G i
SV L R K PR 1 T AL I %
Tigdhie > p AR A ﬁﬁé—%ﬂbﬁmm | %7 R R iz B 5

(1) 2% T8z 400 | & F it 2 4p B 51 23 P (cited

inventions) » #AE | A& I HE ¥ 2 R ELT o kg D
g BV A A PR RP rEVIESIFL G FEM R E
IR R i

(2) xHE M & Flie RARBE R > 5 PR .%_;Z% sl ApiT 2

FPooEFAFL LR %ﬁd w2 L B K E A
i d RGBT IR BICKUTIR R AP R P Y e -
AP A B kg P iR S KT B P 8 Y oplivs
B A& & P g e ek 4t (advantageous effects) > 3% % PP 73 £
s

(3) TaeHit ;2 21877 g [ AT L | 2] 9799 ¢ (Chapter

2,1.5.1-1.54) -

—

b

S8 pAHFHMENE LT
B L 12 % A APEOTE WA B 3T T % 6132 (case law) | s 5 kg
EHEMENFANAE > pARETZEP T LM 13 448

(examination guidelines for computer-related inventions) | /2 i * %i— g f8 & {1 %
LARR @ R P AR S 1% & F i (practice for software patents)= i 5% % &

'8 Examination Guidelines for Patent and Utility Model in Japan (2005), Chapter 2, 2.2: Patent Law

Section 29(2).
% Examination Guidelines for Patent and Utility Model in Japan (2005), Chapter 2, 2.4: Principle of
Method of Determining whether a Claimed Invention Involves an Inventive Step.
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AERGE o TRy A TTRAPME P BTG ARE ) FE
$-3F 1975 # p AT edckAn b F P 1% 5 pE"

g 1975 E T AP F P B F A AE - F T udeAp
M2 B BET R E R :\/s,p;ﬁd AR A g ARFE A
7 £ 5 #4124 (f(any invention associated with a computer program was
eligible for patenting if the program utilized natural laws by handling technical
operations) » 2 3 3% T Mo A2\ 73k (Fen i §_ T 2L B e 4 2 % (¥ (technical
operations) ;> b4 BeH F&E 2 FE o RIEHE P 2 £ 0o mp
%%%%ﬁﬁﬁﬁﬁ T AL L F A M(T M) £ 0 IR ET R TR
3 ¥2_ 2 ;2 (process) & % % (apparatus) > 3% #F P > E ¥ B o

$-9F 1993 #p AT AP L4135 AR

%1993 £t 1% H A% a"ff’li’ FHMEIE T TN E
P BRI > A TR T AR e Fen T AR R 0T
non-technical operations) | & % {5 3% & "0 A2 A7 3% B & Pof R FR ¢
IFRLAE o d o P L AREA I o i P2 R W
d T eH T2 ¥ 2 % (business methods)B- 17 7 & fI -k PF A& {13 &
AR g1 FEER EF A BT 5 B {12 TR (subject
matter) © F ,T* e B 48 B3 P (the invention as @ whole)it (7 % 32 » & o 2L
P T2 A M P Al ARG R | 1419 o

:3/33.;?.‘ 1996 # P 7’\%”‘“@’\%&#5?&%1?54%? % ikzgl%

1996 &2 & % & AL =0 5B B 37 At = B 372 Part VII, Chapter
1,9 ezl b unagp (Computer-readable -medium claims or Beauregard
claims)'® ;2 ¥ B Il d g P GEET HT AL ? 2 T s o
RTBHAA2F T nr s R ETNEMPREP #F2FiTn T4 5
(product) ® 1| ; 2. FEAI AL - EH F AR F ZHWAEASE I BEF T
UL P 2 g 0

\\

1% JPO (1975) The Examination Guidelines concerning Computer Software-Related Inventions.

Pl See Jinseok, supra note 159, at 365.

192 JPO (1993) The Examination Guidelines for Computer Program-Related Inventions.

% Hideo Furutani, Patentability of Business Method Inventions in Japan Compared with the US and
Europe (2003), www.furutani.co.jp/office/ronbun/Business_method patents_in_Japan.pdf (last visiting
at 2007/5/18).

1% JPO (1996) The Examination Guidelines for Computer Program-Related Inventions.

193 e ;’&?EHEL Sf(ggg PE| 7 T‘JJJ"‘ FH l;':ﬁi,ﬁ FITVIEE /7 (computer readable medium) iy Fl—qﬁl
EER IEI q’\'l PRIV T R JLE Fiﬁf °

1% See Jlnseok supra note 159 at 366.
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$w g 2000 # p AT AP E P L% a A

2000 # 7 Padc kAR R F P B E A AR 2 Bl p AR R ATE 2B
Frepig e B A 3 ee? > L3F T Fe423Y A £ (computer program itself)
27 & ﬂﬁ’?%ﬁﬁﬁ%%@EW%&%W’ﬁib$?ﬂ%“ﬁ??
F 8 (computer program itself) » F]pt > fEJ1 A FE & 3 &k T F AN & A

(computer program claims) | °

FEPEH T TR EP R FAARE o TR AP A
TR ART FR T
FHERPAEFZS2ES BRI 7 f1* p #R:% R (law of nature)
i 3 2. 8 B F A 1% (the highly advanced creation of technical ideas) » %%
P ET LA a2 T %> 2 (business method) ; A 8@ 3 » H i E -
FEG A P & (economic aspects) * ¥ Ak TE EFE AL 2 @ s d 0
B ¥ AL 72 B s F (technical aspects)’ AU HAE T2 BT R
i 2000 #h DR i diAR R B A% A AR %’fﬁ’&*"iﬁﬁ 2R
Fed2 42 B (information processing) {435 WAl R8F 3L 7> RI3Z 4w P R jh i
Z_% 4|4 1(information processing by software is concretely realized using
hardware resources, the software invention is a statutory subject matter) > & &,
P ooow R A1 2 TS (machine) | 24 0 % (method) | P T EP AR
77 j (concrete means) {7 ;2 PNAHB AL B TR 2 B & 0 L E T F T 0P s
Foro PR TEY %?‘J']i° Flpt o B TR ES AP T LG
TR 2E njﬁ d P Fg e % (concrete means)it {7 3% AR LT R Yo & L2
¢guﬁmymi~a’?rmiigJﬁmmﬂvgﬂﬁo
g bR VEREED ARWEP FHREY RN TR
Fe e % (concrete means) | fa i S LA MW F R 2 B edp 3 F 1T 0 11T RS
Bhonks S HMEA BT RE L2 TP 2 53"
(1) & 5 441 sc 2 £ ¥ (a control function for apparatuses) > & 4e :
Rz IR = - S S
Q) BIpF TSI 2 RN B ST T L B IR AR B
(information processing based on the physical or technical
properties of an object) » BFd4e @ 31 EF T E B2 g NIE R o
BRARiRR 2000 & 91T TR AGEHAPMEP B A AR
AN AELFARL - f5A &% P (product invention) > @ E ¥ & J{E o K@

R
X,

h
9
A= L
M E

7 JPO (2001) The Examination Guidelines for Computer Software-Related Inventions. It has been

effective since 10 January 2001.
8 PO (December 2001) Examination Guidelines for Patent and Utility Model, Part VII, Chapter 1,

222
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AR Y A sk IR W T 4258 5 (program signal) | & T #c
=3 §i(data signal) ;o d 3 H EJIERT 2 PR B EP T3 5V B
E - A SR BRI T R HUNFER A PR H 2 BT
LA

B & ARBHE IR
$-3F ARKHLE

o A9 2 p4 A K (Taiwan Intellectual Property Office, TIPO)¥+>t % 4%
Bedp B ag o o A RE p AP &5 )k PO) NG kA > F
BN EPEETET R ZFP AARENE S 21 FrEE B A
e FRELE TAEfI AT 2 T 2= BRfIR 2
EP S ET BAME T o g e oY Bl R FHETRIE P AP A7
EEAl2 g2 22 ffa Y3 R A I FLF L3802 ERFP7T L
FliE 2 287 Fede ™™

() =AREAE T8 21 6 ) % 28078 P L8 55 » 2 TEiF
E3

(2) EARE RIS 2885 T HEH B Lz P £ 384 T4
E S d I e

(B) AL ARE TH 2R 152 ¥ 23 iF, HEE P L8
L PR 5

(4) i A RS {12 U822 i 5450 | 8 K AT L B P RS
wfF Taehi ) 2 HEr .

EPp P E P T R AR T A AR TR AR 2
L1 #p & F 53Tk

A RIFEM A & (TIPO)H 7 & J14& ch(subject matter) 2. 2| %7 > i

Tl iz % 21 2 8P L& TP - 4l p RZRZHFL EL

BliE 0 R Y 2 Bl 2 F LG T (technical

character) | » @ 2 P 2. T Hjisld | Ty 5 3 A jeAg 38 20 AR AT 0 3%

B ATER Y R L e Fpt o - FPEE A AREANEE 2] E47 R

2 PR SRR IpEE P AR R BN L TRy 0 F

a3 B GldeE S B PR RIE S HH2 Fidhr  H

2 FHFAIITE > FR WRAARELANEF 21 FErRE L F P R

P g T PR g AR S 21 EApE KE 0 p

A& A2 % 2 5% 138 :Ta statutory invention as a highly advanced

creation of technical ideas utilizing a_law of nature ;> d »>t 2\ & % # 2¥

S4BT B R AR FI o Y TER ) LS AR

19 Examination Guidelines for Computer Software-related Inventions 1.2 (2001) JPO.
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PRt 2 3 Bl F[FEAR > AR P AR JIZAAMARTEN T
foom ARENFP RN TF AN EREE S 101 EAE
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7 % @& * (practice application) » # T E ¥ B J|{t o pF o £
RARR T@EE=32 275l 28 THEE2 2 4R
o 2R e s E WASHE TR R ER LS R
2. AR ﬁi%“";‘ 2w A %ﬁ%f’f%“"}* P RS L2 (as a whole) »
A TP (T AR R IF ) 2 R B R R
w F” n—j | % B 2R PIESE R TN AR R A 2 0 3%
GREP LT E L %51%%%7@}"]‘% SRR S /e 1 i 8ok
TR B8 3 E E RIERT R Fl R AR R R
BRI PR fRAF N o AR g A &
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u;f,,,«f«& FREP AT
3. P AP AERT I g FRE R AT S 2 FFA] (T (creation of
technical ideas by which a law of nature is utilize) > * & # ¥ %
i A AR 2 0 FHRE LA p AR R HpE
£liE> E¥ BAIM o a b ~E A ’v*ZOOOﬁHﬂ%E%Z}@ﬂg
"% B R AR R R A A2 i P e BT
%?k*w{BiﬁW%?*“éﬁpwwéiﬁﬂ%@ﬁm
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WER FREZ G FEN ZHEoR RTINS
SIR AT NP e FR > kB A{EE > HiE R R A
* B ,gy«fu M2 3k Flitmfp it Hdomi@ Y A > 2a B F
FTEJME PREFERLFEPEY AT R 7 BRI
FlHE 4= F4p 5 ’Elfnﬁ
4. B CEMERP AL VRIS M EP L ELF TR
(technical character) ; > # 5 ¥ & 2 > p BF & EATAR AL 2
kg > 2 2 T i - 20 HopFr % (further technical
contribution) | » * & r#:ﬁtr]“} G F Tie— b2 Fpeek | 2 ¥
WEp, ] EvEflden EPC % 52 5% 23 e p1 2 #&%l’ﬁ
FESE 27 B wFMk g S AR
OIS TRy Ty

¥ AL A MR F EA T
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PoanF REHHE QIR SEE % T4F5 23300 ﬁwgﬂ’@ﬁiwﬁ
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WMEJINEZ FREFAT IF 0 3 WM*”%? FIRE (Eord 4 Off AL T3
?ﬁp*&%gatgwfﬁwaa N R e R A
B E R AR IR S E m% IEREE RN R
FIRZ IR A ki ;;@%% o

AR G i B At ERT 1A 2 R R R D b R P i
FoE o AR A BEHER SR A LS RBEEP R TR 5 G ©
EHETAERDTE AP ESIAE 2 SEM LA ANE R o F P B A1)
RATEG R A R LAY AR A S 2 H M2 S R e B g
ﬁ°WHﬁﬁ—%mm€’—ﬁﬁﬁ%ﬁ%ﬂﬁﬁﬁg’@%ﬁﬁﬁiﬁﬁpﬁ
AXERE > S B AP A E o WIS R i > USPTO 2006 £ 5 2 2,
fcRE R e BiE 45 525§ 2006 & B2 &) 'igzﬁnzo% R CE R |4
emﬁiﬂﬁa‘iﬁ*mlﬁ’u?P% fod B R P et Q F AR oy S B Bk
R TR EHEI4L A sEpn T IR RE r;fF\é«‘/ % | % T Patent
Troll?'! | % PP 2E o 10 T 44 b R BEAE (7 3R endE 2

Fo0 FHMENEFAEORF—EE LY FETLF AL B

£ R LAl oY 1983412003 & 0 B B¢ HE LEAL
73@’%ﬁ%?%ﬁiﬁm4ﬁﬁﬁ%4ﬁﬁﬁ“”%W%Wm TF
LAY R EER S PRV RJIFAL R Dt FRBTIFRAC £ L
;am; FAIL M H R % g ASERITZIUSPTOY 1 6 To# & A7H{ ek {1 ¢
Tk R RILE Y Gk (reissued patent) > 4 2004 & B o 3% E f}“JF #eiT
118000@9‘ Fhkpd > BRFALABBTATRERIE AR DB )Y 2
= l+#2004 # 355,000 A0 13 % 0 4246 40%H & 141 ;
FALE 20317 4 e hEE 2w ) ST R B 1 AR 2004 32§ #1T 30,000
Eengr i R I ER > 5 A R RS )Y g%—;%ﬁ.%:‘s i# 60,000 i o R
5 & J ¢ (Federal Trade Commission, FTC) ™ 45 11 USPTO# # 3 jadZ #-iT
300,000 i ek ¥ gk > Tio- X &1 1,000 # 0 hirfad 2T
- m{;ﬁz Lﬁf‘ﬂﬂ— EERAY AR L 25 L B A
FoiFwmkiE > HETE IR HREIN FEY GLRENRB T
moﬁxméﬂ%ﬁzﬁA& B e R S Y R

2! patent Trollﬁxjff"[}‘y*t i%“ T @q;ﬁiﬁijﬂ D BLE - GUR ( AIRE BRI R R &
;f[ﬁ@ , £ k;_{_J Patent Troll | ﬁgﬂ o E %[ [ﬁ %] i df@k, B F| [l

Jeremiah Chan and Matthew Fawcett, Footsteps Of the Patent TI’OII 10 Intell Prop. L. Bull. Rgy. 1,
3-4 (2005).
13 Proposed Rule Changes to Focus the Patent Process in the 21st Century, Office of the Deputy
Commissioner for Patent Examination Policy,
http://www.uspto.gov/web/offices/pac/dapp/opla/presentation/focuspp.html (last visiting at 2007/4/28)
1 Brenda Sandburg, FTC Floats Controversial Patent Plan,
http://www.law.com/jsp/article.jsp?id=1067350952811 (last v151t1ng at 2007/4/30). =Ry ﬁ 1= felhl

FELVETCRUS ARG - LRSI 1 @'ﬁ”ﬂﬂhﬁﬁﬁu
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i {7 4 2o d % & (prior art searching)®! » i@ FEENERETIFIER
wﬁn»v%m'*ﬁm@@w%ﬁ,Pw@,m IHAHETRE SR

Flo— > om A E AP ATAR NPT ¥ - 25 B SR BT =
FiR 80 & P R R o A EREMW2 AP D R BUNT AR A
ZoRmiTE RFWMEF s Eif4e  F 4L B {2 Y HETRE G

T Rp EFRHE > Fla > USPTO4: % ] F 4L B (www.uspto.gov) iz & >
B??‘{E.EZIEF'} horde i S M EAIFE %'& » 4rEuropean Patent Office
(www.espacenet.com) » @ F A & ¥ 7~ B F IR PRIF Nk b 0 e
Delphlon (www.delphion. com)216 o fed A ) A 80 & ¢ Hp A X PIH

o F e bR FIFHREY > B T AR ET B 2 R irA 8
mimw%%i’E%ﬁmwm#ﬁﬁ%%mézﬁwgﬂﬁiﬁ@%
P10 TR Y PO T L R A

2% GHENETREORFI-—GHEE LR

P ART AT TR A ﬁwdﬁﬁﬂﬁﬁg
?%ﬂa’aﬁﬂ«mmwgﬁ 5

USPTOR 28— 3 # |54 F SR 4Ee S h 158
i%m’%%ﬁﬁﬁﬁiﬁﬁﬁﬁiiL%ﬂiﬂ’£ﬁ@%ﬂ$ﬁﬁ$
Efrtin S B OIS i e £ 55,2000 £ 20,000 i gk & ) S £
2Mﬁ&mmm¢,k%’* #Jﬁ%ﬁ%%%?ﬁiJT’%ﬂ%&
AT R ST REMEL (103

B L ST R
BRER 2 Tak L Ay
:E: <

3 4:‘ T A ant it % —é 41
Fe 5-1: LupH A2 1% A L A
1976-1978 1996-1998
el FLYE FLYF
(Year) (Year)
%] % L j#(Pharmaceutical) 2.63 4.45
¥ 5 2% % (Medical device) 2.22 2.76

213 United States Patent and Trademark Office, Public Hearing on Use of the Patent System to Protect
Software-Related Inventions,
http://www.uspto.gov/web/offices/com/hearings/software/arlington/vahrng.pdf (last visiting at

2007/4/30).

216 See supra note 144.

217 See Advisory Commission on Patent Law Reform, A report to the Secretary of Commerce,
Background and Mandate of the Advisory Commission on Patent Law Reform, at 149-51 (1992).

105


http://www.uspto.gov/
http://www.espacenet.com/
http://www.delphion.com/
http://www.uspto.gov/web/offices/com/hearings/software/arlington/vahrng.pdf

2 4 # $ (Biotechnology) 0.00 4.72
7 " 4p B (Computer-Related) 2.04 2.82
% 8 (Software) 0.00 3.15
L §8 (Semiconductor) 2.37 2.73
@ =+ (Electronics) 2.11 2.12
it & (Chemistry) 2.85 3.52
%+ (Mechanics) 1.94 2.27

4 (Acoustics) 1.88 2.66
& & (Optics) 2.40 2.81
2 2 4p i (Automotive-related) 1.85 2.20
it /R 4p B (Energy-related) 2.40 2.74
i€ 2 4p B (Communications-related) 1.93 2.64

F A% kiR : See John R. Allison & Mark A. Lemley, “The Growing Complexity of the United
States Patent System”, 82 B.U. L. Rev. 93(2002).

P £ 7 a0 70 & Ay MR PR A & Allison &
Lemley Fd endk = 7 ¢ ¥ 0B IR > 1976-1978 & Bt & 4] iv 2 {7 » 97
MEEREFOHMEFADESE T000E > d EFE K2R EEy &
Flend € > 80 & P P EJIRioh £ - FEI 90 & R I
WENF LD Irr L 30315 & o qpipont 0 Hkesp i o “,% 7Tl ER
j(Pharmaceutical) ; 2 A 4 71 3(Biotechnology) | 7>t i/t » 7 & &
FEWPHRE AT AT A uBE T445 2 2 T472 &8 | » 2 fjivend
T2 AP FTIY 126 & | sdpdeeT s 2422 FFE 315 & |
HHE g ook iﬁ%ﬁ%mﬂ Hased o migs %7 USPTO #& # 4
LERAHMENFELR 2 2L BT AR TRE ] 6 TR0 0 3
SR E Y ko A ARJIFASTL e TR T E -

Fw s MRS R SR F- Y G 5

FTC(Federal Trade Commission) % 4-%} & ¢ P X R L E R
% 417 & £ (USPTO) ~ % & 91k (EPO)Z2 p & & ] & (JPO) 5 #7 7 R chit {7
o HF R A 2000 & E Rk )Y FEES A REE 98% 0 A EPO
67% > JPOR] & 64% » @ USPTONE T4 3225 #cdh e PE 4% 1 > £ F3 2000
Sk Pl FERSF L 5% v g % Quillen % Webster 3% % USPTO4H
B FERES RN DT CERP G K24 TR T ERBIREFE
£ 20%3 30% > #c3u s USPTO % 1993 I 1998 # %2 & fI¢ &S T 5
85%% 97% " F ik gf b it ehiyt > £ Wk 1Y PSS F 95 3%3 15%

2 ETC, To Promote Innovation: A Proper Balance of Competition and Patent Law and Policy (2003)
[hereinafter FTC Report], http:// www.ftc.gov/opa/2003/10/cpreport.htm. (last visiting at 2007/5/4 )

219 Nat'l Acad. of Scis., A Patent System for the 21st Century (Stephen A. Merill et al. eds., forthcoming
2004) [hereinafter NAS Study], http:// www.nap.edu/books/0309089107/html (last visiting at
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EPO: 37% > JPO: 36% » #p#3*EPO% JPO » % B % 135 & 4p $:001< >
W BRI PRAEF I AR ARAENFAEASFATT LY A
NAS(National Research Council of the National Academies of Science)z¥ L
EPO % JPOZ_ & 1 J& 7% 5 4 1998 ﬁrﬁaﬁp,\, BT BT RE R

USPTO™ > iz 4 7 EPO% JPO & & 1% & + g (F4%7 B> & USPTO &2 4|

FAHEAAAHTE REHNETHF IR NASTH I P HE G A5
B R AR L 4 L (genomic) 2 ¥ 7 2 (business method)® =+ Af
B0 g USPTOR ARH & 1% & & Fenh 4Tx & Jec d enpe 1721 9

Fiwm R4 P s F M AR REN MR STk}

$ 795 HA S {13 R Tl S R SR

FRRSHHHE T DT L %?i‘f'f%“'%é?'%@(as a whole)i& (7 %
o Wik EE %]—ﬁé ERERAFEIY TS g8z & T3l > r
£ H R A3 I % F (practical utility) » T E T B A o K ¥ Ao
£ B s m%ﬁ#ﬂé R T B R R e 2
oo AR B IR F AN A R R AL TN - AR
Eﬁ@mﬁ PR R RER GRS T s Rk TR R R

PFIARR N F e AL Al f””@,jﬁi“’ RIS AKRT ARG T
%@ Frufind e g REE v S WL FEFER - 7 F
RenB IR > T3 2 @SBV B R A2 B s {16 Fiag
L R e AR NFRIEE A PR s g
FH Ao g 2

54 B IR AT 2 S S I3 S L %

EAE R B HAE JIFERF F LA R R AEDF £ 597 600
,,mgﬁ EGE SR R L R R e Rt S e

g3 3o

2007/5/4 )(= fo'xLNational Research Council of the National Academies of Scienceﬁ‘éﬁ?ﬁ FIIFUHRERr
(e J’FJIZID%@ ).

220 See supra note 218.

221 Carl Shapiro, Patent System Reform: Economic Analysis And Critiqus, 19 BERKTLJ Rgy. 1017,
1035-1045 (2004).

22l R ISR ) R AT 0 571001 3710 £12007) -

223 Joseph Straus, Patent thlgatlon in gurope -A Glimmer of Hope? Present Status and Future
Perspectives, 2 Wash. U. J.L. & Pol'y Rgy. 403, 408 (2000) (Wﬁr?}“ <15 T}”“LI '.EPO%a:TgJJ all g%f";;t’ (&
P PO [RGBV # 59 600 (IR R 82 g o IRl
= r?’fﬂ A )

% Iman Lordgooei, Bear Market Litigation: Showing The Relationship Between Patent Litigatoin And

A Down Economy, 27 UPAJIEL. Rgy. 1077, 1087 (2006). (I?J}’Ijmﬁ: fﬁiﬂﬁﬁiﬁ}LEXIS Federal District

Courts Databasei& i+ EJJ ﬂjr%f?fij{’ E3 EIGJ%@‘, )

107



150 9000

7500
—&— Software
Suits (left
6000 axs)
—X— All Patent
| Suits (right
3 axis)
7] )
s 4500 | =& = Software
=] Patents
e (right axis)
3000
+ 1500
0

B 5-7:90 & i 48 & 1372 485 B
7 4% kR ¢ Stuart Graham & Deepak'Somaya, “Complementary Use of Patents, Copyright

And Trademarks By Software Firms: Evidence From Litigation”, 2004°%

g]""/igff"@\'ﬁﬁgs’f 90&an\r%ﬂ} MR- UG
2 lg{J BERNEp &SR AT G TS R USPTOE’H’? B g
BWEAP > F 50%7 & L et o e 1o i R & T
RS SRR RS Lo SR IE AT R AR S R
A4 EAp st A 2 B en® fIR AT BN T 5 L0 & R A OB
A2 B4R RO L > BT U R E R LR AT
2ehiy B 0 p Diamond v. Diehr % I Inre Alappat% > % RZ2 A ¥ i &
Fleng EL:L”T R P HHMEAELE o A EIFERER S
Flde R 77 % B0 B JlgRmahE & o

@ # B USPTO 7& 4 %17 Ip FrAR 38 crmpm 2 o 38 (7 vt di > Bt e
AR I T Pfé% AHE TR/ LR T FERE VP RORRF G
1976-2000 # » H 2% F 4T L9707 > AP BV 6B gL [ Tz
(Medica)#g & ] > Z8 1L 7 FHFT & & ~ 3 GAE > 7B
SAPREZHOEANE  ¥irdHE o n P o K3 E 43% 95
W BT EEFHRE o @ B F (chemical) ~ § F (electrical) 3 %
(mechanical) % 4p B & 1) » a0 32 Hjive fpd S 3 > H Lot b i
¢ 8-13%-°m 4 #st(Blotech)i T "t/ 3 %8 (Computer/Soft)4p ¥ & SLenfk jie »

2 Stuart Graham & Deepak Somaya, Complementary Use of Patents, Copyright And Trademarks By
Software Firms: Evidence From Litigation (2004),
http://www.druid.dk/uploads/tx_picturedb/ds2004-1381.pdf (last visiting at 2007/4/27)

226 See supra note 219. »
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b%fﬁﬁx@ Vi ST R e 08 AR 190 Sk 13E bl

Bl 10%2% 17% » 7 /3 88 (Computer/Soft) 35 2 v b eh= £ & §_f -

Hho Hoar ko2 2Rl /];lllﬁl_’“’/\?gﬁa‘?%'f |11 43% > #AE & e v A
ﬁgfrgfzﬁwgmrs i o

8%

43%

8%

17%
10%
O E3k(Medical) B % }(Biotech) O Hﬁﬁg‘,/ﬁﬁ"ﬁg(Compu/Soﬁ)
O {=2(Chemical) | F[T# (Electrical) O #%f7(Mechanical)
£ 5-2: % }F':}iﬁ’frﬁﬁfé TEETL B &
Y Eo e s L (19.76-2000)
¥ % (Medical) = 5 143.29%
4 #(Biotech) ° s | o 10%
T /B R (Compu/Sof CT0 L0 17.08%
it & (Chemical) S0 8.19%
% =+ (Electrical) . ' 13.89%
# # (Mechanical) 7.54%

74 % /& : Litigation Rates by Field, U.S. Utility Patents Issues 1976-2000%*

05 M JITRm e it R R S A

HA i mes 8 s i#‘m%ﬁ‘f FH R TR EIERT LT
A"%#Biﬂ'k?j‘#&'é“’-%’f LHoFBRPFT RV 22 mbd > B
Prengh 2| et a ag {2 R "‘i%‘f' |2 {40 o Flet o F e F R
WEJIHE g » - ERFG ERhed o TP il & e ah

figtf'l 70 & KR 4T R Iﬁ,f¥ Tk oo RN 90 £ K Fl %%#:/{fh"}'\‘k
G A SRR I hd £ & DRER kT RE & B e etk & 1)

w0 2 BAIATR TR R A AfRAI R BEAE T

PrE

+
~

B3 90 &£ AT St ME R EATAIEREN A EfREEE BIES
%Fl , Eﬂ’;&lﬁdﬁ%@%‘f | 95 BT A m’ﬁ:"‘g\.j\ jﬂ,\ﬁqﬁl— F] &} ‘E&i L I,

227 itigation Rates by Field, U.S. Utility Patents Issues 1976-2000,
http://iip.nccu.edu.tw/mmot/upload/file/T06.pdf (last visiting at 2007/4/28)
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B det B AR 37 FHREFEE PR A A SRl < A0 AR

PP FHEER  SHEOEEFERALTHME G AP oo
A B PO AI AT SOUR R B R 2
2\5 3 ‘@\,@g}?,ﬁ.»\$»ﬂ-y—u&228
PR E/LfRE/IEE | Ei % g B A EREY

$100,000,000{ 2006 |Creative <-- Apple

P.Settlement

$60,000,000, 2005 |Immersion <-- Sony

P.Lawsuit

$40,000,000f 2005 |Soverain Software <-- Amazon

P.Settlement

$8,000,000{ 2005 |Yahoo <-- Miva

P.Settlement

$1,800,000 2005 |Univ. Texas <-- RIM

P.Settlement

$40,000,000| 2004 |Ampex <-- Sony

P.Settlement

$62,500,000, 2003 |Hilgraeve <-- Symantec

P.Settlement

$60,000,000, 2003 |SPX Corp. <-- Microsoft

P.Settlement

$453,000,000{ 2002 |InterTrust <-- Sony, Philips

P.Buyout

$114,000,000 2002 |Internet Magic <-- Netfax

P.Lawsuit

$30,000,000] 2002 |eSpeed <-- CBOT and CME

P.Settlement

$28,500,000, 2002 |InterTrust <--Seny

P.License

$24,000,000, 2002 [Business Objects SA <-- Cognos

P.Settlement

$15,000,000] 2002 ~{Jupiter Media Metrix <-- NetRatings

P.Settlement

$7,000,000[ 2002 -|Liquid Audio <-- Microsoft P.Buyout
$4,900,000 2002 |[Macromedia <-- Adobe Systems P.Lawsuit
$2,820,000 2002 |Adobe Systems <-- Macromedia P.Lawsuit

$400,000,000{ 2001 |Pitney Bowes <-- HP

P.Settlement

$15,000,000f 2001 |IPPV Enterprises <-- Echostar DISH |P.Lawsuit
$275,000,000, 2000 |Caldera <-- Microsoft Settlement
$15,000,000f 2000 |BroadVision <-- Art Technology Group|Settlement
$13,200,000, 2000 |Frank Calabrese <-- Square D P.Lawsuit
$6,500,000{ 2000 |Enzia Inc. <-- Accord Video Telecom |Settlement
$100,000,000{ 1999 |Inprise(Borland) <-- Microsoft License
$12,500,000, 1998 |Interactive Networks <-- TCI P.Lawsuit
$700,000,000( 1997 |Digital <-- Intel P.Lawsuit
$90,000,000, 1995 |Wang <-- Microsoft License
$83,000,000, 1994 |Stac Electronics <-- Microsoft P.License
$50,000,000, 1994 |Atari <-- Sega License
FAL &R ¢ &3 T Patent/copyright infringement lawsuits/licensing awards | % =k 3 422
2 Eflﬁ‘ﬁgll : “Eﬁrﬁllk?y%fln PERLEN < f - I?% ik ﬁlﬁl : f S
LawsultJ 7 }J'TEJJ ?]J% ; T P.Settlement ;| {7 }J'f_J! FlIFF F‘ﬁi F'P.License | E[ijFth FllF

;’@Qo
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§ N3E A8 & 49735 & 0 T Patent Troll | 3 %

Patent Troll | i&1# 237 % d i LIntel2 47 B Peter Detkin>® 1991
# 7 L3 ) > Peter Detking & Patent Troll ¥ + & ¥ & (v7 ei74 $ » T 4
Patent TrollZ % 5 " &I A X3 LWL & * H &4 fz%r’t'%%ﬁd =R R
& 7 (59 & (somebody who tries to make a lot of money off a patent that
they are not practicing and have no intention of practicing and in most cases
they never practiced at all) | **° - i}“ bt €& ¥ Fv o Patent Troll 3 iZ4p & 1148
Aok B3 f7 i (practice) B & > @ AFFd L RS IR IR~ AR
ﬁuﬁﬁﬂé,&%ﬁﬁﬁﬁé’%’ﬁ~ﬁmmnnm4’4%$ﬁi
% Tpatent extortionist(% 413 :)™' |~ & 4]% 4 & (patent parasite)™” | &
™ 2 43 4 £ (patent speculator)™ » i}b + it e ploo ¥ g 4y Patent Troll j\ £
ZHEARE f oo IRER e
Patent TrollsH{7 5 g4 ¥ & & {2 7 fisg > H 1 &5 4 fas7) Bhg
%8 > Patent Troll¥ ™ 5 - 3¢ » H& VIJ:E'?—E’ FEAREDE T 2
wA ¥ %E %4 > BdrAcacia Technologles ; % 2 #f > Patent Troll
AV UE- FASUEF o LR CIHME AL AMAP A% p Pk
{148 & - B4rMosaid#* Patriot 236775 3348 > Patent Troll7= ¥ 11 % 72 4 (agents)
i REREJELAKRH %1 f# > B 4cIP Value Management™’ ; %
4 55> RIE_d 2 2 F F9r00 3 (¥ Patent Troll2 7 5 > & 4-Robin, Kaplan,
Miller & Ciresi in Minneapolis or Makool Smith, PC in Dallas®® - @ p # +t
Fv ¢ enPatent Troll % ] 3 MercExchange v eBay”’ % » MercExchange + eBay
Hipg et a BIREFEBAEA 2 KFFFREHG > &8
MercExchangejE # 29 million# ~ e £ ; Eolas v. Microsoft » Eolas®

Nud

229 321[??“ [ﬁ*ﬁt bhttp://www.patenting-art.com/economic/awards.htm (last visiting at 2007/5/2) » LF‘i?ﬁﬁ
#Iﬁf‘”’ﬁ JE 9;[ g?zngﬁz I”glf %El N IZ/\EJ]JLA} %Eﬂyf&@f%ﬁ ’ JE[ ﬁ%‘_ﬁ*l:— 2005 o

230 Breda gandburg, Inventor s Lawyer Makes a Pile from Patents, The Recorder, 2001,

http://www.law.com/regionals/ca/stories/edt0730d.shtml (last visiting at 2007/5/2)

2! Bruce Perens, Software Patent v. Free Software, http://perens.com/Articles/Patents.html (last

visiting at 2007/5/2)

32 Wikipedia, http://en.wikipedia.org/wiki/Patent_troll (last visiting at 2007/5/2)

233 Testimony of The Honorable Q. Todd Dickinson, Perspectives on Patents: Harmonization and Other

Matters, United States Committee on the Judiciary (2005),

http://judiciary.senate.gov/print_testimony.cfm?id=1582&wit_id=4548 (last visiting at 2007/5/2)

2% Yasuo Ohkuma, Miyuki Sahashi, Hui-Wen Hsueh, Joe Brennan, Patent Trolls in the US, Japan,

Taiwan and Europe ( Digest ), http://www.tokugikon.jp/gikonshi/244kikole.pdf (last visiting at

2007/5/2)

3 See Acacia Technologies, About Us, http://www.acaciatechnologies.com/aboutus_main.htm. (last

visiting at 2007/5/2)

36 See Mosaid Technologies Inc., http://www.mosaid.com/corporate/about/profile .php See also

http://www.us.designreuse.com/news/news10022.html (last visiting at 2007/5/2)

37 IPValue Management Inc., http:/www.ipvalue.com/company/index.html (last visiting at 2007/5/2)

2% Mark Voorhees, Ethereal Asset, Intell. Prop. L. & Bus.,

http://www.ipww.com/display.php/file=/texts/0604/ethereal0604 (last visiting at 2007/5/15).

239 eBay Inc. v. MercExchange, L.L.C. 126 S.Ct. 733 (U.S.2005)

111


http://www.patenting-art.com/economic/awards.htm
http://www.law.com/regionals/ca/stories/edt0730d.shtml
http://perens.com/Articles/Patents.html
http://en.wikipedia.org/wiki/Patent_troll
http://judiciary.senate.gov/print_testimony.cfm?id=1582&wit_id=4548
http://www.tokugikon.jp/gikonshi/244kiko1e.pdf
http://www.acaciatechnologies.com/aboutus_main.htm
http://www.mosaid.com/corporate/about/profile
http://www.us.designreuse.com/news/news10022.html
http://www.ipvalue.com/company/index.html
http://www.ipww.com/display.php/file=/texts/0604/ethereal0604

Microsofti % H & % Eolas— % A& ** T displaying browser plug-ins | #1773 j# &
F1 > £t Eolasj& & 520 million# =~ ; NTP v. RIM » NTPH_ - ®3& F* 12 % 4
L AP 5 NTP* 2001 # i 5eRIMiz e H & %email i@ ﬁ%] (wireless
email transmission) & 4 > 3 = % e HRIM 7 P& i NTP53.7million# ~ > RIM
FPR o e k(s B 3T 2006 & 2 612.5 millionE 7 iE AR £ fF o
ﬁ*‘u b it Patent Trollshk b k5 » L 3k & JlREE{I L DA F R

A0 5 I R IR SRRE RE ARG RS LRE B
R G HE LE AR L hY L8 700 B 2R E 12 *ﬁ*“@%ﬁ%ﬁ
SR BT 2 gk AP M 2 2 2 (process) & 2 (method) 0 F & H E A
A FE & F * 2 F (practical utility) £ 7 & flf2 > & H B30 i
Bl 4 FREMEACRIR AT 0 TR I E R
(patent thicket) ;> iz 5 B JIE k¥ Rt % Patent Trollen¥ - » l/l\/'ﬁT
it A & enfiiR T & e Patent Troll2. & 41> ¥ & Patent Troll & £ 7 {7 3%
£ 41| > fe Patent Troll 75 ¥ & i /&J LR R o iR PR A~ 1T
ELEgFn > FFEA T P HEHEJIEHRLE ] B EDZRE - 2
miptheaSE > R RWEN T ADP G AR TR A S
T4 2 ¥ i % iR SRS SR I RS N Y RPN L e
I R8 Fo e 2 % (If software patents.were more of a detriment to innovation
than an asset, wouldn't software companies advocate for exclusion of software
processes and methods from patent protection?)”*’ - @ 7 4 § HE YA E
SR PR R A RS T 11 g oA e
£1372* > ® 22 % Patent Trollﬁ?'f | % 7 feErR s ks {zr'%? L~ 45k
BAlEE R RENE.E IR £ B Rt dE 2 B
o BB Bain g A e SR 2 B4R i (575 7 Patent Troll
H_Iﬁ“;ﬁd R 2L B P o ARE T 7‘5574’)”\” L& Jlemd@ * & 37
g B 2 FPEJFIRLL P > TS HMEENGT o

FZw pHEFIRZ A TER

BRI I AlE 07 Bp FAIRTL MBS F A S 2 L fIET K
EBAIFRER BRI SR ORE AR A EL A LR 4]
BERAT R4 *TJ"‘“E“? T E 2 uﬁfﬁéf*&&giﬁ’ﬁﬁ?ifg
B AHIR P o AR S FIHIR PP hR AP P I E T PRI 2 a F Y
&4 - 4 }ifkﬁ'*wl‘elﬁi’vﬁ°

9 See supra note 234.
1 Ronald J. Mann, Do Patents Facilitate Financing in the Software Industry?, 83 Tex. L. Rgy. 961,

961 (2005).
242 Elizabeth D. Ferrill, Patent Investment Trusts: Let's Build a Pit to Catch the Patent Trolls, 6 N.C.J.L.

& Tech. Rgy. 367, 367 (2005).

112



P R L)

BAIRIR RS0 BRI QAT A1 0 @ FATAIRTR] GO 2T PR
B 50 Hpe P4 u??)*’vﬁ i ko BFIRRS A HE B
Pz g2Pe g RiEfLE i—r/fﬁPF’&F\ ol BEP 2 pRiér o 528
FEEHFP R L ox Mo BAE RO R R3S % o B4R BRI
wﬁﬁmﬁﬂ’@w%ﬁﬁﬁ%ﬂ&%é%&@g%mégmzﬁiﬁrg
Hugp A Bkl ordhgzp daimd N 5 {Fagp ’ﬁ"%’%r’ e
PR G IR WP AR g R TR AR B 0 9:#%.—‘
FEFRaES o P G Al BFP2HEF L F 7} #ﬁ:&é—;{%?*]:}i
PEEH T T B o BALE R X IREE P AT E o Flgt o A £
“r3f e T 3% F1(Reward Theory) |~ ' 4% % 3. (Disclosure Theory) ;~ " 4 & 3
(Prospect Theory) ; 2 "7 WIL Fm(Commercmhzatlon Theory) ; % & F14] & 4p
M AR R IR G5B T TR R R
AR RE T L SR v’ﬁsn;‘gu:ﬁﬂg FRNF R g m L DpRT &
BARTR R L g B i FH BRSSO E S REEP ok
RIS L PR RLE SIEEY ey S 80 NoED R S TR
> R PSR 0 SRAE T REREL S PR SE TP e

F iRy bt B JIF RleiE (B %ﬁﬁul‘mrﬁj%ﬁ%‘ﬂJ BPAE WO
RS Jeid (Fe & REh® QIR A B AEF g & 5> P 0 (Thet e
TP MEE T AT THBER N HMER 2 TR RV E ) REFH
i

(1) T2 7 f"&%*’fgd el e ) BB R ) 4 S SR
"LEFMEJPF PR RARTR O B 27 p F
ifg'ﬁ’ 14—"—4 m%ﬁ;“/};ﬂ—[ RSN A ﬁi@ﬁgf‘lw?ﬁi
P B0 2004 & 5B HE R G EAT 30,000 # chgicdl & A&
w3 3 E 60,000 i—m@%ﬁ%ﬂf ’3-”’* s ot B oL g
WEE > 2 REHME G g aEscT > PR TE L L 2E
)J%xé',«ﬁ SRR dept £ 4 ’Frﬁ EA&EFT(F a5 50%
2. R B I E ) i & AR G chBiE N F B g
EAON R F T B ? Rk ek VR ’i}uq‘ Amazon £
MOne-Click | % -

(2) "G, 2 THMAR ) B if%%'ﬁ BAIA TR E g PR
NEoEE BB A R FRRT TELE AR
2 PR B OFE AT TR B > R A TR -

BRM G E > FHERPAGIARLTEHE S AR
Pl ERFRARSF S B ALERERY 0 L
i’x*‘#ﬁ% R UF ) SESERE S PR A f*:’fﬂ;’iﬁii—:&%i ) i
SR GRS PR - ea EREME fFn g e

113



B MBI E R d g e iW%?%”%dfﬂ%’a
E Rl i) %ﬁﬂ@ﬁ’q’:# FREAAFE Y+
BEL O OTAR TG R A IREE XA N FHHE D

1‘%%1%;"1?”@
@)rﬁﬂ“ L %ﬁ*ﬁﬂ*ﬁ“yﬁf CLERIRE 378
R NIES mww’ﬂ ORI A A T o Gl RpE AR
R I S {FILn I £ SRS @ 8
Bf & AT @i 4 PR EALE 3 LD RE P
i ket E o AR Wi Efla 3 o frg B A T Patent
Troll | % & 4 * 2 Fm > it go#8 & 4] " Patent Troll ; 4
L ARFHEL @ {;*gd BFEL s AR R
RHEIE.E kg EE N ER SR E SRR AN B
£ EMETA T FHERE O ZER &L T GO E
¥ it 7 4 [Patent Troll | at % kenflF » ¥pfes £ § FRIH
AR R TR AR A 2 TR AR

5 -1 &rfaé:ﬁ&%ﬁ#fx%ﬁ% FIHT R

HHEAFIREFE TR S @ bt r'g?'frr"?‘rl"«/J Mg e
ﬁuﬁr%?ﬁ o RARHRAE PSR Ak IR R A
WP g # 4k AAMEEFIER- L > Tt 0T E R ER B
PAZ S eh Y EA AR TN &3
ﬁé?mﬂﬁﬁfi%&’&lmmﬂﬂ@iiﬁﬁ’ﬂ&%b#?ﬂ?
2 - BB HTAIAT > B AL § o 2 B & 14

e fm g — B4 g R & U4 A e ‘?iumﬁm?ﬁ%'f A AT 2
G0 T E_ RN ATERAR I R R o (e B3 }?ﬁfﬁm IR A APA
LAH R ehp o K EFIEF chk B a3 ,gsf m,);'ﬂv;lj\g BA 4 gl
CEENR S o Sl E,TE')‘%/‘% g R RS AR AT A

PEAIAREE LA .Eg«f FIRT A F A R LR 3
Foon S3BRTC RAIER * 2 B4 T at BB 2 H R IR
PR IR MR SERP R 2B Lk I

PR GHAFED B IE R R fleE L LA A

%%?J&ﬁ%mé’ﬁﬂaﬁigara@ﬁﬁ@ﬁjai4,&ﬁﬁﬁ
P TR g R e PRIE Y S R S0 R AL § 45
Ilip gy o ot BAIFIR T 3 AW EE L JIATE 7 k)

MBI E ﬁ—ﬁ[ 1#%2?"—'7&%1\%“]%@5 Ej’*"i%sz SERE *HEEJE
244 m?}rréil’lupl r %Ylﬁlﬁg IF I:[ TE;;‘[ Iﬂ:#’[ &Elli 3 I PF‘H\ ST /j U@;I
M | T T 3, st wﬁ%%ﬂ&“o

114



,&’m%ﬁd "o B LT ’?wJ TR d &2 § % . RN
AaIFD Han f} 5 ,w{_g,«f LR g} AN ,&?Em\cﬁ, %ﬁ IR F R
AT P PATAIAT ) chd R R IRGED Hahdi s > R B AL § SDigAL -
Flot o R R IR A i (PR AR T IGETD BehiRd | e
PRI Frisd | st K R et & U4 R o 1‘;“@’ A OB AT Bk
£ RBE RN E IR LS BT A AT Lk e Dagr
Fra s | R TR 0 k- AR ﬁ&?‘?%i#ié_ }f’;#ﬁf’ﬁ?‘r‘ Bo¥ &A
AAE(RIFT)S BB B A 57 = B =X Mo, m o BT
LA P e B bz 2o R T AR T L LR § H R
FARRE R LA RA ) LR B BT A
() FI* i dogrm Qg A2 B ST HLT B &7 3 (goods
markets) ;
Q) g Hplt Fiita k22 [ Hie 3 (technology
markets) ;
CUF i KEF&F2FLHE R LR T &
(innovation markets) °
Mz = B BV BRI E I AT
(1) ¥ &7 HF(goods market)
B H-F & a2 g S5 E R 3 Iﬁf%fﬁliﬁfiiﬁ 3 I"pr
T e e AR EE S HER 0 B e S
FAcAp o~ AR E T A ’*@fak%%ﬁ*ﬁﬁ%i
TR SR ﬂnqjﬁ? L EM AR L2 #g,,
FHE R RYITEMAEL BB ér‘%’ wn A 2
EE SN RSl
(2) 47 H-(technology market)
BT SR AR R 2 AR R B AR T R e 2
Ho LR A% HEL IS W A B T el
TR EE A2 AE TR S HA R 1 T
2 B AlHAT, 2 TR R S
(3) £]#7# H-(innovation market)
S SRR S # T AT A & S AT AL AT 2
FEFR&D) > & H EF A M2 FEATE 2D Ho AgRTH
TP IRy ARFEREESIRBEDE Y (buys or sells
physical products or services) » 1p ﬁm P RIRTH B iR iR

(ﬂd\

«w
i

OO B~ Ak  [R[F FOPASORTE) [P [ E R -

http://cece2.ntust.edu. tw/ezcatﬁles/ceceZ/homepageQ2/SandTLaw htm (F& &2 F1H © 2007/5/20) ©
247]Fﬂ,~§¢ mj’;”ﬁﬁrlﬁiwﬂﬁﬁruy%ﬂh 3o i o yﬁu\%ﬁi 3;@@71@[_@1%4 T‘”d} » 57 114-115 E'
(2002)

filE 247 -

115


http://cece2.ntust.edu.tw/ezcatfiles/cece2/homepage/22/SandTLaw.htm

'Fii%? /\‘?”,ﬁ

B ATPRARFT A 2. 1:,\52490 FpL o0 L H EE E A ITA

FTPR AR Z2_FAGE > ¥V IEFAE 2 & & :"Kg;ﬁd A0 ik
B ikyp itk

:J‘Z-)" -7 iF l't‘;}i*r f’} P4 *B‘i’fj’ g ffl] =
RS HEE T BAroT !
W35
|
v v |
£ %57 35 Bt T 355 A ST
| | |
FEHEAMELIHER | SRR R AR || R T R R
B AT Z MR E B(R&D) | | AT AR 2 T 5 27 &b RRT
| | |
B9 A 3% 4 EH 7 4k
‘ . ’

FAAT A

*

Bl 5-8: s T bq
gl
RPN
B E ek ¢ ¢

(£

FA KR A

2

A I’/};ﬂ@»s\a%ﬁj,&J IR %ﬁ;j PR S *g—f | 4 Es’f
PR EA] 4 A AT RGO L 2

ED

HighB 5 LT &0

;}iﬂ‘tﬁa\i% AR d BRI A i et SN A
%'f ;;:—;—\.,*ﬁt‘l‘jrgff}l;}ﬁh}%Jéi

BT A SN IRIAZ WiE s A4 B ‘%

—“rﬁr-r"L 7 &
LR TLE S

v BJIE S LR fEL R

ZH AP 2ZHMEIGIREES T
3.1 B AU R &2 B
bol T42.2 HAL 4

-%/[L:i mﬂ;}g ‘:1:'11 PRZZ‘\/};‘T}? 7 % & 0 %’f B b fg

s 11

cid g {5 RIRTRE 0
%ﬁﬁﬁrﬁﬁﬁ%Ji%ﬁﬁiﬁﬁ$%’
%E@%?ﬁﬁ‘

2 Qm%’ff’
zhargfiiﬁj’ngrﬂj%JpﬂjﬁdLjhﬁﬁg‘ﬂkﬁ~¢ﬂ§ﬁﬁ“1
PR FE B & hE T

’?wf’r? o

IRZEHF ) - @i > S ehk {14

1R T
ﬁd r?}:@v:}i,{&vé Fro M EZED Haiks o Ea ﬁ—‘lﬁ* gz&;”f s m
o A ;

Mend Frad x5t TEd 3 5 Bl g o

WA B

% Ronald W. Davis, Innovation Markets And Merger Enforcement: Current Practice In Perspective

http://www.rdantitrustlaw.info/Innovation.pdf (last visiting at 2007/5/20)

116


http://www.rdantitrustlaw.info/Innovation.pdf

Al f"«;ﬁ“d gl H ST 2 T &2 75 iiq =B ¥ Bk
i%,)fﬁla‘rmf‘f?f’rﬂtl"iiﬂwlb\&&*m%’f (B RE = T 41377 3
PHps 3 2 TA&ED 3 ) =3 F2 52 (F 0T o ikfp b it =
TH o A AT TR 2 2 A BK
(1) AlF7 B2 & 44 B B
e Ff;]ﬁ*frﬁ ¥ E= ;{i g F1 s gﬁﬁgﬂ A gt Ty ik
BEJFIRANFEEFP 25> PEFZEJFIRCERET F
PRI A i 2 B B ] G onilEig A R IR 22 Y 5
ZoFPEFTE FHENA LG :btﬁtr#&v;gm o MEBBFP A G
%‘ﬁﬁ BEAIA2Z L J12 Hordh @2 B g ® { gl R 0 &
Mo R A RTT i}?—m;\ T o
(2) #is? F2o & 4 R BEXK
s T e ﬁ;—J M3 FOFAF PR R R q‘i—‘k
AR R PR A E R ek p R E auT g if,—’
Flpoo ;Jﬂ’f‘ﬁ P i@ g A &k "»/Hﬁd b e gl A
Hoa B o FpFd B AP A % s PP 2 FiRE
PR BT R F AT & A iR e Bl B4
e SRS R NS & 3 aR R SR m*ﬂr‘\q‘uir%?‘l
ﬁ%y%ﬂéﬂ%ﬁﬁﬁﬁﬁﬁﬁﬁ%‘“ﬂ SEEEC
o @ R PR R E] £ rEEpY o e R H R b W en
Pt ;ﬁvﬂ 7 Ei ﬂgfk RS BT B ei® (TR A B o
(3) A&7 H
A& i ié_‘ﬁi&ﬁjﬁﬁ HarBe B2 PR A T A
SRR W T L EEE w2 A AR H
BT Horr e 18 2 RAE BT 0 SRS i AR AR
%mf,w%%%%%f4zﬁﬁ*x:eﬂmxﬁ?ﬂw
;ﬁu BEA TS Haais c mEJIIRER LA ST T
ﬂ?rm%ﬁ [ e % P PR EJIREL BT RIS E R
FloBEJF S 2 A SNRIRN BA ST HY EFERL >
1‘?:4 g #& ﬁ;ﬂ‘ﬁ%‘f\\ F B R AR o

TETIAHEIHIRE A TAF T HEI S 2 T AR
B0 o AEHBE G IR AR

117



ESLE ) $ % EXih 'S

|
v v v

AR BT 3 & a3

o RIAMAEZF M

. RERFANBE o ST RAHAAH : fﬁigﬁﬁig
b %55(%—7?']% é%%’l G % & falg

AR

B 5-9 1 & fl4] B2 BR
G ER

32 e B INAE BB IR 224

B L IR AT o 4ok T4 SRS JUariTd SR AL STk 0 A B
AR AL TEIEF R TR JIRES £ 2 TR flEne
FE TR EFRE ) RFLEL kp R fE e T ) ¥
REGFHEY R EE R pFNNEJF AT REZ LY o
BT 2T > BB EN oG s TRApHE S > &R 2L F S
Eoo oLy e A ] BB 5 S 3 Y R TR Y 2
WL Alien w4l 2 B2 B R % o & < 0P 38 7 §_Patent Troll
B % > Patent Troll * ¥t 7 {7 H4F 5 2 ﬁﬁ%ﬂ’ﬁm%éﬁﬁ
BFURAPHA SR E 22 ERZ BRI AV HEHEALR
PR L 0 R W E IR FERRA B F e L Ak
HEAHE > Al idsk b imEEN L 2 28 EET 4%;%@ )
W@ R L JIE o it A fIE A BB kb {18
Hoowa EREMD 270 7 R harn S ko e BRSSO
g EP AL o W R AT 4o B

W E A 2 A
|
v v v
EEIES o8 BAIAM RS2 S EAE NI
| | |
o HEEAIE FE -
HR Rk I o PatentTrolfihiz | |° 32?2%%;ﬁ”
o BT BrRMEHE F o2 RAHA . “ﬁﬁﬁﬂ%f&$
o BB BAIBBER

B 5- 10 : $ic 48 & I 1° 4L

TR &R AR

118




FiRyp MFT Y TR 0B IR ﬁ@”ﬁ*m@WE?&
M EHEAR S B IR T R AR TR 2 4
A Pl s 3 ~THes 3 2 T4 53 35 ;jf;ﬁﬂggﬂ
POREdR MaZiR 2 e 2 AT Y ﬂ;ﬁd *E G ER N 4 ;ﬁ,gf#z{
%ﬂa@%%ﬂﬁﬁiﬁ”m’u£iip”ir@%%?ﬂa
H &% o™ BT

B A B R R ARE
|
\ v v
£1H T 35 BT i) Z du T3
| | |
o ZAEEREH

e REHMAMBE o 53 FAIRMMAS
o AMEBEHE BMKS

o EARE R A A RA
o SIFERMMA

Y y A J

o FEINHAEFAEM

o HELEFDHE

PR 2 ik 9 548 7 e Patent Troll % 41 . N
o HHEAEEMH S
1 i

B N S O e BR R

RRENHE - FE

BiRE B o Patent TrollFFH K= %2?2%@%33%)6)?
B2 B s B F R AR A fﬁ%%;%gﬁi
BB AR R AR s o

| | |

FA B 8% FAER A FwE
4 T 0
LY ESUED P
B 5-11: 287 7 #rE ]2 i & 141 & B

TR kR L AT Y KR
T KRy P REE A wji.ﬁu CRIZTS 3~ rﬂ,j;,?ﬁ{f‘r% ¥, 2 T4
) AR R AT TR W
(U@Wﬁmvrﬁ%ﬁ%J@ﬁﬂ%fimifiﬁﬁgy%
kR G2 A R IR ERTE G T HEF
BAIR A E LS ARSI T O E
i Lt THMERE2E 008 5 REHME
1% 8 ez TP madjisp 7 g sd > 258> S
EAG AR > G oA FRF AoeS > i ERHE S
e

119



(2) wcag s Tpgie™ 3 s g THORTRE 0 R
AORE ERY fEARIEB AP TR AT R KA il
Flz_ 24 4r A 4 T Patent Troll ; 3R % - Patent Troll %‘F%%EJ H
FERBUEAAFAEE F I ERARET N &0 @ S PR
B R g gt il & ] T Patent Troll , F &7 41
1iE 2 LA & JIREF R

() AT T A 55 B 0 A 5D B A Hpes Boerse i
MR A SR N PRI 0 B A EF RIER T AL
Pk EAM A SR fEFETZ %ﬁd PR A R AR A
AR A 28 B RN IR S e g R e R e A
AEBPREEE TEE T AmARGI A | A B 2
AL e T g o AR L AR 2
FT D B LE S R IR AT S ik € & Fﬁ#ﬁ*f’

S d FREMEIIRSHEL T RS

FREDHFHEJNEREK LR L EREJIFIR AL T3 a3F ) b
RA Glbe T AP A & 2 3EFR - RRSDE JIRURE P%‘Efﬁ#ﬁ%ﬁ%
R B R AGE E R R TR R AR a@xmgm,* L E K

FREN R EE > FRE S )}‘;m.ﬂpx,ﬁgm SHRMEIHI R $E
TRk Ay iRk TS AR T AIRTE S E;ﬁ |ERE A

L91% & 4B T4 H2 Patent Troll’g# G2 TR S B2 SR
FHR S0 e B R FIHR & SRR

11 fedgs 2% Jliani by » THmFe + 8

$4R 4 27k & & 4] A (EPO ~ USPTO ~ JPO)¥t T 2 il
AR frbi 7 o ;I‘#'r B+ 5 & EPO ~ USPTO -~ JPO it
WEfIHRL 22 > 2K USPTO ,mef;f VR 2 fs B> Ap oY
JPO 2 EPO FAg (T ip 4B a3r 5 > v N T HMEpP 7 & 142 3
Ty @4 USPTO i3 P 2 v B {1 » €N EMFP (asa
whole) &% .5 F »c & ® ﬁ;fﬁ(new & useful)z. i * > 4p>t JPO %
EPO > JPO & Rt # M 3 F §B Hilire @ Al > > 27 L
1o EPO PI& fHits M 2 & THaes ) 2 TR

120



- (© iter
11 | readable media ) IR

Bl ox

(Apparatus) 1975 1993 | (Apparatus) 1981
ng v.

S 1998
(Process) State street bank

4
(Process)

BEE

BPEIR
) (Pure business method)

SRE 258 2 W B A SRE A 2 ST B A SREES B 2 5T B A

R BARSEEAEMH T B A b B 4 AR B O R AR K pbi o T RA KB
M BT HAEE WA 2 e R B #Y Bk B BL8% > A AE {8 JE A
SRE E AR A AR F AR R AN SRAE B AR

WA R AT B SRR A BT AR R SR BB EARTER
RS RIFR G LA B 2 4 A R EARITEH
LR IE S YN SRRE T A S5 A8 H PR 4B L TR PN

TR &R D AT

A A FR00
B 5-12 ¢ USPTO ~JPO 2 EPO z #r#8 & 14| & ¢
d*ﬂENOﬁ”@W%? TR R 2 i g
# £ 90 & X 5000 il 12 Rf > & 3 2000 # 120000

2450 17 2006 £ iE 400002 22 H RS HAE YL 2 ED
2% 15 12 Bz, 20% - #USPTO R 2 T is A 4 et & 41 » (e iga fo i
=N mw’;{‘r » pr— 3 4 Aibzﬁmi‘*“ ) i‘%“’%’f'r‘%’}"l Feni i
WEALRAZD EAPMOVITER R R BV EF AL B
E@W%? isu PR E R e s £ 8 R R RS

B E ,ﬂi P PFRTR R Yookl L TR
é ﬁﬁj+ﬂ %?dwmmﬁiﬁy%? R A TR ES

B4 EELE &f’—* [
# State street bank% - % 3+

*%Ji?%ﬂﬁﬁéi*1%8
IR WY ST ARy 3 YV -
BT EESZ VR LERE G IR B AL AT R
BB P A fERTE THES G 2 A Ty ;j,ﬁg%
(trade secret) | 4c ©2 i3 > F o pp B F B TR L F D 252 o s
Jﬂaﬁﬂ’§%WWW%?#ﬂﬁ%?%%’&Lﬁ%?%¥~
Wikl Lot > R A S H AL F RN Mo Y
Fog > XHELATFEZ 2B, & F &% 6P L Amazon.com
v. Barnes & Noble % 2. " one-click % 41 |
RERD T ESF L, A AL 2 F AR TR

Bt
Vﬂ(\: a\ e

3

al-

l

20 Rochelle Cooper Dreyfuss, Essay: Are Business Methods Bad for Business?, 16 Santa Clara

Computer &
251 Id

High Tech. L.J. Rgy. 263, 268 (2000).

2 John R. Allison and Emerson H. Tiller, The Business Method Patent Myth, 18 Berkeley Tech. L.J.,
Rgy. 987, 987-1015 (2003).

121



(technological) ;> CAFC . 1998 & =iiState street bank X 30 5 T3 £ 2 72
FEA s T3 sy B8 P FE2 % % (useful, concrete and tangible
result) ;> FEF &l o CAFCizthen®|ih-4 72 &3 £ WE 2 2 5
Bz B2 p T A kN & a3 BCAFC % State street
bank % #72& = e P - 2 35 U.S.C §101 ¥ er:}F] " new and useful | &_
£ 7 [ 2id g (non- technological) ;> H 75 4p§ * etz &
3o 2 % WB B 2 iBensond 2 Diehrk #tiE = i B fc A8
2V B B g T4 p 2Rz E!‘J.'l%ls‘vﬁ‘rpfﬂf 7 xz &+ (the
apphcatlon of the law of nature to produce a new and useful end) ;- @ "
W R & T a8 (science) 0 @ p fRiE R F AR P R A
G IS NP, e B 2 1 BensonZ 2 Diehrk #1iE = R B 0
TAR WS P L ARG THpem, 2 %A CAFCAr L 7§ 32
% ahl 4 R EECE SERUIE S 8 B R VRS =S R O R S
0 i d ag QKIR?@%“'%? B e
4;_&—-%;;1‘:7' FF,‘ §"kfi‘§‘f1§]ﬁi%€’%’ffﬂm\pwk a4
CREEE S ﬁff’iz)@""ﬁ "FESE LT R FEERE
HE PR D2 3027 VR PRSI & PRz s R o B )
gL eh 4o 257 %
(1) B i@ B g B A A % p K02 Pl or 4 2 g i
(be a technical idea implementing a law of nature) ;
(2) £ FL {12 T3 bty B 7 p A5 1l2 TAERY 4
(industrial applicability) | & -

P afenig sk 0 A L 2R F A E I kA
PARZERIZ HsE R Ry~ 3 AL 8 @ $ 2 p AR P2 o
FW O REMBE AR R EHAM U R H R Pg 3R
BP0 mt s R AR P BB T B EE R ok

%“'i B Fx.% % (useful, concrete and tangible result) | z_ zu T {&#& » &

RPN T 72 pARIERI 23 %ﬁv} G Ao w R
H%ﬁ'.‘léa‘? T kP AFHMEIRLRE  ZFP D ET B
%ﬁt“ PR E R E RS E T P AR R AT 2 &R
KICRERE &~ IR U U SR S L [ R /8- S L

-

| x

w4

23 John R. Thomas, The Patenting of the Liberal Professions, 40 B.C.L. Rgy. 1139, 1139-1164 (1999).
254 Id

233 Toshiko Takenaka, The Best Patent Practice or Mere Compromise? A Review of the Current Draft of
the Substantive Patent Law Treaty and a Proposal for a First-To-Invent Exception for Domestic
Applicants, 11 Texas Intell. Prop. L.J. Rgy. 259, 259-336 (2003).

%6 James S. Sfekas, Controlling Business Method Patents: How the Japanese Standard for Patenting
Software Could Bring Reasonable Limitations to Business Method Patents in the United States, 16 Pac.
Rim L. & Pol'y J. Rgy. 197, 215(2007).

>71d. at 216.

> 1d. at 216-217.
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1.2 s s 4] Nhgm b L4 B 22 BHfifl
BALER LT A A S L S R e
OB S R WA B R A 0 A et i A p
o H W g 418 é‘*léﬁ FeJ® ﬁ_?_}\fﬂFE?IL ’ ﬁd Eig i Bz p )R P
HAFTEE 2 d W E 2 o E - & (12 SPER
RIEARZR o ol B2 A IR AR A W R AHNL A LA E T S AR
oo AT IR BT RGP eAT S 0 AR RE Y fr%iﬁtr'???%’ P19 4p
$F0U R TEA S A 2 BT TG fRAR g DFEL A A2
FhAGE ThA LM i HE EREMEJZSTFER
o FRZMRAEZEE P2 Nhgm 5 L ) o 5% gy X
% CAFC #7222 TTSM Test j» i 2% ;8 e 7@ 7 #1720 # o 2
A 2007 +# 7 KSR International Co. v. Teleflex, Inc. % » & & /2 Fafifuf
A51% 2 TTSM Test 305 T &gm 5 L4 Rw ﬁﬁ? Grahamv. John Deere
Co.k ez 2 e Pl » &% BHeo K4Fd TEm 3 Al - e R EHT
Do FRZBERECIHEEZ THA b R B 3 AN
L TTSM Test j» T8/ %2 A | F AR D ERlE o> i i
Mt TRS S AN F ABBEHPRE T LT S B S 1R b
EEHFET
(1) Dann v. Johnston & **°
FHRTO E R I REF AP L E P 2 T2 2 AL &
Ao BB 2R s 2 A 5 L% (obviousness) | ¥
#7100 0 3 B~ B 2 2% > Dann v. Johnstonk 7 . % - i+ £ R
B % /2 %2 (Supreme Court) 4 ¥ 8 2 P " E & 2 4
(obviousness) G2 B0 m s R R - BRI R
AL AR (T p P i BiZedk2 & Yi(machine system for
automatic record-keeping of bank checks and deposits) » # & % [x
BT TR A B AR 2 BT BEARERETR L
FoRAEFEN T AR AR N EEN R £F e 54
ien )k Y TR T 0 A AR 4 Rl ke friﬁ
A2 o Bk b A2 Wik gkt kg iiin
Wt Thgm & A 2 2%, v udedh T 58 R e
B2 AT OB DR A T SR B kA B Ry Y Aot
3 B 4 (motivation) B J1 5F i HE ] A 2 HRE kL 0 A AT
AR BOAE kRIS THEA S A
miTE R E @]%f“iﬁﬂi P PRA A P 2 DA b A

% Dann v. Johnston, 425 U.S. 219 (1976).

20 Dan L. Burk & Mark A. Lemley, Is Patent Law Technology-Specific?, 17 Berkeley Tech. L.J. Rgy.
1155, 1167 (2002).
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g5 > 75 A )3t Lockwood v. American Airlines®®' 2 Amazon.com v.
Barnes & Noble’®d % ¢ » & B 4% 417 2 #ren= N 5 H A ideT ¢
(2) Lockwood v. American Airlines %
& & b end 2R &2 American Airlines #7#F 2o 48 4 SLEF
% Lockwood #7232 k8 « SL 2 & Thgm 5 L4 o d 303 fjﬁ
2« % e % American Airlines = B i# * (public use) °
American Airlines #7)4 § ¥ 4% (secret) 2 = 3% 3% 08 & L
2.1 %42 > @ Lockwood #7 5k 2_ $ic 48 % Su4g | ;p‘wrfﬂ ) 4
R iZ_#ht 5o % 3% (broad functional terms) » @ CFAC 7y srdjiv
P35 B EE et iy ?‘I#%EZ; CHE RIS R T %
A jom Lockwood it m i 5k ¥ Friprirdh g 2 Hpep 7§ 0 7 &
MG R AR Miiﬁi AHElEE T kA RERBR KRG
Lockwood **# & J#r4h ik 2 g &8 § fopljrirdh g 2 F
AR > #odhd Lockwood 7 Eehibjirth i B #E P # & {1
A Tagm s e
(3) Amazon.com v. Barnes & Noble %

%4 % &) £_# > Barnes »& Noble £_F & )j° Amazon #7$##F 9
" One-Click &41°” > Bames'& Noble: 3 Amazonz. & |
FOYY o pgiE LB a A B dh ) gk Amazonz. B I G & 0 &
FIEHEF 5 o > Z i >t Barnes & Noblez @ % 2 3
5% > 3% 5 Bames & Noble¥fz2 &7 % LM FEp4 2 &> @ 7
FHAHAE TR B%i% = ;% [23% 5 Bamnes & NoblefeH & B F 7
+) % Amazon® 2 4k > d 204y B G R FAHE S e L
AR 0 F] o B 3 R E Amazon® {12 & 35 US.C.
103 2. % = £ % #%(secondary considerations)™®* » &zn i H & F1
L5 2EEEa 5 LMo @ gt %k 1353 CAFC CAFCH 2 FMFEb* -
E £ m%’g d % - & R & (secondary considerations) % ¥
Amazon® ] & 2Lz @ b A > ¥ Amazont LG H I iEfe EB_%)%
HFMHAB X 22 TOne Click® ], 2 48 4 1> #& > CAFC
FiniAmazonfri Rz TH ¥ ena s | vAFHRLEL
zbdgm & At o ® CAF ;,137; ) g re‘@?n‘v % A | &tk Amazon
BRI Gy P PR T TS SET A R AR 2
VAR T A 4T 0 ¥ RO R s B U AR e B

211 ockwood v. American Airlines, 107 F.3d 1565 (Fed. Cir. 1997).

262 Amazon.com v. Barnes & Noble, 239 F.3d 1343 (Fed. Cir. 2001).

23 U.S. Patent No. 5,960,411.

W45y 1g[%iun;.(secondary conmderahons)ﬂ ﬁpi’?‘ﬁl}ﬁ = FIRRM —‘/f\H\lJF;I‘J*(Such secondary
considerations as commercial success, long felt but unsolved needs, [and] failures of others) o i f £ er
K DR 20 PR YR B B TR R 6
e Ch ) HETU R AR 88 & 12 A 5Y76-81 )
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ARz vl M e BV R T B EEAR S 2 AP BE BT > @ 35

A ZTFRETFHE W o 7 CAFC#-Tiga & L | &5 &
¥ F @ -T2 % 21 48 (question of law based on underlying factual
issues)®® » @ $3TE P R A AR 0 £ BT E F 2 Fa(The Supreme
Court) £ Graham v. John Deere Co.%°®:2.% 2 & 5 4 B3> ¢
A,y sz gevk 2 % (the scope and content of the prior
art)
B. &Y APy o 3 oaeig P2 ot R % (the level of ordinary
skill in the prior art)
C. #PE&l&y iz £ B (the differences between the
claimed invention and the prior art)
D. 2% a % A2 % B #F ¥ (objective evidence of
nonobviousness)

Pt 2 BRE oA o T % - £ & 5 (secondary
considerations) | > @ EfERi¢ie b 25 % ]‘%K,éf Tk R R R " Graham
analysis | K P » & $R 05 Bpst e pb e L gt R gt - 5 T EF G B
#iE 7 Y Aopr2 %8 & (presence or abseénce of a motivation to combine
the references) ;; ¥ = BN AFEF A RAIFH 7 & 7 2 2§ ofljiFz o

& (presence or absence of a reasonable expectation of success from

fjf‘u_} A x|V EFIR o F ¥ T A 5 L4 (obviousness) |

making such a combination) | 2"

R ,T.%ﬁm"s 7% o> Graham % #72& = ehe (B 2] %78 8L & B 2R
FPIFiE TR 2R R A RTE BE > A b a2 FETE BEY o i b
WA e H M H AP 5 T W EE A T 2 & # ¥ (motivation to
combine) ;2. & 7 o @ & 7% 514 & B % 2 1T >T KSR International Co. v.
Teleflex, Inc. % 2% ¥ #4ficin ¥ 22 st 4 Thgm 5 L | #rsd =

" teaching -suggestion- motivation test, TSM Test | i& {7 4+ 1| » & @ Fx =
"TSM Test | ¥ % & 1 2|%r Thgm 5 L4 > 224 %)@;‘?‘Eﬂ?Grahamfﬁ

%65 Alza Corp. v. Mylan Labs. Inc., 464 F.3d 1286, 1289, 80 U.S.P.Q.2d (BNA) 1001, 1003 (Fed. Cir.
2006) ("Obviousness is a question of law... based upon underlying factual questions...."); Ormco Corp.
v. Align Tech., Inc., 463 F.3d 1299, 1306, 79 U.S.P.Q.2d (BNA) 1931, 1936 (Fed. Cir. 2006)
("Obviousness is a legal question where, as here, the relevant underlying facts are undisputed."); In re
Kahn, 441 F.3d 977, 985, 78 U.S.P.Q.2d (BNA) 1329, 1334 (Fed. Cir. 2006) ("The ultimate
determination of whether an invention would have been obvious is a legal conclusion based on
underlying findings of fact."); Medichem, S.A. v. Rolabo, S.L., 437 F.3d 1157, 1164, 77 U.S.P.Q.2d
(BNA) 1865, 1869 (Fed. Cir. 2006) ("Obviousness...is a legal conclusion... based in turn on underlying
factual determinations... ").

266 Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966).

267 Alza, 464 F.3d at 1289, 80 U.S.P.Q.2d (BNA) at 1003

268 KSR International Co. v. Teleflex, Inc., 550 U.S. _ (2007).
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AriE 2

s R ] e 1T MR 4

(4) KSR International Co. v. Teleflex, Inc. %

%a k)¢ > Teleflex: %#*KSR&EZ H FARERE I &
2_ ¥ A K 3V K47 (adjustable pedal) % 41 269’ d 3t BT B R
B R D R H Ul PR R A L AR S A
“&ﬁﬁwﬁ,aﬁi%ﬂﬁ%ﬁ—?#ﬁf“i A H
# o R+ P i4IR (electronic throttle control) 1374131
82 & o Teleflexi EKSRZ 2 %4 & 158 % 45577 &
KSRAIF A kZEJHEAE S 435 52 Thga b L | @ 7
EHAIscd o F]P o x A R SR Ao DS IR P
AFE Thm s, ?
# i&yg 35 US.C. § 103(a) > F:Z 8 P {3 R g2 A
(person with ordinary skill in the art) 2 ¥ 4 % g L » 328 P ¥ %
Thgm b A v igm 2 BV Rl d 2 Taga b Al 2%
VAP P H B (72 B ¥ > &k B 2 e i Graham v.
John Deere Co.k #mi£ 2 e ] » 3 ¥ & 4 B¥ 7 &dp > Ao Ht
bk 4 B E S FAd| g 0 CAFC 5 = S |87 R R
CAFC £ = 7 fteaching, suggestion, motivation test ;> ¥ &_#73}
1 TSM iRIGE 2 3% 0 JRd SZiplie = 3 n & Ty S~ R4
Fras B sl e AR s @l Fe s 2 iR 2 Y e
2_ 8 & (the prior art,;therproblem's nature, or the knowledge of a
person having ordinary skilliin' the art reveals some motivation or
suggestion to combine the prior art teachings) ;> %% M L @
LMo
b3t 2P > 31 % 7 Graham % 1 2 g0k 7 % EH
BERL X203 BERGE L JHEN S 4388 ¥ il
#7357 (prior art's teachings)z. £ £ » ¥ ’éj‘v:‘%’ﬁ“ d R P & (sensor)
WORIEE R I%d T M R-E LR S A P2 e
AR RMB N H BT Y xR IDVIFZETE
Ppe Ko & TTSM Test | 22 BlEFEE o
+ 331 CAFC > CAFC ¥ » 2 la® A KiE rTSM
Test |» F] 4 # 3 & FmT AP TS B iFz L hd B
EMTEEZNLL TR R RAREER 2
BT F Frdl 4 » 7 2 B 24 (the specific understanding or
principle within a skilled artisan's knowledge that would have

motivated one with no knowledge of the invention to attach an

269 U.S. Patent No. 6,237,565 B1

270

claim 4 of which discloses a position-adjustable pedal assembly with an electronic pedal position

sensor attached a fixed pivot point
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electronic control to the Asano assembly's support bracket) |
CAFC F F3n i f,ﬂﬂg St L IE R W ULy e S
PR AL TR LR i iR P X R EY s
2. F B % (unless the prior art references addressed the precise
problem that the patentee was trying to solve, the problem would
not motivate an inventor to look at those references) °
RETERBiER o BB iERinE CAFC #1iE = 2. T TSM Test |
% % & 35U0S.C.§ 103 2 Graham %%t @ 5 A+ | o1&
R Bl B ERIGE S 2 TR R ey g LA 2 e
Vorppripie ™ > £ F 2 8a 52 Ao kg 2mnidiie
EYpgy A F SRS R L ZHETS BAPM 2B I (look
to interrelated teachings of multiple patents) ~ &7 3 F F & (the
effects of demands known to the design community or present in
the marketplace) 2 3\ v % # jiv 2 4 7 3% F (background
knowledge possessed by a person having ordinary skill in the art)
FHe BT o Tt o TREA B AR 2 HETRAR § AR e
n‘—: ?L&:;ﬁé 25N (v ITSM Test | P 2 W] o #5702 5 B F 2 fx
@ s CAFC % @%gd [ TSM Test | ‘Qﬁ%r%ﬁﬁ 5L 2 HT
@ s ¥ §F Graham % #rz& = N F LR K Ko P
#HEHEATE a2 o
1.3 #] f PR BRAL TTEE E # ) 2 T 58 (Best Mode) |
29 35 USC. § M2 2 &> &4]Y k23 nE a2 5 (n
writing) $ 11 ¥ 3 B R L 6 ¥ e f e 7 TEAIRP
(specification) ;> ® 3% & 3P F 21 R @ ap 73 0 e 3
“The specification shall contain a written description of the invention, and of the

manner and process of making and using it, in such full, clear, concise, and exact terms

as to enable any person skilled in the art to which it pertains, or with which it is most

nearly connected, to make and use the same, and shall set forth the best mode
contemplated by the inventor of carrying out his invention.”
Pz R w Ao S ERE LAY ’L*’“%’f Hp g

4 & (in such full, clear, concise, and exact terms):% % F* 2§ B B jiFp
FoORRTEPZA T UREPBEEPZEFT o FETHREETN S
15 %% 2. rﬁxfiﬁ-;\(BestMode)J PUEEY L E 2 R AL B )
@%‘E@ww%? LEMF S E P g g T F
¢ ’LK %#&%ﬁgli'ﬁ*&fﬂ_;\—rﬁg"wp‘%’f' | 7RI F T IR
B \I,%z RleT#h@ee, 2853 Bp o - A8 K A8 1
Rk e fId PRREZEJHID BE R 2FH> 5 M

PN
U g

21" Application of Gay, 309 F.2d 769, 772 (C.C.P.A. 1962).
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(public domain)*; = ¥ H & 4 {7 &3 Z%'f 8P B> e H orih g 2 T
1t {7 & i ¥ (design around) 0 i 2% I AF g PR et g2
B iRy r%i‘é’é‘u 2 P MBH« FREFHEARP
B g P2 T ¥ 9 %5 % it (enablement) | 2 [ & & 5% (best mode) | °
AL 2shea- B REJHEA F4E ThEHS, 2RI

M E l??]%p:"?,} 772 B2 (U.S. Court of Appeals Federal Circuit, CAFC)
A3t T BC i HE5Y | 2 B %7k A % BLIE 2 (objective and subjective aspects)
Pl & & T Two-part Test ;@ (1) £jE5F P 4 & £ 2 3 BI%E 2 (subjective

aspects)¥| ¥t H §_F ¥ ¥ f4F e 3@ * 2% 2 02 (know of a preferred

~ 4

En

mode of using the invention) > 4-% 7 » B Pl 7 #HZE %% P 2 B E #0530 S
(2) B ATk RS 0 P& BEL(objective aspects) b 0 H #rdh

Z B i ;8 §_F e & (did the inventor adequately disclose the best
mode‘7)275 o fkyp b2 RP] EJIA LT FTHRBEEFP 2 B F G

DB EAIA A EL b (subjective aspects)>t H % ;f% SV na
APl s FAB o PIEFTHBEER LA LA
FEHC e i ﬂ“’r“ﬁ“f”f EF TR AR B FHG RAr ) 2 HE > A
AEAE L RE S o 2 ondE B Nié‘ﬁ F(National Academy of
Sciences, NAS)# ,L;fﬁ PT BB 2 HST RS B 1Rz £ A7
2= e g W s TR BHER ) m EAk R g AR
flamrez b L s d % DEGEHN | 2 CAFCZ " Two-part Test ;> ¥
FE Tgp x4 xd 2 wH TR #(focuses on the inventor's state of
mind) 2 T3 P A 3% N5%5 1Y G2 4p b Z BLE 7 (the knowledge of
facts within the possession of the inventor at the time of filing the
application) ) ;ﬁ d ik TR 3% d5 (circumstantial evidence) | 4
& 2|7 e FliE a2 B9 2 3 T(discovery) » Fe AL TR X 2 PR 2 =
A o 223t 2005 2 % B & 113 272 % (Patent Reform Act) T i 364 Gi M
EHGY R E g,L_gs—f 352 o

d > ¥ § % £ i (enablement) ; 5 [ & i #°7% (best mode) | %ﬁ;w
A BRI A T2 - o TR %’fiﬁlfﬁ-gnw‘ & br
Fopez AR ML fla 3 CAFCT g & k- & 5|24 ¢ F A%t
g Tegwsgi ) 2 TEREH ) 28 %, i;&é 2 L IO
L S i B?&g«l,% PR R ARR A AR 2 R
Vo T A kg2 T4 i 5 i (functional descriptions) | 2 B 2 & T w

272 pitney-Bowes, Inc. v. Mestre, 701 F.2d 1365, 1372 n.12 (11th Cir. 1983).

7 See Burk & Lemley, supra note 260, at 1161.

™ The National Academy of Sciences, A Patent System for the 21st Century (2004),
http://fermat.nap.edu/html/patentsystem/0309089107.pdf (last visiting at 2007/5/30)

275 Chemcast Corp. v. Arco Indus. Corp., 913 F.2d 923, 927-28 (Fed. Cir. 1990).

276 Id.

27 Glaxo, Inc. v. Novopharm Ltd., 52 F.3d 1043, 1050 (Fed. Cir. 1995).
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Fowk i 2 TERBHN ) 28 £ uT o B UCAFCA ¥ T+
WE R R TR GRS 2 JJ— # *”CAFCERFb&ﬁ**?ﬁﬂﬁ%?'J rv
Fowg 2, 2 TERERG ) 23e e
(1) Northern Telecom, Inc. v. Datapoint Corp. % > (7 § % & 333
R G B A GRM Y - fire L LT E S8 s (data entry
terminal)i& 7 #—‘ﬂis?J » (entering) ~ % #c(verifying) % &% 73 (storing)
e ;% (method) » ¥ = ;2 Fa(district court);n s %5 & J#73h &
2L F A GG e s o @ 1 35US.C§ 112 355 3% & 130 i
JIFER? 57 B Ra FF3 CAFC » CAFC R85 w
R B HIR L iEh Ry ﬁpﬁﬂf‘ﬁ_ R ER 4
*t T 9 5 & 2 (enablement requirement) | 2. 247> 7 iz 45 T4
M & 7 (the nature of the claimed invention) ; 2 T 4rie %ﬁ d T
A2 ;% 5% $ 2% % P (computer program needed to implement it) ; %
@wai”%%oﬂw’ﬁA@W@W*%’ﬂ%%%az
PR 2B AP ATE 2 7 it (components) 2t F4
ﬁv‘bfi‘?(steps)’ M2 R AR A B niEE S Y TG R A
FOE B B fRsNIR £ 2 f’"‘%%ﬂtﬁ’f“fﬂ?—ﬁsb\? Ha
#2580 3 I R L AREFE ““%“u*ﬂ E3 A2 Rl A RS
BFPEFHEZBHETER o0 RT3 H R
Pz A @ iRgh g2 TR EdpR R A R F
FREAZSS o BRE K FTCARC R i R g P 1 i g en 17 7
R > R FHRE G 2 R4S P TR~ AR 2
GHHEANZER S s B HRAE T B
#if;ﬁﬂ-};ﬂ? R A R N S A
(2) Fonar Corp. v. General Electric Co. % 280(& E R D)
CAFC fj % ¢ # 4L 112 8 i JM\ g e HILG F
PO S F O E P R HN2 - 5 > CAFC 325 2t %
p ﬁxli’}’.ﬂ—;\‘iig‘l% » W F G 202 # R (function) T F o 2
st HREFTWER2Z A > T ER
,-_;ﬂgPaIé G2 gcRl e B R b2 P T ECEHGY 2 2
7 & AhE A 2 Hit (what is within the skill of the art) v T E
BB ERERG T HEHEP A T AR HRE
AR A T o g o AR (flow charts) ~ AR5V AL E R 2
A4 :,Fg«,%ﬂ £
Fget w2 CAFC )ik 7 4 3 CAFC $H4i# & 12 T7 9
B2 THEESGY Mo A élw\*’-—%“’f’ Ly AR Fls R

h!é, wmﬂ, (w.

“‘):

Vv

&

278 Fonar Corp. v. General Electric Co., 107 F.3d 1543, 1549 (Fed. Cir. 1997).
2 Northern Telecom, Inc. v. Datapoint Corp., 908 F.2d 931(Fed. Cir. 1990).
280 Fonar Corp. v. General Electric Co., 107 F.3d 1543 (Fed. Cir. 1997).

129



LHHEPHEEERA R TT R TE Rk 2 TR
2 B oipT 4 CAFC 0 ¢ A it L fIT v A %8 2 2 M5
EHCN ) 2 KT > A ST S 2005 & BBt k2 i34 4R
Food ot TERBH ) AALHSR{lvrn i % A5 Th i
B 2 HETY A G R AL AR P TR B R
WP EF L FEAE Bl ap L 8 L REER
WFMAL R R A hS A E R o S ML IR A L
RN IR LR ARV TR RSN

$o0F BRI EHRL B

FREMEAFTESNRE > p 1790 E B 4T TR @ 3 & (first to
invent) > A IR T O ER TR BJRLES - g P %5 ]2
Moy - B IY 2 A o A iefE T - @ P A (first inventor) § 2
PEE > 2 2 R E l_iz\?];%ﬁ ;4 35 U.S.C §101 : " Whoever_invents or
discovers any new and useful . . . ., may obtain a patent therefor.... > % F %
TIgAHETAFEP LR 2 £E200&2 4 > ¥ FF X LIRS 2IErE- R
FrAEmig | 2% AL RET 0 A% SRy T3 RY F
SRE e {EAFR AR FAG R  BEARTHR O FFLTE L
ZEICEN I N U U e ) P e I R T i
A LR F S KA BRI T AP A & B AAR T
RAEfIA e ERIE L B2 A P EER L @R A LY - e
A PERRAEAI A 2 B IR FPRS 0 B2 AR RS 2 B IR

Sowtrs s R A B @R AE 0 P FREERER B IE RE 2 1
PR A BT EF (SR AN R R Bl Y g FiER R4cH
K2 & AR BT -

TAEP LA 2 FRVEG Tedost PR RIS TR A TR
288 AEELRFRYE A1 B2 A REE G AR @l
REMPEAILL > A FFBY 2 TAGP IR FaFIREHS T LY
i &(first to file) ; F A 41& T A ¥ 33 K(firsttofile) , FA4IRT 7 &
TRAZEP PR A AL ST E LR A REELET

r» 3

~m|

‘4

281 Ned L. Conley, First-to-Invent: A Superior System for the United States, 22 St. Mary's L.J. Rgy. 779,
779-781(1991).

214, at 782.

8 Steven A. Merrill, Richard C. Levin, & Mark B. Myers eds., “The National Academy Press”(2004),
http://fermat.nap.edu/html/patentsystem/0309089107.pdf (last visiting at 2007/6/3).

28 Bernarr R. Pravel, Why the United States Should Adopt the First-to-File System for Patents, 22 St.
Mary's L.J. Rgy. 797, 797-799 (1991).
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Beid AW o K AR L FH - Y A T a4y a(ﬁrsttoﬁle)J Vs
v g T A g P A & (first to invent) | 3F 5 4 &ib}f;‘a RN I ’j;—_u_g
EFAEF ek TAgP AR o A7 A ‘3‘_/3“.‘/\ i T E
% & j# (benefit-cost analysis) | » kxS A% AF1R 2 L B
L1 sgass 47 #03] 2 B
I £ /= & ;% (benefit-cost analysis) » %EJ1 & 2 = *2.4p 3 B % >
MERFEELEFIRZBRT o AN EJF AR G 0 AF DR
RREZH BB F LS4 a @S FREDEF > 4D
BT RS S, 2 TR flrm S A WL ) BEFHFE
FENEBFR AT RS a RF GO YT LB L
BAPEJHER A A A R ELZ LR AT LS A
Brrpld 2o JIE o Flot > nT RS HENF AR T A, 2 T
& A B EFHF
(D) BqEh2 =4
AL HGED AR BB EARRREF R 2R
e TAgEma % AR wHME TAYFIE R
IR ’*/T*ui Herddsha L AFP A& FAAIRZRE
NWAFEP AR T REANFETRE EAEL L2 2
AogppB T AP FAXRWEGAR BT HE L DT RS
FA REFASAL OTABEP I K ) 2 Fh A LF T
"hY Famy BFEARKS
Q) =% 42 11%
ot ot > FnR IR A AR AL SR FZ R A S
W2 AR RIS S22 817
%%F‘ TEIPS 5, kF B 3295 fﬁ%’«ﬁﬁsﬁl%ﬁﬁ‘i
ROWHEENETE > a BJI&EFB TR €)% J3rn
AR BlER R AT LT d e pl vjf?%m,,
e AL L A R LR I F TR LA
s Tt BT E A1 2 Ax B I F= L& {3
2 E=5 1% AR AIZ 215 o°

12 2455

Ryt 2 B AHERE M ZENF AR T IELT S
T EVA N
FEBEELAFH A A5 5000008 0 g EHJlE A S ARG

100,0008(F1 5 "M 1% Fadr- 240 TR Ha %, %4

o

27 Danton K. Mak & Jeffrey G. Sheldon, First-to-File vs. First-to-Invent: A Bone of Contention in the
International Harmonization of U.S. Patent Law, http:// www.usip.com/articles/1st2fil.htm (last
visiting at 2007/6/4).
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& A);

EFREPEF L 3-15% BE Y 15%5 35 A# > wr &t
5 X R 5 37%;

BREREEIHFENFLIREI A2 EfHmn > 2L A5
200,000 > Bl # B7 LA 2 2 A S 20QDOO$X15%)’§;ﬂW?JIﬁ§
h2 S & & 200,000$%37% -

FEFT AT R

%05-41 B A1F A PR GAAS 0 A

e E A A Haw ) L TR 2
B 7 j # oy o v j tr IR N
(AP 1R) HH A A 11 #
EN-y $500,000 15.0% $2,000,000 $300,000 0.60:1
A $100,000 37.0% $2,000,000 $740,000 7.40:1

FTH &R AP KR

A mafre g FRTAFP AR B AMIRZ T
FAA 20601 m TAY AR, BfFAGIRL THIES
A 74010,{4‘3}1>\ms\ Az ifﬁ,mﬂn kg TR HA K2
FAAHBER - 8 TR HEEBEE S P 2007 hk I K%
(Patent ReformAct);‘L%EJ‘z TR G R T AP A& P FRE
JIgaFRESEEBITE~Bflrar o Y ERELIFEHA
B @ TAY Spd & TFERIARL e R 8% > a jpd TAY
Fis,FAAIRE R RMELFE 0 T G ot E S T
FEYT > FREELNF AT ROE BN RT2 840 A2 b
SRR GER R SRRy BRS8N L P R S

% Z 98 g B a2 T Patent Troll ¢ 41

EFREWEIIRE P Do TRl 322 & & T Patent Troll ) %3 -
"Patent Troll ; 48 %= T & HIE R ~ & 4| ™ s Kaslt i 3o 5 &
23§ > [ Patent Troll j #& 4L 5 F14E % WA 2 ¥4 B 2 =8 R % - Patent
Troll | =5 % #*‘3?4ﬁﬁﬁ’”ﬁ§4ﬁﬁﬂﬁ£km@a%{ﬁﬁ
"Patent Troll | 2. Ef1 4 » 2 A ¥ % F %2 JIHMF > @ {*ﬁ“{ %Al

AEFMRE EEY BT LR N AR R EER F.(warmng
letter) » ¢ Wik 2 RPEHEFRIEL T FRPF * B ,]*tv:%g

TR R SR S P SR R
http://law.moeasmea.gov.tw/modules.php?name=Content&pa=showpage&pid=507 (¥& i [ 1 ] :
2007/6/4) -

% David G. Barker, Troll or No Troll? Policing Patent Usage with an Open Post-Grant Review, 9

Duke L. & Tech. Rgy. 7 (2005), http:// www.law.duke.edu/journals/dltr/articles/2005d1tr0009.html (last
visiting at 2007/6/4).
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|

8

170 » Patent Troll:#- ¢ # 11 % {I373n e 58 0 FiF faf b 24 H & g
218 R 4L 0 Patent Troll fei& (7 & 332 A ® > LA € & 2 Fupg
ik £ (injunction) > d & L £ ik R R FEEF 2 B RP W
@ % 0 @ :c 2 Patent TrolliE 7 & f2 » % & (& Patent Troll®~ {8 25 27 2 j4- >
7 Ed T & &4 (willful infringement) ; 2- 3 5 & £ X § 9p: F £ - Patent
Trollg 4+ e+ » T §_% W MercExchange ~ NTP % |- 2 & > lﬁjfﬁr} H AL
G RE D N R EEFRRERES T SeBay - 4% B2 F IR
RIMZ < 2@ i v = BANE f2E -
%33t P v Patent Troll & % R *72) % e B » A & 4 20
(1) B # ;% & % 5i(clogs the legal system) : Patent Troll i &
EFHAAGUFRIRI KRB BB SR RKF»H L
WA L& L 2L LT P 1A A 0 £ A (good faith)
FRALZJI A >  BEYFEEFARFAATEELEL &
TR R dE A o A+ i e Patent Troll » # A ¥ 453 & 4
F 2L At i@ % ehd R (good faith to practice) » @ % #Frm £
ﬁis‘éf&*lﬁrﬂ\ TR AR BT e B A BRI £ &
=1E & f2 £ o d 2 Patent Troll & ¥ 473 & ?*J%r’% 7z sl
B A 5 PRTE éf’;ﬁd RO R E L R AR TR

£iE8f

7
~

(w0 =
s
R

¥

¥

riﬁ‘r’ W e & B B A S PRZZH’LE’%?\G”’ W% RE
ER A& 1‘§~ Patent Troll » %r & f) & & 7 & 3% % vz
Fif o PRRY PR AN A SR PRI E 0 e

© MR AR )ii%if HE D oenpoene

(2) # 5 & > FE G 2 F R (deterring resources from
innovation) : 3 % Patent Troll & ¥ Jp & F_4F el jierT 3 ¥ > ¥
Pt 4Fend JIHE o A B JIEn L B BT £ AR
H & T EA R RS TR A A ¥, a
BPRROS- B FEE BPREAS - BER AR %’f]
& 2_Patent Troll -

Q) #HBiEgg > ﬂ\(drlves up cost) : d ¥ & ¥ & g Patent Troll #15%
B FAF It eha A 2 pERF Y Patent Troll 2 %8 2. & {1 k4@
PFe o ¥ 5 0 FEf Patent Troll 2- A5k » fF ¥R INF A * §
AL R 2RI T EE R RELR Rk R
ERTREANEFE ARG P FEHLE BE
EREEY > ARTF -

4) ok F A & 2 "2 & b % (A Hidden Tax on Software
Technology Products) @ #i 8 3 AR &8 4p g >t B (s Pojhesp e » 3

"E\

% Ashley Chuang, Fixing the Failures of Software Patent Protection: Deterring Patent Trolling by

Applying Industry-Specific Patentability Standards, 16 S. Cal. Interdisc. L.J. Rgy. 215, 232-235 (2006).

21 See Barker , supra note 289.
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AR T 2R G & 8
Boit 35 BTy A afkir?d > R
USPTO # ;2 7 #4255 7 & & b2 ﬂiﬁ@“”f M o 33343 5% Patent
Troll » B~F AL Jl> A 2 MBS |7 a0 5 ¢ 5§ opriry
¥ > i@ 2K Patent Troll i H » § %lﬁjﬁfé'f £ o EHIR 4 ik
A 3 B R g el g o
¥+ ¢ it Patent Troll #7732 enff 38 > 27 th A 2 F & i3tz 2 8
g e R Y R IR 2 > Tt o o TPatent Troll | ¢ 4] 0 + R
VR b SRR
1.1 ..ﬁ-tz@%ﬁ'%'f 2 & I ’F
d IR e m AR B G A BT
THRFAEZIXEZIEF X202 B P F 25T’ ;? g #7

&
f
=

HEHeene s FF Ko MR E» 7 > WSl 20 #
YT EE /e AFTAE T F oA 2 T Patent Troll ) B~iF { 1

Flenifd > FIZH AL T 2P & F2V PRI B0 20 £ 2 %ﬁ&w%—
ik HdET LA r’v’ﬂB‘fF’“%’ Fei g2 a0 > #Patent Troll/i/i)4iE
¥ 2 %a'% HER AT A SBEEEA fE 117 o Ft 0 s s i B
FIH R #7 aF BBTMRFEET 5 e LsgPatent Troll ¥ 2 5%
%?1@@0

1.2 "% i« Patent Troll 2_ 373 3% %]

Patent Troll ¥ fﬁ o SRR LB B R A e T2 4
(injunction relief) | MR AP E H B [TFR EfE o kI P niEfn
$ovpa T#L 4 2 2B FL Y

(1) i = 24 T§ &% 547 2 #7 X 2. 4f T (the remedies available at
law are inadequate to compensate for that injury)

Q) 3 s FE> A @2 o T 4 (a remedy in equity is
warranted considering a balance of hardships between the plaintiff
and defendant)

(3) % 4 ;‘ﬁ“ d A& £ 3 (B5E AT o B £ (that public interest
would not be disserved by the granting of a permanent injunction)

Zbatpra THF L 2 22 DRLJ BT EFIA
HARPE THELL gl A EELIET @ *i%*’?#ﬁ”?f'ﬁ 2
mg o BRI ?ﬁé’?%%ﬂflb’%fﬁ.—éﬁ’fj&%'f'% g o R
HFRRBELE AR APRALYEnEg AL BR

92 Marietta Cauchi, Life-Science Interests Want Stronger Protection, While the IT Field Seeks Faster
Action: A Clash of Industries, Salt Lake Trib (2006), http://www.sltrib.com/business/ci_3579411. (last
visiting at 2007/6/4).

23 Lee A. Hollaar, A New Look at Patent Reform (2005),
http://digital-law-online.info/papers/lah/mini-patent.pdf (last visiting at 2007/6/4).

2% See Chan &Fawcett, supra note 212.
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Patent Troll ##3 3 # & 4| A Z B EH 2 B & &2 - e >
A £

EEFEIEEL iﬂmiw BAIAZELE L > FlL- g FR
AHEAB L L > HARS OB IEL ) S RRE 2 R RE 2

FEF- P a @ HF AR FERNT LEJHIR DT - Ft o
"L Patent Troll &% 13733 7 JEB~enfl 5 > #7 i 5 H ik 0 & J3w3
HE F] 0 UL & i} HRFZ s A o
13 3 HMEP v B E 22 na il
FHRENEYRL TR PEHE2 L T2baga b Al
(non-obviousness) | > o A Y T AFEE A S 5 FRUSPTOF =
ﬁ%@@%*éﬁ?%ﬁﬁ%?zﬁ@%ﬂ,aﬁ@gﬂi&@#ﬁ
ZHR T BB HWE T T b A4 (obviousness) | 2 F A EH
B A T2 R R TR 3 ’H%ﬁéﬂ@
BERFAFEY  pELEY THA LM KB A BT
A B Y G R B R S R N 5722% o
14 2 L5 P FhGRl LRRE
PR PITE - iR kA FERFWEJEIFFER 7
ARELLSZFTNES AARGEE T TR, TR U RF R
LARAEZFHI TR FB 2T B o ot SR AL R
it TR LG Ao EHARE T8 2 LR 2 Zir(duty of
candor and good faith) /M E HF P VA 2 T o gt £ W71 &
SLECE ¥ A ) éi?&’&iﬁ%?iﬁ(subjecﬁve) » USPTO & . % 4
¢ ’).2’—& 41t & £ (bad faith) & %] £ 3% % (intentional misconduct)E% » > E
GRRA R Fpt > L iﬁ*la@*?‘l’%’f SRR eEER-F
B(objective)iu T AR % » & RK¥ H-AF if‘u#ﬂ R B @j‘é’ ¥ A POTE T iR
%’%§%H€W%ﬂ$IBNDWF%Gﬁ%ﬁ%?’Eﬁﬁgﬂ
P A G R TR s Y PR R PRI RES AL R
2ZFhp o EMELA S BT TS 12

Fwol Gl R Bk

# W R 73* & e(National Academy of Sciences, NAS);% 2 45 % H &
Flzrzie Feni Tk p 2 B Alrm Al A 2 T2 ¢ £ (injunction) ; 2 &R &
& (willful infringement) | = 38 3 3£ 298, A4 A B f’ﬁi it A SR BB AR R A
2B i BB RS IR A L R e £
TR S3F g A M 1R < RS £ fA(settlement){T & 0 FHR

5 KSR International Co. v. Teleflex, Inc., 550 U.S.(2007).

2% See Chuang, supra note 290, at 248-249.

7 John A. Jeffery, Preserving the Presumption of Patent Validity: An Alternative to Outsourcing the
U.S. Patent Examiner's Prior Art Search, 52 Cath. U.L. Rgy. 761, 768-70 (2003).

2% See supra note 274.
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BB 2 RF VHERLJIEA LG E @ T4 L | LEL
d >0 F;kzk L TR REES 2 TR er R L blheflid T A
PR RN A SN R £ ¥ CHL SRR M YL hik
ﬁb”%;hﬁ‘z\ga\-m};ﬂi%‘ﬁ'ﬁiﬂ‘ﬂlﬁ L2 B e BRI F RE R 4
EAIAPEFp 2 2 REg f ¥ TR R S22 EfRiEE - KiE
R EZESERER ERBTEE B AT A% TR &R, R
muﬁ@uﬁﬁfﬁﬂfﬁ'zfﬁﬁivséiﬂi¢ B T 0T

£ TRE R g*? ﬁ*i*?’* ’Uaé%‘r] oo Fla A H7h-
ﬁ?ﬂi&;ﬁfg«f | A JE(E R 2 & %?ﬁi%ﬁ%—ﬂrﬁ = o d AR B F
ﬁ@’ﬁ?iﬁﬁﬁf%@w%%ﬂ’ F5 BT RS 5 E R A LR
CEREAIA YL ﬁﬁ@W%?’“ﬂ # A8 A 5(dowindows it %
Gk~ eBayR BT 2)H riE 2L Rk o AR A X,;ﬁﬂ T#L L 2 Tk
LR R EREMA LR - y’ﬁﬁi;wﬁh4 .
Bl kg E LA LR TH L2 ma 2 TR e
YITE A B R A

1.1 *24] T 2 1+ £ (injunction relief) | 2. B& 3

% W& q1i# 35 U.S.C.§283 1,/ The several courts having jurisdiction

of cases under this title may.grant injunctions in accordance with the

s

principles of equity to prevent the violation of any right secured by patent,
on such terms as the Court deems reasonable | > # Rz [ 5 ¥ 4. & {[ g4
é%?%?]fi!t’ MRS EJATEE B B L o BB L 2GR
(term) > HgA wea [ #rpE & b £ (preliminary injunction) ; %
T A M2 £ (permanent injunction) | » " #pFE2 ) £ | il
w0 A EF 2 G- R RF LB L IR T w23
TOTRAMEL L PA AT RS F A F T 0 R A ik
AR TS > 1 ARRREA L FRAPM BN 5 B Y (TR D
wg %frf%,ﬁ =% £ ood 3 I'.q*élq»p;ju,]% b3 £ é_f&g,;jgf; voarE
AT RAE 2 ﬂ*%ﬂﬁzwn@%ﬁa% B BT A N g
TEz B R EESEE S & TR E) £ £
¥ r ek Flsm s o
Wm0 i F(CAFC) | T8 £ g% > FF 4w
B %)% (4-factorsip| 32 )*
A A A T & JE 7 &4y i % BE F (whether the patent
owner will have an adequate remedy at law)
B. /A A FH@ R &7 w42 4 T (whether the patent owner
will be irreparably harmed)
C. =@ @E> 72 1F 2 T fr(the balance of the hardships to the

\|\_

%9 Roper Corp. v. Litton Sys. Inc., 757 F.2d 1266, 1269 (Fed. Cir. 1985).
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parties)
D. =2 % 41| £ (the public interest)

i}; Fit 4 1 F 2 KT #3003 T &5 B 7 (adequate remedy) 0T &
¥ w {8 4§ 2 (irreparably harmed) ; ~ T # 4] F & f=(balance of the
hardships) ; 2 © 2 & 4] & (the public interest) ; 3n % > & X § Fetseh
AR A TR $ L BRI 0 RS
'f R THE L e Epg e a THL L e AL R

EAr#HL gL o {18 > £ H $Patent Troll k% » F]|H & &
AR IR fre LR TR RE EL LR
ERER AR L éﬁéﬁ | A 202 5 #Eﬁ‘”’fg’f | A rﬁlLl{J"ﬁ Fa 4
2P R AR BRI TR 2G5 F > F ﬂdﬂ““
Patent Trollizf8 7 £ F ®g &4 4 A {4 > HA L X2 7w
E‘”"}' ES VAR S il = I—ﬁlLé\J';’ﬂbWTfﬁ"—,ﬁ;fEi ? T R E

B2 P en2| e 7R R

(1) Continental Paper Bag Co. v. Eastern Paper Bag Co. % *"!

Continental 2 Eastern 328 _j& F A % ®:¢ 0y » @ Eastern »
/% [2 i 5k Continentali 22 2 A &% %4l 12 % (paper bag machine)
’f'J ' 72 Fuid e Bastern & 4225 »x4 > fe pF3¢F 0 Continental &

HL A S BEFIoE o 3RS Eastern " 23+ £

ﬁmh~wk%1 [z 3% 2] oifi 18 b it 2 &agh’%%m

£ 3% T i TEasterin B g — P A R % )

ApR I HRE NS RYPF S > @ Eastern m? R -7
By ETamAT VY e p 4 PiEn 3R E
£ etk ? 0 44¥t 2L > Continental + & § /2 23 % Eastern

AR &% & 4] F]P Eastern 7»5‘“-*?1‘—,’5':1*' A O

%% o BB T 7 3ulF Continental 22 2 5 > 2 Fezi i &
7 ] A Jb3 2 B4 A (absolute property) Ft o Aim & AET
PR AN R i Lﬁﬂm‘%“‘%%°
BB TREIIA G H S &) i 2

CRLE A M SRS £ I VN IR S- E A

7t fﬂ_ﬁ,Lgu#kxf’g;io“\ﬁbﬁ‘s“f?,ﬂ:- %3

[

B2 & R B JEIFE R RE] L 7 R 28T

(2) eBay v. MercExchange % *%*

i 1994 4= » MercExchange M 4ok 1 % 37 £ e =k 4p § (online
aution)§ B2 % 4] > 3% B I RB T ARt d R 4 § Hob

3% pyblic Knowledge.org, H.R. 2795: The Patent Reform Act of 2005,

http://www.publicknowledge.org/issues/hr2795 (last visited at 2007/6/5)

3% Continental Paper Bag Co. v. Eastern Paper Bag Co., 210 U.S. 405 (1908)
92 ¢Bay Inc v. MercExchange, L.L.C., 126 S. Ct. 1837 (2006).
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2P eBay RBl= 3% 1995 & > 73 2000 & £ o7 ECYTRE
MercExchange 2. % 1 » 2 & 1S 7 EU’J » MercExchange &
3+ 2001 # v eBay #{Az iZ{E7 o 2 2 AN : eBay &R &
% (willful infringement) MercExchange 7 2 & & 4] > 7 &
MercExchange + 35million$ » 2 ¥+ = 2 [ & 2 F & 4
MercExchange " & % {4 2+ £ (permanent injunction) | » @ 3%
A2 A TAAWEL L 2 L35 PlAit4eT !
B R Al @ sian 4 & & 5] %72 (four factual consideration) ]
HFHTARARELL 2 e FHE AR TRV Y RET
(irreparably harmed) ; 2- 32 %_ ¥ & 2 @ IR rMercExchange
IR TR R & ] 0 pF MercExchange 7 Fg R H-H &
Fl#24E3 H 8 £ > 2 MercExchange = B 4 57 2 i 2L 8 #- eBay
AL R R B A T EE KLk flE A o &
3% % MercExchange B~ 5 2 4% i & © & & 43 enj2 247 1F
(adequate remandy) o *® ,T.%Q % 41 & (the public interest)si3 & »
d *> MercExchange ~ & ¥ A 7 2 & 4] » 23 2 T A
R T e A SRR I S SR L ]
AR FIF okl b A A B EIRIEG S T A AME Y L
% MercExchange ©
253 CAFC ' CFAC B W 3 352 st TR A B # 0 £ | e
# 2] - H % 5 ® AT Continental Paper Bag Co. v. Eastern
Paper Bag Co.®en|id > 38% T # ot £ (injunction) | v % 7
L Z2EAFAFTERY ZE > PREJIA TER TR
B, FREELA A fﬂf’?%ﬂ - A -«
BEgms o
Pl kBt s T RIEn SR oM EEEF T A
AL L R AR B e 4-factorsiBERE o B ] B
AL LSS RS Y EEE:
FREHEHARIFELES T G ?ﬁ#“fﬂﬁ?ﬁki
B L ez md ok Fm;,ﬂf; @ % 4-factorsip| 38/ | © = &
B3 E R B % &l«ﬁ:fg«f TBEE T AL T#f 1 e
%73 3 5 2R @ CAFCAr b3 T 3@ v 4-factorsiplidiz |0 & EF
% W& 42 35 US.C §283 2 2 i# %% 4-factors 7T ¥ & F] % e
Al b B 218 »CAFCZ 2o F BB 205 &
3P | I OFEiE B ALEFT E o 4-factorsiBiRiE 0 Fl A B
;‘é P 2 5 ) i (categorical grant) £ 4-factors P& /% i& {7 2]
mERRS AP BRSEREEETRIELE  VET A 6
xﬁ? i d o A FES TARARSEL L > ERBTE
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TR LT » B IR s B g N R
%7 > ¥ 2 % & 4A-factorsiP|ig;2 R B > @ f@;%‘u 4-factorsit (7 &

EE
FY T & Ap B 2]k f 0 BB % Fufi_Continental Paper Bag
Co.%x 3| eBay % » #3044 2. iR > 2 4 PRI > F R 2T
EEgS T#E 4 53’7"11‘3;1“@? | Lz Bl ET EE T LR
SEEL 2B A R TR LI RO AT e

miEr R fE AR AfIELET 2 TanqlE, 24 BRF
A S S LRI e SURIEC R RIS R S ST
¥ a%%ﬁ? s EREA S SEIE 7@f@ﬁ”“ﬁ@’%’i
"HELL g L E AT kA eI AR THELL 4
?%%ﬁi%ﬂo

1.2 "Usgimgdp 3 a2 g fded

£ l}‘?]i%v 41 35 U.S.C. § 271 : T whoever without authority makes
uses, offers to sell, or sells any patented invention, within the United

States or imports into the United States any patented invention during the
term of the patent therefor, infringes the patent ;> i* F 2 Rz _» A4
FRACRET AE B P gzk PR R e g
BB R R A v A R TS B IR E o ERER
7oA A R (willful) ZE A 2 &l 2k i ATk
T & g (willful infringement) o35 U.S.C. § 284 2 R 2> s &1
BB 3R TRgEY . R R oot ML ) év%ﬂ* TR B
2 EIE 7 A& 0 CAFCn: § = F] AR TR R
s TS TR R PR RO TR A
AL RIR R 2 iy G e LB 5 27 - CAFCRIZE Y 4p
M) A4 TR B e 220 TaRE

(1) 2% ﬁ*b% flehs »e & B 7 5 % 4 £ &K (there was a bona
305

fide disagreement regarding patent invalidity or infringement)

(2) Bt 4 AT ot ik 95 % 148 ¢ 2 &3k (the infringer solicited

or followed the advice of counsel)**®

Q) I BEFLIARBETFEF > ZREFLALTFAF L

(there was continued infringement after notice of probable

%335 U.S.C. 284 Damages: When the damages are not found by a jury, the court shall assess them. In
either event the court may_increase the damages up to three times the amount found or assessed.
Increased damages under this paragraph shall not apply to provisional rights under section 154(d) of

this title

394 Gustafson, Inc. v. Intersystems Indus. Prods., Inc., 897 F.2d 508, 510 (1990).
395 Continental Can Co. v. Anchor Hocking Glass Corp., 362 F.2d 123 (7th Cir. 1966).
% Rosemount, Inc. v. Beckman Instruments, Inc., 727 F.2d 1540 (Fed. Cir. 1984)
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infringement was received)®”’

(4) ik Efyr SE LB REr S22 F LT 5 ar 2R 24P
14 (there was a degree of similarity between the patented and

accused devices)3 08

(5) A EF ¥4 BFLEWEE 528 4 (the infringer took efforts

to avoid infringement)*”’

(6) B4~ £ F FliZ#¥ 7 2 @ X F (the infringer was indemnified

against infringement costs)*'

2 AR 7FE NAS)R & CAFC;ﬁ d Ho|orE o0 TR B
LT R P 0 W E iE 5 A Y| ¥r(subjective) 0 A R TR BE | 2
%ﬁsirﬂiﬁf Ak EY s A meFE N o d 0 TxR B el

FORR LS 0 BIGETIA ST AR flEnC mE R TR
%J\iﬁmogﬁli&%?%ﬁ$$ﬁﬁﬁ’ﬁ§ﬂéﬁm4$
BEARARG Sl AL EEp L ARF Lo KEAMT
fe EHEZFEP O IRV AREGZEMA G T Rl BE FP A
REEAE R ETETHLBAET B ”L%EB‘—LE&%‘T R e
L7 EAIHA T AREEARER & ] S IR g o) F ¢ T
ig'ﬁ'?ﬁ@’ﬂg’ HREAE G 2 R T xﬁ,gﬁ.%’f F R P o &
%2005 & chB 22 B R e Fula T kg I,Jng E Qf =3
FinEs R A S RE A R EhEr 2L (&R
B R AR AR

(1) &4 " Efl2 % P (deliberately copied a known patented
invention)

2 #hEREELE 0 (75 4 IR ZHEF S (continued
acts of infringement after receiving written notice of a claim from
the patent holder;

G)§¢ME453‘ﬁ*%%ﬁé%’ﬁé‘mﬁﬁﬁ%%%ﬁ
% (continued acts of infringement against the same patent even
after the court has previously declared that these acts constituted
infringement)

%ﬁ?’ it 3 AR N BF R R ol AT PR R

EBRE I EEERIEF TR BRI 7 20T d NEfIA g

97 Schnadig Corporation v. Gaines Manufacturing Co., Inc, 1977 WL 23183 (1974)

% Brunswick Corp. v. Filters, Inc. (Louisiana), 569 F. Supp. 1368 (S.D. Tex. 1983)

3% State Industries, Inc. v. A.O. Smith Corp., 751 F.2d 1226 (Fed. Cir. 1985).

319 Rayonier Inc. v. Georgia-Pacific Corp., 281 E. Supp. 687 (W.D. Wash. 1967).

31 See supra note 274.

312 Kimberly A. Moore, Empirical Statistics on Willful Patent Infringement, 15 Fed. Cir. B.J. 227
(2004), http://mason.gmu.edu/~Kamoore/Moore_final by MooreWILLFUL.doc (last visiting at

313 patent Reform Act of 2005, H.R. 2795, 109th Cong. § 6(2) (2005).
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