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12 15 U.S.C. § 1127. (The intent of this Act is to regulate commerce within the control of Congress by
making actionable the deceptive and misleading use of marks in such commerce; to protect registered
marks used in such commerce from interference by State, or territorial legislation; to protect persons
engaged in such commerce against unfair competition; to prevent fraud and deception in such commerce
by the use of reproductions, copies, counterfeits, or colorable imitations of registered marks; and to
provide rights and remedies stipulated by treaties and conventions respecting trademarks, trade names,
and unfair competition entered into between the United States and foreign nations.)
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¢ 15 U.S.C. § 1051 (a) (1). (The owner of a trademark used in commerce may request registration of its
trademark on the principal register hereby established by paying the prescribed fee and filing in the Patent
and Trademark Office an application and a verified statement, in such form as may be prescribed by the
Director, and such number of specimens or facsimiles of the mark as used as may be required by the
Director.)

15 U.S.C. § 1051 (b) (1). (A person who has a bona fide intention, under circumstances showing the
good faith of such person, to use a trademark in commerce may request registration of its trademark on
the principal register hereby established by paying the prescribed fee and filing in the Patent and
Trademark Office an application and a verified statement, in such form as may be prescribed by the
Director.)

7 15 U.S.C. § 1057 (b). (Certificate as prima facie evidence. A certificate of registration of a mark upon
the principal register provided by this Act shall be prima facie evidence of the validity of the registered
mark and of the registration of the mark, of the registrant's ownership of the mark, and of the registrant's
exclusive right to use the registered mark in commerce on or in connection with the goods or services
specified in the certificate, subject to any conditions or limitations stated in the certificate.)

% ARTHUR R. MILLER & MICHAEL DAVIS, INTELLECTUAL PROPERTY: PATENTS, TRADEMARKS, AND
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915 U.S.C. § 1052. (No trademark by which the goods of the applicant may be distinguished from the
goods of others shall be refused registration on the principal register on account of its nature unless it--...)
SoEARTACTIESEP 2 d o

20 MILLER & DAVIS, supra note 18, at 165. PAUL GOLDSTEIN, COPYRIGHT, PATENT, TRADEMARK AND
RELATED STATE DOCTRINE 229 (2002). (#5351 p 3 574> > 3118 )

1 GoLDSTEIN, id. at 229.

%2 537 F.2d 4 (2nd Cir. 1976).

2% J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 11:2 (4th ed. 2003).
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%% 15 U.S.C. § 1052 (e). (Consists of a mark which (1) when used on or in connection with the goods of
the applicant is merely descriptive or deceptively misdescriptive of them...)

N % P9 $21F-522F -

31 15 U.S.C. § 1052 (f). (Except as expressly excluded in subsections (a), (b), (c), (d), (€)(3), and (e)(5) of
this section, nothing herein shall prevent the registration of a mark used by the applicant which has
become distinctive of the applicant's goods in commerce...)
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%% 698 F.2d 786 (5th Cir. 1983).
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% 15 U.S.C. § 1064. (A petition to cancel a registration of a mark, stating the grounds relied upon, may,
upon payment of the prescribed fee, be filed as follows by any person who believes that he is or will be
damaged, including as a result of dilution under section 43(c) by the registration of a mark on the
principal register established by this Act, or under the Act of March 3, 1881, or the Act of February 20,
1905:... (3)At any time if the registered mark becomes the generic name for the goods or services...)
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*2 MCCARTHY, supra note 23, at § 15:23. (#&31 p 2 ¢8> k18> % 246 F - )
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A% EZpE o Lanham Act % = L - iER B BRI G R I RE L2 EAH -
3 (1) T

* 15 U.S.C. § 1052 (e). (Consists of a mark which...(5) comprises any matter that, as a whole, is
functional.)
* 15 U.S.C. § 1052 (f). (Except as expressly excluded in subsections (a), (b), (c), (d), (e)(3), and (e)(5) of
this section, nothing herein shall prevent the registration of a mark used by the applicant which has
become distinctive of the applicant's goods in commerce...)
15 U.S.C. § 1052.
T 2aapfd i gy 8 WL EHERP 2 o
%+ﬂkﬁﬁﬁﬁiomp #ﬁ F R P RO F R G F 2R L T A A
% %EPJ_FW we /’1 pi‘émx ¥R ‘H’- - 2 (£
“ 15U.S.C. §1144.

((2) Any person who shall, without the consent of the registrant—

(a) use in commerce any reproduction, counterfeit, copy, or colorable imitation of a registered mark
in connection with the sale, offering for sale, distribution, or advertising of any goods or
services on or in connection with which such use is likely to cause confusion, or to cause
mistake, or to deceive; or

(b) reproduce, counterfeit, copy, or colorably imitate a registered mark and apply such reproduction,
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%%mwémﬁjaﬁaﬁéﬁ%amw~ﬁﬁﬁ%%’éﬁﬁ%A%iﬂ
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Bt N E Rk BT A R 20 BT R 430 (a) MHRATNEFE o
29 (1) #0830 F a4 H & RORR A s 4 0 B AE WY

TEe AN ErE SN RA) A ErPF SR AR ¥R ERr F 3
Fort o RRAEEMEN S A Er R F kR HER R SR
gy 47 0 #

N
(A) F @ A§»3z® At AP HARMERNG MEEH 5 IR
BREFEE2Z KR GE AR PE 2 B SlARIR T RN A Hh

(BB ¥R LA ERY > HE ALK Aiﬁr%\pgiggu%%;éééi,&?\
%ﬂ‘w?* KR R BEA A
Lok ER A RRAR LR LA FEFT A FEHT 2
B @ B RARRE T o

counterfeit, copy, or colorable imitation to labels, signs, prints, packages, wrappers, receptacles
or advertisements intended to be used in commerce upon or in connection with the sale,
offering for sale, distribution, or advertising of goods or services on or in connection with
which such use is likely to cause confusion, or to cause mistake, or to deceive, shall be liable in
a civil action by the registrant for the remedies hereinafter provided. Under subsection (b)
hereof, the registrant shall not be entitled to recover profits or damages unless the acts have
been committed with knowledge that such imitation is intended to be used to cause confusion,
or to cause mistake, or to deceive.)
% 15U.5.C. § 1125 (a).
((a) Civil action.

(1) Any person who, on or in connection with any goods or services, or any container for goods,
uses in commerce any word, term, name, symbol, or device, or any combination thereof, or any
false designation of origin, false or misleading description of fact, or false or misleading
representation of fact, which—

(A) is likely to cause confusion, or to cause mistake, or to deceive as to the affiliation,
connection, or association of such person with another person, or as to the origin,
sponsorship, or approval of his or her goods, services, or commercial activities by another
person, or

(B) in commercial advertising or promotion, misrepresents the nature, characteristics,
qualities, or geographic origin of his or her or another person's goods, services, or
commercial activities, shall be liable in a civil action by any person who believes that he
or she is or is likely to be damaged by such act.)
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Inc.— ;&_g,]% W g don ke ™ T AL ¥ A Ui A S AR % 0 R
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Ve %% J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 8:1 at
Page8-2-Page 8-3, § 8:4 at Page8-14-Page 8-19 (4th ed. 2004).

% Restatement (Third) of Unfair Competition § 16, comments a (1995).

%" Rose Art Industries, Inc. v. Swanson, 235 F.3d 165, 173, (3d Cir. 2000). (...the plaintiff in a trade dress
action under section 43(a) of the Lanham Act is free to seek trade dress protection for whatever products
or packaging it sees fit.)

*% Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763 (1992).

* John H. Harland Co. v. Clarke Checks, Inc., 711 F.2d 966, 980 (11th Cir. 1983). (“Trade dress”
involves the total image of a product and may include features such as size, shape, color or color
combinations, texture, graphics, or even particular sales techniques.)

% Two Pesos, Inc, 505 U.S. at 764 n.1 (1992).

81 Isidro, supra note 10, at 812.
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%2 Harlequin Enterprises, Ltd. v. Gulf & Western Corp., 644 F.2d 946 (2d Cir. 1981).

% Time, Inc. v. Globe Communications Corp., 712 F. Supp. 1103 (S.D.N.Y. 1989).

% Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763 (1992).

% Best Cellars Inc. v. Grape Finds at Dupont, Inc., 90 F. Supp. 2d 431 (S.D.N.Y. 2000).

% American Greetings Corp. v. Dan-Dee Imports, Inc., 807 F.2d 1136 (3d Cir. 1986).

®" Ferrari S.p.A. Esercizio Fabriche Automobili E Corse v. Roberts, 944 F. 2d 1235 (6th Cir. 1991).

% Two Pesos, Inc., 505 U.S. at 776 (1992). (..the Court interprets this section as having created a federal
cause of action for infringement of an unregistered trademark or trade dress and concludes that such a
mark or dress should receive essentially the same protection as those that are registered.)

% TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23, 28 (2001). (It is well established that
trade dress can be protected under federal law.)

" Moshe H. Bonder, Patent & Lanham Acts: Serving Two Legitimate Purposes Or Providing An
Indefinite Monopoly?, 15 Alb. L.J. Sci. & Tech. 1, 13 (2004).

gl R AERENFELF AP R & 2 o Eikaro Fi52, 5 154 F o
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2
-1 e
#%&{@ﬁ%@%:iiﬁ seEk fE o B L F T e ag
BEL % %

%J *OREMPE R - :a‘_rs;%’z » %% 3 Lanham Act

2 MCCARTHY, supra note 55, at § 8:8 Page 8-33-Page 8-34.

3 Id. at § 8:10 Page 8-37-Page 8-38.

™ 659 F.2d 695, (5th Cir. 1981).

™ 1d. at 702. (Thus, trademark law requires a demonstration of “secondary meaning” only when the
claimed trademark is not sufficiently distinctive of itself to identify the producer. The same principles
should apply to protection of trade dresses. If the features of the trade dress sought to be protected are
arbitrary and serve no function either to describe the product or assist in its effective packaging, there is
no reason to require a plaintiff to show consumer connotations associated with such arbitrarily selected
features.)

76 Restatement (Third) of Unfair Competition § 16, comments b (1995).

21



iE(a) B2 R > T AFYRP

¥tz iE (@) Bk o Hp ’*’??3'31‘4
3 - £ % &P A % Lanham Act

7
B LFE L7 AR B £ L RS
b EATR T 7 f;:b;avur—]-; (a )1?%'3—1\ R R A el A
X EEE g 2 -%:T‘»%l% SEREZBRLE- D o ek R
S ZiE (a) A REmELF F A AR EEEt %’35,3% FoERE R
g

‘.f"'» ‘\‘

&

B3k Lanham Act snd| B P e B ik2 B £ & P ch B RAEFT R IR

51 &r%ﬁycﬁwﬁ'ﬁﬁ’»’fﬁﬁﬂﬂﬁ}i & #‘»?Eaiiii'rj‘ mFs’ ¥R EEF Y- ER
Eowgr g F st N WA G R LRV ET B L A
Farth s R R R AR BN g EP S - ’E%z
FZ P VREPEAME G AXBBPEY
- A BEAEEKR S RTFEAEASE B3R D

Two Pesos, Inc. v. Taco Cabana, Inc. | i % & &5 & £ ¢ g ( product

configuration) ~ & &35 (product shape) - & # 5-3% 3+ (product design) _% 7=

AR RALS i P RiE Y 25 2 enfEd 2 5 e- 4 4 » # & Duraco
Products, Inc. v. Joy Plastic Enterprises, Ltd."®~ % ¢ » 43t & 52k 2 4 445~ & 4
A 5K ket g %%%‘rﬁ R B BN P IRE AR = ¢iw jE R Two Pesos, Inc.
v. Taco Cabana, Inc.%x 13 % > % 7w 827X 2 &t L (product configuration) =5 ¥
FHE R R T AT vmﬁtfﬁw i B AR @ul s wH A BRuM 2 B e
Feig * ﬁhﬁii‘é SR o A b LR Ak ET ﬁtfiﬁ el @A nlld, QHEBET
FlREE 0 (1) 22F ¥ 0 2 Ao 2 R E Ak A Az F s (2)
A TR A S (3) (i m kR P et it
5 ’:‘.‘,Q“J—#‘;-J e H Jg{?’cf“—k%«’lf‘;?i\?
4 d

4,;\;

P
ERGRET R L F R R %m#étﬁ
SAELE AN )R R T B S SR
e BEisamnlg s s mEPe - {4 7 &Sz i b 2R A Versa
Products Co., Inc. v. Bifold Co. (Mfg) Ltd.*'~ % ¢ fi&- #Hwm B 2kt M

B R 77@;, é%m?hr‘grﬂ\_ﬁ/mﬂ/;}l‘

i ER P IRE AR N JEFAERARE AR R 0 3% 5% Two Pesos, Inc. v. Taco Cabana,
Inc.2|i-42 ¥ X % ~ ¢ % (packaging) % # & ¢t gL (product configuration) =5 %
R PG F i R R R Y o S - ezl R 220004

" Two Pesos, Inc., 505 U.S. at 774 (1992).

8 40 F.3d 1431 (3d Cir. 1994).

™ 1d. at 1448-1451.

80 i ikar > B3 525 % 155 F o

81 50 F.3d 189 (3d Cir. 1995).

8 Stuart Hall Co., Inc. v. Ampad Corp., 51 F.3d 780 (8th Cir. 1995). % ~ iwi ;2 me AR AT
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Wal-Mart Stores, Inc. v. Samara Brother, Inc.% 2;&-2_15 > 4 F 4 & ¥enf' 48
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A o bRk o BT RRF RS B P E A R
et ﬁﬂ ) fp RERPMIVOIERF 2 FEBERE S £ 2 R AP SA L h- /A F LT
MEZAR S K- REF L4 7 B R Duraco Products Inc. v. Joy Plastic Enterprises, Ltd.
%Y HE Wd\ﬁwfﬁi%i\bw}m 8T E ma%sal— 1 = = # Seabrook Foods, Inc. v. Bar-Well
Foods, Ltd. (568 F.2d 1342 (C.C.P.A. 1977)) % ¥ e[ 5= 58 : .7 4 1@ ¥ L2 Ak A %3 2 3375

AR K A AR AN AT %Z&v%s FLYLTWHRGME & § AL P SRS
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83529 U.S. 205 (2000).

8 Graeme B. Dinwoodie, Reconceptualizing the Inherent Distinctiveness of Product Design Trade Dress,
75 N.C. L. Rev. 471, 527 (1997). (cited from MCcCARTHY, supra note 55, at § 8:12 Page 8-44.)

% Wal-Mart Stores, Inc., 529 U.S. at 213.

% 1d. at 214.
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B 2R % % e e Two Pesos, Inc. v. Taco Cabana, Inc. %42 » 31 % I i© 5[5 vt 2
B RIDE F & Mz @wi s =37 Wal-Mart Stores, Inc. v. Samara Brother, Inc.-
OB AR L ORB ARG FRETBRGMFEARZEF e EOP &
B dpF 0 BB 2Rl s oAy Bt MM A R Al v TR o

B -LEREY -4 - - #3F ﬂi’a? F T B 41+ 372 >t Seabrook Foods, Inc.
v. Bar-Well Foods, Ltd. - % #idt # e $7= 2 « #3222 2 3§ (4o B £ 4
Hc) 20 % @hulfd 2 gt Q%ﬁﬁ}‘ (=) #B®FAAR T F L H8 ~ L Aeh
A% (2) é(_ff, TR AR ZRF AR FE-FA 5 (=)
U ;zlﬁg*r&;# BN v R 0 @ Bk R A .

8 1d. at 215. (To the extent there are close cases, we believe that courts should err on the side of caution
and classify ambiguous trade dress as product design, thereby requiring secondary meaning. The very
closeness will suggest the existence of relatively small utility in adopting an inherent-distinctiveness
principle, and relatively great consumer benefit in requiring a demonstration of secondary meaning.)

% MCCARTHY, supra note 55, at § 8:13 Page 8-52.2.

kst 352> $ 155 F -

% 568 F.2d 1342 (C.C.P.A. 1977).

%L |d. at 1344. (In determining whether a design is arbitrary or distinctive this court has looked to whether
it was a “common” basic shape or design, whether it was unique or unusual in a particular field, whether
it was a mere refinement of a commonly-adopted and well-known form of ornamentation for a particular
class of goods viewed by the public as a dress or ornamentation for the goods, or whether it was capable
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192 In re International Playtex Corp., 153 U.S.P.Q. 377 (T.T.A.B. 1967).
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