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A Study of Claim Construction—Focus on Phillips v. AWH Corp. and
Post-Phillips Case Development

Student:Kuan-Chieh Tu Advisor:Dr. Li-Dar Wang

Institute of Technology Law
National Chiao Tung University

ABSTRACT

This Article focuses on.case development of the WUnited States Court of Appeals
for the Federal Circuit by historical analysis and. empirical study. Observe the
evolution of two main problems insclaim construction: (1) divergence of approaches
of claim construction; and (2) the “difficulty of fact/law 'distinction of claim

construction cast doubts of the standard of reviews.

Chapter 1 is introduction.-Chapters2spointswoutsthe stem of two main problems.
Chapter 3 reviews Phillips v. AWH Corp. which addresses the.disparity problem of
approaches of claim construction. Chapter 4 shows the result'of empirical study which
includes post-Phillips cases in 2 years. This Article designs two kinds of codes. One is
the code of methodology of claim construction and the other is the code of imperative
evidence source of claim construction. The measurement data can demonstrate the
impact of Phillips on post-Phillips cases. By evaluating the data entirely, this Article
provides relatively better methodology of claim construction and some tips for patent
drafters and parties in patent litigations. Chapter 5 discusses the missing issue in
Phillips—the standard of review of claim construction from the result of empirical
study, the Supreme Court precedent, and the standard of review of other patent law

issues. Finally, Chapter 6 provides conclusions of this Article.



In generally, this Article concludes that claim ordinary meaning-based method
plus intrinsic imperative evidence sources would be a better and more transparent
approach of claim construction but the flexibility of approaches is still needed in
construing claim scope based on different technologies and disclosures. Since no the
best methodology and “absolutely right” claim interpretation exist and the fact
findings is significantly important, the Federal Circuit should put eyes on the fact

findings in claim construction and apply the clear erroneous standard of view on it.

e United States of Appeals for
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or process™.)
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which he claims as his own invention or discovery.”)

20 o PR E R By FH 3 R B S e R R i SR BB LAY BT - TR

LM%%%%U&HI{% EHVEE - HREE 3 TV EE B E TR P S-SR R ATREF & - s
REMI S ERAVHRTRARRE - 2B ith NI G HVEEHEL -

2 Winans v. Denmead, 56 U.S. 330 (1853).

22 Merrill v. Yeomans, 94 U.S. 568 (1876).

2 Keystone Bridge Co. v. Phoenix Iron Co., 95 U.S. 274 (1877).

IR e B BB\ B T Pk B B S A R R B e 324 > el
BN & T2 L BRI RN - SO ARt sa B A & 2 i h SR N E FR s 35 A E Y
B JFAEA S a2 R Rt e e -
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Boaven® 2 PR 1952 & #rpl 2 B 7 Y B e Rl & 0F
v EARET 20N DT o iR frit Y FREAIFERR G EH A
B A KRR Ly T2EE L anig * 0 1950 # ehGaver Tank & Mfg.
co. v. Linde Air Products co. "<t § £ 1%k ¥ /ain & | 25
el (DF AR 8 B Rk a2 B LT 4 &
ERE (DR FEIERER R RS 2L LTS B {0 E %
T g daig A 2 & 2 R P73 X(all-elements-rule)” ;
1987 # erPennwalt Corp. v. Durand-Wayland, Inc.®8zRicie b 3% fa
PIREBARF o x LiB- HaRP AR IBEROPFIE L fERF RIE L
#fi% (element-by-element test or elemental approach)” &+ ¥ 114
A Bz 35 2WinansE2 FE G0 E A 0 L AN HET R P
(equity) 2 BB=4 P AIRTENE {12 P 0 305 RRIafiA (0287 5
MmO BT N RFRIFAD X 2R ERAZE T RA
(prosecution hi%tory estoppel )™ 27 L andk e 4 f p] #7724 o

% - 1 E REpaiaes 22 e (United State' Court of. Appeals for the
Federal Circuit! )eh ¢ 2g= i

FRE e PRl FREAIER S 2k —=d 1982 2R ¢
W FEERE feit i 2 % (Federal Courts Improvement Act)™m & = 2z >
HP a3 fdl i s Ra b FZ i B2 g2 2L

% 35 U.S.C.112 Para2.(“The specification shall conclude with-one or more claims particularly pointing
out and distinctly claiming the subject matter which the applicant regards.as hisiinvention.”)
% Graver Tank & Mfg.«Co. v. Linde AirProducts Co., 339 U.S. 605 (1950).

2 ey S T IS R B R B 2 S T 5 B B A [E Y U5 A (i
substantially the same way) > ST EIAYZHAE (to perform substantially the same function) ~ JESEE
FHIEIHY45 SR (to obtain substantially the same result) = FER A3 S B A Frsnaimy 5= ohRE /455 =2
Iz E (way-function-result test) o

BB A4S 5 R E T (AR BO O EE R A E S 2 h . AR T EEI S
FHYFRI -

2 pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931 (Fed. Cir. 1987).

* B E A EE T E (BRI R B R E AN /DY o TR S 2R A
HITE T B EGE B RERL - BEAIRE A DV FEHA A= 2 o vR BR T Y R 55 A s [ Ay
—(E R TR B B B S ) - AR 22 2 iy 1983 4F Hughes Aircraft company v. Unite States
(717 F.2d 1351, Fed. Cir. 1983)HI|- 2% F 252 154, % (invention as a whole or entirety approach) » 5% £
TS Eam s I & R P 5 B A B P B oK R NV S B — (R A8 A B 17 - B BRSNS AUt
2 EhE U R E B AR AR o

LB EE A L P ERIRE A S B 35 B I DA R B 5 B 2 s = P A IS 4L R > 0
TR A FR BB ABAE Y S B - e S EHEE R R E B2 I r B A ST
o PR 5 M [ B 2 BRI H0 8y BN e R 2 R B AEAE  CEERY#EE -

2 D) WS REY) B T O R (A P 5 B G ] (hypothetical claim) » &% A S piss it > &l
I bt 6 A 67 v T sRAVIRRE 22 2R Fy 2 4= v (safe harbor) - BEFIRE A N 15-36 L a6 [ E iRy 2
ZHEYNZHE -

¥ Federal Courts Improvement Act of 1982, Pub. L. N0.97-164, 96 stat. 25 (codified as amended in
scattered sections of 28 U.S.C.).
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b g 2T d o F 4 & R E ) (foru
shopping) s (3) fei > 7 & it Pt & 4172 2 R E chfa @515 > & 1)
i aag; PR R P REAES RH LG T A e %ﬁn}fﬁﬁ’rw@
20 %k FRmaE R IR R AL E B EY
111’ AT LRI R E R R A

+

o

7
12N
m

$2 8% ARBEY FE P RR RS 01E B

- & @A A REEY R R R L R AT
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2R S T L R A R PR Z R E 2 Bt
ERENRZRE I d b P HBRE S & flg sofb & 3o i
B 5% flfE 2 R
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CERE = 5 R

¥ - 08 % R ESE 2 feMarkman® (Markman D) f@f ¢ & {16 502 7
21T

(DR F rm

A% 5 € %405 591 A Narknanz % B % 33054(RE33054) % % 3
B4 b AN i R R b, T ke 0 -

¥ See Charles W. Adams, The Court of Appeals for the Federal circuit: More than a National Patent
court, 47 Mo. L. Rev. 45. (“Perhaps because of its own docket problems and its lack of expertise, the
Supreme court rarely reviewed the patent law decisions of the regional circuits.”)

% £ 2006~2007 LUK > Frm AT AR 2 A0 EIRIEE, -

AR AR s TR e o B A R Ry

" Markman v. Westview Instrument Inc., 517 U.S. 370 (1996).
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A - TRASLEN A LS o
% il 8 @%ﬁ@%’ivaﬁﬁﬁﬁ»r

SRS 1 L b T

A LR R ARG TR (inventory) - 3 5 Markman
Ak TREG ) - @wr2We h- 28 ¢ 7 [ 245598, (articles of
clothes)m =% 1 & Ty | (invoices) ~Tz g, (cash) » & 244
Westview Rldis TE %, - 3 Tafaga, #5310 3 T2
g, 2 F o A i"l%?fi%ﬁ*??fﬁxi*?t“ifﬂﬁﬂﬁgf’? v F G AR
Westview sty iZfgy & 2 i R T 2 F 8 iiw @ Liesrd i)

FoE R b Fa e oo

A - F g Pm’izgip—rl“"%lﬁ]i—«rj‘ & A1 45 B ep
FRERAME SEIS 2 Y G 0 TS %}ﬁﬁ”fw‘iﬁﬂ/—ﬁ#
PR R R R E ] 'w&%%@a&%ﬁ R E
fﬁiﬁlﬁi s B 2 Westview B fand-Toe e pL kRS2 T U

];4-(judgment as a matter of law, JMOL)d&#s » :Z2iizns: TR 5
-G R BT UEH T A ai R 0 TG Tdg & TR
AE TR G I G A R AR AR T R SR AL T A B
£ .

pED 2R T £ EER e Herk Bd(Markman I )0 ¢ #F £ Markman
3%k FAF AE g F % Bk a4 F S (substantial
evidence) ? T By A4 § o 2= %;; Fudi /3 ]+ (en banc) #4% -
r’v’ﬂELﬁ;’ v ()RR R Al RS 2 BN R FIfE R e k52
I xk R NF T R URESE D VA S U s H/,I%;a i arendn
m #ﬂu}iﬁvg&w,—: A Bl ER PR R R S iR
ML ES LIt & SRR LS T ES LR O R i
”#%ﬂiﬂ?ﬁkﬁi“u&ﬁﬁ&i%“ﬂ%mmkﬁim%:@

=

At |

— BRI S - B ARE DAEC sk &R B A A R — B I E s E R s B A
BT Z B R i R IS S TE e DA R B R AN R 5 B D — s 2 5B 2 B
PR AT o AT 5 TP ) L R R B — 50
—REAEFEENRA - AT fERZ B R B as < P T 4 1 F DA AR RIS S B sz fa e 2 —E 54
i E B EH — RV L REIFR RO AN ERES - e BRI RE R & — K G EA
HE MR ZEY R ERLCHZ 20— 0 K
/DR RS (R IRZ AR B 8RS - AR DU — THER LA uh A Y HIsL IR
B5 » FELLZ A S Re NIRRT AR G DA R P TR A S -
% Markman v. Westview Instruments, Inc., 52 F.3d 967 (Fed. Cir. 1995).
© HE R EE RS YA Judge Mayer LLUF, Judge Rader fi
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FURA T BT EfE et B Y B ERET (2)
FE_]%J W BT OLRT B4 FRFL 3 E]E'?”uli_ﬁ 2R ¢ %'f%
@m%@ E SR RIPE IR LT S L“%ﬁ%*$$lﬂﬂ?m

MBEHER ) LEBER T AR ER SR 2 RSP % FFER
%fﬂﬁer‘/ZJ‘fbf’

(D*HEE:

| FREZS - B0 FLEFREF 2 42

(3)=

LLEREZ S EX LG AREF o
R R G BB g e

(4) 2] 432 9

Lo ¥ Bl Bl R R0 & I e E:2 71 1870 £ 4 2 24 > s it
R 5 2 P g SR e BlAR S JIRAE G O 4 g iR
5 Fp % Eipan o g L A=t e EEISE i ;%(English common law)

Bl B RRE AR S > E AR REMEE S B &
WL FE ﬁﬁéﬁ KEa

ORI R RE 0 F Judge Pauline Newman i -
? EEEEERSCE T IERE ¢ FLTMEB S 20 TUETL - BB A S E RIS EEE

EAENFEF] - (“in suits at common law, where the value in controversy shall exceed twenty dollars, the
right of trial by jury shall be preserved, and no fact tried by a jury, shall be otherwise reexamined in
any court of the United States, than according to the rules of the common law.”)

* ‘Markman v. Westview, 52 F.3d at 980. (“Intrinsic evidence, that is, the patent itself and its
prosecution history, is of primary significance in construing the claims, and the trial court has broad
power to look to the prosecution history to aid in interpreting the claims...”)

* 1d. (“The trial court may, “in this discretion, receive extrinsic evidence in order to aid the court in
coming to a correct conclusion as to the true meaning of the language employed in the patent. Such
evidence includes expert and inventor testimony, dictionaries, learned treatises, and other evidence
external to the patent and prosecution history.”)

> 1d. (“extrinsic evidence can only be used to be used for the court’s understanding of the patent, not
for the purpose of varying or contradicting the terms of the claims.”)

® 1d. at 981. (“The court is not crediting certain evidence over other evidence or making factual
evidentiary findings. Rather, the court is looking to the extrinsic evidence to assist in its construction of
the written documents, a task it is required to perform.”)
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2. A Fb R b & 4 IEZF]J:I(I):T‘AI%EE%’E_’&?
#yié%%47’s‘wrp%@xpa M E LT a 20 3% 1R 2
Fleperng 5 v G (credibility) ¥4 Fl15 & fl2 A L7 i ¥
T E PINERI 0 G P B TR o xd BEZF RFTEEHE
flv B2 R g RFELERET (Dp- RPpgmedshra 48
FEF 2d 2 F R ARG /z‘f——ﬁ:i 1EFALFEBERELI 2R
REEEEE T EREJIEA A BB ETE L
SRS RGEE P 2 R A > P oENiar PRk gk B 0 B
AP BRI E - RIZER ;) AET A F HEH=N

war b riE i AR Y 5 ) ?ﬂﬂflp,} B e 7»#%“%.,’&1" %
‘%g?i?w%’ﬁ A-omEEF B f;:mﬂ:‘g\ fgu_ﬁ’;m/z‘f——fﬂ
BfrfEaope 7 RE" -

$ -3 FEmw bR iaVitronicd: ™ 1 TR R 0 2RI i PR

(D& *E 7 EFa AT

A RS &4 5 Vitronics 2 @ #0F & 1(US4654502) > 4 & Hjie i
BERTSAERERRRFZ AR EEROT AP TR TR

BRI E Ay § B 31?]& F e R R R G R R ﬁ”zll% fe che
AR P CRE € gk RIS ET BRI R A R LES
¢3+ BT ARG (- BARTRT - KERED @ -’:%fawjgfj— (7
w %8 & (solder reflow temperature) °

svw«

7 Markman v. Westview Instrument Inc., 517 U.S. 370, 390 (1996). (“the claims of patents have
become highly technical in many respects a s the result of special doctrines relating to the proper form
and scope of claims that have been developed by the courts and the Patent Office.”)

8 1d, at 378, 388.(“Claim construction is a “mongrel practice.” ;“Claim construction falls somewhere

between a pristine legal standard and a simple historical fact.”)

*° Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576 (Fed. Cir. 1996).

% Claim 1 of the ‘502 patent :

A method for reflow soldering of surface mounted devices to a printed circuit board comprising:
Moving a printed circuit board having solder and devices disposed on a surface thereof through a first
zone and in close proximity to a first emitting surface of at least one nonfocused infrared panel emitter,
said first emitting surface being at a first panel temperature;

Moving said board through a second zone and in close proximity to a second emitting surface of at
least on nonfocused infrared panel emitter, said second emitting surface being at a second panel
temperature lower than said first panel temperature; and

Moving said board through a third zone and in close proximity to a third emitting surface of at least on
nonfocused infrared panel emitter, said third emitting surface being at a third panel temperature higher
than said second panel temperature, said third emitting surface heating said board and said solder to a
solder reflow temperature for a period of time sufficient to cause said solder to reflow and solder said
devices to said board while maintaining the temperature of said devices below said solder reflow
temperature.
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51 Markman v. Westview Instrument, 52 F.3d 967 (Fed. Cir 1995).
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iA%< #(prior art document) ~ F & (dictionaries) ¥ #% ¢
% R3E A # (expert testimony) KenZgLr 3 7 21 o Ak %
P BJIRP A AP 0 RS TR

¥Zf 3 RmEca Py Cybork” R - sz Y R {IER LR
R P F AR L RT3 2 (de novo)

(DEEEF

A2 AL EFIZFASS @973 2 £ W& I(USH167837) » 4h i B i
—RMWRERAE e m‘ﬂ“—?mm e X R8T 44 Cybor
SRS B 5 5D26 LRI o fe A W 2 E - F AR5 5226 F
FHAFERT V2R R o R E APRL 7T BN T IRE R o

(2) % 553 Bhy

F AT G5 E AR S g Tk 2 “J.—(JM()L) yFAS ¥ ¢
wmﬁﬂa@~&ﬁ$wﬁzﬁﬁ*a”¢ L IEPSEE B
7 2

Zﬂﬁéﬁéﬁfﬁwﬁp 1?§ﬂ€ﬁ%9&ﬁ_ﬁ¢hﬁhﬁ@
el Bl e IR S R

(3) &) 3
Lo 3R 2 faff o dER i "Ta kB R T R -

23R Y EJIFERSZERE P rFRERE R £A7F 2 (de
novo) °

(IR

> Cybor Corp. v. FAS Technologies, Inc., 138 F.3d 1448 (Fed. Cir. 1998).

> Claim 1 in ‘873 patent:

In a device for filtering and dispensing fluid in a precisely controlled manner, the combination of:

First pumping means;

Second pumping means in fluid communication with said first pumping means; and

Filtering means between said first and second pumping means, whereby said first pumping means
pumps the fluid through said filtering means to said second pumping means;

in which each of said first and second pumping means includes surfaces that contact the fluid, said
surfaces being of materials that are non-contaminating to industrial fluids which are viscous and/or
high purity and/or sensitive to molecular shear; and

comprising means to enable said second pumping means to collect and/or dispense the fluid, or both, at
rates or during periods of operations, or both, which are independent of rates or periods of operation, or
both, respectively, of said first pumping means.
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1. # 4R FAS & & JIpF 2 #75 fLen® JlHw = % Storkebaum §if 7
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Yo orE % Fagae 27k raTexas Digital 2% 0 F & 42 i % o4 % (Ordinary
meaning)z..& & &

(DFx2%H

* %k & & 4] 5 Texas Digital = @ 0 % B & 4] (US4845281 ~
US4965561 ~ US4734619 ~ US4804890) » p it & fi % 3 B >3 £ = &4 cd
VETERESZ R *;JfE%L”’ Pl E AR o jTelegemxrﬂColorgraphlx
BEor ol o H Y Lk -5 Y 2 gﬂ%]ﬁé il E @t bR
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B # IRfE” repeatedly” R dprepeating(EAF) - fptdp LAk
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% Cybor, Supra note 52 at 1454.
% Texas Digital Systems Inc. v. Telegenix Inc., 308 F.3d 1193 (Fed. Cir. 2002).

7 RELFRFHFEMEEES AL MR FE AR E R Sl #5y -
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LA B~ 48 AFEM & Colorgraphix & %% 0z *
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1. P gl s - %8l fronfi B repeatedly(£ 48 60) - 37> e E4r L
w2 7 activating(@hs) - 3@ &0sd & % (ordinary. meaning) o # % ¥
B i@l sis e R Rl e fIEFad §Fiasn v iy o
# 4  (one skilled in the art) i w3 & 4p M HF 2 o
activating(B®)EfE & L Befads o 4 ¢ & * - fif § uad g
LD MIMERE MR BT PR 2 e O RELT S
Bz - 2 Mp Pt ABiT e pPFALEER o

2. Flbhtikz VP BAFL ABRREY AL RN RF4eT (1)
FLPLORTEEE LROBESR KR S hE R EE BRI 3 %
%%ﬁAeP%f’”ﬁ4i BARFIZRE (D)W E™ IREF
L% b Nk erpE e L gl et Jﬁﬁfﬁﬁm%f&ﬂﬁéﬁﬁﬁ
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AS-

® LS T F A S (Dictionaries) ~ B Rl (encyclopedias) ~ i3z (treatises) ~ 7\ FAE HF
& AERS a IS AR (publicly available at the time the patent is issued) -

* Texas Digital Inc., Supra 55 at 1202, quoting Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1376

(Fed. Cir. 1996), “Technical treatises and dictionaries are worthy of special note. Judges are free to

consult such resources at any time...and may also rely on dictionary definitions when construing claim

terms....”.
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Foundation v. Genetech, Inc. %"# 4p 1 1T 5 7§ s enfaff & 34 v

FEFE FRANERESF A F LRGP o

81 Athletic alternatives, Inc. v. Prince Mfg., Inc., 73 F.3d 1573 (Fed. Cir.1996).
82 SSIH Equipment S.A. v. United States International Trade Commission, 718 F.2d 365 (Fed. Cir.

% southwall Technologies, Inc. v. Cardinal IG Co., 54 F.3d 1570, 1574 (Fed Cir. 1995).
% Scripps Clinic & Research Foundation v. Genetech, Inc., 927 F.2d 1565, 1580 (F3d. Cir. 1991).
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(OF " FEFIFERs et Frale L LFERRE Y FLNFERR

% See Bell Communications Research Inc. v. Vitalink Communication Corp., 55 F.3d 618, 620 (Fed.
Cir. 1995) (“Words to which we ascribe their ordinary meaning unless it appears the inventor used

them otherwise.”)

8 CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir. 2002).

67 See Tandon Corp. v. United states International Trade Commission, 4 USPQ2d 1283, 1288 (Fed. Cir.

1987).

% See Wenger Mfg., 239 F.3d 1225,1233 (Fed. Cir. 2001).
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Markman T £ Vitronics% # 353 # 2|2 f ¥ 3% {1 B2 f 57

8 Athletic alternatives, Inc. v. Prince Mfg., Inc., 73 F.3d 1573 (Fed. Cir.1996).
" CVI/Beta Ventures, Inc. v. Tura LP, 112 F.3d 1146, 1159 (Fed. Cir. 1997).
™ See Sanders Brine Shrimp Co. v. Bonneville Artemia Int’l, Inc., 970 F.Supp. 892, 899-900 (D. Utah

"2 See Bell Communications Research, Inc. v. Vitalink Communications Corp., 55 F.3d 615, 620 (Fed.
Cir 1995) (“these two steps of the claimed method, by referring to ‘said packet,” expressly incorporate
by reference the preamble phrase ‘said packet’ including a source address and a destination address.”).
¥ See Manual of Patent Examining Procedure $608.01(m) (1997).

™ See Rheox, Inc. v. Entact Inc., 276 F.3d 1319 (Fed. Cir. 2002).
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EAFER e 70w kiR A ERY Rl Fa 2 pp 3 L
FoEEREAE o p AT R 1996 £ mModlne Mfg. Co. %112
1989 E¢n Texas Instruments, Inc.& ; g * R RIpES Bu f 42 2
B RO EE T ¢ BREE SEnE I B o R AL R o

R IR = S L R S R s o T

)ﬁ‘iﬂﬁ%ﬁ%ﬁiﬁwﬂwm,a—é@ D
o @€ ATEDE HA 1 Bl gk 2 T el 3l
Jf]i]’\ . ™

(D)iFf Y I FEREF < Rpl
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R FRIFERREAERY FELY YRR FR SR
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See Texas Digital Inc., Supra at 1204.

" S FEE66 -

" See Toro Co. v. White consol. Indus., Inc., 199 F.3d 1295 (Fed. Cir.1999).

See Wang Labs., Inc. v. America Online, Inc., 197 F.3d 1377 (Fed. Cir. 1999).

See Karsten Mfg. Corp. v. Cleveland Golf Co., 242 F.3d 1376 (fed. Cir. 2001) (“Claims can’t be
rewritten by the court to avoid the impact of newly discovered prior art, for the goal of “claim
construction” is to describe the claim scope as it was intended when examined and obtained by
applicant, not as it might have been limited upon a different record of prosecution and prior art.”)

]
©
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FHA G m WY B2 2% (DB ERP T 7 5 R kR
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Wi
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IR e CEIERIEICE P S R JERTE T S SRR
1995 #Markman I 57,0 B>t F 5 (inventory)snf2fEF 1L & & ¥ & 1|
W E TGP S Fends il S B R 59 3 BER B & 4 (articles of
Clo‘thes)rﬂ;,,{rﬁa P ER: S LR I B T PR G A T L g
MR 20 1996 # Vitronics % 51 * & gim 2 @ v B8 & 2%
BREFE O R e BR R £ 5 X 42001 = -Scimed Life Sys.,
Inc. v. Advanced Cardiovascular Sys., Inc. %% > 3%% k£ &5 *
BRI B REATY A ihg TRIFEEE %ﬁ ## 4 3 5k p #2(lumen)
¢ ¢ 7 A EF (catheter)?;3% @ B ¥ ¥ (dual lumen) ™ 2 F g ¥ ¢
(coaxial lumen) > A4k 23k ¢ 77 dp¥Eg > B 372 it
Fpb JIm 37 o B HE AP b g Btk gD ot 6] 4R
®F g o PR P IR chik B B P %2;‘% 5 E A1

8 See Pall Corp. v. PTI Technologies, Inc., 259 F.3d 1383 (Fed. Cir. 2001).
8 Robert C. Kahrl, Patent Claim Construction, p6-6.1 (2003).

% it \ 0 A& Samuel Y5 T AATE o R S BRI E T AR B
Specification-based method &3 Claim ordinary meaning-based method » 7¢fEfE S5 EMEIE " AF
B EROE . —(EDEAERIHE KT S —EAILL claim 1285 f 0 > RS 0
U5t | ZRITEUA Wagner B2 Y Holistic method B Procedural method » {2 Wagner Hij5&:H 24
PR By 77 7 m o FA R [E] %%EKI_JE’Jﬁ/f:;ﬁéj\iﬁﬁxz‘?t[:$xH—7fE$LE/\\§BIT_EIE

8 Scimed Life Sys., Inc. v. Advanced Cardiovascular Sys., Inc., 242 F.3d 1337 (Fed. Cir. 2001).
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2 g5 (3)i il § & ¥ % flg FHCH 7 5 (A Bt i * 335
/zl‘mi&;}%ﬁg%iﬁ¢%$“’$|*‘(member)1"ﬁ“T‘ﬂﬂ TR @ Zvﬁ‘ it R Fl R
LAREE Y TG R E R A KRB v F o P
2002 # =Texas Dlgltalf%g = o> X =B— g 5%k CCS Fitnesseh L iz » 5
A F L gk s Y G I R R o BT
AHB I E R I Y R e 2 Rk e

@ F ik & ik (heavy presumption) A E s enFEEREH E > & 4
R o AP A ehiEE T B 2002 # “Teleflex Inc. v. Ficosa North
America Corp. 2% &k HiFs —7 & crfp & T F 7 25 @%‘ing B2 R
o gE S A (clip) 2 Fm\w&w*%ﬁ ENE ST S R AR R

%} - $ur(single pair of legs)f & 7 & vzt ' U4 ¥ 35 {14 5 ¢
h(clip)e 7 - 8% BfP F P LG #FRERPE A4 % (clip)

/—v-/\_;

IR E R - EHaRR P s &k (clip) el *# /L;éﬁﬁ;%lf@;i %o AP ¥ feeh
Bk R wHir 2001 Durel Corp.v. Osram Sylvania, Inc. %% »:%% % 4|

* HE2K Vitronics ZEf R Ef i BRI )74 B Specification-based {H/2—MEEE Ry L ERATIL » BHRK
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8 CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359 (Fed. Cir. 2002).

% Teleflex Inc. v. Ficosa North America Corp., 299 F.3d 1313 (Fed. Cir. 2002).

8 Durel Corp. v. Osram Sylvania, Inc., 256 F. ed 1298 (Fed. Cir. 2001).
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% Omega Eng., Inc. v. Raytek Corp., 334 F. 3d 1314 (Fed. Cir. 2003).

8 Process Control Corp. v. Hydreclaim Corp., 190 F.3d 1350 (Fed. Cir. 1999).

% See R. Polk Wagner & Lee Petherbridge, Is the Federal Circuit Succeeding? An Empirical
Assessment of Judicail Performance, 152 U. Pa. L. Rev. 1105, 1142 (2004).

1 37 C.FR.§1.175(d)(1).

% See Wagner, supra note 90.

% See Kimberly A. Moore, Markman Eight Years Later: Is Claim Construction More Predictable?, 9
Lewis & Clark L. rev. 231 (2005).
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* In re Duel, 51 F.3d 1552 (Fed. Cir. 1995).

% Quoting Heald v. Rice, 104 U.S. 737, 749, 26 L.Ed. 910(1881). (“That is, if it appears from the face
of the instruments that extrinsic evidence is not needed to explain terms of art, or to apply the
descriptions to the subject-matter, so that the court is able from mere comparison to say what is the
invention described in each, and to affirm from mere comparison that the inventions are not the same,
but different, then the question of identity is one of pure construction, and not of evidence, and
consequently is a matter of law for the court, without any auxiliary matter of fact to be passed upon by
a jury, if the action be at law.”)

% Markman v. Westview instrument, 52 F.3d at 992 (Fed. Cir 1995). (“A trial is ‘the main

’...rather than a “tryout on the road.””)
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1% Claim 1 of *798 :

Building modules adapted to fit together for construction of fire, sound and impact resistant security
barriers and rooms for use in securing records and persons, comprising in combination, an outer shll of
substantially parallelepiped shaped with two outer steel plate panel sections of greater surface area
serving as inner and outer walls for a structure when a plurality of the modules are fitted together,
sealant means spacing the two panel sections from steel to steel contact with each other by a
thermal-acoustical barrier material, and further means disposed inside the shell for increasing its load
bearing capacity comprising internal steel baffles extending inwardly from the steel shell walls.
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101 (“A baffle extends inward from the steel shell walls at an oblique or acute angle to the wall face and

it forms, with other baffles, an intermediate, interlocking but not solid barrier in the interior of the wall
module.”)
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192 1. 1s the public notice function of.patentrclaimsibetterservedibysreferencing primarily to technical

and general purposéidictionaries and similar source to-interpret.a claim term or by looking primarily to
the patentee’s use of the term'in the specification? If both sources are to be consulted, in what order?

2. If dictionaries should.serve asthe primary source for claim interpretation, should the specification
limit the full scope of claim language (as defined by the dictionarigs) only.when the patentee has acted
as his own lexicographer or whenthe specification reflects a clear disclaimer of claim scope? If so,
what language in the specification will satisfy these-conditions? What use should be made of general as
opposed to technical dictionaries? How does the concept of ordinary meaning apply if there are
multiple dictionary definitions of the same term? If'the Dictionary provides multiple potentially
applicable definitions for a term, is it appropriate to look to the specification to determine what
definition or definitions should apply?

3. If the primary source for claim construction should be the specification , what use should be made of
dictionaries? Should the range of the ordinary meaning of claim language be limited to the scope of the
invention disclosed in the specification, for example, when only a single embodiment is disclosed and
no other indications of breadth are disclosed?

4. Instead of viewing the claim construction methodologies in the majority and dissent of the
now-vacated panel decision as alternative, conflicting approaches, should the two approaches be
treated as complementary methodologies such that there is a dual restriction on claim scope, and a
patentee must satisfy both limiting methodologies in order to establish the claim coverage it seeks?

5. When, if ever, should claim language be narrowly construed for the sole purpose of avoiding
invalidity under, e.g., 35 U.S.C. §102, 103 and 112?

6. What role should prosecution history and expert testimony by one of ordinary skill in the art play in
determining the meaning of the disputed claim terms?

7 Consistent with the Supreme Court’s decision in Markman v. Westview Instruments, Inc., 517 U.S.
370 (1996), and our en banc decision in Cybor Corp. v. FAS Technologies, Inc., 138 F.3d 1448 (Fed.
Cir. 1998), is it appropriate for this court to accord any deference to any aspect of trial court claim
construction rulings? If so, on what aspects, in what circumstances, and to what extent?
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(1) En Banc Brief of Plaintiff-Appellant (stating quite predictably that “claims... should be read
first, incorporating the parties' stipulated definitions when they exist, definitions from authoritative
written sources for terms of art, and standard dictionary definitions for all other terms.”) (emphasis
added); (2) Brief for Ass'n of Patent Law Firms as Amicus Curiae (“Dictionaries (technical and general)
should be primary source to identify ordinary meaning, then go to spec.”); (3) Brief & Appendix for
McShea Tecce, P.C., et al. as Amici Curiae Supporting Reversal at 2 (proposing a method that “first
determines the full range of possible definitions from standard English dictionaries or, if applicable,
recognized technical publications™); (4) Brief for Parus Holdings Inc. as Amicus Curiae at 3 (“The
dictionary approach to claim construction inherently provides uniformity and predictability because
dictionaries provide only a few possible meanings for any given claim term.”) (5) Brief for Patent Law
Professors R. Polk Wagner & Joseph Scott Miller as Amici Curiae at 1 (“The Public Notice Function
of Claims Requires a Focus on, and a presumption in favor of the ordinary meaning of claim
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(2) #* B3P 3 5 fheh> 2 (Specification-based)™ :

104 (1) Brief for The Intellectual Property Law Ass'n of Chicago as Amicus Curiae Supporting Neither

Party at 2-3(“Dictionaries should in general be subordinate to the patent specification and other
intrinsic evidence when determining what is meant objectively by challenged claim terms.”); (2) Brief
for United States as Amicus Curiae at 9 (“Reliance on the intrinsic evidence as the starting point for
interpreting claims preserves established doctrines of patent law, does not upset settled expectations,
and achieves a reading of patent claims that serves the public notice function of claiming while
remaining fair to the patentee.”); (3) AIPLA Amicus Brief, supra note 70, at 2, 5 (applying a “balanced
approach,” but ultimately determining that “materials in the intrinsic record must, throughout the
inquiry be the “primary’ source for claim construction”); (4) Defendants-Cross Appellants' Additional
Brief for Rehearing En Banc at 4 (“Reference to the patentee’s use of the term in the specification,
rather than to dictionaries, best serves the public notice function ofspatent claims.”); (5) Brief for Ad
Hoc Committee of Patent Owriers.in‘the Wireless Industry as Amicus Curiae Supporting Neither Party
at 2 (“Presumptively construe claims.to cover those specific embodiments reasonably disclosed in the
specification”); (6) Brief for Ass'n of Corp. Council on Rehearing En'Banc as Amicus Curiae
Supporting Neither Side"at 2, Phillips (“Public notice is best'served by first looking to the intrinsic
evidence, including the-claims, the specification, and the prosecution history. Dictionaries and other
extrinsic evidence are to be used only if the intrinsic evidence does noet determine the meaning of the
claim.”) (emphasis‘added); (7) Brief for The-/Ass'n of the'Bar of the City of New York as Amicus
Curiae Supporting NeitherParty at 5 (““The public notice function of patent claims-is better served by
construing the claims with reference to the patent specification, including the drawings, as well as the
file history.”); (8):Brief of Biotechnology Industry Organization as Amicus Curiae:Supporting Neither
Party at 5 (“This public notice function is better.served if claim construction proceeds first by
inspecting the specification. In those instances when the specification affirmatively,. establishes the
construction of a claim, the claimiconstruction‘task is at anend.”); (9) Brief of Beston Patent Law
Ass'n as Amicus Curiae Supporting Plaintiff=AppellantatT1=12; (“A dictionary... defines a term in the
abstract, outside its eontext.... The.necessary context for'the claimed invention.can be found in the first
instance in the specification and prosecution history.”); (10) Brief for Charles. W. Bradley, Esg. as
Amicus Curiae at 1, (“The mode of analysis that best serves the publicnotice function of patent claims
clearly includes an analysis of the'specification and prosecution history of:the patent at issue.”); (11)
Brief of Conejo Valley Bar Ass'n'as Amicus Curiae Supporting Neither:Party at 3 (“Only after a review
of the intrinsic record, the overall'claim language; the specification'and prosecution history, should a
court define the words in a claim using extrinsic evidence, such as a dictionary or learned treatise.”);
(12) Brief of Connecticut Intellectual Property Law Ass'n as Amicus Curiae Regarding the Issue of
Claim Construction at 3,(*The public notice function of patent claims is better served by referencing
initially to the patentee's use of the term in the specification.”); (13) Brief of Federation Internationale
des Conseils en Propriete Industrielle as Amicus Curiae Supporting Neither Party at 4 (“The ordinary
meaning of the claim term to one of ordinary skill in the art as used in the context of the patent shall
apply; (14) Brief of Houston Intellectual Property Law Ass'n as Amicus Curiae in Response to the
Court's Order Inviting Briefs at 2 (“The intrinsic record - the claims, specification, and prosecution
history (if in evidence) - should be referenced first.”); ; (15) Brief of Infineon Technologies North
America Corp. as Amicus Curiae at 3 (suggesting an approach that “looks first and foremost to the
specification to construe disputed claim terms”); see also IPLAC Webpage, supra, at 7 (“Look first and
foremost to spec; no role for dictionaries in defining claim terms; claim terms are defined either
explicitly or implicitly in spec'n [sic].”); (16) Brief for Intel Corp., IBM Corp. et al. as Amici Curiae. at
3 (“The more reasonable and predictable course is to rely in the first instance on the specification and
the prosecution history.”) [hereinafter IBM Amicus Brief]; (17) Brief of Intellectual Property Owners
Ass'n as Amicus Curiae at 2 (“The primary evidence of claim meaning is found in the patent
specification and prosecution history, and no other evidence should be considered if the claims can be
construed property from those sources alone.”); (18) Brief for Medrad, Inc. to Address the Questions
Presented in this Court's July 21 2004 Order as Amicus Curiae Supporting Neither Party at 2, (“Claim
construction should be based upon the intrinsic evidence, including the specification, drawings, prior
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art, and prosecution history.”); see also IPLAC Webpage; supra, at 8 (“The specandifiled history should
be used first.”); (19) Brief for New Yaork Intellectual.Property Law Ass'n Regarding the Issue of Claim
Construction, in which the Tennessee Bar Ass'n, State Bar Michigan Law Section; & Los Angeles
Intellectual Property Law Ass'n Join as Amici-Curiae at 3 (“The primary source of claim construction
should be the intrinsic evidence--namely the patent claims; patent specification and, if in evidence, the
patent prosecution history.”); (20)-Brief:for Novartis Pharmaceuticals Corp. et.al'as Amici Curie at 2
(“Dictionaries are notpreeminent, and,should be used only as, and to the extent that, the skilled person
would use them....”); (21) Brief for Oregon Patent Law Ass'n as Amicus Curiae Answering the
Additional Questions Set Forth bysthe Court and by Circuit Judge Rader.at 2 (“When construing claim
terms, the patent statutes require courtss;to look primarily at a patentee'suse of the term, thus requiring
the courts to examine the context of the use of the'claim term and not just isolated, generalized
dictionary definitions.”); (22) Brief for San Diego Intellectual Property Law Ass'n as Amicus Curiae at
2 (Nos. 03-1269,-1286) (“The review of the intrinsic evidence starts with the specification which is the
best source for determining the proper context for claim terms.”); (23) Brief for Sughrue Mion, PLLC
as Amicus Curiae at 11-12, (“The patent document provides notice of a claim term’'s meaning.... Only
the patent specification and prosecution history can illustrate what the claimed invention is not;
whether because of disclaimer, disavowal or estoppel. A dictionary cannot.”); (24) Brief for Visa
U.S.A. & Mental, Inc. as Amici Curiae Supporting Judgment at 6 (“The public notice function is better
served by looking primarily to the patentee's use of the term in the context of the claims, the
specification, and the prosecution history.”); (25) Brief for Wisconsin Alumni Research Foundation., et
al. as Amici Curiae at 3 (“The starting point for... claim construction... should be the second paragraph
of 35 U.S.C. § 112, which sets forth the requirement that “the specification shall conclude with one or
more claims....”).

105 (1) ABA Amicus Brief, supra note 23, at 2 (“Regarding the dictionary-versus-specification dispute,
the ABA supports a middle ground, whereby neither has primacy and both must be considered.”); (2)
Brief for Federal Circuit Bar Ass'n as Amicus Curiae at 2 (“We respectfully suggest that both sources
may be consulted, along with other intrinsic or extrinsic evidence that may be helpful, but the court
should not require [them] to be consulted in any particular order.”); (3) Brief for International Trade
Commission Trial Lawyers Ass'n as Amicus Curiae Supporting Neither Party and Supporting Neither
Reversal nor Affirmance at 3 (“The public notice function of patent claims is better served by,
whenever possible, looking to the patentee's use of the term in the specification, relevant technical
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dictionaries and similar sources, and to general purpose dictionaries....”).

1% Phillips v. AWH Corp., 415 F.3d at 1314, 1319. (“"the words of the claims themselves, the
remainder of the specification, the prosecution history, and extrinsic evidence concerning relevant
scientific principles, the meaning of technical terms, and the state of the art”; “it is permissible for the
district court in tis sound discretion to admit and use such (extrinsic) evidence”).

197 1d. at 1324. (“a judge who encounters a claim term while reading a patent might consult a general
purpose or specialized dictionary to begin to understand the meaning of the term, before reviewing the
remainder of the patent to determine how the patentee has used the term. The sequence of steps used by
the judge in consulting various sources is not important; what matters is for the court to attach the
appropriate weight to be assigned to those sources in light of the statutes and policies that inform patent
law.™)

198 1d. at 1319. (“In sum, extrinsic evidence may be useful to the court, but it is unlikely to result in a
reliable interpretation of patent claim scope unless considered in the context of the intrinsic
evidence.”).
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199 1d. at 1323, quoting Comark Communs., Inc. v. Harris Corp., 156 F.3d 1182, 1186-87 (Fed. Cir.
1998) (“’there is sometimes a fine line between reading a claim in light of the specification, and
reading a limitation into the claim form the specification”).

38



%L; N IE EZ‘?‘;K—L«( —L‘} _!' Ei:/z-l-\ P';D L‘a:‘ = —/'k‘ i: P;’DA Iﬂl ’l'J /J‘. ‘-:‘vl7 1= ——';;h’ K g‘ ,‘g\ EL' /z"l-\ E | Ourt le );i
F
z{* ’ /ZJ- E NeWIIlaH SIS

Lk 5 09 $ Bl FhHFERRNERD .

2.F # IR AR FREAFEREFRET Y F P FIRRE M SR
TR KGR R FALIRP Y 52 g s 90
Rehdhg 2 ARGy ity gL Y o L ER DR IR
FehB e B FEEAREN TN T A A AFEE U AR L NS E
L E AR

3.BEARIRIY A FlE R LA ERA A AR T o i
ERpE el

%7 3F BN P ARl ho S AR E B EE R A F Mayer B & 0 2
E Newman 4v »

L33 R x Akt R g BIERERI w2 2 228 42 15 F
TR ER AL B orgel ik R T P EEAS s¥(clear error) ©

2. $ IRY HLHIF RS 2 SR LEA L L PR n 3k
F1 5 0l % g;&yf% ¥R AT A £ AR, F B R
B R iR S R 3 o

3FRCP 52 P 6 cripldl s S g SR E 3 w0 R2E 4 poasE
TR B HEA ST DL STl W B fR Y o
4 BT 2 e 2 1 g 2 & 3 Apg kim0 @ T s s FRCP 52(8)5‘”
CEREF SR IL SRR ERE R COEST R
PR B AL E KA G A o IRG R T m AT e &
Moo

4. 128 G E I FEROYRFIEERER oo A AR EL IR
PSR SR E U I I R SRR R E N e R WL ARl
FRRTIAL L RF B RS GG R A A b b
Loz R FE LR RSN R Y o B R AR A
DR EEE SN TR L 3.0 % J O

. - %}" pES m*i‘f-?—:'ﬁ TR A ;a,‘_ﬁ £ NS el - o Y & g ?r"";\‘
X o

19 14, at 1330. (“I do believe that we ought to lean toward affirmance of a claim construction in the
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111 Phillips v. AWH Corp., 415 F.3d at 1335. (“Eloquent words can mask much mischief. The court’s

opinion today is akin to rearranging the deck chairs on the Titanic—the orchestra is playing as if
nothing is amiss, but the ship is still heading for Davey Jones’ locker.”).
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120 QOcean Innovations Inc. v, Archer., 143 Fed.Appx336.(2005). 5 [ltfi7 % FH 5 S &40 -

With those principles in mind, we turn to'the term “floatation units” in the ‘833 patent.  Doing so,
we conclude that one skilled in jthe ‘art-would-understand-the“term to be referring to units that are
hollow as well as airtight. = _The very first'sentencerof-therpatent-characterizes the overall invention of
the '833 patent as a™*floating, drive-on-dry. dock assembly: for-small craft fthat]is assembled from two
kinds of hollow floatation units.”*833 patent, abstract (emphasis added).  This communicates to one
skilled in the art that a characteristic of‘a “floatation unit” in the invention ofithe '833 patent is that it is
hollow.

Continuing, the '833 patent's specification describes the claimed floatation units with reference to
prior art devices that also contain hollow units:——The™*‘Background of the Invention” section of the
patent describes the prior art with reference to U.S. Pat. Nos. 3,824,664 and 4,603,962.  According to
the '833 patent's specification, “[t]hese patents describe hollow cubical units[.]”'833 patent, col. 1, II.
21-24 (emphasis added).  In particular, the prior art units were “provided with bungholes so that the
units could be partially flooded to lower the water line of some or all of the units.” Id. col. 1, Il.
28-32.

Most importantly, the “Summary of the Invention” section of the patent states: The dock is
“assembled from a combination of tall and short, hollow, air-tight floatation units.” Id. col 1, Il. 66-67
(emphasis added).  Finally, in the preferred embodiment “all of the floatation units 12a-1 and 14 a-g
are hollow and air tight.” 1d. col. 3, Il. 27-28 (emphasis added).  In the preferred embodiment, the
tall floatation units (12a-I) are described as being “substantially similar to that shown in U.S. Pat. Nos.
3,824,644 and 4,604, 962[.]'833 patent, col. 3, Il. 31-34.  These are the same two patents previously
described in the Background of the Invention section as containing “hollow” units that can be flooded
with water.  See id. col. 1, Il. 22-24.

...That argument, however, presumes to know the meaning of “floatation units” to one skilled in
the art-which is the very issue at hand. ~ We do not think that to construe the “floatation units” as
hollow is importing a limitation into the claims when the specification makes clear that hollowness is
an inherent characteristic of the “floatation units” in the claimed invention.

121 Joseph V. Kapusta v. Gale Corporation, 155 Fed Appx .518 (2005).5 | #ft iz f FR 55 B I & E A T -
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Starting with the claim language itself, we see no evidence from this source to support the court's
size limitations. ~ The claim states that the test circuit is mounted in “a hand-grip size case,”_implying
that the case is capable of being gripped in the hand of a normal person, and not of a size with specific
dimensions.  The straightforward mechanical technology of the invention and the understandable
claim language give that meaning to this term.  See Phillips, 415 F.3d at 1314 (“In some cases, the
ordinary meaning of claim language as understood by a person of skill in the art may be readily
apparent even to lay judges, and claim construction in such cases involves little more than the
application of the widely accepted meaning of commonly understood words.”). “Hand-grip” means
what it says, i.e., capable of being gripped by the normal hand. ~ The claim language does not imply a
departure from that meaning.

The specification also does not suggest any reason to deviate from the ordinary and customary
meaning by imparting dimensions to the term.  The specification consistently refers to the instrument
as serving “in the hands of an operator.”'663 patent, col. 1, Il. 63-65, col. 2, Il. 34-36.  However,
nowhere does the specification explicitly or implicitly ascribe numerical limitations to the case
embodying the instrument.  In fact, when mentioning the hand-grip size case, the specification states
only that the case is “of preferredshand-grip size,” suggesting thatithe dimensions of the case being of
hand-grip size, while preferred, are not inflexible. - The specification further mentions that the
operator will “grasp the ;primary ‘instrument,” yet that description does not suggest any specific
numerical dimensions of ‘the case. '663 patent, col. 6, Il. 22-25: " In the few instances where the
specification alludes to“either the “hand-grip size case”.or to.grasping theinstrument, it does not
reference any dimensions,” = Because numerical |dimensions are.absent in the specification, it was
improper for the district court to construe the claim term with the lower limit dimensions.

The district court stated that it established the size dimensions of the “hand-grip size case” from “a
preferred embodiment described .in the specifications and. shown -in the drawings...” Claim
Construction Order, at 5. It further appears to have determined the meaning of the “of a rectangular”
shape limitation solely from figures 4-7 because that is the only place in the patentithat suggests such a
shape.  Howevery we cannot accept the district court's analysis because case law is well established
that,_while a specification should be used to‘interpret the meaning of a claim, itsshould not be used to
import unnecessary limitations into the claims:See Phillips, 415 F.3d at 1323. .In particular, we have
acknowledged that claims must not-hecessarily"berestricted to those embodiments disclosed in the
specification, even='if a patent. describes only =a-single embodiment. As we stated in
Phillips,“although the specification’ often describes very specific embodiments of the invention, we
have repeatedly warned-against confining the claims to those embodiments™... In particular, we have
expressly rejected the contention that if a patent describes only a.single embodiment, the claims of the
patent must be construed as being limited to-that embodiments*= Id.

Here, the district court expressly ascertained-the size limitations from a preferred embodiment
and improperly construed the term to incorporate those limitations.  The specification states that the
figures are shown “for illustrative purposes” and thus the figures do not restrict the scope of the claims
to that which is shown in the drawings.  See'663 patent, col. 3, Il. 66-67.  The specification also
states that figures 4, 5, and 6 depict “one of the featured companion test instruments,” further
suggesting that the scope of the claims should not be restricted exclusively to those figures. 1d. at col.
5, 1. 3-5.  Because the specification does not indicate that the embodiment depicted in the figures is
meant to be the only embodiment, and in fact implies otherwise, the claim term should not be limited to
specific dimensions established from the figures.

The prosecution history also does not provide support for the addition of dimensions to the
“hand-grip size case.”  On appeal from a rejection by the examiner, the Board of Patent Appeals and
Interferences (“BPAI”) rejected applicant's broad argument that the invention is distinguished over the
prior art because it is “portable,” but added that “there is no teaching or suggestion in [the references
cited upon which the rejection was made] of a hand grip size case and therefore we will not sustain this
rejection....”  Applicant thereafter amended claims from being only portable to incorporate the
language specifying “a hand-grip size case in which said test circuit is mounted” to put the claims in
condition for allowance. = The BPAI implied that the invention was distinguishable over the cited
prior art by the inclusion of a “hand-grip size case,” but the BPAI did not ascribe any lower size
dimensions to the case.
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126 14, at 1351. (“Claims must be read in view of the specification, of which they are a part.” Phillips v.

AWH Corp.,415 F.3d 1303, 1315 (Fed.Cir.2005) (en banc) (internal quotations omitted). Indeed, the
specification is “[u]sually ... dispositive” and “is the single best guide to the meaning of a disputed
term.” 1d. In this case, however, the specification does not define the term “scanner” either
explicitly or implicitly. The most that can be said is that the specification is not inconsistent with
a relative movement requirement. The specification discloses only one type of scanner, a “Hell
Model 299,” which is a drum scanner that rotates a two dimensional original image past a scanning
element. '919 patent, col. 5, 11.40-43. The drum scanner operates by moving the original past a scanning
element, and thus requires “relative movement between the scanning element and the object being
scanned.” Under such circumstances it is appropriate for us to look to dictionary definitions of
the terms. See Phillips, 415 F.3d at 1322 (“Dictionaries or comparable sources are often useful to
assist in understanding the commonly understood meaning of words and have been used both by our
court and the Supreme Court in claim interpretation.”).”)

127 See Miller & Hilsenteger, supra note 117 » %37 L # patent!/p claim!/p (constru! Or
interpret!)/p (dictionary! Or encyclopedia! Or treatiese! Or handbook!) and date([restrictor])j7> Westlaw
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123 pause Technology LLC, v. Tivo Inc., 419 F.3d 1326 (2005).
130 Cannon Rubber Limits, v. The First Years Inc., 163 Fed.Appx.870 (2005).
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¥ ¢t & 2006 & 90n Demand Machine Corporation v. Ingram

132 Nystrom v. Trex Company, 424 F.3d 1136 (Fed. Cir. 2005).

Id. at 1145 (“What Phillips now counsels is that in the absence of something in the written
description and/or prosecution history to provide explicit or implicit notice to the public-i.e., those of
ordinary skill in the art-that the inventor intended a disputed term to cover more than the ordinary and
customary meaning revealed by the context of the intrinsic record, it is improper to read the term to
encompass a broader definition simply because it may be found in a dictionary, treatise, or other
extrinsic source.”)

64



-4

Industrial Inc. %™ 27 HL G & oL B F2d > 555
FlE- BRI ESZEPA A L Fh G R ABFEDE
"H BT, TR A BREFEIEaRE S frht RE RS
Peenfafbdade FIR P orgaRs o A BT, ux THEE R
IR B I F b 3 P U A T T RS T
i ik B R4 G A AT sl B R T - SR TARY A B2
A
4

(w

SN

AOTRRE AR LRI Y BRI TR AFHE A
FoBMEE R BR L R - BARE AR ARG R B B Al S
%1 S g g st g gtk o 31 Phillipsk ¢ TR

FRAFERL Y a B SRE P F R G Y B R
Pt i bR FRIFRLFREFENRRPF AL 3
cfRdd o rdE e Pz BRI Y AT 2 R T @R ok
P e s A F e o U B P o 2] R R e

d Sl dpik® % 6]+ 1 ’/él‘?‘o% ‘é% WPhillips % ¢ % # &
FlEp g 8 312 255 7 ¥ % é%gﬁwméﬂiﬁ
ies U R e éﬁ‘fﬁ'r‘f :?FE]’F" 4 % 438 > 4k On Demand
Machine % - # & < * T & g GRIRE R T TH L )0 TR
KW@gm%éﬁiiimﬁﬁo

2.CLFE 1 -

PSR S 1t 2 J—if’}ﬁ% /ﬁ#ﬁ’f@-ﬁxl’ﬁélﬁ '\Kpp_% 1 -%/;‘E%;}‘F]ﬂfﬁ“
B0 R R R R L FRHAGEAER T 332
2R T ST e enfEd o 4o 2005 EMicroStrategy Incorporation
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Ben TR0 ) b A7 i ¥ kB S s R
FTH - PR A B T F Y FEIFER F R
FRAEA R BP EEF - B o FL o (DEF - R ﬁz%m“’ﬁ
Hh- B T#sk~ #2358 , (each user device is associated with a

3% 0On Demand Machine Corporation v. Ingram Industrial Inc., 441 F.3d 1331 (Fed. Cir. 2006).

35 1d. at 1337. (“from the viewpoint of a person of ordinary skill in the field of the invention; the court
must determine how such a person would understand the claim in the context of the particular
technology and the description in the specification, with due reference to the prosecution history.”)

138 Microstrategy Incorporation v. Business Object S.A., 429 F.3d 1344 (Fed. Cir. 2005).
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137 LG Electronics v. Bizcom Electronics Inc., 453 F.3d 1364 (Fed. Cir. 2006).
138 Competitive Technologies v. Board of Trustee of The University of Illinois, 185 Fed.Appx.985 (Fed.

Cir. 2008).
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139 Atofina v. Great Lake Chemistry Corporation, 441 F.3d 991 (Fed. Cir.2006).

10" AquaTex Industries v. Techniche Solutions, 419 F.3d 1374 (Fed. Cir. 2005).

11 1d. at 1381. (“The prosecution history, however, is ambiguous and does not directly address the
composition of “fiberfill.” Thus, we disagree with the trial court that AquaTex's arguments foreclose
potential compositions of fiberfill, and we decline to give the prosecution history much weight.  See
Phillips, 415 F.3d at 1315 (because the prosecution history represents an ongoing negotiation, “it often

lacks the clarity of the specification and thus is less useful for claim construction purposes™).

142 Minebea Co v. Think Outside, Inc.,157 Fed. Appx 197 (Fed. Cir. 2006).

43 1d. at 202. (“In Phillips v. AWH Corp.,415 F.3d 1303, 1317 (Fed.Cir.2005), we noted that it is
“entirely appropriate for a court, when conducting claim construction, to rely heavily on the written
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4 2006 Ventana Medical Systems: :Inc., v. Biogenex
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description for guidance as to the meaning of the claims.” Although the dictionary definition of the
term “pivot” does not appear to exclude sliding motion, the district court properly determined that the
written description limits the scope of the claim term “pivot” to a structure that is fixed in position
relative to the lever arms, and thus excludes sliding motion™)

144 AquaTex Industries v. Techniche Solutions, 419 F.3d 1374 (Fed. Cir. 2005).

4> Ventana Medical Systems Inc., v. Biogenex Laboratories Inc.,473 F.3d 1173 (Fed. Cir. 2006).
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146 Acumed LLC v. Stryker Corporation, 483 F.3d 800 (Fed. Cir 2007).

Y7 1d. at 807. (“The written description states that Figure 2 “illustrates a plurality of transverse holes,
each of which is ... perpendicular to the portion of the nail axis at the butt portion 14 of the nail.” '444
patent col.2 11.56-59. This implies that a “transverse” hole need not be “perpendicular”-if it were, the
patentee would not have needed to clarify that these holes, in addition to being transverse, were
perpendicular to the nail axis. Just as in Phillips, where the asserted claim mentioned “steel baffles”
and hence “strongly implie[d] that the term ‘baffles' does not inherently mean objects made of
steel,”415 F.3d at 1314, this usage of language is strong evidence that the patentee considered
“transverse” and “perpendicular” to have distinctly different meanings.”)

148 (“look[ing] to the words of the claims themselves ... to define the scope of the patented

invention. ...In some cases, the ordinary meaning of claim language as understood by a person of skill
in the art may be readily apparent even to lay judges, and claim construction in such cases involves
little more than the application of the widely accepted meaning of commonly understood words”).
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51 Ortho-McNeil Pharm., Inc. v. Caraco Pharm. Labs., Ltd., 460 F.3d 1349 (Fed. Cir. 2006).
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5 |P Innovation L,L.C., v. Ecollege Com., 156 Fed. Appx 317 (Fed. Cir 2005).

15 Honeywell International Inc., v. ITT Industries, Inc.,452 F.3d 1312 (Fed. Cir. 2006).
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165 AquaTex Industries v. Techniche Solutions, 419 F.3d 1374 (Fed. Cir. 2005).

166 See 37 CFR 1.57. (“Subject to the conditions and requirements of this paragraph, if all or a portion
of the specification or drawing(s) is inadvertently omitted from an application, but the application
contains a claim under §1.55 for priority of a prior-filed foreign application, or a claim under §1.78 for
the benefit of a priorOfiled provisional, nonprovisional, or international application, that was present on
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publication....”).

78



T RFOF 6|2 4L H 6 Bl iggif

& X bldek it ar Aquatex ko AT PR %6 O w4
BEE ) o A PR IIH B R Loy i o

EJRP I amy o ¥ T E P2 Bldok F e |
LA ERFEPFRRAA PRAZET

‘jﬁiﬂiiﬁa | R PEAEH s B E 5 4pdE

R R (A A Y B FE S -

FEAIEL 2 BT

R I VY- L ORI AL ANE S R R N L/ S e
Phillip§ B ¥ 5 3% % F] 5 ¥ e AU © 2 £ 2L % JU4E < &t
e s BT G I Y St R F A
LR e R T ,’g B R p Rl o 2 AT R
FEhE S *Kg%ﬁﬁ‘z' e A A i B N
hfs (v B FE g /ﬁ\.mrg,},l,k;<<» AR T o v ¥ ?L_g}.?
Fre 2 itd enf do F @AY ’%‘%‘f'fﬁ]ﬁi%ﬁ?%uf” £ kA
R UEE R R AR SRR R F emsR g H AR
2 it [ BEE A eF Ef ARTE > Ma ke 5Pl 2
xi’#%wlié? (35 ? = ﬁ}?éﬁlaﬂg—ép\vm+—%$xi4w

.3

TLERE 0 AW §

#|4-2007 % -1John B. Adrain.v. Superchips, Inc. %' >
3% % 51 #1999 & Elkay. Mfg.+Co. v. Ebco Mfg. Co. %'™¢ & 3|
BB - B 2EE k] Ak Y F R ¢ g S
A3 4p kY FRAIFER U s m Rk n kL g T8 S
erzc % (an improvement of a vehicle)®_feH B 85 & ch ¥ il
#2¢ o d R Al % ¥ e 2 (an improvement of an apparatus)
igicm X 5 13 cHR rﬂ{;; T& sopRE & Marino o P A E REEd
I kR Ao F e FIL R A AF
i ' . L ,

167" Adrain v. Superchips, Inc., 218 Fed.Appx 982 (Fed. Cir. 2007).

168 Elkay Mfg. Co. v. Ebco Mfg. Co., 192 F.3d 973 (Fed.Cir.1999).

199 (The prosecution history of an earlier patent in the same family applies with equal force to
subsequently issued patents that contain the same claim limitation.”)

79


http://international.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=506&FindType=Y&ReferencePositionType=S&SerialNum=1999211666&ReferencePosition=980
http://international.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&DB=506&FindType=Y&ReferencePositionType=S&SerialNum=1999211666&ReferencePosition=980

()7 & HER 3 L 1§ R

mm

TS ESRIEFE R A RS IEE S S

¥ OAC3INCASE E4p iR ek 2P o

=233

b. # & & flp

7 2
~ & -

e

PG R ARES

m\t
"%‘:
=
o
N
=
B
=
A
ﬂ

#0038 CA% & Fath? chk B o

@&%?ﬁé’*ﬂ&&ﬁ%ﬂéﬁ’f&&?mnﬁﬂiizf’
2 ] 2 Rl

APEEET 2R Y Bl B AR R A 22006:7LG Electronics
% AP ﬁ‘ﬁémiﬁi der2 f#Elkay Mfg. Co. % iy i - B 0%
¥R T e i R s TR L A R e ’L%‘} #
(the same claim limitation) ' s wa %¥ XL %2 " BET B |
(multiple displays) » & 25 & F2EFK & A H ¥ 5% {Ifp e ~ 2
\ﬂﬁmgﬁﬁﬁﬁﬁ@Tﬁﬁ?#@ummwﬁm@moﬁ&
Aquatex s # « G #FHLfEA) 0 Tl Gk U g MG B itk
*E RS U e e m Pl

ALY RLE Rl

>

| I._Phllllpsg'i“’ TR 0 2 h ?%fiit’»‘

.E’*’t“/?ﬂﬂl’ ?“’““q‘@%ﬁb"qﬁg FEE &R
Hmw&vn@%@%; i%o 10 B GRE T A 7 5
E %?%ﬁ?}?% ?4ﬂ94f’“”5llﬂlﬂ
?ﬁ ?%ﬁ¢ww¢ ’mhwﬁ@ﬁam&az%%
PEH G IPAH LR o RS L hd B E B 2007 E b
Acumed LLC% - T transverse ; ¥ Tperpendicular | # it #l % »
Fli®k Jlp F ¢ p TR F ) (transverse hole) » &+ - i ¥R & &
% **(perpendicular to)4 =+ & -2 2 > 50 THEF | A7 - 7
Elg G > FRYABAROTHEAARDLL T L A

-

gl

‘5’$@”“}?~m
puuu]

(3)iz i * 3 X hIN %msgﬁ;

80



a. pINEIRER L FRT ESF L AR REA TER

4 2005 & ¢rPause Technology v. TIVO Inc. %' % A f2
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Wrkp T RPFEFFOEE RFAMEE BN TR E NN
B2 AP PE LIRS EFEA T R RGP NER PR

b. 3827 3 % BEEY FLEAFERTOE 2RE EeEE N g
Ppddp PN

s

4 2006 # 01d Town Canoe Co. % '™ » k& % 2 L B &4 4
% B fedcit @ eh Ll (completion) - # b fR T ST L
nR e R Rt R S SR B F U A L
BHEAE L 2R A e TR o @R TR o R
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531 ERb{lnAE R
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£
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AR E R
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a. FE s EP iR 2 B A F PG 2 o

b. # & %7 *5 »(the embodiment))? 4 P (the invention)ﬁii °
FublgE iRt EIRFAFTEHEGERE BRI g
U ,‘L‘%’%ﬁﬂg HEF LMD RehF it 5467 6~ VI LehY
e E o

d.?ﬁﬂ%*ﬁﬁfﬁ’&%é@%@@é%%%ﬁﬁuiméﬁ?
I U L REEAY o F - WIS T LR R P RR
%%mﬁﬂ’m%*?wmﬂwmﬁ%iﬁwﬁﬁawo

e. FHi bzt > ¢ 74 &R0 (product claim) ~ iz 4

70 pause Technology v. TIVO Inc., 419 F.3d 1325 (Fed. Cir. 2005).
1 0ld town Canoe Co. v. Confluence Holdings, 448 F. 3d 1309 (Fed. Cir. 2005).
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%7 % Phillips v. AWH Corp. % 232 kA2 "¢ 3

4

ERIFY
L P BB

# % Phillips 2% en® - A BR3E— T 2Ricin b 242 Fa g (2 o
4%?%@*F%%Wﬁﬁ’@?%m¢%num%ﬂ%&%iﬁ%¥
o MERKLITERY GEJFRALT R 2 BERAERA ULV A3
% 2% ¢ MarkmanII ¥ Eﬁﬁ” FE SRR GEFEREGAEL R R
HRGEFHEATF R FFERE > TR N A2 RL ki fRA s ko

-8 FRMNERFEREREGA

PRSP EN A R MY T A2
SR & R AT ANEAR R £ 4o b 20 (A = Bieompetence ) 14 & 2
»e (efficiency) ¥ % £ ﬁ%«; I N RN S ek
Boo— SRR ¥ BT B RIRMER R F TR 0 5L g 0 R
IHNEEEE G 2 ERENER ! B2 ERES I GBS -
R (und formity) f2 38 2 # i o 20 Lo % 7 P ol F 37 F
Pod 565 0 TARE E o IR i E RATEEET0 0 RIAR SRS < 0t b i

rim%’ﬂy},kgiﬂilj__\ ‘&:lid--g’\/gj\mﬁ 2ér$ g Eﬁ'{‘é‘
oot g Fe Bman e AR Y2} ﬁﬁ«iméﬂ@s’ DL
- 172 .

Reasonableness
(substantial
Clearly evidence)
De novo erroneous Abuse of No review
discretion ‘

‘ Discretionary ‘ ‘

. orders o
Pure & Findings Findings Some
mixed by judge by jury or findings
question agency by
of law agencies

2 Gene R. Shreve, Peter Raven-Hansen, Understanding Civil Procedure, Matthew Bender &
Company, Inc., 2d Edition, 2002, p.470.
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i I Ko AT

(D E#7% 2 (de novo) t 3% L% ¢

EATFR LI FFAFET BB RATEANFAR A LT B D
AERAE TR AJLRM S TEERA A A TR REE R

ﬁwW%JgphaﬂpWi*%wﬁm@ﬁ%}ﬁ%ﬂ%iﬁ‘
WRFEH T AT 68 ~FHPEr B EOER S V- FRE T
A e - - (summary  judgment) ~ 45t #]i&-(directed verdict) »

%% 2)4-(judgment as a matter of law)® enZ|iiggdls 4% €37

FEEE o

Pk s R AR A T2 et g U el 4 (mixed
questions of “fact and law) » & dp D RE P P FF © g2 2 o
PRERME AR A5 2 ENIRAFATR AT R ER
*jiﬁJmoﬁﬁﬁﬂi%%ﬂ’fﬁ*$@m4££?%L¢iﬁ
EFR DSl SR el N E wfr#n XA P-EATE R i
BoRBBEMEAE FELE A HBL 5T IR ER B
2 ARSIk Pl xR E AT E 2 o e H30E 2 g3y F (underlying
facts) ¥ 7 ek (factualsinférences) I8 i» Pl &+~ cnd & >

L‘/""\é’\-«‘/zk €7 FEREZERTEZ AR L BERE T o pow ok

R E T HREATF I DG - B ERMEA % T T T
wﬁw%% ﬁﬂhiwkﬁﬁﬁh%%U£§MWéL&Buh&wkaa@
R FRIHFEATFIL ) o L AR AL PR § R
FEFMEEERE G- 8 L Pt hizod B E i 0% R (actual
malice) = H % g ELpFd H = B X PRI L FFHNE
F#:2% % | (constitutional facts)snz %2 2% - B 1 % mﬁéﬁl
= F fﬁp EATER N E o

17 See Bryan L. Adamson, Federal Rule of Civil Procedure 52(a) as an ideological weapon, 34 Fla. St.
U. L. Rev. 1025(2007).(A ARS8 (Fact) {E T PU K4 0E © FESEEEE (historical facts) ~ 48fEEE
(ultimate facts) ~ 7 AZEE (constitutional facts) DL Kz 1774558 (legislative facts) - fE 52 HE B 5 HRH
GEYPIrEE Mﬁ% BEEHFEEANAEFAREEFGIARER S EFEERHNSE
HH R B AR RIEARERAER T AR E BIE B A E R M EE /?E#H/?Z*%Eﬁ&
Fe)

174 pyllman-Standard v. Swint, 456 U.S. 273,289-290 (1982).

> Gene R. Shreve, Supra 172 at 471-473.

176 Bose corp. v. consumers Union of U.S. Inc., 466 U.S. 485, 501 n.17(1984)(“It is the point at which
a factual finding crosses the line between application of ordinary principles of logic and common
experience...into the realm of a legal rule when Rule 52(a)’s clear error standard yields to de novo
review.”)
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(2)m g4 (clear erroneous)t ¥+ % 12L& :

P! AR AR AR B a2 (the law) 12 2 =T ;% (the equity) @ 5t
Feeafed s i TR R E L IR L E |
B QI 2 R EEE R MERAE FRIF AT EHRE
FERoF S L ELENAH A A2 - B- hl RHE S X8
AFFEEFFHT Y GRARFEF Y S LS PHEEF T
79 4% % 9 '—]f@;m 4o PR E R R IR M A0 g T 2T
THaFH A T e S a ] R %\a IR RARE A ek A
(judge-made “findings of fact” )& R =t % REZR X E 7702
521’%178:r.‘é»ﬁ CREE A ,_‘ﬁ‘~w7‘kjégz:r_"§?€_ﬁ_;}j§£ ﬂa—‘iéﬁfi’
PR LARIPIF T B ST SRR R F R T RN
7 e B anBlE e B & Was B 2 1 lnited States v.
United StateshGypsum Co. ”9‘;% PRI P R R B R ]k
TEBAF IV AR AR T BRS o FREMERY EY 2
P, T s F R T AR T R 2 T e
SR ARAS - LA AR - ST Y ST E s
TERFAMEE FHEROTE IR Y 2 FHER T F 2,

%

‘ru

ETAS

»

A

-\\

)

R 12 v IR ot i Ve el L A {givzﬂ,\; AiE o4 T

2hik ’ir“{giﬁﬁ #&Eﬁ?%ﬁ‘z fai @ B R RS § B
13l 2 ,

7 Gene R. Shreve, Supra 172:at 473:

178 Fed. R. Civ. P. 52(a). (Effect. Inall actions tried-upon the facts without a jury or with an advisory
jury, the court shall find the facts specially and state separately its conclusions of law thereon, and
judgment shall be entered pursuant to Rule 58; and'in granting or refusing interlocutory injunctions the
court shall similarly set forth the findings of fact and conclusions of law which constitute the grounds
of its action. Requests for findings are not necessary for purposes of review. Findings of fact, whether
based on oral or documentary evidence, shall not be set aside unless clear erroneous, and due
regard shall be given to the opportunity of the trial court to judge of the credibility of the
witnesses. The finds of a master, to the extent that the court adopts them, shall be considered as the
findings of the court. It will be sufficient if the findings of fact and conclusions of law are stated orally
and recorded in open court following the close of the evidence or appear in an opinion or memorandum
of decision filed by the court. Findings of fact and conclusions of law are unnecessary on decisions of
motions under Rule 12 or 56 or any other motion except as provided in subdivision (c) of this rule.)

7% United States v. United States Gypsum co., 333 U.S. 364(1948).

180 1d. at 395. (“clearly erroneous “when although there is evidence to support it, the reviewing court
on the entire evidence is left with a definite and firm conviction that a mistake has been committed.”)
181 Koch v. Hutchinson, 814 F.2d 1489, 1496 (10" Cir. 1987)(“not to overturn the trial court decision
because it would have decided the case differently nor retry the facts”)

182 Webb v. Frisch, 111 F.2d 887, 888(*not to set aside a judgment because of some doubt about the
quantum of evidence”)

183 panaview Door & Window Co. v. Reynolds Metals Co., 255 F.2d 920, 926 (9" Cir. 1958)(“not to
make independent findings upon the evidence™)
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FoTEAPEE T rgEada@Esy QMO AR FEEE
ﬁ—Eui##g*i%ﬁﬁmﬁ$?Wf“m’@ﬂ¢¢iﬁ$ﬂ%
HALREHF LT 2 WG AR AT H T e B AL R
(TR EF PR P mFRIT2EPREP)- LT RE S
ﬁﬂﬁ%vglﬁm“w’m&ﬂﬁmfmﬂéﬂ F AR s
TomrU ¥ ¥ TR HFZR B30 FR ) T AFPY BN ETER
SErLG - Bk G R R EATF IO 5 2 F L i A
BERIFEHREANY T I Nk T AR E TR HFTE R
FITE IR RERER B A > F 1 52(a) P B4R iR R R e Ay
RIDTFRDEL MW RLG o LA ﬁ&m%h?* HHeérF en
TR BB G EATEILY € F K P E S b hiE o AR A 1085 #
Anderson v. City of Bessemers ® 5 % .3 JLE»BFF HohkgREp
Farry i+ E A g o R AR “’4}3 ’73%: 5 3 e g7, e é"‘#’ﬂm —E—]
HEH SRR ET ik PEE I FFLZ r’ﬂﬁi'ﬁ‘J B P
m'r%-ﬂ;m%\;zsg; o

(3)5 H##(substantial evidence) t 37 F it

2 %ﬁ‘%ﬂs%pb PO OBA 4 2 b T UL IR ALoE (T o L 2R B R 4
a&ﬁﬁﬁﬁuiﬁﬁ%&wwm%i.ﬂ“iW%%% @ %‘ﬁ
A RSB R gt T e dah e d f s @ BT P 8 R
MR RLHE ER RS S T F 3 S PR Tk 3 G ek SR
SRR ¢ TIER T R

(4)%* $ £ (abuSe jof discretion)= 3% % WL & :

:$”§€fﬁ*%%EW”$%$Fﬁff?&%&xm#iﬁﬁﬁﬁwﬁ

’ Kqﬂiymﬁ:%\‘ma@'“ﬁ' =R SRS %‘rﬁ_;ﬁ,\ B 5

P W IATE RN AT blde © % 2 P A2 T(calendar
and trial management)  ## 425 & 4 (discovery order)---% o

lqk o

(5)% %2 (No review) :

$T s kA 7 B 4 LR AL E S ¥
A (T e B KA E F o070 93 % (fact-bound administrative

184 Federal Rule of Civil Procedure 52(a) > T ;L FRCP 52(a)f5fg . -
1% Gene R. Shreve, Supra 172 at 474.
186 Anderson v. City of Bessemer, 470 U.S. 564, 574 (1985).
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Biggdidie o d e Bii 322 ]

# Markman1I ¢ 45 &)
RMEETD T EFF B R %\‘(Mongrel
Practlce)’ %l > R ?if%—ﬁffﬁ?ﬁ R %R 2 Ry 71 Cybor
EHNEBERARD PREEYAE L P TR L 8T B A Markman I
g AT EEARE > 5 Kb g2 ]‘fmm@m»‘/:—ﬁ‘; [ES: A ‘%’f %Fﬂ}@
AEERE e HERI S - 2otk DY TEL AT %*? Phillips
R0 R AERAFTINEAMERY FBFRY e 202 B
NS BN L 51y o+ i Ko E»?J— RELFELELT afaffe

FEF R ATER RS 6 > RRFEAF L2 P AFEEE

2,

- TRFRLMAE LR

B ARE % MarkmanIl P 2 8 fE 0 At 6§ 2 r;,_eﬁga:ri T
BYGEHFERAIAFRTEFE G P D
o0 R R F AR GEEY 2 ;Pe .zj;o_wf‘ 23
& % 7 & = 28 (Mongrel Practice) bEgel
R GER R el B BB a T 2T
FfEE RN

KR gl B R R 247 TR BRI Y S B
TP LR o bldoh R R BRBIGT Y S (1 B LEFE
B AR e ) S A B ARA T > A -E'/i*aﬁﬁ'l W E R
§ Ao HH I E A2 ¢ T BRI RF AR Wdc R 12 5 103
W nZLBE S B Aol B AR B 1S G2 AE A B Afhand {1 okl E 2 57
LA FEMER L X ANHY TP HETRES NEE
# 7 T a & g 14 B (the scope and content of the prior art) -
¥ it di ¥ chie & (level or ordinary skill in the art) » ¥ 3% {l
#° 7 22 5% 0 % g 4~ v %t (comparison of the claims to the accused
device) ™ % =x & % Jg F1% (secondary consideration) jeDennison Mfg.
Co. v. Panduit Corp% 2 #Hw - Z ek ', §xrs PE: an#ﬁ L PE
Bodtst2ilg e b el ann g chE d ARG EF 0 BT P AR )

(K%

o

187 Dennison Mfg. Co. v. Panduit Corp., 475 U.S. 809 (1986); Panduit Corp. v. Dennison Mfg. Co.,
810 F.2d 1561 (Fed. Cir. 1987).
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Dickinson v. Zurko— % -z > ¥t 2b8Em b Aoib Y T a0 {
€ 1395 (7 4242 5 2 (Administrative Procedure Act) - ..:ffv? 7y ehd
% (APA-level deference)'™ o s T X tezblgm 3 s an|dr? ¥ o £
HEOARR HETRGF A R R R Y R IR REE Y @ ¥ AR fE
B THBE TR WA R o F AR RE T R F R e 7
f 28 m b oMl and|r > §F bR Glae R J12 % 112 EETE IV R
1% % (enablement )# T ¥ ¥ ffﬁ‘ﬁjﬁ Rk LT Fr AT R R

W m

pooh S i 1 RRREE e 3 sl L e gy
e AT i3 5 3 R 3 MeOE wHirBayer AG v: Biovail Corp.
0N RS F A L P RBEAR R LY FE PR F 2
¢ ng? ER };‘l T 737 & ?"[ﬂm BRI a Bl = 2 2 R

b B gt i RAR g e £ FE% x O e o R g B
RFETa N i AREY SR QI ER R LR E Y - F o RS

durmﬁ+ﬁu%m WP AHTF EEEREL B A |

FPRE - @z a2 ~ B R JaE AR P KL R R IR
fﬂJ - 4 i, F%,z Pl ¥ b Ry - F ek m T g
L SRR EX ”}#ﬁ“mﬁiﬁ%_o

FoIE mpicar PR B B R R gt X RE S AT

188 | jtton Sys., Inc. v. Honeywell, Inc., 87 F.3d 1559 (Fed Cir. 1996)

¥ HERE A S FE S AR BN HEERE M R E R . BRAE
B Ejﬂ Eﬁ“ﬁf :ﬁiuﬁ“ﬁfi mg

10 APA-level deference ¥5f1/A T 4R Y E LEIABESEER Falpas B Aty e AR B T > [NAE
HINMTEHARRIECERE -

191 See Enzo Biochem, Inc. v. Calgene, Inc., 188 F.3d 1362 (Fed. Cir. 1999). A2z rh;Ap A —a5
FRBRIE B ERR A IE - FEATEE L AARSERR - mIFE s -

192 Bayer AG v. Biovail Corp., 279 F.3d 1340, 1348 (Fed. Cir.2002). (“It would be premature for this
court to engage in its own claim construction without, for instance, evidence of the meaning of the
terms to one of skill in the art at the time of invention. In sum, this court does not yet have a claim
construction to review.”)
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' 2 EATEE 111 BIATEE 113 0 SPIEHERR /Y 30~50%. 2 [ -

9 S RATEE 111 -

1% gee Kathleen M. O’Malley, Patti Saris, Ronald H. Whyte, A Panel Discussion: Claim Construction
from The Perspective of The District Judge, 54 Case W. Res. L. Rev. 671 (2004).

19 See David L. Schwartz, Practice Makes Perfect? An Empirical Study of Claim Construction
Reversal Rates in Patent Cases, Michigan Law Review vol.17 (2008).

197 Amgen Inc., v. Hoechst Marion Roussel, Inc., 469 F.3d 1039 (2006).
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1% Ortho-McNeil Pharm., Inc. v. Caraco Pharm. Labs., Ltd., 460 f.3d 1349 (Fed. Cir. 2006).
199 See Christian a. Chu, Empirical Analysis of the Federal Circuit’s Claim Construction Trends, 16
Berkeley Tech. L.J. 1075(2001).
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20 see Kyle J. Fiet, Restoring The Promise of Markman: Interlocutory Patent Appeals Reevaluated
Post-Phillips v. AWH Corp., 84 N.C.L. Rev. 1291 (2006).

201 28 U.S.C. 1292(b). (“When a district judge, in'making in a civil action an order not otherwise
appealable under this section, shall be of the opinion that such order involves a controlling question of
law as to which there is substantial ground for difference of opinion and that an immediate appeal from
the order may materially advance the ultimate termination of the litigation, he shall so state in writing
in such order. The Court of Appeals which would have jurisdiction of an appeal of such action may
thereupon, in its discretion, permit an appeal to be taken from such order, if application is made to it
within ten days after the entry of the order: Provided, however, That application for an appeal
hereunder shall not stay proceedings in the district court unless the district judge or the Court of
Appeals or a judge thereof shall so order.”)

202 patent Reform of Act 2007 (S1145). (“Interlocutory Appeals- Subsection (c)(2) of section 1292 of
title 28, United States Code, is amended by adding at the end the following: (3) of an appeal from an
interlocutory order or decree determining construction of claims in a civil action for patent
infringement under section 271 of title 35.Application for an appeal under paragraph (3) shall be made
to the court within 10 days after entry of the order or decree. The district court shall have discretion
whether to approve the application and, if so, whether to stay proceedings in the district court during
the pendency of such appeal.”)

2% See Gregory J. Wallace, Toward Certainty and Uniformity in Patent Infringement Cases After Festo
and Markman: A Proposal for a Specialized Patent Trial Court With a Rule of Greater Deference, 77 S.
Cal. L. Rev. 1383 (2004).
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2% See David L. Schwartz, Practice Makes Perfect? An Empirical Study of Claim Construction
Reversal Rates in Patent Cases, Michigan Law Review vol.17 (2008).

%5 gee Tom Chen, Patent Claim Construction: An Appeal for Chevron Deference, forthcoming in 94
Virginia Law Review (2008).

206 Chevron, U.S.A., Inc. v. NRDC, Inc., 467 U.S. 837(1984).
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208 See r. Polk Wagner, Reconsidering Estoppel: Patent Administration and the Failure of Festo, 151 U.
Pa. L. Rev. 159 (2004).
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#7% (INDA, Investigational New Drug Application) % 1997 & 4 * 4
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AE LA £ o fid (6 S EIRRr F SR s ﬁ%i%%
722 % (AmgenV ) f«l‘m'*’ ] i el LD ur:zm;J » Hv SR < ep
iﬁm’ 422 & plz @ T E G Fop ek 2 21O(therapeutlcally
Effective Amount) ¥ 3% 1 %lﬁ“]ﬁ*ﬁ %:— e rﬂ’w}‘ |;&-# (Amgen I )
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o Rdflascd 5 Rlery — ik fry AP (Amgen]]I) 3l Bl p
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209 A 2 G ZEM PR - 37t & FifiEZE ¢4 - Amgen, Inc.v.'Hoechst Marion Roussel, Inc., 126
F.Supp.2d 69(D. Mass. 2001)--Amgen I ; Amgen, Inc. v. Hoechst'Marion Roussel, Inc., 314 F.3d 1313
(Fed. Cir. 2003)--Amgen II ; Amgen, InC. v.Hoechst Marion Roussel, Inc., 339 F.Supp.2d 202 (D. Mass.
2004)--AmgenIlI ; Amgen, Inc. v. Hoechst Marion Roussel, Inc., 457 F.3d 1293 (Fed. Cir.
2006)--AmgenIV ; Amgen Inc., v. Hoechst Marion Roussel, Inc., 469 F.3d 1039 (2006)--AmgenV .
210 Claim 1 of US5955422:

A pharmaceutical composition comprising a therapeutically effective amount of human
erythropoietin and a pharmaceutically acceptable diluent, adjuvant or carrier, wherein said
erythropoietin is purified from mammalian cells grown in culture.

1 (“therapeutically effective amount” in claim 1 of the '422 patent to require that the claimed EPO
increase hematocrit and also be useful in healing or curing the class of patients listed at column 33,
lines 22-28 of the specification of the '422 patent:

A therapeutically effective amount is a quantity that produces a result that in and of itself helps to
heal or cure. A therapeutically effective amount is one that elicits in vivo biological activity of natural
EPO such as those listed in the specification, column 33, lines 24 through 28: stimulation of
reticulocyte response, development of ferrokinetic effects (such as plasma iron turnover effects and
marrow transit time effects), erythrocyte mass changes, stimulation of hemoglobin C synthesis (see,
Eschbach, et al., supra) and, as indicated in Example 10, increasing hematocrit levels in mammals.

Therapeutically effective is to be interpreted as being therapeutically effective with respect to the class
of patients listed in the specification, column 33 lines 31 through 36: patients generally requiring blood
transfusions and including trauma victims, surgical patients, renal disease patients including dialysis
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patients, and patients with a variety of blood composition affecting disorders, such as hemophilia,
sickle cell disease, physiologic anemias, and the like.”)

212
(

To the extent that polypeptide products of the invention share the in vivo activity of natural EPO

isolates they are conspicuously suitable for use in erythropoietin therapy procedures practiced on
mammals, including humans, to develop any or all of the effects herefore attributed in vivo to EPO,
e.g., stimulation of reticulocyte response, development of ferrokinetic effects (such as plasma iron
turnover effects and marrow transit time effects), erythrocyte mass changes, stimulation of hemoglobin

C synthesis (see, Eschbach, et al., supra)and, as indicated in Example 10, increasing hematocrit levels
in mammals.”)

96


http://international.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&CMD=ML&DocName=Ib521d5fd475411db9765f9243f53508a&FindType=UM
http://international.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&CMD=ML&DocName=Ic9d53631475411db9765f9243f53508a&FindType=UM
http://international.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&CMD=ML&DocName=Ib2202ec4475411db9765f9243f53508a&FindType=UM
http://international.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&CMD=ML&DocName=Iab964ac4475411db9765f9243f53508a&FindType=MP
http://international.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&CMD=ML&DocName=Iab964ac4475411db9765f9243f53508a&FindType=MP
http://international.westlaw.com/Find/Default.wl?rs=dfa1.0&vr=2.0&FindType=Y&SerialNum=1999386170

AE o TR R T ARE RGP R IFEE -
(2)i# ¢ Newman » ¥ & 2 :

vw AmgenIVZ P % #cd L B2 8 A4F R Ay k&£ % 33 hiz
oo f2 i gAY GRflE R ENIE P’fr%ﬁ%g;@
L ?L EaREBRITHOEY > AL FEIEF o T;Uﬂ (=2 S AR
Fls - BBERRTOTF o LA E £ AngenlV 5 # i ELr'ﬂ,i— T
L4- Fend £ o 0o Newmanin s 2 Y & fIEH 5 g-ﬁlﬁlzf
R Ze R 4R %iﬁfr’f—km;‘:}i}’@;p 2 BB E e ri*ﬂ BlaRiE ,
%ﬁd 2B b oendk (T Kk D) grH eAn B o i'ﬁlli%'fmﬁa]ﬁm, wg g
FRIPFAFRTZE L AT

(3)i# ¥ Lourie #fe & &

BeRR % AngenlVE P J R REnfaf Y R LFER G 4 kR

# ¥ Newman ™ 3% F Michelerius +it 5’» # 2 Fe® #7% 72 (en banc)

FE WO R E R i 2 o e AR L S F Y g
?I#@r{%.};& %2150

(4)i# ¥ Rader » 7. & :

¥Rz F Michel ™2 %2 Newman <023 %% - (L@ ez & %7 28 Y 5
R F 7RS4y A2k 0 £ oRader AKMarkman]I%‘sm
AT ALY SR RN R 2 P 0 R N AL iR Y G
%?'J% Bl 2R 18 g F?t»ﬁ” B R -t B E R it 3 %
AA R RBRER L B AZ? 0 F2F ~5Lff\'9f?%”}'
@ BB A FEIERRE R FRTE A EL T AR
Bk REA R o

23 Daubert v. Merrell Dow Pharms., Inc., 509 U.S. 579 (1993). & f iz £ B S 10 BRI 2L 35 121
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214 Amgen Inc., v. Hoechst Marion Roussel, Inc., 469 F.3d 1039, 1043.(2006) (“The Court's and our
own precedent require the trial judge to evaluate scientific evidence and expertise from the viewpoint
of a person experienced in the field of science, a framework that aptly fits evaluation of the technologic
content and scope of patents, an analysis whose intermingling of fact and law is well served by the
procedures and the adjudicatory skill of the district courts.”)
1% 1d, at 1043.(“This issue is thus enbancable only on the uniformity or exceptional importance
grounds.”)
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218 |d. at 1045. (“In an appropriate case we would be willing to reconsider limited aspects of the Cybor

decision.”)
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