i

ny

TP

X

¥ SPTNE
B -

2

R AR R e I

_'l'ji@\ﬁﬁééou

The Legislation and Application of Trademark Dilution Theory
— Focusing on the Laws of the United States and the European Union

- T B
oF REIEEE BL
SRGETE & & L IS

RERBAL+TNNELEHA



B ERSEERY N ER WP AP
The Legislation and Application of Trademark Dilution Theory
— Focusing on the Laws of the United States and the European Union

Student : Ju-Hsiang Wang

2o
#® Advisor : Chiung-Hui Shao

i F R RIHE
LldpERE RN Co-advisor : Shang-Jyh Liu

B2 o2d x g
ﬁiﬁ;‘é %ip;‘g A
LR
A Thesis

Submitted-to Institute of Technology Law
College of Management
National Chiao Tung University
in partial Fulfillment of the Requirements
for the Degree of
Master

in

Technology Law

July 2007

Hsinchu, Taiwan, Republic of China

PERRAY LA &S



R RTINS E I 1" S SR VI S - BN~ Gl - S R

B4 3okt fﬂ  xpongE
Ff'ip%;?fii Flw &

CRSERTIRE: & T8 SERY L JLL¥ M ie

L
A

AR L T 5 IR R A 4 R Rl AT g
Mo BRI L m A oL EEE AF R F A A3 ¥ - IR T
BoarFBRGDAEL T RGE L & B2 ER 718 5] e AR E
WU S WL A RN 2 - o o AR g
R R LREEERES A R RAL AR ? A
PRI e P iR 7 2 SOREERAE S AT 0% 2 TR AL - R Rk i
GESER ELE B B R St TR R R R SR 1
PR Gl 9 A i B S dele iR Bl A B E T ek 7 R
PR RS Z R AL

FEN LR AFETHRUTI R FRFHG ¥ - —E_—FT 4 gk A
FAL D 52 P A B REmhA# S 24P HAE
BERSFREFFT R RRASTRESF HOR RN LR L WD
@A R T F R FAROD 2R AE T K,értwfc%@] CEE
Feni BaLeh > {FRP PR HATELAY S F AR RliFe 2~ > &
:.L;é\n__;\éfi

v

gf’ng;tz.vﬁ,rJf;i;__;.@ 75 e <~La=4§,,«¢]’f;§< ”S:E&%é“rﬂf’ £
FLTeFHPEENA AR EELE > BRIV FIOREE 25 T

&
9

;L_,;};_J A 2t F-ﬁ:uﬂ/,\,LJ O'Er%;:ﬁ‘ }\led-_\;c_g]__ E‘égfé%\'ﬁl IJ'H. 3
WA ATHpd D BE RS TIE REF LR RSN



FEArk it d Ao R o

MaEF P FARE AT R R FER R FREEF AR
FRBFERACZIE - P ERR




The Legislation and Application of Trademark Dilution Theory
— Focusing on the Laws of the United States and the European Union

student : Wang Ju-Hsiang Advisor : Dr. Shao Chiang-Hui
Co-advisor : Dr. Liu Shang-Jyh

Institute of Technology Law
National Chiao Tung University

ABSTRACT

The trademark dilution theory ‘arises. to secure the right holder by
protecting the distinctiveness ‘and reputation of a famous mark. Yet it can be
discovered that the trademark dilution theory, through its application by the U.S.
and the E.U., has surprisingly: formed-a sort of difficulty in the protection of
famous marks. Thus this study: firstly-copes with the question whether such
difficulty arises from the flawed enactment or strict interpretation of
anti-dilution laws in the U.S. and the E.U., secondly analyses whether this
hardship also influences the legislation and application of trademark dilution
theory in Taiwan, and then makes suggestions to effectively protect famous
marks. However the broader protection for famous marks may have impact on
other legal interests; therefore this study also attempts to propose a golden path
to strike balance between all interests concerned.

To discuss and resolve the questions mentioned above, this study is
divided into six parts. Chapter One firstly points out the main goal of this study.
Chapter Two explains the origin and the rational basis of trademark dilution
theory. Chapter Three discusses the development of the trademark dilution
theory in the United States. Chapter Four introduces the concept about dilution
and its legislation and application in the European Union. Chapter Five
concentrates on the current state of anti-dilution laws in Taiwan. Chapter Six
lastly provides conclusions of this study and proposes feasible suggestions.

In general this study concludes that the difficulty in the application of
trademark dilution theory arises from the strict construction of dilution by



legislators and courts. After taking into account the features of dilution and the
urgency of protection for famous marks, it is “likelihood of dilution,” not “actual
dilution” that the anti-dilution laws require. However, such a looser standard
may cause the restriction of market competition and of free speech; thus a
feasible way to prevent such impacts includes taking a high threshold of
recognition for famousness and enacting more conditions for the exclusion of
dilution.

Key words: trademark, dilution, famous mark, the Federal Trademark Dilution
Act of 1995, FTDA, the Trademark Dilution Revision Act of 2006, TDRA,
Council Regulation on the Community trade mark, CTMR
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“[Conflicting Marks] (b) Irrespective of the goods and/or services for which a mark is used, is
the subject of an application for registration, or is registered, that mark shall be deemed to be
in conflict with a well-known mark where the mark, or an essential part thereof, constitutes a
reproduction, an imitation, a translation, or a transliteration of the well-known mark, and
where at least one of the following conditions is fulfilled: [...] (ii) the use of that mark is

likely to impair or dilute in an unfair manner the distinctive character of the well-known

mark.”
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2412 ;2§ 44> (ii))P (Notes on Article 4, 4.4 Item (ii) )

“This item would apply, for example, if the use of a conflicting mark is likely to impair or
dilute in an unfair manner the unique position of a well-known mark in the market. A further
example of dilution is where the conflicting mark is used on goods or services which are of an
inferior quality or of an immoral of 0bscené nature. The meaning of the words ‘in an unfair
manner’ implies that third-party use.of a well-known mark which is not contrary to honest
commercial practice (e.g., reference to a well-known mark for review or parody) does not

constitute dilution.”
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24.13 % 5 ()7 (a)% (Article 5(1)(a)(ii))

“[Conflicting Business Identifiers] (a) A business identifier shall be deemed to be in conflict
with a well-known mark where that business identifier, or an essential part thereof, constitutes
a reproduction, an imitation, a translation, or a transliteration of the well-known mark, and
where at least one of the following conditions is fulfilled: (ii) the use of the business identifier

is likely to impair or dilute in an unfair manner the distinctive character of the well-known

mark.”
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I~ G ¢ 1% € 3% (Asia-Pacific Economic Cooperation, #§ #£ APEC) ¥ » FHF 4
B ¢ (Committee on Trade and Investment) & ™ 2 4 £/ & # & | = (Intellectual
Property Rights Experts’ Group) *> 2000 # 3 * Z B % 10 B § 3% » ARk BQr T G337 =
P HE LR RAERRE R AT L A e ¢ T A

“The Intellectual Property Rights Experts Group, taking into account the provisions of the
Paris Convention for the Protection of Industrial Property relative to the protection of
well-known marks, recommended that each APEC member economy may consider the use of
any of the provisions of the non-binding Joint Recommendation concerning Provisions on the
Protection of Well-Known Marks adopted by the Assembly of the Paris Union and the
General Assembly of the World Intellectual Property Organization as guidelines for the
protection for well-known marks. The APEC member economies took into account the views
of INTA in making this recommendation.”
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2" APEC Intellectual Property Rights Experts Group X, Summary, Agenda Item 6: Collective Actions, (1) Item d:
Well-known Trademarks, 13; Meeting Papers, Annex 4, Recommendation by APEC (IPEG) concerning the
Protection of Well-Known Marks, Mar. 2-3, 2000 (Sapporo, Japan), available at
<http://www.apec.org/apec/documents_reports/intellectual property rights experts group/past meetings.htm
1 > (visited June 26, 2007).

# Richard A. Posner, When Is Parody Fair Use?, 21 J. LEGAL STUD. 67, 75 (1992). See also Maureen A.
O’Rourke, Defining the Limits of Free-Riding in Cyberspace: Trademark Liability for Metatagging, 33 GONz.
L. REV. 277, 306-307 (1998).
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3.1.1 1996 & 1t m = (2 298 j3

3.1.1.1 “HzpEw
B & 1947 & £ R E A WA~ 2E @I 1996 £ Lk 0 ERE G
MR 2 s le e T2 2 wehi ;\’b:é,‘u;kl 2% %] (cause of action) 2 ¥ * &

"”‘A"‘ EPRNFE ARG S ~ 1964 F ZFFE & ¢ (United State Trademark
Association, f§ # U.S.T.A.) s ke g " 2 (Model State Trademark Bill) =p
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U ps <<rp?$f]?iﬁp i) F175 0 #5072 (2005) 5 IEEA <<'Fﬁ'§‘?§!ﬂ‘§:@5@%@%&5‘?;{!%’%@@@ » F1130
(2003 ) = % 25 153 PIERE 2= TR ~ B Hye i)~ ] s RS FRa ] > SRR SAN ~ PUREEE I - fﬁ'rijil
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* Kathleen E. McCarthy, What Ijivery Litigator Must Know About Intellectual Property: Trademark Litigation,
798 PLI/Pat 519, 557 (2004).

3 rpleldE b[ﬁﬁ'ﬁ?ﬁﬂffgﬂ% 7 (International Trademark Association, {7 INTA) e

“Likelihood of injury to business reputation or of dilution of the distinctive quality of a mark...... shall be a

ground for injunctive relief notwithstanding the absence of competition between the parties or the absence of
confusion as to the source of goods or services.” Model State Trademark Bill § 12 (U.S.T.A. 1964)
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Alabama
fef = g M

Code of Alabama, chap. 12 (Trademarks, Names, Marks, Devices, and
Labels) § 8-12-17

“Likelihood of injury to business reputation or of dilution of the distinctive
quality of a mark registered under this article, or a mark valid at common
law, including a trade name valid at common law, shall be a ground for
injunctive relief notwithstanding the absence of competition between the

parties or the absence of confusion as to the source of goods or services.”

Arkansas
fe§ & W

Arkansas Statute Annotated, chap. 71 (Trademarks and Labels) § 4-71-113
“Likelihood of injury to business reputation or of dilution of the distinctive
quality of a mark registered under this chapter or a mark valid at common
law, shall be grounds for injunctive relief notwithstanding the absence of
competition between the parties or the absence of confusion as to the source

of goods or services.”

California
4p W

California Business & Professions Code § 14330

“Likelihood of injury to business teputation or of dilution of the distinctive
quality of a mark registered under this chapter, or a mark valid at common
law, or a trade name valid at common ]law, shall be a ground for injunctive
relief notwithstanding therabsence of competition between the parties or the

absence of confusionias to the source of goods or services.”

Connecticut
B2 kRN

Connecticut General Statutes Annotated, chap. 621A (Trademarks and
Service Marks) § 35-11i(c)

“Likelihood of injury to business reputation or of dilution of the distinctive
quality of a mark registered under this chapter, or a mark valid at common
law, or a trade name valid at common law, shall be a ground for injunctive
relief against unauthorized use of such mark or trade name, or of a colorable
simulation thereof, notwithstanding the absence of competition between the

parties or the absence of confusion as to the source of goods or services.”

Delaware
g

Delaware Code Annotated, chap. 33 (Trademarks, Brands and Labels) § 3313
“Likelihood of injury to business reputation or of dilution of the distinctive
quality of a mark registered under this chapter, or a mark valid at common
law or a trade name valid at common law, shall be a ground for injunctive
relief notwithstanding the absence of competition between the parties, or the

absence of confusion as to the source of goods or services.”
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Florida
R g

Florida Statutes Annotated, chap. 495 (Registration of Trademarks and
Service Marks) § 151

“Every person, association, or union of workingmen adopting and using a
mark, trade name, label or form of advertisement may proceed by suit, and
all courts having jurisdiction thereof shall grant injunctions, to enjoin
subsequent use by another of the same or any similar mark, trade name, label
or form of advertisement if it appears to the court that there exists a
likelihood of injury to business reputation or of dilution of the distinctive
quality of the mark, trade name, label or form of advertisement of the prior
user, notwithstanding the absence of competition between the parties or of

confusion as to the source of goods or services.”

Georgia
fio g

Code of Georgia Annotated, chap. 1, Art. 16 (Trade Marks, Service Marks,
and Trade Names) § 10-1-451(b)

“Every person, association, or union of working men adopting and using a
trademark, trade name, label, or form of advertisement may proceed by
action; and all courts having jurisdiction thereof shall grant injunctions to
enjoin subsequent use by another of the same or any similar trademark, trade
name, label, or form of advertisement if there exists a likelihood of injury to
business reputation or of dilution of the distinctive quality of the trademark,
trade name, labé¢l, or form.of advertisement of the prior user, notwithstanding
the absence of competition between the parties or of confusion as to the
source of goods or setvices, except that this Code section shall not deprive

any party of any vested lawful rights acquired prior to March 4, 1955.”

Illinois
g

Illinois Rev. Statute, chap. 140 § 22

“Every person ... adopting and using a mark [or] trade name, ... may proceed
by suit, and the circuit court shall grant injunctions, to enjoin subsequent use
by another of the same or any similar mark [or] trade name ... if there exists a
likelihood of injury to business reputation or of dilution of the distinctive
quality of the mark [or] trade name ... of the prior user notwithstanding the
absence of competition between the parties or of confusion as to the source

of goods or services.”

Towa

\

a—

BT
S e &

Iowa Code Annotated, chap. 548 (Registration and Protection of Marks) §
548.11.2

“Likelihood of injury to business reputation or to a trade name valid at
common law, or of dilution of the distinctive quality of a mark, whether
registered or not registered under this chapter, shall be a ground for
injunctive relief notwithstanding the absence of competition between the

parties or the absence of confusion as to the source of goods or services.”
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Louisiana
BEa xR
o)

Louisiana Statutes Annotated, chap. 1.6 (Trade Marks, Trade Names, and
Domain Names) § 51: 223.1

“Likelihood of injury to business reputation or of dilution of the distinctive
quality of a mark or trade name shall be a ground for injunctive relief in
cases of infringement of a mark registered or not registered or in cases of
unfair competition notwithstanding the absence of competition between the

parties or the absence of confusion as to the source of goods or services.”

Maine

s ]

Maine Revised Statutes Annotated, tit. 10 § 1530

“Likelihood of injury to business reputation or of dilution of the distinctive
quality of a mark registered under this chapter, or a mark valid at common
law, or a trade name valid at common law, shall be a ground for injunctive
relief notwithstanding the absence of competition between the parties or the

absence of confusion as to the source of goods or services.”

Massachusetts
Jre

Massachusetts General Laws Annotated, chap. 110b (Registration and
Protection of Trademarks), § 12

“Likelihood of injury to business reputation or of dilution of the distinctive
quality of a trade name ot'trade-mark shall be a ground for injunctive relief
notwithstanding the absenee-ef'competition between the parties or of

confusion as to the source of goods ot services.”

Minnesota
R ‘é‘;‘ké B\

Minnesota Statutes, chap..325D (Restraint of Trade) § 165

“Likelihood of injury-to business reputation or of dilution of the distinctive
quality of a mark or trade nameshall be grounds for injunctive relief,
regardless of the presence or the absence of competition between the parties
or likelihood of confusion, mistake or deception. For the purpose of this
section, the following terms have the meanings given them: (1) ‘dilution’
means the lessening of the capacity of an owner's mark to identify and
distinguish goods or services; and (2) ‘distinctive quality’ means the mark is
inherently distinctive or has acquired distinctiveness, and the mark is well

known or famous.”

Missouri
3 A 200
B2

Annotated Missouri Statutes, chap. 417 (Trademarks, Names and Private
Emblems) § 061

“Likelihood of injury to business reputation or of dilution of the distinctive
quality of a mark registered under sections 417.005 to 417.066, or a mark
valid at common law, or a trade name valid at common law, shall be a ground
for injunctive relief notwithstanding the absence of competition between the

parties or the absence of confusion as to the source of goods or services.”
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Montana Code Annotated, chap. 13 (Assumed Business Names, Trademarks,
and Related Rights) § 30-13-334

Montana “Likelihood of injury to business reputation or of dilution of the distinctive
5 & quality of a mark ... is grounds for injunctive relief notwithstanding the
absence of competition between the parties or the absence of confusion as to
the source of goods or services.”
Nebraska Revised Statutes, chap. 87 (Trade Practices), § 87-122
Nebraska “Likelihood of injury to business reputation of or dilution of the distinctive
#2714 | quality of a trademark ... valid at common law, shall be a ground for
H injunctive relief not withstanding the absence of competition between the
parties or the absence of confusion as to the source of goods.”
Revised Statutes Annotated of the State of New Hampshire, chap.350-A
N (Model State Trademark Act) § 350-A:12
ew
. “Likelihood of injury to business reputation or of dilution of the distinctive
Hampshire

R

2

quality of a mark registered under this chapter, or a mark valid at common
law, or a trade name valid at common law, shall be a ground for injunctive
relief notwithstanding theé'absence of competition between the parties or the

absence of confusion as te-the source of goods or services.”

New Mexico Statute Annotated, chap-57 (Trade Practices and Regulation),
Art. 3 (Trademarks) § 57-3-10

“Likelihood of injury-to business reputation or of dilution of the distinctive
quality of a trademark er trade namie ... is a ground for injunctive relief
notwithstanding the absence of competition between the parties or the

absence of confusion as to the source of goods or services.”

New York General Business Law, chap. 20, Art. 24 (Trademarks) § 368-d

“Likelihood of injury to business reputation or of dilution of the distinctive

New York | quality of a mark or trade name shall be a ground for injunctive relief in
G R cases of infringement of a mark registered or not registered or in cases of
unfair competition, notwithstanding the absence of competition between the
parties or the absence of confusion as to the source of goods or services.”
1AL 7 5 o See Vogue Co. v. Thompson-Hudson Co., 300 Fed.
Ohio 509 (6th Cir.1924); National City Bank of Cleveland v. National City Window
By s Cleaning Co., 174 Ohio St. 510, 190 N.E.2d 437 (Oh. 1963); Ameritech, Inc.
v. American Information Technologies Corp., 811 F.2d 960 (6th Cir.1987).
Oregon Statute § 647.107
Oregon “Likelihood of injury to business reputation or of dilution of the distinctive
522 A quality of a mark registered under ORS 647.015, or a mark valid at common

law, or a trade name valid at common law, shall be a ground for injunctive

21




relief notwithstanding the absence of competition between the parties or the

absence of confusion as to the source of goods or services.”

Pennsylvania
(.

Pennsylvania Statutes and Consolidated Statutes Annotated, chap. 11
(Trademarks) § 1124

“Likelihood of injury to business reputation or of dilution of the distinctive
quality of a mark registered under this chapter, or a mark valid at common
law, or a trade name valid at common law, shall be a ground for injunctive
relief notwithstanding the absence of competition between the parties or the

absence of confusion as to the source of goods or services.”

Rhode Island
BALE Y

Rhode Island General Laws, chap. 6-2 (Registration and Protection of
Trademarks) § 6-2-12

“Likelihood of injury to business reputation or of dilution of the distinctive
quality of a mark registered under this chapter, or a mark valid at common
law, or a trade name valid at common law, shall be a ground for injunctive
relief notwithstanding the absence of competition between the parties or the

absence of confusion as to the source of goods or services.”

Tennessee

8 ghE

Tennessee Code Annotated, tit! 4.1, chap. 25 (Trade Practices) § 47-25-512
“Likelihood of injury to business reputation or of dilution of the distinctive
quality of a mark registered under'this part, or a mark valid at common law,
or a trade name wvalid at common law, shall be a ground for relief,
notwithstanding the absence of competition between the parties or the

absence of confusion as to the source of goods or services.”

Texas

x ol

K

Texas Business & Commerce Code, chap. 16 (Trademarks) § 16.29

“A person may bring an action to enjoin an act likely to injure a business
reputation or to dilute the distinctive quality of a mark registered under this
chapter or Title 15, U.S.C., or a mark or trade name valid at common law,
regardless of whether there is competition between the parties or confusion
as to the source of goods or services. An injunction sought under this section
shall be obtained pursuant to Rule 680 et seq. of the Texas Rules of Civil

Procedure.”

Washington
o

Revised Code of Washington Annotated, chap. 19.77 (Trademark
Registration) § 160

“The owner of a famous mark shall be entitled, subject to the principles of
equity, to an injunction against another person's use in this state of a mark,
commencing after the mark becomes famous, which causes dilution of the
distinctive quality of the mark, and to obtain such other relief as is provided

in this section.”
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(1) Allied Maintnance Corp. v. Allied Mechanical Trades, Inc.®

&
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* FIRE% 7] 8% ¢ King Research, Inc. v. Shulton, Inc., 324 F. Supp. 631 (S.D.N.Y. 1971); Cue Publ’ g Inc. v.
Colgate-Palmolive Co., 256 N.Y.S.2d 239 (N.Y. Sup. Ct. 1965); Homel Foods Corp. v. Jim Henson Prods.,
Inc., 73 F.3d 497 (2d Cir. 1996); EZ Loader Boat Trailers, Inc. v. Cox Trailers, Inc., 746 F.2d 375 (7th Cir.
1984); Alberto-Culver Co. v. Andrea Dumon, Inc., 466 F.2d 705 (7th Cir. 1972) -

® Allied Maintnance Corp. v. Allied Mechanical Trades, Inc. 369 N.E. 2d 1162 (2nd Cir. 1977). 4 %FLF, FIP
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7 “leehhood of injury to business reputation or of dilution of the distinctive quality of a mark or trade name
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(2) Jordache Enterprises, Inc. v. Hogg Wyld, Ltd. et al.”
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(1) Sally Gee, Inc. v. Myra Hogah, Inc.'*
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shall be a ground for injunctive relief in cases of infringement of a mark registered or not registered or in cases

of unfair competition, notwithstanding the absence of competition between the parties or the absence of

confusion as to the source of goods or services.” NY General Business Law § 368-d (1968).

ﬁm 1987 & @S«'“"’Hﬁf 3% %7+ San Francisco Arts & Athletics, Inc. v. United States Olympic Committee
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ZIR% (™ - San Franmsco rts &Athletlcs Inc. v. United States Olympic Committee, 483 U.S. 522 (1987).

Jordache Enterprises, Inc. v. Hogg Wyld, Ltd. et al., 828 F. 2d 1482 (10th Cir. 1987). 4 %Rl {7 17+ 1978
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10 “leehhood otE injury to busmess reputation or of dilution of the distinctive quality of a trademark or trade
name ... is a ground for injunctive relief notwithstanding the absence of competition between the parties or the
absence of confusion as to the source of goods or services.” N.M. Statute Annotated § 57-3-10 (1978).

"' See supra note 9, at 1489.

2 sally Gee, Inc. v. Myra Hogan, Inc., 699 F. 2d 621 (2nd Cir. 1982).
P 1d. at 625.
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(2) Mead Data Central, Inc. v. Toyota Motor Sales."
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(1) Wedgwood Homes, Inc. v. Lund*

Iz kA GEL L Ifi’ﬁlvﬂr &% 647 % (Trademarks and Service Marks) % 107 i%
R TEPP R TP ERRN TR NP 2 PSR 2F 205 2
frzoguli d anma o AR E L E g A A SRR KR R A
FH L o (PRREL BB R VR F R PR A
AR Sk SRR S R L e Rt i ¢
- Hipd "r%'%%*ﬁ'“*fﬁé A T RSk A "‘iﬁ‘ﬁ*&ﬂr JBEH R
H 2B Rz HFFE xamnézﬂpﬂé_ 5 E A
< o ?? BRE At TEFRARA AT 23N

14

Id.
'3 Mead Data Central, Inc. v. Toyota Motor Sale., 875 F.2d 1026, 1027 (2nd Cir. 1989).
16

Id. at 1031.

'771d. at 1035.
'8 Wedgwood Homes, Inc v. Lund., 294 Ore. 493; 659 P.2d 377 (1983). +RRE IR rWedgwoodJ A
[’?ﬁﬁiﬁifﬁ‘gﬁ [! £17'] T Wedgwood Downs and Wedgwood Place ; EiE 3 /7% “I"JFL*[TH@EEJJ

fii] "M 74 [ ?*IJV%EQ‘LP@LQQEIEJ“ " Wedgwood ; ELE iy £78 o B ’Hﬁﬁ e
i @,m%ww[mﬁm@%Wﬁﬁﬁvﬂu’wwm@ﬂmm3]ﬁ4%®p%%w@
B o

“Likelihood of injury to business reputation or of dilution of the distinctive quality of a mark registered under
ORS 647.015, or a mark valid at common law, or a trade name valid at common law, shall be a ground for
injunctive relief notwithstanding the absence of competition between the parties or the absence of confusion
as to the source of goods or services.” Oregon Statute § 647.107 (1971).
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(2) Hyatt Corp. v. Hyatt Legal Serv.”

AEZ AL EL ZERFEEYEZY 40 F % 22 FR T rﬁﬁﬁ‘—i\'ﬁﬁ e AN A
AR ERPT AP T HFRGENACEFHREAFT E LB F L 7 Pﬁ;ri,Fé“‘
X FEH ; o i I“E"}?%\; 'ﬁlﬁ F PRI R R 2R A R BE KR AR 0 B X R AR
FHL LU AR PR AN RS FE LTS 21&L+3L5;|/s}#ek
B2 FiRnd S AR5 - Wt RZin

= |
¥ AABTEFRLBT R Y
W£%~ﬂ?%%iﬁ&‘ﬁ%%%?i%%yﬁﬂﬁﬁ RS = L RS
# Fei s %1 (Hyatt) - £ 5 R ARG YRR G AR
& hul 4 r'r”?ﬁx-‘g Feo

N
aq-
i
M
3
ETIAS

FE L ik bl
L.L. Bean, Inc. v. Drake Publishers, Inc.?

j\%ifﬁli'ﬁiiééiﬁ‘;'ﬂi; F147% % 10 42 (Commerce and Trade ) % 1530 54 2_:
TE R T AT RERANC R AR P L P RS RH LA R s PRATE
PR AR A (T 5 0 R e E A T AR TR S B SRR KRR R 5
nﬂeﬁﬁﬁmgdoJﬂrﬁﬁva Wi bemid e om0 - BRI RITF AR
TP SF € p R 2 HSJI R DRSS M ForBEpp 7o AR T LD
SR FNRT 2 EERF R ALLBAOD S ST MR A G Wik FK R R
BrAR S RBRFAL L] AR BEARETERI S F FE S - B RTREZ T %
g T RFEA PR, LERAR S RIR AL G LR TR 2o

% Hyatt Corp. v. Hyatt Legal Serv., 736 F.2d 1153 (7th Cir. 1984) T RRE tfﬁrérp FERE K TR
"Hyatt ; SIEAREHEE T@{ ‘IJI,T?EAﬁ RS SH > R R AL r!?%f’l » L "HP"I}‘*IJFH
R [ TR GRRL 1 [ AR A LPAJ ii f‘?“ﬁg“t“ R ;J“ TR [ Yff'l?’? Vg
Wrﬁhﬁﬂuﬁﬁfi*%WﬁVm% IR *fﬁqrwo
“Every person ... adopting and using a mark [or] trade name, ... may proceed by suit, and the circuit court
shall grant injunctlons to enjoin subsequent use by another of the same or any similar mark [or] trade name .
if there exists a likelihood of injury to business reputation or of dilution of the distinctive quality of the mark
[or] trade name ... of the prior user notwithstanding the absence of competition between the parties or of
confusion as to the source of goods or services.” Illinois Rev. Statute ch. 140 § 22 (1981).
See supra note 20, at 1158.
> L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26 (Ist Cir. 1987). 4% ¥, Ehi 5% High Society
magazine £ | T[]V HHY il ﬁy; I[J[ F"E'r:i'? e I[?‘;’?f . Vﬁﬂ‘ LEEPr o TP 1984 F 10 | BRESEERVEH
2 Y IHIerIF'Jl_][JF, Y ’7 L.L. Bean j? I/ﬁ@ mﬁ“r[‘ﬁhi{fﬁf’[ffﬂ,%g FL.L. Beans
Back-To-School-Sex Catalog | : }Tl/ HIT@ﬁ I E S 7 Fil— - BRpVRRE > T f[/\ TR P R
ek Jf i s '%&Hlﬂﬁﬁﬁ ?%IF SRS Y :fl o B RRCE AT R | ’“ ﬁrrﬂlgi IS
g B A R &E‘fﬁ o A AV ET- K 1L SR B AL ORI b
%ljf/\?'{‘%gﬁgl I}jE&‘rl;—lﬂ:_fJ—r % I{? £, >, :Jlgl"l:tﬁ R I% lf”{[qﬁj‘t Iy o
“Likelihood of injury to business reputatron or of dilution of the distinctive quahty of a mark registered under
this chapter, or a mark valid at common law, or a trade name valid at common law, shall be a ground for
injunctive relief notwithstanding the absence of competition between the parties or the absence of confusion
as to the source of goods or services.” Maine Revised Statutes Annotated tit. 10 § 1530 (1981).

21

22

—|

24

26



3.1.2 F WPH2RF AR E

()

BARERIEY G HFRFHRAC G L E G AL AP OR ikt
Fokivizorap g2 B0 8 o 3p gl s R E QA E RV RETFZALR > F
gy ¥4 EHEZ KR (forum shopping) e7F =TI % o Ft 5 & 3 g1 4
EErRM2 FH - FRME G & 1995 @M > £ d § pF et
B 1996 E § % 4 oo

3.2 F BEG=NTE AR I 2 4R M AR T

3.2.1 5= Rz

FRENE ARA (Federal Trademark Dilution Act > f§ #£ FTDA) R =3 8207

%% (Lanham Act) % 43 i% (c):v? A EF LR EAC DT > T E
RPEBL ST TR %?ﬂ FEEE L e B A2 FEIRY o PR
B 2R HRE 5 45 0F #5—;)@1‘3.’——/"\' b a S S I S a-ﬁ;&gl/é"’ F gy
aﬂ,
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B AR TR e A Bt bR b T AR AR S PR S R AT e 5 B & 2 - 4 FTDA
FARREER IS AL F R RET2RE A S F EPHRLFRBFF RS AL
Foaw o B4 ik FTDA *rR T2 R A% P AT 2 ¥ & o

& FTDA #a gl 2R d » B2 s TR e dnlitr ¥ LpF )

N

% “The owner of a famous mark shall be entitled, subject to the principles of equity and upon such terms as the

court deems reasonable, to an injunction against another person’s commercial use in commerce of a mark or
trade name, if such use begins after the mark has become famous and causes dilution of the distinctive quality
of the mark, and to obtain such other relief as is provided in this subsection.” Lanham Act § 43(c)(1); 15
U.S.C. § 1125(c)(1) (1996).

“The term ‘dilution’ means the lessening of the capacity of a famous mark to identify and distinguish goods or
services, regardless of the presence or absence of—(1) competition between the owner of the famous mark
and other parties, or (2) likelihood of confusion, mistake, or deception.” Lanham Act § 45; 15 U.S.C. § 1127
(1996).
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( whether a trademark is distinctive and famous ) > ¥ & Ry TR %L“ 72X LR
Wk Koo BTt B G ﬁm;FmA3%+@@ﬁﬁ%a hE R
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Eul o, w2 &5 FIDA iRy ¢ & oz7ﬂxv A EE R, FEARELT
PoAEUi o LF LRI R ARG BAL USRI TF L R B
R R R T L L TR T BT E

b o Fﬁﬁ}’ ¥R %;}Flil:tfxlil;-’%_f%
AR EFEERHER O S
PRI e B R dotRon §OFIEEE RIT S
' gﬁﬂ%é@#i*%%*F%*:®%aﬁ
o R s R SR IR SR

g ek > FTDA 32 & 'lﬁ}ﬁ'?}t%ﬂ&{@?ﬁ#_} Eig Y ,4,&3 ’f:‘}.,,\lL71 * oM
X WEN Y - e+ 3R0% 1A Nahiseo, 'Inc. v. PF Brands, Inc.”’- %t’ Tt FTDA #
T Wi RARE B R MO R Y 'km/wwspﬁ-p,uxé-’ﬁw* * AR

T LR

b
©

SR aw iR s FEREEE (S

FTDA & F 422 B4 * 2 RS A R 2 FHF 6215 FRILF Rz
oML R ;ﬁ FTDA pezg s 4 i » & o T 5 |4 . Chatam International, Inc.
v. Bodum, Inc.’- % ¢ FrEREL = B

2" THOMAS J. MCCARTHY, MCCARTHY ON THE TRADEMARK AND UNFAIR COMPETITION §24:92 (4th ed. 2004).
ﬁﬁ%‘;[ﬁﬁ'?’fJEJJ: i<"iLiiB?éﬁﬁ'@E'Fﬁ kb FTDA (R UIRUE, iyt 1! i ol g e
PP VRSN - 5 SIS fe T o FTDA u]% See TCPIP Holding Co. v. Harr
Communication Inc., 244 F.3d 88, 98 (2d. Cir. 2001).

28 Lanham Act § 45; 15U.S.C. § 1127 (1996).

* Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208 (2d Cir.1999). ri¢7 v 3.3.4 HIE‘F RINE <7FJ Fl35-36 -
Chatam International, Inc. v. Bodum, Inc., 157 F. Supp. 2d 549 (E.D. Penn. 2001). % % FiF! 1975 & f 'EtJF

T F“? B Ay~ op R ks H ' Chambord | F&JTQ » T 1977 F ) rChambor(f Liqueur Royale |

LR B ] E”F‘(El s MO HIITE 1984 ~ 1986 & 1988 F ST rChambordJ :tP @F' > g~ o

Jﬂvgﬁ: o Bl F11980 ﬁF'EJﬁF T YRR iﬁ& F[El“ rCafetlere ChambordjrppffEI £, F[ﬁﬁ@i’ ]

e 1983 = F[l%‘rﬁ%ﬂ:ﬁﬁ o v 1996 & &l S EH ] T www.chambord.com | tmﬁ*ﬁi FHEE II%:ﬁF ”iLﬁﬁJ

JEIE% i :,\ » = IR ,ﬁt'#—ﬁ"?&m SR (™ o B HERE ‘Qgﬁzwf[jf\ 1980 F ffl# Prgif[ﬁlﬁ'

m[m% %iw%nﬁ# [T 1996 7 1SSk ¢80 Y gl » 8

E”%fljrpgi R :;-,ﬁ[iﬁ-,[ Mg 1 {7 F SEITENATERN [MI%JTB%FH *'F[#IT H= §vd@:"l;[/]ﬁ[” | = R

FTDA -
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FTDA 2 #fg= 7 & % 25398 ;:ﬁ Lk
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(A) 5 Edp3 L2 P SAIRIL 3 URIE @ Lot RURp £R 28 049 > g

/!
EPAN 2 RTRAFE NI o

3221 viRpER EAE

P EF- BRERALTEIRESS TRREFIDA % 4507 fro I R A PR S
e oo fka FIDA P A4t i iR R 2 2 6 LR * ITh T &> Fl 7 F 4
SRR GBLMM 2 LR GH r@+a%§47 r‘;,vfa,?'w’?%i?ﬁ#;ﬂw L2 ] FRETRIUE
Wz pmm i F TR 2 R e o Y

’?@%”ﬂ’”@ﬁw%ﬂJFﬁ%f?Pﬁﬁ$ R
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ERFLIRY Ddp A L R ERH AT EF L RELFYE T T EE L
Flifht F & A B AR EE I R P HEsIiE R »ﬁ*’é&?ﬁﬁw
FHIFHRITL R TR SFER TS HE AR 2 ° B4 £ Panavision

3! “The following shall not be actionable under this section:
(A)Fair use of a famous mark by another person in comparative commercial advertising or promotion to
identify the competing goods or services of the owner of the famous mark.
(B) Noncommercial use of a mark.
(C) All forms of news reporting and news commentary.”
Lanham Act § 43(c)(4); 15 U.S.C. § 1125(c)(4) (1996).
32 MCCARTHY, supra note 27, §24:97.1.
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Ak FRIRAL TR IEFTE LR o

3223 ATRAFEZ T

SR BARRBEEFRE ME R RER TR 2 L R
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FTDA % 2 fcif 58 £ 4 & 48

I # bt Mrplpgtafer AFE U@L cF R By bafapns
it o ixi @?]H&;ZK';% Tt & 36 12 e 2 RE A 2RI AR
2 p

2. I ERLERE- BRI L 2 B WG 2 F A0 B|F ik FTDA ¥ 35
FEVL R R AR B BERE RS A fIE B o

3.0.4 BN AR 1 E 8 ok (S|

TG AR B 2 BR T S B 6 g
LS H AR AP RRF A L RPH RS F PR
2. B ARG E T AT NI 2 p P R TR GRE R E R R iR R
3. ARG AR niE Y P g T PR
4, THIRT AR R RE L AR SRS AR 0 LR T8 2
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* Panavision Int’LL.p v. Toeppen, 141 F.3d 1316 (9th Cir. 1998). 7 %1 [k Hh bk, ] MRl A L s
RN RN 7ﬁ@ﬂﬁ f%*@f* ”@ﬂ%ﬂ%'ﬂ%%V%a"W”ifﬁ,%F%Jﬂﬂﬁ»F
RN RN e [ o E St Tm;gk I/iF“E%EFIFJ}H’ ~3.32 - %ﬂr’r F132-33 -

3 LanhamAct §34;15U.S.C. § 1116 (f996)

3 Lanham Act § 36; 15 U.S.C. § 1118 (1996).

36 Lanham Act § 43(c)(2); 15 U.S.C. § 1125(c)(2) (1996).

37 Lanham Act § 35; 15 U.S.C. § 1117 (1996)
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1. Star Markets, Ltd. v. Texaco, Inc.*®

i%@u+&mkm&asudg1%6&@amlgﬁiaw%*FMARMAMGHJﬁE
HaRF | [ia‘é»‘r*ix‘?‘]~r?’ﬂ 5 8 @GR - A%+ Texaco, Inc. 1 i > % FIF X
Gk B AHT A %P 1T B4 24k TSTARMART | 232 T fIF & - &
%Zi%ﬂ%ﬁﬁﬁ*mﬁﬁﬁ°
PR A B REAREES B L FTDA ¥ ¢ Limiﬂi
W MR FE s FIDA*tdpfie ¥ t 42 J
’?mtg#—”#?%ﬂ$FHM,i»%%ﬂ“&ﬁé”%*iﬁ%ﬁ&ﬁ@ﬁc

2. Hershey Foods Corp. v. Mars, Inc.”

Cifx
|4
F.
|

~ % i 2 Hershey Foods Corp.4& i 4m b v vk {52 4% &
TREESE’S | F thi5ficg ¢ ™M % eeezid X4 475 442 Mars, Inc.Rl3e 114w 154 ¢ ek iE
g T B S e
fod T R RRAR S T A S AR o

%P FTDA #7®K 2. F ¢ 8355 17 88 OL F#HuL Q@ *HF ; 2K
AL @ 2RERY ORI P RARY OEFEANK: L AREE
SR HEAGLR ORAP EA M BEBIGEP (@F A AR T PRV A
riﬁm%ﬁé%ms'%*%Eaéﬂiﬁﬁﬁiﬁﬁ%’@d%ﬂiiﬁéﬁéz

W

3% Star Markets, Ltd. v. Texaco, Inc., 950 F. Supp. 1030 (D. Haw. 1996).
3% Hershey Foods Corp. v. Mars, Inc., 998 F. Supp. 500 (M.D. Pa. 1998).
% Lanham Act § 43(c)(1); 15 U.S.C. § 1125(c)(1) (1996).
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1999 # & 8 LR § F k2 (Anti-Cybersquatting Consumer Protection
Act’ B4 ACPA) 4] % 2 % > o 20 B sz FikEE2 1430 % 2 4 ,T;b;.;; LR R L
Fpsr 75 @2 g4 FlF LR RS A HY ) 7 5 RIS R E N AR 2
SR o A A 1999 E 0w E DRI AR LR AR RE DRG] o 0T K,Pi}
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1. Panavision Int’LLp v. Toeppen®

* % Ji £ Panavision 2> & ¢ 332 &322k A5 © P~i¥ [Panavision | ¥ " Panaflex |
1ayﬁ%’:ﬁﬁaﬁ\hmaﬁw@%zﬁlﬁﬁﬁ°ﬁ@%*I%SEﬁﬁﬁW
" www.panavision.com Ji.f‘apéi* FRLPEEE IR 2F ¢ 4% 2 Dennis Toeppen ;2 -t -
P AR Ik b AT )3 & B foa-Pana Jﬁr?v e ﬁv?' Rd 2 Ak R
Hipab i@ % 3% Lo g2 7 e B 13000 ~ F £ FLfofEiEi A RAESH R RS
A4 i@ i T www.panaflex.com | 2085 % > ® hgkiest P WAgT THello, - 0 R

2T P (TS e R AR 2 SRR 2 8 LHRGEE A B0
ikt ik g e W E M o

ARz LR PRZEREAEAT CFFLTE L il 2 ( Network Solution
Inc.) BEfe¥ 34 3§ I SHE S £ (T8 R R R LY R

s
FEwL B L QhEm FERPRAL @ r SEe 8
500 %= 1%%»Wﬁ%i~ﬁ%§f~2?@ﬁﬁL@%%Méﬁ;
24; 93 u)

CEAN
=
H AR IR Lo gt AL BN

I Xuan-Thao N. Nguyen, The New Wild West: Measuring and Proving Fame and Dilution Under the Federal

Trademark Dilution Act, 63 ALB. L. REV. 201, 223 (1999)

P EFEACH 0 7 1999 F ACPA ﬁ]U_LI& » S ke 0 Biﬁf“iﬁ e R - FHR H:T#[F:?Ta?%f“‘?ii BR |-
I8 ¢ 1% > See Ford Motor Co. v. GreatDomains. com Inc., 177 F. Supp. 2d 635, 655 (E.D. Mich. 2001);
See also Porsche Cars N. Am., Inc. v. Porsche.net, 302 F.3d 248, 261 (4th Cir. 2002).

# Panavision Int’LLp v. Toeppen, 141 F.3d 1316 (9th Cir. 1998).

# “Likelihood of injury to business reputation or of dilution of the distinctive quality of a mark registered under
this chapter, or a mark valid at common law, or a trade name valid at common law, shall be a ground for
injunctive relief notwithstanding the absence of competition between the parties or the absence of confusion
as to the source of goods or services.” California Business & Professions Code § 14330 (1991).

32



Tk i g W E T R AR B p 00 B F 5 R R T & (distinctive
quality) ;7 =L -2 RAFEP (LFHRIFLFRORE A AT E IR

MERPFHATLESLF R F LR HLE I RBE AL RE BT

S L R

ZtSEFYERPMFEY I AZONT, ) B4 P FERRE ORI B L2
St T U SR PR ST IS E IR O T EL
2@%%%%;&%%%??ﬁrj’ﬂ@wmnéﬁﬁﬁyﬁﬁﬂéﬁﬁﬁ%ﬁﬁ%

A 2 %»P » Bw @— Hini d ER kIR HAE N 2 R (blurring) %5

aw%m%{, & VOB LE B P At A et
é% e }J?El}i "’E”\jyfp-iffl}]ﬁ Bz ‘H'\?'L/w\‘éf-ﬁ
.Jﬂz'%ﬁfﬁﬁ% {73 F%FH RAEFE DR L R L E R
B 2F AL 2, 2 % > #-i o 2 2 "Panavision | F &%
T oo VEIM A Ak d > Ak R 4 i IRE BRI TR
ZRTE R R o Tt B R 2 R o

2. Avery Dennison Corp. v. Sumpton*®

A % J 4 Avery Dennison Corp. i fAvety | 2 Dennison ; 7 2 8] 4 » & #-H
Y AR H R A ER S BT E B ) Y RA g Oy B TR
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FEAMEEL o A F Pt e WP Rl 3 ERAqer o A %A L #F Taverynet | £
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FPREAZBEF LY REIER W2 F F 0 AL 2 A EF L m 4% e-mail
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MEREEFHZLR - £ F "Avery ; ¥2 "Dennison | friEj et 8 2 4p3s ¢ 5 F 2
* See supra note 43, at 1325.
% 1d. at 1326.
71d. at 1327.
* Avery Dennison Corp. v. Sumpton, 189 F.3d 868 (9th Cir. 1999).
*1d. at 875.
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Ringling Bros.-Barnum & Bailey Combined. Shows, Inc. v. Utah Division of Travel
Development

* % i 4 Ringling Bros.-Barnum *% 1872 i d0 5 gk ® & & » & 12T The Greatest Show
onEarth ; 5 H & 7481 R 2 & >01961+# 4 @ iE  Greatest Show | P~ {7 B 2Riip »
i1%7ﬁéi’&%iﬂﬁﬁ%%i%ﬁﬁl%oﬁii’ﬁﬁ&ﬁ$§7m0§&
EE 1 RE ALtz cyE o mtd Utah Division of Travel p 1962 & B 4~# * "The
Greatest Snow on Earth ; 5 R 2 {RF R4 H %% 3 K> B 5 2 g £ 7% L L g%
375000 # =~ > & A 1975 EB~{Fff s VE AP o REAEE P REFL T A T AR
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A2 Fwiciw P RELAFAFTDA F2 M R i o RL EATAERZ 2 ¥
Frd RLFLRHRAT 2 FERP AFRBNPAIRE AL s Eﬁm%%%
%L%*ﬁﬁﬁé*&%aﬁiiii’”@aﬁwmﬂww A 2 R
B WA F AR o Tl B w i SRR DA TER B R R L0 OR
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>0 1d. at 877-879.

°'1d. at 880.

> Id. at 880-881.

Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel Development, 170 F.3d 449
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87 McCarthy, supra note 80, at 743.

8 AutoZone Inc. v. Tandy Corp., 373 F.3d 786 (6th Cir. 2004).

% 1d. at 805, 806.

0 @J%‘;ﬂﬁvﬁﬁiﬁ%ﬂ ] EIJTF‘, Switchmusic.com, Inc. v. U.S. Music Corp., 416 F. Supp. 2d 812 (2006), Adidas
America, Inc. v. Kmart Carporation, 2006 WL 2044857 (D.Or. 2006).
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! The Scott Feltzer Co. v. House of Vacuums Inc., 381 F. 3d 477 (5th Cir. 2004).

2 1d. at 490.

% 1d. at 489. [AERERZV =L H i) E[J?ﬁ Kinetic Concepts, Inc. v. Bluesky Medical Group Inc., 2005 WL
3068223 (W.D.Tex. 2005).
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" Trademark Dilution Revision Act of 2006, H.R. 683, 109th Cong. § 2 (2005).
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“Subject to the principles of equity, the owner of a famous mark that is distinctive,
inherently or through acquired distinctiveness, shall be entitled to an injunction against
another person who, at any time after the owner's mark has become famous, commences use
of a mark or trade name in commerce that'islikely to cause dilution by blurring or dilution by
tarnishment of the famous mark, regardless-of thé: presence or absence of actual or likely

confusion, of competition, or of actual economic injury.”
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“(A) For purposes of paragraph (1), a mark is famous if it is widely recognized by the general
consuming public of the United States as a designation of source of the goods or services of
the mark's owner. In determining whether a mark possesses the requisite degree of recognition,

the court may consider all relevant factors, including the following:

(1) The duration, extent, and geographic reach of advertising and publicity of the mark,

whether advertised or publicized by the owner or third parties.

(i1) The amount, volume, and geographic extent of sales of goods or services offered under the

mark.
(ii1) The extent of actual recognition of the mark.

(iv) Whether the mark was registered under the Act of March 3, 1881, or the Act of February
20, 1905, or on the principal register.”

PaEHe B E B AT RF LR AR LA TR 5 £ R A p 1 Ao
ﬁ%i%éﬂmA%#%mﬁ?’W&%iiiﬁiﬁ%¥%(*Ei?anhm)
—'ﬁ » Tram }‘\ TDRA i o3 *t4rm it B33 2. F ¥ % » TDRA #-/7 & FTDA *#
%m/\:ﬁﬁ,m FlZ @t S eI e

B ST A A
1

TR
B E SR A £ P IS AL g L7 B L AR

s &9 aip M FlE 0 ¢ 35

() BFEFELHEF LR ERPNZER
()F - FHBL % S a2 E

(i) F + B« <M B Y 2R 2 #F
(IV)¥ ¢ 7 A afe &

PR Y ART G AR AT LERSME  ORFEF E LY
EE

“(B) For purposes of paragraph (1), ‘dilution by blurring’ is association arising from the
similarity between a mark or trade name and a famous mark that impairs the distinctiveness of

the famous mark. In determining whether a mark or trade name is likely to cause dilution by

blurring, the court may consider all relevant factors, including the following:
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(1) The degree of similarity between the mark or trade name and the famous mark.
(i1) The degree of inherent or acquired distinctiveness of the famous mark.

(i11) The extent to which the owner of the famous mark is engaging in substantially exclusive

use of the mark.
(iv) The degree of recognition of the famous mark.

(v) Whether the user of the mark or trade name intended to create an association with the

famous mark.

(vi) Any actual association between the mark or trade name and the famous mark.”

%%iﬁ%ﬁéi?%’%%ﬁMAﬁ*"HRAﬁﬁﬁrm%%ﬂAEﬁmﬂ

Frptherr F2 g PR AT 2R A FRF 2B G T
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“(C) For purposes of paragraph (1);.*dilution by tarnishment’ is association arising from the
similarity between a mark or trade name and a famous mark that harms the reputation of the

famous mark.”

g3t 2 W 2V Secretk A A T Ry TEF A PEFL o HELARB D
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“The following shall not be actionable as dilution by blurring or dilution by tarnishment under

this subsection:

(A) Any fair use, including a nominative or descriptive fair use, or facilitation of such fair use,
of a famous mark by another person other than as a designation of source for the person's own

goods or services, including use in connection with--
(1) advertising or promotion that permits consumers to compare goods or services; or

(i1) identifying and parodying, criticizing, or commenting upon the famous mark owner or the

goods or services of the famous mark owner.
(B) All forms of news reporting and néws commentary.

(C) Any noncommercial use of azmark.”

iDL B o B BT B T B R T
Z2F;p B SNIRIERIR 21 * A 'Uf*“f g G Rz B (7L AR IR
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“In a civil action for trade dress dilution under this Act for trade dress not registered on the
principal register, the person who asserts trade dress protection has the burden of proving
that--

(A) the claimed trade dress, taken as a whole, is not functional and is famous; and
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(B) if the claimed trade dress includes any mark or marks registered on the principal register,
the unregistered matter, taken as a whole, is famous separate and apart from any fame of such

registered marks.”

TR AR TR PP FE ARG R T 2 A MG A AR TDRA 2 R s B 2T A 3rp 2 4
e m R RBEEME RHFL o

22

%I 3 4 oA (Additional Remedies )

T AR RAE PR F
HRpE s R ST T

B3| 2 T

RIS PR ERR S L R R R
*

B tiadhh otz A 3Ee >
Q) Ho it i) k2 GAR? GF AR R R A
(i) fim A e a) o ik GRABG I F e B B o

“In an action brought under this subsection, .the-owner of the famous mark shall be entitled to
injunctive relief as set forth in section 34. The owner of the famous mark shall also be entitled
to the remedies set forth in sections 35(a) and 36, subject to the discretion of the court and the

principles of equity if--

(A) the mark or trade name that is likely to cause dilution by blurring or dilution by
tarnishment was first used in commerce by the person against whom the injunction is sought

after the date of enactment of the Trademark Dilution Revision Act of 2006; and
(B) in a claim arising under this subsection--

(1) by reason of dilution by blurring, the person against whom the injunction is sought

willfully intended to trade on the recognition of the famous mark; or

(i1) by reason of dilution by tarnishment, the person against whom the injunction is sought

willfully intended to harm the reputation of the famous mark.”
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“The ownership by a person of a valid registration under the Act of March 3, 1881, or the Act
of February 20, 1905, or on the principal register under this Act shall be a complete bar to an

action against that person, with respect to,that.mark, that--
(A)(1) is brought by another person undet the-common law or a statute of a State; and
(ii) seeks to prevent dilution by blurring or dilution by tarnishment; or

(B) asserts any claim of actual or likely damage-or harm to the distinctiveness or reputation of

a mark, label, or form of advertisement.”

S R FTDA 5 43 i ()1 % = 080 AT 2 A5 1L 5 JFut i 4 2
% (5 o

%= % %9 %2 (Saving Clause)
"RERAESRFEE AT BRARREIREE DR T

“Nothing in this subsection shall be construed to impair, modify, or supersede the

applicability of the patent laws of the United States.”

Vb AEFE AR B RS 3 ML 2 p 2 R AT RS i h
BAs o P u] AT AR S 5D F 13052 B 14 g o B TR

ﬁ

e T ] A mark which would be likely to cause dilution by blurring or dilution by tarnishment under section
43(c), may be refused registration only pursuant to a proceeding brought under section 13. A registration for a
mark which would be likely to cause dilution by blurring or dilution by tarnishment under section 43(c), may
be canceled pursuant to a proceeding brought under either section 14 or section 24.” Lanham Act § 2(f); 15
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THATEY § 4305 (0)IE ¥ = H(A)VEP A4 7 > TDRA #F iR eh¥ LH B 5 R iLF
PEE AR AR R HF LR e

HFTDA ® > hif> % 4305 ()W ¥ — F Wz d FEF L T@ugis,
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3. ;3454 - (Dilution by tarnishment ) {7 3

U.S.C. § 1052(f) (2006).
T ] the registration of any mark which would be likely to cause dilution by blurring or dilution by

tarnishment, may, upon payment of the prescribed fee, file an opposition in the Patent and Trademark Office.”
Lanham Act § 13(a); 15 U.S.C. § 1063(a) (2006).

% «A petition to cancel a registration of a mark, stating the grounds relied upon, may, upon payment of the
prescribed fee, be filed as follows by any person who believes that he is or will be damaged, including as a
result of a likelihood of dilution by blurring or dilution by tarnishment under section 43(c), by the registration
of a mark on the principal register established by this Act, or under the Act of March 3, 1881, or the Act of
February 20, 1905.” Lanham Act § 14; 15 U.S.C. § 1064 (20006).

# (12000 F Y= G _HFE K Times Mirror Magazines, Inc. v. Las Vegas Sports News, L.L.C. % Fl1 »+ 5 b
Bl Jfrgﬂfﬁ I F . S 4G FTDA Al 55144 - See Times Mirror Magazines, Inc. v. Las Vegas
Sports News, L.L.C., 212 F.3d 157, 164 (3rd Cir. 2000). But see Mead Data Cent., Inc. v. Toyota Motor Sales,
Inc., 875 F.2d 1026, 1031(2nd Cir. 1989).

190 9112001 # By 3 FSRERE T TCPIP Holding Co., Inc. v. Haar Comme'ns, Inc. % [l 14]#7- FTDA fiufj
AU Z! ) AL B o [T SRS IR £ AR - See TCPIP Holding
Co Inc. v. Haar Commc'ns, Inc., 244 F.3d 88, 97-98 (2nd Cir. 2001). ff! EJJE[ &l iﬁﬁaﬁﬁl@gigﬁ J[1 Metro

Sanitation, L.L. C. v. C & R Maintenance, Inc., 2005 WL 1861931, at 5 (E.D.Mich. 2005); Herman Miller,
Inc. v. A. Studio S.R.L., 2006 WL 2456218, at 5-6 (W.D.Mich. 2006).
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192 “The term ‘dilution’ means the lessening of the capacity of a famous mark to identify and distinguish goods
or services.” Lanham Act § 45; 15 U.S.C. § 1127 (1996).

195 «“The owner of a famous mark shall be entitled, subject to the principles of equity and upon such terms as the
court deems reasonable, to an injunction against another person's commercial use in commerce of a mark or
trade name, if such use begins after the mark has become famous and causes dilution of the distinctive
quality of the mark, and to obtain such other relief as is provided in this subsection.”Lanham Act § 43(c)(1);
15 U.S.C. § 1125(c)(1) (1996).

1% Lanham Act § 43(c)(4); 15 U.S.C. § 1125(c)(4) (1996).
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3.4.3.1 Autozone, Inc. v. Strick'®
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3.4.3.2 Century 21 Real Estate LLC v; Gentury Insurance Group'®, Century 21 Real Estate
LLC v. Century Surety Co.'”

LR LR R IR 2 kb o i Century 21 Real Estate LLC % — 53 & # 4
DA 1971 & R 2 A B N o R 1972 & B4 * T Century 21 %
w3t 1977 # 22 1978 & xp T Century 21 5 2 T Century 21 & Design |, 5 H 5 >
s AW APRIEE o 22 1987 & 5 R4 x 12 TCentury 21 ) 3EP 3 iR B4 PRFEF
P h 1976 B4 R AERERAHER u£4}, AR = o

A2 Century Surety Co.¥* Century Insurance Group = — & % > % 1978 & = = >
PREZIRBEHELEFELOPH A EBER G2 FER G B FEFTEIRE -
1997 E 9 H L v ERE %ﬂ %41k ¥ 33xp T Century Surety Group ; &2 " Century
Insurance Group | & &% @& * >t i JRF% » ¥ 3% 2001 & P~ {8 T Century Insurance Group |
EPF RN 0 312003 £ 9 ¢ 0 R w2 ude iR ffiedl 4L 2 T Century Insurance Group
2 7 1% > © 4 T Century Surety Group | 2 F R ¥ 42 B3R > H A 3%R2 184 T e 4

1
1
1

=3

> Autozone, Inc. v. Strick, 466 F. Supp. 2d 1034 (S.D. I11. 2006).

% 1d. at 1036, 1037.

7 1d. at 1045.

"% Century 21 Real Estate LLC v. Century Insurance Group, 2007 WL 484555 (D.Ariz.2007).
1" Century 21 Real Estate LLC v. Century Surety Co. 2007 WL 433579) (D.Ariz. 2007).
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ok v 2o 4 %k 2 PeBEin G 2 2.1 Century 21 227 Century 21 & Design |
TR TR RETRLZFHRARFHALLF LFRED R

(1) 8 TDRA 2 2 * FeER 2 et S5 R EPEFEFT T L Rphm L 2D
FEABFETRIAS TR & TR g0 olm*?@ 1 [ Century 21 |
22T Century 21 & Design |7 =58 E2 - 3% F &7 #2442 2.1 Century Surety Group |
22 T Century Insurance Group | 7 -1 7 3707 o B2#X T Century 21, B8 3 & & 34
e IE.?EJI-JD "Century | —F @ 7 » HAsk g Egi A Ee 3% 8ipd 34k
F] L S B A o

(2) i%‘z%%"v-“ "Century | —F AR It BB H bR * > A2 ¥ gaxp o

(3) R REEPY T E“\rCenturyJ —F VB EIRZ

ﬂgﬁmrafﬂgn._vﬁ Foo v AN

& * T Century Surety Group ; £ " Century Insurance Group ; 7 # i %] &

~

",E\

Century 21 &5 #& » 7=

A

\"_t O “3‘*- We fx‘
—\1\

W
ntul‘}u 5 H J e 2 @ Century Agency Inc. m%ﬁn 24> @ " Surety , # " Insurance |
KE2Z 53 TP a ERFTREFEAELETE -
2R W15 & o mpt B },%v—4 —J;\:r-} PR TR 11

FTR

i

@

(€

3.4.3.3 Nike, Inc. v. Nikepal Int’I; Inc."?

pUG A VB 2z kb o R Nike, Ineid ¥ L2 @ H BRI CFEFEERE
31968 E R ALY o p 1971 #F L@ * TNIKE #% (740 2 5 - 42 leepal
International, Inc. - >t 4c Wz e dic ¥ A5 -3 1998 &£ > > Higdiv 2 & 78 32
IHENE GBI R 2000 & 90 Ak v EREJIF R ¢ e TNIKEPAL
FLHRGERT > LR REARNBE R AERL L HEFTHEF LF I TNIKE | #
AARAFRZEE RN 2 B RFAERT ARFHRF T2 4L | € (Trademark Trial
and Appeal Board > f§ £ TTAB) #7430 o 2 2 PR > F 37 3 B 203 fi o "% FRE B dis
TTAB 2 i3 25 w4k 4 - § 2 3P ¢ Fob > e P40 Fa iz TDRA 2 R % )ik 4
# % TNIKEPAL (£ § @ AT padf o ety n2 oidh2 4 5 @rﬁ,d;ﬂ
AANEPRLZEFHEFLFRG LT :%‘F—é D o S SRy W)
FAh T RE 2 TNIKE, pH#RGHEF & Jrﬂﬁ—*z%“xa»iyﬁfﬁ&‘:&
"www.nikepal.com | B¥ € B 8 3| | 2 cnfi R o AR 2 ¥ *”\ah RIS ALY 2k 2 2 R

T

2}
-
B R2ZAAET THEFPR 2 EPH RS AL H- g ARE

‘E

1

% See supra note 108, at 14.

", at 3-5.

"2 Nike, Inc. v. Nikepal Int’l, Inc., 2007 WL 609864 (E.D.Cal. 2007).
"3 d. at 1.

14 1d. at 3.
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3.4.3.4 Pet Silk, Inc. v Jackson''®

LA e BB NE iz % b B2 PetSilk, Inc.4 &2 & 55 et 5o 3 5 T Pet
Sllk@J Bk B pataig 4 o 2 % T www.petsilk.com f’f;“ 2
15 #2 A > paxdy 40-50 RALEF 4 Jackson & R4 2 178 A
B2 bt @ Rz WAFHR RIPAIP ZREDLERL TG od WS F 4T
iz’ftbi,%z%%?2006ﬁ7H.%Lﬂﬁf‘rﬁtﬁigf%rﬁg,ﬁ,a,ib ; F
PR RIE A G P R RARFAEAPE R EETFHRELE DAl
BEATHG ﬁ%iﬁ}’iﬁ&%ﬁ Ui rwwwpetsﬂkonhnecomJ Perbsl s @
Fier Hp Eogesk Twww.mjm-petsilk.com a2 b 3% B 4w (hyperlink) 5
FIRARFLR L RT B 5 mﬁ“ﬂﬂA2M6ﬁ7H%ﬁﬂ4f,i
B PR AR YRR 0 RE Pu ik TDRA 2 @ B4t - OF L i@ * petsilk 175 H 4
s L OR 'L’fﬁ‘ﬁ ﬁ‘* HHG ’fﬂ?~*</5l‘ BEOZ 4L o A Bl By
GEMES S REP S22 PF R AN L AS 2 iy P

N
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4
P °

FHF ARG L3 eE ARG RS 2 TPet Silk® | & & uli e
£
f

W4 B AT R KRR LT EFRAL N T

WA RPN REF LRI T

2. A GHREP R BFAURT AT EANE D &7
SR ESE R 2 2
MR o

4. W22 TRL2BEABF P 5 RAE- Lk RIRA

3.4.3.5 Louis Vuitton Malletier v. Dooney & Bourke, Inc."*!

151d. at 4, 5.
11 et Silk, Inc. v Jackson, 2007 WL 951635 (S.D.Tex. 2007)
117
Id. at 1, 2.
181d. at 3.
19 1d. at 5.
120 1d. at 6.
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U ieuju’,’iﬁdaa“&g ¥ 2_ Louis Vuitton Malletier v. Dooney & Bourke, Inc.% &fs
B oo 12 2 fﬁ%,éﬁfﬁ%@ﬁm%?ﬁ?’mﬁﬁﬂmAx%Lﬁﬁﬁﬁ_
E’?’”’Jfﬁ%‘ﬁalﬁ”ﬁl%«iﬁﬁﬁ 7 TDRAZ RZFHePo krr A2 EFEPHRLFIHEF L
B ACTRM 2 RE ARSI MR AFR AR aR Y TR P

R 2 ik 0 SRR IAA 7 F $2 Lf2 0 24 A TDRA ¥ 7 %(a)% ¢ P FE
Bog_Theq T REREE u‘\%,z Frz s @& fﬁib’%‘! E'J CF PRI '15' ]Li)’, 35
()i & 36 il oA A AR R D '
M”L$m%1f%frﬁ§@%¥“ﬁﬁﬁipﬁ
5 TDRAFlz s e ¢4 > P72 @ &2 orifz T AFRLitige
REPELEERD ISP EL R R N ERE SRR AL R
f wip ik fn & FTDA R 2 %2 VSecret k2 L2  HP AR LT HEF LR 4
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3.4.3.6 Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC'*

PR E R I VERIRE B2 % &) o o 2 Louis Vuitton Malletier S.A. % — % a4 &8
BREOHAAZFRIEFLIHE AR e RE 501896 £ TLV | 2 2 2 4
TARERRITL iR * > Herd AUl T %A1 250 2 1600 ~ % £7 % o @

#.% Haute Diggity Dog, LLC & - & 4709 #5i&# i sv3nl » H & Boigdrd 3
S LR RN S5 A 4o & Lo Blde Chewnel # 5 (Hﬁ‘z}ﬂ Chanel No. 5) -~ Dog
Perignon ( % 2 Don Perignon ) "~ Chewy Vuitton ‘(-5 38 Louis Vuitton ) ¥? Sniffany & Co.
(3 Tiffany & Co.) » H 75 5% B lhd 2 3410 ~ £ 4 o "R 2 #4424 @& * T Chewy
Vuitton | £ 5 F % 40 5 w2 fadedcsiys > ARBESFHREREFHRAL -

SEEERAT AR XFERWG REMET & 55 IR
(1) ok i D BR8P o2 ah g s o RIS Ny ¥ L
BRI LR T AR e s M R R A
?%%kilcﬁﬁgﬁﬁﬁ’m”%ﬂiﬁé“ﬂquHU@§¢Fﬁ%fﬂﬁf
7ﬁﬁﬁﬁ AL o P R g I A GFRA R AR OE LGS PG
S 4“?ﬁﬁpﬁaamﬂwﬁoﬂw VR PR R AR R T 2
* rChewy Vuitton | #hp % 24 i} % % % £ 7| Louis Vuitton 13 & ]+ » ¥

Bt RAREZFLRFERTZ 7] rChewy Vuitton | @ R 4F H 2wl fd o Fpt 2 TR

21 |_ouis Vuitton Malletier v. Dooney & Bourke, Inc., 2007 WL 1222589 (S.D.N.Y. 2007).
122 HIREA B S =~ ) o
o AURIFTRIRI 2 B A e 3.3.6.2 0 F1 38-39
See supra note 121 at 3.
2414, at 3, 4.
12" Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC, 464 . Supp. 2d 495 (E.D. Virginia 2006).
126
Id. at 498.
127 Yankee Publishing, Inc. v. News America Publishing, Inc., 809 F.Supp. 267, 282 (S.D.N.Y.1992).
128 Tommy Hilfiger Licensing, Inc. v. Nature Labs, LLC, 221 F.Supp.2d 410, 422-423 (S.D.N.Y.2002).
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(2) AAp T R FE R R A LAY s A3 AP 6 T Chewy
Vuitton | sfx 3 B AL P HEG 9’54?;;, P R4 Y]
A£72d o BARLFE R HELF G [ Chewy Vuitton | & fLerze L pr ¢ 514 )
%’f‘ﬁé} MLouis Vuitton | 7 % » 2/ Fuil 5 s 32383 204 0 FIL 2 3 F 4 o 1298
BAEHRETRZFERAT AR FRE AR oK o

3.5 ] &

A 1927 & % ®#s @+ & Frank Schechter #t#2#k &1 0 i  enp & B 4 > B HRILT
Wi ERMPE R E T 80 E2L A o & 1996 & U F 0 HHF R 75 0 Bd 2
AE ARG 0 BRa d N E PR M R R BRI AL - FfRAART R FS
druf £k £ BB G Flt & 1996 & § w0 L2 (FTDA) » #-3 fhik i 7 5
PRI BATRgE o R TTANE T 2 e S g R R R e
HAR O FIMEREBZRAFNCESE B, A AR é&ﬁé@ﬁrﬂ
MR R T R R R AR 2 2 R e F /zl‘mw.w»/mﬁt 7% e @
AR A A D R B Ade @ W FIDA 2 R o 4 mh‘z;; ERE R
RN RS ﬂm3ﬁnﬂﬂéia;&é%%%m«¢wﬁﬁ”“’ %ﬂ '*ﬁWNJWﬁ%
% PF > 418 K FTDA 2 (hhs B2 & KR4 X F525Rm T 5

v

g E BRI R SAER e FRLAL AN B 2 WO P AAHT Rk
FELBBAEY cRFIRFRR PR L ER TR RE AT EAD
IFRER R RETEFERNEBERIUBEPFEALCOEE  EAEFEI R
o Rl R4 & E R R R R _ﬁ_ﬁfm&%&w«iﬁéFTDA E"f‘lf,ﬁ"—‘%i’f}l]‘ﬁrjﬂ’%‘jﬂﬁﬂﬁ
RhRGET E b B T R TR R AR DR R S R R
B A N G 0 E LB R AR I R ARG (T A 2 I S RERET =
2 fHE WMo EF VR B AR ERZ D 6 BEE

$ERT LR RBE T 2006 & 10 7 412 ik 322 (TDRA)>
_]1 '—‘h‘hﬁ,\rg/z Ffbmglﬁ* ) ’;tz_r‘g %%“J\l" m:J—%_Q 'J.J_FL{,? ri;/i/ﬁil.?\ﬁ

) FF o T A5k
Ko pboh s P B IR BRI F P RRTFE O RTLE L - PR R
%m&ﬁﬂ%ﬁ¥éﬁﬁﬁ%m£%9%%Wﬁm ﬁﬁk;ﬂﬂAﬁ@ﬁ%@:ﬁ

FAhtzZ 75 RLFRATBLEZ ”"I’Lﬁa% do b TR R A é EP R SERER g

3T E R il * TDRA SR8 pF 9775 & eh g ﬁiﬁW%ﬁ&P3”Tiﬁﬁ
FooF Lo pH TDRARTIL: FIER L AP R S5 8 2 enfada vl Lp

129 See supra note 125, at 505.
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?“P’§?€ Eo X ATRPEFRGEFLISEFHRANTT IR L5
AT A o L o TDRA et § P08 BULF L0 R RGE f 0 F A
R HF L0 R0 # & TDRA ik -

Bl s EBEENRIRIE I FREGURNES AR REFLFHRP 2R
TDRA % = (AR T BE BT ARERR* chbyr AR §12 - Ra 5 g &5
2> TDRA % = AR(A)E TR AR * (5% » dg 57 1 * cnge RIp > 75 T4
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PR AR REF LR DR S R DF LR RS 1A
&ﬁmﬁ’wﬁ@%ﬁrifﬂﬁﬁarﬂ%*mhmowi%2%6ﬁiWﬁ*
1 Bs 2R 2+ fo Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC ]38 d ¥ 23 30 »
FLAMARRGIUGRNE AR A2 FLFE Birt X A§p 2 O S8 IR
P RIZE TR R o AR R Y AR RERIRG B R F LR by
ﬁ’ﬁﬁi?ﬁﬁ“ﬁ$WM’ﬂﬁ7§ﬁ*WﬁrﬁﬁmWJmﬁé°ﬁ§ET?W
AL E AR ez R R EEARL DI FRIMNZIRATE F L% TDRA % = 3k(A)
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BEEHPF R EE a0 48 R

d % Famp v %ﬁ%i% (EL ARzl R ETF 7 %t 32 & Frank Schechter ¥ #2415
o v @R R Wl&“ L B2 Fe g3 ODOL & #7 i ez jd- o T
EAF T AR L %makﬁ_&@ﬂﬁ - PRGHILREE T 7 Jp Rl
b Ang ik 0 EW { R .

7

4.1.1 1988 & 11w chz j% 819 55 1L {2

(European Economic Community » f§ # EEC) » %t 1957 # = = o g4 g e 48 & 1988
# ‘ggﬁﬁ—ﬁ’**ﬁffﬁ?ﬁi:}ﬁ€ B¢ R 2 )fprbg e > HRa Al T
o dp & SRR T AR 7 500 FLLrl988, 1A chE i B T F R AR v

% (European Union > @ #£ EU) %3t 1993 & = = » & H& & 2 g s B A

an7nmﬁﬁggﬁﬁgfu@a%gﬁawin%~%%mﬁAw# 5
;‘;—-éj'ﬁ.@a PLECYE R T 1988 &£ A R EHEF A Z P AR
3 g ﬂ}ﬂ,u HIL T xjﬁu,‘ g ""rlPE-O’}]ﬁL‘Il'Tr'P/j}@\/I Wi B RS R
G AR LR A WP 2 o

41.1.1 %R
1.0DOL %'

e rmxfﬂ@y\[mZH1%5ﬁCmOL$_Héwgﬁ%ﬁigﬁ@%
- T R 7~‘*’F~1L»zrv‘a , #01 TODOL | 5 BB e @™ afirr HkA KL o 2 i
ﬁéﬁkﬁurOMLJﬁi@%awﬁﬁﬁﬁ VCERRAENFRELPAL > TEE
A AR I o R Ft e AR R P Ac IR o # S e 2 2 5 L R
HBERR AR RL SR L FLPRRT AT ERIMGPT R g P EH 72
"ODOL ; F#F» T § B BIIR & iy KA S &0 B ASTF Rk 27
FAREG LR - B égm‘?é”romlJﬁﬂ RETE L LT SN R
KimpE > ME SRS A LA TODOL, & 4 f 44 R RS R LR S

: Landesgericht, Elberfeld, 25 Furistiche Wochenschrift 502; XXV Markenschutz und Wettbewerb 264, 11
September 1925.

> Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 429 (2003).
3 1d. at 429, Fn. 9.
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R RS L L R

E’J*r’flﬁ'—_d”’ff"ODOL-;-\/szﬂ,ﬁ*l”?a? BT R A S SeY AR R
WAt 2 Kb TRB AL MR 2 %"éﬁé%ﬂ ;%—;ﬂ“ <?%£% oz 7 At
(2 232 M‘; ;,u;fs-i_) CIEE AR BT R A F LR AR A T
P REIRiv B AR 2 AR T 5 o PR R EREP TR E -

2. Quick %*

& 1959 # > AW A B FE et Quick F AP i TE G oL F
B A E FEER TR S8 TE 2 APR RDEM > 3 5 B aFpE e
FRE = CW T AP R RANE SR @ mF—’W AL L o R
ﬁmftkﬂ\ Pend 3 a3 L RAFERGOE L om AN REZRI A DT AL R
Too U R FRET ARGR G BEPT R AR 2 2 2 g AGRp

P
3. Dimple %°

g 7 1985 # > L BB i B iafe e Dimplex* 27 T 583 P2 F Sz
Gaxdk @ A1 B RS F 2 BRI e g_g:p;t%tskfr A1
LEAAS—RIL KBS AT B RIEAA 2 T o T AR T RS B
T E R R i o

n‘r-

A& 1975 & & Claeryn/ Klarein %+¢ » 2 G—F 5 TR Wgp o Hp@r
"Claeryn | B>t 2 #14 A2 FIH &4 5 Ak 5 - RMFEY B2 Wy L@
MKlarein | FH#>»HEF & o AZ 34850 2 4% g2 ¥ o Claerynki’ Klarein =
FR G 2ARR > Tt R S B ot i e AR RN A o XA R

G

B F PR REE - AN AL LG R R FAY AL i
B Ean 4 —a;bgr],a AR AL F LR AAAAMZF R A ALf e BB
FEETEARAS ARG 0 H— .—HMEwr;e%:'%\péﬁltt(?"ﬁ%i“ﬁ%ﬁ.%i’ﬂ”“r%\"ﬁ”}
Lﬁ%émz%$@$J’Fﬂmﬁdﬁﬁm% R (TRFEFHRA LG
BARY o XPFERRLG RAA B F IR AP LG FRG R F 4 Claeryn #1237

* Bundesgerichtshof [BGH] [Federal Court of Justice] 1959, Gewerblicher Rechtsschutz und Urheberrecht
[GRUR] 182-Quick (F.R.G.).

> Premier Brands UK Ltd v. Typhoon Europe Ltd & Another, [2000] ETMR 1071, 1092 (Eng.) (citing
Bundesgerichtshof [BGH] [Federal Court of Justice] 1959, Gewerblicher Rechtsschutz und Urheberrecht
[GRUR] 182-Quick (F.R.G.)).

¢ Bundesgerichtshof [BGH] [Federal Court of Justice] 1985, Gewerblicher Rechtsschutz und Urheberrecht
[GRUR] 550-Dimple (F.R.G.).

7 See supra note 5, at 1092 (citing Bundesgerichtshof [BGH] [Federal Court of Justice] 1985, Gewerblicher
Rechtsschutz und Urheberrecht [GRUR] 550-Dimple (F.R.G))).

¥ Case A 74/1, judgment of 1 March 1975, Jurisprudence of the Benelux Court of Justice 1975.
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P 1 3] Klarein e * &0 Fla 3R i 3 $ F 2 7 gﬁ_;\‘ﬁﬁ e KR TR 2R
o ARp2 e Klarein 3% B> 22 R 2 Claeryn %‘ B E o

4.1.1.3 7#47

W R R R AR R OIS PR R T BT AT L 4 R RS HE R
W ?E*—ﬁ‘}‘a’&sp\ RPN RE TR Bldeir S e 1975 & e MR ’PJJ& KNS

i@ﬁ%gw%ﬁ’%ﬁ%ﬁ%ﬁ%ga%an%@ﬁ%*WF*ww%@ e
ZHRFR L LT S RARE G R R 2 Wzmﬁ%g41@mwm,
TR tRE B AL R Y TS B Pg@p_ e E R A dpE B
Wwﬁ%%&%kwﬁ%’i$éﬁ%ﬁ%%ﬂﬁ%ﬁ»ﬁ%g%ﬁwwﬁg~oﬁw
S eIl Bt SR G BRI (F L BE) BB R IR Y 7 2

lﬁiléﬁ%%%’q;}kp\)\ﬁﬁ‘fﬂ/zrﬁ#g 11“]1}—1;‘-"’+1988:&'1"ﬁ"’§?ﬂ%§§ﬁ]
2B TR AT R IR R AT R P A ek f

412 FHhAn Mg 4 2 RHE R RIS

LRGP T 80 £ SASE A F e o PR REAE B S L H -
TEF B F L e R 1?]%%"\’»‘1‘2 SEBIN L B R 2 RS TR o 1T TR 2
¢ RRZ AL s Rm H3RiR2 7 At 4R o Flt mr SR BRI 2 € A REbr
BB R e 8 o r B RAERere - B T 1988 & o ma gURR AR Rl
$ 74 | ¢ (European Commission ). =g % 7 @dkip b 4p 4 » 2 ¢ BFARA - opt g o
ﬂﬂ’ﬁﬁWF%#F@iééﬁﬁwtwwyﬁﬁﬁﬁﬁﬁﬂ¢wﬁﬁmﬂﬁﬁééi
REPCERPFREY P iR e 1993 £ 42 > # T2 5 mE ¢ (European
Council ) ¥ A fr £ 55 F BV £ P AT 200 > 32007 73 iR apRe s 2 i
FoawEz FiRipMAp s T 3 Fﬁ?‘r&*’ﬁ‘%—/u“m? F AT AR o d Q¥ AR WA R ARR A

REH G R W AR S R AR — R

42 Frp KT AP B 2 E AL T

A B A

ﬁgggggigpwﬁl%&aﬁw%ﬁP#mﬂw@ﬂ%
FRRRD TEREED L E AR R

2% - ,ba‘ﬂ % (First Council Directive 89/104/EEC

? Opinion of Mr. Advocate General Jacobs delivered on 29 April 1997. Case C-251/95, Sabel BV v. Puma AG,
Rudolf Dassler Sport, 1997 E.C.R. I-6191, para. 38-39 (citing Case A 74/1, judgment of 1 March 1975,
Jurisprudence of the Benelux Court of Justice 1975).

19 Jacobs, supra note 5, at para. 38. See also Eenvormige Beneluxwet op de merken § 13A.1(c) (Uniform
Benelux Law on Marks § 13A.1(c)).

"' Isabel Davies, A Decade of Dilution: Europe, Address at INTA 127th Annual Meeting (May 16, 2005), in

- DILUTION SPEECH DoOC., at 4.

Id.
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of 21 December 1988 to approximate the laws of the Member States relating to trade marks >

" i A Directive ) £ gt & Ip 4 7 LA (Council Regulation (EC) No 40/94 of 20
December 1993 on the Community trade mark » 72 f§# CTMR) - 27 5 B Rk it 12
WheniE 2 o w5 Directive % 415 % 37 % 415 % 4 ()2 % 515 % 2382 CTMR
5 8iE% 53 % 9i%5% 138 (c)2k o Directive % 4 15 % 378 ~ % 43 (a)zx¥ CTMR % 8
% S5 RAHPF R, i eEd @ 5 2R 2 Directive % 5 15 % 272 CTMR % 9
EE LA ELAHFRAN TR A ER “,% EE g

42.1 iF~ R Z

TSPl AT 2 m R P E AR T 2 Hr A 52 B SR IRBEZ LS 2
PR BRI R 5 A AT AT RO R R R SR S R R
WERMERMEN S BE P BF R RT R P 2 I AP ADE
HE R PR BB R TR @ L F e P o X R E L LA

“A trade mark shall furthermore<hot be.registered or, if registered, shall be liable to be
declared invalid if it is identical with, or similar to,'an earlier Community trade mark within
the meaning of paragraph 2 and-is to be, or has been,.registered for goods or services which
are not similar to those for which the earlier Community trade mark is registered, where the
earlier Community trade mark has a reputation in‘the Community and where the use of the
later trade mark without due cause would take unfair advantage of, or be detrimental to, the

distinctive character or the repute of the earlier trade mark.”

Directive % 4 1% % 4 78 (a)3x

TEwm g ARERTL FPRFHRELD2ZRP FHRARRP ST 2 B9 452 F &8 R
FEGATZRP FHRATERE 5 F TN AR L P F AR AT 2L F{p
FESIAMEERE, e R P UFR % §R1 F12d 272§ 9% A4k
RPN RN SR TR R S F P o X SIPARE R S B

“Any Member State may furthermore provide that a trade mark shall not be registered or, if
registered, shall be liable to be declared invalid where, and to the extent that: (a) the trade
mark is identical with, or similar to, an earlier national trade mark within the meaning of
paragraph 2 and is to be, or has been, registered for goods or services which are not similar to
those for which the earlier trade mark is registered, where the earlier trade mark has a
reputation in the Member State concerned and where the use of the later trade mark without

due cause would take unfair advantage of, or be detrimental to, the distinctive character or the
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“Any Member State may also provide that the proprietor shall be entitled to prevent all third
parties not having his consent from using in the course of trade any sign which is identical
with, or similar to, the trade mark in relation to goods or services which are not similar to
those for which the trade mark is registered, where the latter has a reputation in the Member
State and where use of that sign without due cause takes unfair advantage of, or is detrimental

to, the distinctive character or the repute of the trade mark.”
CTMR % 8i% % 538
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“Furthermore, upon opposition by the proprietor of an earlier trade mark within the meaning
of paragraph 2, the trade mark applied for shall not be registered where it is identical with or
similar to the earlier trade mark and is to be registered for goods or services which are not
similar to those for which the earlier trade mark is registered, where in the case of an earlier
Community trade mark the trade mark has a reputation in the Community and, in the case of
an earlier national trade mark, the trade mark has a reputation in the Member State concerned
and where the use without due cause of the trade mark applied for would take unfair
advantage of, or be detrimental to, the distinctive character or the repute of the earlier trade

mark.”
CTMR % 9i% % 178 (¢c)3¢
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“A Community trade mark shall confer on the proprietor exclusive rights therein. The
proprietor shall be entitled to prevent all third parties not having his consent from using in the
course of trade: (c) any sign which is identical with or similar to the Community trade mark in
relation to goods or services which are not similar to those for which the Community trade
mark is registered, where the latter has a reputation in the Community and where use of that
sign without due cause takes unfair advantage of, or is detrimental to, the distinctive character

or the repute of the Community trade mark.”
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1 “Any Member State may furthermore provide that [...],” “Any Member State may also provide that [...],”
Council Directive 89/104, 1981 O.J. (L 40) 1 (EEC), art. 4(4)(a), art. 5(2).
' Davies, supra note 11, at 4.
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-4t 38 5 3% 0 ¥R 2 Fx (European Court of Justice > f§ #ZECJ) *+1999# # General
Motors Corp. v. Yplon SAZ%'# (£di# & 3 7 « &4 % ¢ » i 2 General Motors Corp.>*
1971 & 107 F hjmit g3 % B~ 98 TCHEVY O fREp o T2 B AT D AP A &
oo @442 Yplon SAT 2+ 1988£3 1 fdp ke b H B8 TCHEVY | @ 5 o fefrg e
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B pAe ) (R ﬂ?ﬂ YA rﬁi[lﬁlf IR o p152 Case T-477/04, Aktieselskabet Af 21
November 2001 v. OHIM, 2007 ECJ CELEX WL 604A0477 (Feb. 6, 2007), para 43.

16 Case C-375/9, General Motors Corp. v. Yplon SA, 1999 E.C.R. I 5421.
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'71d. at para 7-10.

' Id. at para 11, 12.

' Id. at para 15-19.

%% 1d. at para 23-30. . i [E[* ﬁf ] P ts ek (OHIM) g [ B 4RV 7k 3 - 9]1 Case R 283/199-3,
Hollywood S.A.S. v. Souza Cruz S. A 2052 E.T.M.R. 64, para 115; Case T-477/04, Aktieselskabet Af 21
November 2001 v. OHIM, 2007 ECJ CELEX WL 604A0477 (Feb. 6, 2007), para 65.

PRl IRV SV L - See Thomas J. McCarthy, Dilution of A Trademark: European and
United States Law Compared, The Trademark Reporter, 94 TRADEMARK REP. 1163, 1174 (2004).
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B2 &2 "Davidoff, H# (Z®) @44 "Durffee; F#% (+R8)
T kR © WRP - WETTBEWERB IN RECHT UND PRAXIS website, available at
http://www.wrp.de/pdf/978.PDF (visited June 5, 2007)

2 Case C-292/00, Davidoff & Cie S.A. v. Gofkid Ltd, 2003 E.C.R. [-389.
> 1d. at para 6-9.
**1d. at para 12-13.
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» 1d. at para 19-20

2% 1d. at para 25-26.

7 1d. at para 29.

2SR ENE BEpu=rEEE > Fxl E 3 (Advocate General ) Jacobs IV~ Syt B » 0| [ﬁq%
SHPERELRG DS W GRS ERTIT Y B i
U gl K ng[p»qwﬁ B A RO R ﬂr%rhm s

(= ;iﬁflj]a HE ] ISR JEI=~ N Fgﬁ[ﬁ‘/%mj E J’ﬁjﬁ;[?&ﬁ% /L fif ‘154 7 7E © See Opinion of Mr.
Advocate General Jacobs delivered on 21 March 2002. Case C-292/00, Davidoff & Cie S.A. v. Gofkid Ltd,
2003 E.C.R. 1-389. See also McCarthy, supra note 21, at 1178.

¥ Case C-408/01, Adidas-Salomon AG and Adidas Benelux BV v. Fitnessworld Trading Ltd., 2003 E.C.R.
1-12537.

0 1d. at para 18, 20. [HH BRI AURUL U IEL ¥ 3 SESRPEE L T Fﬁpﬁ%?ﬁ@ I
E'[J%[ES«'W?E e RBSEPEY  FHRIVY H{hﬁ%’“ > 1d. at para 17. T 3AUBER 5 U Ak o S
TPy l}{“—j’ JEl=~ N @ Ff’},ﬁ/%ijj S Y - See Trade Marks Act, 1994, c. 26, § 5 (3) (relating to
refusal of registration) and § 10 (3) (relating to trademark infringement) (Eng.)
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31 1d. at para 21.

32 Trade Marks Act, 1994, c. 26, § 5 (3) (relating to refusal of registration) and § 10 (3) (relating to trademark
infringement) (Eng.)

33 Baywatch Rroduction Co., Inc. v. Home Video Channel, [1997] F.S.R. 22 (Eng.).

3* Premier Brands UK Limited v. Typhoon Europe Ltd., [2000] F.S.R. 767 (Eng.). See also British
Telecommunications Plc v. One In A Million Ltd, [1999] F.S.R. 1 (Eng.); Oasis Stores Ltd’s Trade Mark
Application, [1999] R.P.C. 631 (Eng.); Pfizer Ltd. v. Eurofood Link (U.K.) Ltd., [2001] F.S.R. 3 (Eng.).

3> See supra note 29, at para 5-9.
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51
Id. at 1097.
>2 |d. (citing the interpretation of “without justifiable reason” in the Uniform Benelux Trade Mark Act in Lucas

Bols [1976] LI.C. 420, at 425 (Benelux Court), which appeared in a similar context as "without due cause" in
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> Id. at 1097, 1098.

> 1d. at 1099.
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52 1d. at 31.

53 Opinion of Mr. Advocate General Jacobs delivered on 10 July 2003. Case C-408/01, Adidas-Salomon AG and

Adidas Benelux BV v. Fitnessworld Trading Ltd., 2003 E.C.R. I-12537.

Id. at para 39 (citing FREDERICK W. MOSTERT, FAMOUS AND WELL-KNOWN MARKS: AN INTERNATIONAL

ANALYSIS 62 (1997)).

% Id. at para 39 (citing Bundesgerichtshof [BGH] [Federal Court of Justice] Dec 9, 1982, Gewerblicher
Rechtsschutz und Urheberrecht [GRUR] 247-1 ZR 133/80 (F.R.G.)).
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Id. at para 39.

See supra note 41.
%% 1d. at para 65, 67.

% 1d. at para 119.

0 Id. at para 121.

' Id. at para 76.

72 Id. at para 120.

7 Id. at para 123.
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0 1d. at 31, 32.
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¥ Mastercard International Inc. v. Hitachi Credit (UK) Plc, [2005] E.T.M.R. 10 (Eng.).
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1 £ ®EmaE % §2(0) (15 U.S.C. §1052 ()

A mark which would be likely to cause dilution by blurring or dilution by tarnishment
under section 43(c), may be refused registration only pursuant to a proceeding brought under
section 13. A registration for a mark which would be likely to cause dilution by blurring or
dilution by tarnishment under section 43(c), may be canceled pursuant to a proceeding

brought under either section 14 or section 24.
2. w AL P HE AR 4p 4 (Directive) Article 4 (3)

A trade mark shall furthermore not be registered or, if registered, shall be liable to be
declared invalid if it is identical with, or similar to, an earlier Community trade mark within
the meaning of paragraph 2 and is to be, or has been, registered for goods or services which
are not similar to those for which the earlier Community trade mark is registered, where the
earlier Community trade mark has a reputation in the Community and where the use of the
later trade mark without due cause would take unfair advantage of, or be detrimental to, the
distinctive character or the repute of the earlier trade mark.
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1. 2 FE 2R 52 §43(c) (15 US.C. §1125 (¢))
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2. FMEAE AT R4 B 4n 4 Article 5(2)/ ®AEE H2R1 (CTMR) Atrticle 9(1)(c)
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1. 2 FE 2R 2 §43(c) (15 US.C. §1125 (¢))

R BBATE L 2L PR B Op F T e VERE RN LR

(1) pﬁﬂ"ﬁ%l} L?FWB"HFI}"%Z, '
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(6) bR Jefrik i d NIRRT Hmp d o
2. WM AR B AT AR M 4 4 Article 5(2)/ ®HE T AP Article 9(1)(c)
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2 «Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to services. In determining
whether a trademark is well-known, Members shall take account of the knowledge of the trademark in the
relevant sector of the public, including knowledge in the Member concerned which has been obtained as a
result of the promotion of the trademark.” Agreement on Trade-Related Aspects of Intellectual Property
Rights art. 16.2, Apr. 15, 1994, 33 1.L.M. 1125, 1203, 1204 (1994).

“Article 6bis of the Paris Convention (1967) shall apply, mutatis mutandis, to goods or services which are
not similar to those in respect of which a trademark is registered, provided that use of that trademark in
relation to those goods or services would indicate a connection between those goods or services and the
owner of the registered trademark and provided that the interests of the owner of the registered trademark
are likely to be damaged by such use.” Agreement on Trade-Related Aspects of Intellectual Property Rights,
art. 16.2, Apr. 15, 1994, 33 LL.M. 1125, 1204 (1994).

“Any Contracting Party shall comply with the provisions of the Paris Convention which concern marks.”
Singapore Treaty on the Law of Trademarks art. 15, Mar. 28, 2006, available at
<http://www.wipo.int/edocs/mdocs/mdocs/en/tlt r dc/tlt r dc 30.pdf> (visited June 7, 2007)

“The countries of the Union undertake, ex officio if their legislation so permits, or at the request of an
interested party, to refuse or to cancel the registration, and to prohibit the use, of a trademark which
constitutes a reproduction, an imitation, or a translation, liable to create confusion, of a mark considered by
the competent authority of the country of registration or use to be well known in that country as being
already the mark of a person entitled to the benefits of this Convention and used for identical or similar goods.
These provisions shall also apply when the essential part of the mark constitutes a reproduction of any such
well-known mark or an imitation liable to create confusion therewith.” Paris Convention for the Protection of
Industrial Property art. 6bis (a), July 14, 1967 828 U.N.T.S. 307.

! Ijlﬂ?ﬁ%:@%f ﬁ'ﬁ b (ZYBIRREE 'fI’[/ Bu%-960329 iﬁj ) (960523 ) - g?t E3 T' it al’ﬁﬁ!‘

<http://www.tipo.gov.tw/trademark/trademark lawforum_2.asp> (visited June 7, 2007)
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“The trade mark shall not entitle the proprietor to prohibit a third party from using, in the course of trade, [...]

(c) the trade mark where it is necessary to indicate the intended purpose of a product or service, in particular

as accessories or spare parts; provided he uses them in accordance with honest practices in industrial or

commercial matters.” Council Directive 89/104, 1981 O.J. (L 40) 1, art. 6(1)(c) (EEC).

3 Lanham Act § 43(c)(3) (2006); 15 U.S.C. § 1125 (¢)(3) (2006)
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