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ABSTRACT

It has been almost one hundred years since the U.S. Supreme Court initially created the patent misuse
doctrine on the basis of patent policy. At the inception, the Court applied the patent misuse doctrine
independently without any antitrust considerations, and following the development of patent misuse
doctrine, the Court started to invoke antitrust analysis to the finding of patent misuse. In the same
period, the U.S. Congress codified and enacted the contributory infringement doctrine of patent law
which narrowed down the application of the patent misuse doctrine. As a result, some commentators
declared the death of the patent misuse doctrine. Today, however, the courts and most commentators
recognize that patent misuse is an affirmative defense in the patent infringement litigation. The
defendant in the patent infringement litigation frequently alleges the patentee’s misuse as defense and
initiates the antitrust counterclaim. In contrast to the U.S. Supreme Court’s creation of the patent
misuse doctrine through a series of cases, the R.O.C. legislation did not formulate a clear and sound
doctrine for patent misuse even though Paragraph I, Article 148 of R.O.C. Civil Code has provided the
fundamental principle of rights misuse prohibition. By observation of the origins and development
history of U.S. patent misuse doctrine and study of the principle of rights misuse prohibition under
R.O.C. Civil Code, the framework of Fair Trade Act and the legislative purpose of Article 45 of Fair
Trade Act, this thesis would like to discuss the boundary of rights granted to the patentee under current
R.O.C. legislation. This thesis concludes that considering the differences of legislative and regulatory
goals between Patent Law and Fair Trade Act, it would be improper to completely rely on Fair Trade
Act to decide the allegations of patent misuse. The principle of rights misuse prohibition under Civil

Code also includes the equity consideration which is identical to the U.S. patent misuse doctrine. The



legal effect of misusing patents in our legal system could be seen as analogous to the case where the
landlord misused the right to request tearing down the building crossing the boundary, and the patent
might accordingly be found unenforceable. Such consequence is similar to the U.S. patent misuse
doctrine where the court will refuse to enforce the patent. Due, however, to the inherent restraint of our
courts when considering how or whether to apply the principle of right misuse prohibition, it is
regrettable that our courts did not develop the significant and productive case categories, and the
categories provided by the Patent Law are also insufficient. The abundance categories of patent misuse
cases created by the U.S. Supreme Court on the basis of public interest reflected by the patent policy
for the past hundred years makes for an excellent source of reference while considering formulation of

an equivalent patent misuse doctrine in the R.O.C. legislation.

Keyword: patent misuse, principle of right misuse prohibition, principle of good faith, equity, unclean

hands doctrine.
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2 William H. Francis & Robert C. Collins, supra note 4, at 88.
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A EEZIE AR T2 F2 L RRARE Bnd > NF AL
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SER I SIEE S R TR PR
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STEGER ok AR SN F ST Rk ERE 2 B AR AT B
CHpr AL 2 1 BN B A R R JH R A D HE R
- fpE AT
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~
W

(w.

EAE* B~ A &2 Fusk(affirmative defense) » 7 A& fliz 2 o7
SRRES S S A - TR S E RO B LR S
Pg2fiam L #Bﬁ@“ﬁiﬁ#ﬂ” ”‘%ﬁiﬁg IR FL o
£ 3 2 (antitrust injury) » & 5" R Bl Fm & & 4p ;ﬂnﬁ’f\ o gttt B
FIHEE* 1§ 5 puni(defense) m 2L b 2 2 2% r‘](caus,e of action) - FlE A =
Er AR E o AREESREL IR SR ST {7 '“*L"%’ L

w
A

’7

O g T T B E JJ%IH@ r r}ifp"?&@ﬂ%»? E[¥]> 5y 45 % 11151994 & 1 5] - F1 16 Note:
Is the Patent Mlsuse Doctrine Obsolete, Harv. L. Rev. (June, 1997) at 1923. William H. Francis & Robert C.
Collins, supra note 4, at 877.

* %ﬁ‘fﬁﬁv it %MH%EJ!%H@ B R TR T AL (IR o B i 2002
ﬂﬂ FI330-

%2 Herbert Hovenkamp, Mark D. Janis & Mark A. Lemley, IP and Antitrust: An Analysis of Antitrust Principles
Applied to Intellectual Property Law, (2003 Supplement), at 3-2.

% See, William H. Francis & Robert C. Collins, supra note 4, at 1922.
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PF2 2 RZ s 2 KB JIRET BLAZ 5 .36, m]-!ir' Strait v.
National Narrow®’ ¢ % ¢ » ;% gz s ¥ @ 2 4 4 275 AR
LE2~FA D3 a0 BEATI N L ﬂ,f HizZ FiEh Heaton-PeninsuIar
Button-Fastener Co. v. Eureka Specialty Co.%, 2 % » ;2 ¥ 222 14§ A
FREUHE LA S R B AR AL B ELR LA R
o B AHE A BEE 24 2B AI5Y b é?’mnﬁéﬁ%%?%i
iz P LB EIEE RS G ST LT U BA -
® 3] 1917 # 2. Motion Picture % ¢ 4 7 #7:x % o

¥ 4 D. CHISUM, PATENT §19.04[4] (1990), in Jere M. Webb & Lawrence A. Locke, Intellectual Property
Misuse: Developments in the Misuse Doctrine, 4 Harv. J.L.&Tech. 257 (1991), at 258; see, e.g. United States
Gypsum, 352 U.S. at 465.

% C. Feldman, The Insufficiency of Antitrust Analysis for Patent Misuse, 55 HASTINGS LJ 399 (2003) at 404.
ANPRL T B L RLE F{ A R “-F#. Motion Picture Patent Co. v. Universal Film Co. ¢ % f[1 » A 3EEHY
Holmes Frffd i1V FI] R Pk R TPV S - See 243 ULS. 502 (1917), at 519-520 (Holmes, J., dissenting);
Hovenkamp, et al., supra note 3, at 3-4. (By contrast, Justice Holmes, in dissent, was of the view that since the
patentee had the unquestioned right to refuse to license its patent at all, it should also be permitted to impose
whatever conditions s it desired on the license.)

* MK [i#HFE 30 > F1 17 -
%" Strait v. National Narrow, 51 F. 819 (N.D.N.Y. 1892).

% Heaton-Peninsular Button-Fastener Co. v. Eureka Specialty Co., 77 F. 288 (6th Cir. 1896). fj:¢ifllﬂl iy
kﬁ; £ [B‘I'JLE%.* 2 ”‘F’n‘*a”é%i*l@ i’ﬂﬁ@ PR TR t”ﬁ‘“a‘ﬁ ’ Iﬂwﬁ‘iﬂl}]ﬁ ME?LIE‘H jf/\syl*i‘&‘ﬁm R EE
@ Ff7IR * JE - ¥ep, B G '”ﬁﬂ (R f  JiF(IE el g - )
#ﬂﬂ% WIWIWIHﬂﬁ@‘ﬂﬂ a@ﬁﬁu%;ﬁﬁ@tﬁ'“ﬂ“ e 2 A
fJ@Lﬁﬁ¢ﬂﬂ$$@#ﬂ‘$E%“V@ﬂ F RS} - R 13-

% Martin J. Adelman, et.al, supra note 8, at 1074.
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pe, 5% s %5 R 1871 # Wallace v. Holmes®z % » 2%% 2
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% A (joint tort-feasors)z. T34 - 3R A AL HE A BT R 2 wa 4% o
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'%%’fﬁ%ﬁHEM$ﬂww CESEIESTRIES EIFTE
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\

% 1d. Also see, T. Williams, 1linois Tool Works Inc. v. Independent Ink, Inc.: The Intersection of Patent Law and
Antitrust Law in the Context of Patent Tying Arrangements, 58 Mercer L. Rev. 1035, (Spring 2007) at 1041. (The
patent misuse doctrine was created in response to a line of cases that had expanded patent owner rights in the
context of contributory infringement, such as Heaton-Peninsular Button-Fastener Co. v. Eureka Specialty Co.
and Henry v. A.B. Dick Co.)

N g F[?MIJHF[@ ] }%IQ A VRS > 2T L pF T Y16 H 2T 1 > 2008 F 1 5| o
F1102-104 -

2 Wallace v. Holmes, 29 F. Cas. 74 (C.C.D. 1871).
AR I 4L -
* i - Fr 207 -
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*® Henry v. A.B. Dick Co., 224 U.S. 1 (1912)
“® 1d. at 69-70 (White, C.J. dissenting). f}2 7= fﬁﬁgfﬂﬁg@ < Floh g — EJH?[J =g J%Fru nETER

ESSOE

= B 0 5712 6 5710 # > 2008 10 F] > F1 72
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White ~ ;2 7 & Henryv.AB.DickCo. %2 2 F L A ¥ 7 A 24 7
BEA AR E > 1914 #3157 5% & 2 (The Clayton Act) » # @
% 3IET 2 R E 2K ’ﬁr{éswgl%'lﬁiiﬁ%;—% Tk E o
wE T ﬁiwwgﬁﬁiiék $3iF2 AR Peh2 AN HpER
728k % i 12 7 Henry v. A.B. Dick Co. ¥ 2. 4 &% .

% 1917 & Motion Picture Patent Co. v. Universal Film Co.*%

¥ £ RPN EF £ Fuec % (overruled) 7 Henry v. A.B. Dick Co. % @ 2
Lo hhkd o BAHEA S MO TR AR P L BRI MR

B2 B BAEA SE £ LR R T B i < 1
BEREY o PRL RARREA TN BB A2 AT 0 &
BT R Y2 BRI S 0 ARdEHE A Prague 2 7 % AL 4
Az R VISR TR R > T L,gﬁ%ﬁ&ﬁi\%lﬁgéﬁt:}%
A RTHEEA > o AL RIS FT e R

B LR BB L T AR B R EF LY
BiFzZ T LHMEFEIRT AR LUREZE T IFELRT A A
EEEEZ A Ri B BRI A gp RS 2 g

iz 2
EOLJIFA LR 2 AR 5 #4152 =20 g
53 451

BAREAEIHEA 22 Ubd BFEF - BEEJZZRT @
P E LT AR B FNE R gﬁz%%} o BN EF E IRl A
FHE AR 97 2 HE T B IR A xz&%l”%ﬂ%f’ >
PR EBHEE R BB B LI P plE o BT R B JIE

8 Williams, supra note 40, at 1042.
** Motion Picture Patent Co. v. Universal Film Co., 243 U.S. 502 (1917).

% |d. at 510-511. (1st. The scope of every patent is limited to the invention described in the claims contained in
it, read in the light of the specification....2nd. It has long been settled that the patentee receives nothing from the
law which he did not have before, and that the only effect of his patent is to restrain others from manufacturing,
using, or selling that which he has invented. The patent law simply protects him in the monopoly of that which
he has invented and has described in the claims of his patent. ....3rd. Since Pennock v. Dialogue, 2 Pet. 1, was
decided in this Court has consistently held that the primary purpose of our patent laws is not the creation of
private fortunes for the owners of patents, but is "to promote the progress of science and the useful arts"
(Constitution, Art. I, § 8)....)
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Jl#E R A S22 4] @A g2 bl R B G o
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¥ ¢k » & Leitch Manufacture Co. v. Barber Co.**% ¢ » % 44 «
Fed R RFREARD BB R BAERY FFEL S 2R
By X AERQIERE > BJHEA e H &%@F;?”ﬁ%“"
ZHA o e %*“i;cﬂ]f%uur B deiE ] R TS B
AL TS Bl ‘4$4ﬁﬁw FETE PYESE
¥5 Carbice %z A% > ;&:a%ﬁ AT E 2 EFER -

L |d. at 517-518.( It is obvious that the conclusions arrived at in this opinion are such that the decision in Henry
v. A. B. Dick Co., supra, must be regarded as overruled. ...Such a restriction is invalid because such a film is
obviously not any part of the invention of the patent in suit, because it is an attempt, without statutory warrant, to
continue the patent monopoly in this particular character of film after it has expired, and because to enforce it
would be to create a monopoly in the manufacture and use of moving picture films wholly outside of the patent
in suit and of the patent law as we have interpreted it.)

Tﬁﬂi 30 » FI 17 : Feldman, supra note 35, at 407.

%% Carbice Corp. of American v. America Patents Development Corp., 283 U.S. 27 (1931).
% Leitch Mnaufacture Co. v. Barber Co., 302 U.S. (1938).
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¥ wE &IEET 2% 2 22 —Morton Salt %
3 R ’fiﬁxrs % 1% . Morton Salt Co. v. G.S. Suppiger Co.>>% ¥
FEZ T RJHBEY BH o A% R AH U BB E D
ﬁﬂw&@?’AT%AEQﬁ&ﬁ&Mﬁ&%ﬁ%ﬂ%&ﬁ%;
AL AL B PSR IR A B A 5 R A BEE B
Flim fr A AR BT B B o B SR s AT &
ﬁ*iﬁflwﬁﬁ7%%ﬁé’”qgf AL AZ BRI A
AR R R F o AR AL % 0 el 7
T%ﬁéﬁ#ﬁﬁééﬁﬁ’ﬁ%ﬁ$%ﬂﬁiw%°

T

N

e T 2N g 3 E P AP Sy w BN b 3k a2 H]ie o 3n i B AR A
it & ﬂﬁé%&,ﬁﬂé%?%®%£§w~¢%m*’kﬁ‘
EAE2 2F P @0 2R JIE T o AR 2

s
7 18 3 R %%&3;&¢$$ﬂﬁq@%ﬁr%ﬂ%$?
(patent misuse) ¢ ;@@ x> 7 B FIHEE Y R > ¥ Ao B4R E
TR flET e L B A 2 @R B RE @
FER FL YR ép%$¢féjw,%ﬁ BAEA 2 FLCER
;}fﬂfﬁa‘;nﬁta;\%ﬂ} v Ee AR R T E k@;ﬁ&,*ﬁ’?/z{
8, mu ’”ﬁg"%‘z;:};/zfml__j\ v F]QFZ\TF‘f#-@V%‘f 'E* 3

‘;&.\*

> Morton Salt Co. v. G.S. Suppiger Co., 314 U.S. (1942)
*® GS. Suppiger v. Motion Salt Co., 117 F.2d 968 (7th Cir. 1941), at 971-972.

* 314 U.S., at 493.( Equity may rightly withhold its assistance from such a use of the patent by declining to
entertain a suit for infringement, and should do so at least until it is made to appear that the improper practice has
been abandoned and that the consequences of the misuse of the patent have been dissipated.)

%8 Id., at 494. (It is unnecessary to decide whether respondent has violated the Clayton Act, for we conclude that,
in any event, the maintenance of the present suit to restrain petitioner's manufacture or sale of the alleged
infringing machines is contrary to public policy, and that the district court rightly dismissed the complaint for
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% 1944 & Mercoid Corp v. Mid-Continent Investment Co®.( i #-

"Mercoid | ; )% Mercoid Corp. v. Minneapolis-Honeywell Regular

Co.* (# # "Mercoid Il | )3 i B % JIfEE* L5 B2 F a4
R E B 2 el RAEa T B JIREY Bk et I EEAn? 24
* o & Mercoid | % ¢ Mid-Continent #73 FBeog 5 & stz & ]+ 32
% Minneapolis-Honeywell = & & # ~ flig 2 px § 88 § % %o %98
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want of equity.)

% Feldman, supra note 35, at 409.

" PRI R D [T 1 D | — S PSS b
iy ZBIEET 5712 527103 4008 ERTRINRIEE

61 314 U.S., at 492 (The grant to the inventor of the special privilege of a patent monopoly carries out a public
policy adopted by the Constitution and laws of the United States, ....... But the public policy which includes
inventions within the granted monopoly excludes from it all that is not embraced in the invention. It equally
forbids the use of the patent to secure an exclusive right or limited monopoly not granted by the Patent Office
and which it is contrary to public policy to grant. ...It is a principle of general application that courts, and
especially courts of equity, may appropriately withhold their aid where the plaintiff is using the right asserted
contrary to the public interest.)

62 é‘nz?ﬁr }@:t 46 5 F1 74 -
8 Mercoid Corp v. Mid-Continent Investment Co, 320 U.S. 661 (1944).
% Mercoid Corp. v. Minneapolis-Honeywell Regular Co., 320 U.S. 680 (1944).
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65 320 U.S. 661, at 664 (The grant of a patent is the grant of a special privilege "to promote the Progress of
Science and useful Arts." It carries, of course, a right to be free from competition in the practice of the invention.
But the limits of the patent are narrowly and strictly confined to the precise terms of the grant. It is the public
interest which is dominant in the patent system)

® 1d. at 667. (..If the restraint is lawful because of the patent, the patent will have been expanded by contract.
That on which no patent could be obtained would be as effectively protected as if a patent had been issued.
Private business would function as its own patent office, and impose its own law upon its licensees. It would
obtain by contract what letters patent alone may grant..)

%7 1d. at 668. (..it would not be a monopoly accorded inventive genius by the patent laws, but a monopoly born of
a commercial desire to avoid the rigors of competition fostered by the antitrust laws. If such an expansion of the
patent monopoly could be effected by contract, the integrity of the patent system would be seriously
compromised.)

68 320 U.S. 680, at 684. (The legality of any attempt to bring unpatented goods within the protection of the
patent is measured by the antitrust laws, not by the patent law. For the reasons stated in Mercoid v.
Mid-Continent Investment Co., supra, the effort here made to control competition in this unpatented device
plainly violates the antitrust laws, even apart from the price-fixing provisions of the license agreements.) ; ﬁwﬁ

'I:I ) Hrﬁ@ﬁ:t 46 > F1 76 -
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AL EXS TRy

89320 U.S. 661, at 669 (The result of this decision, together with those which have preceded it, is to limit
substantially the doctrine of contributory infringement. What residuum may be left we need not stop to consider.
It is sufficient to say that, in whatever posture the issue may be tendered, courts of equity will withhold relief
where the patentee and those claiming under him are using the patent privilege contrary to the public interest.)

" Hovenkamp, et al., supra note 32, at 3-17. #§<.7¢i » Jﬁi 41+ F1110-111 -

" yus.C. §271(c) of 1952 “Whoever sells a component of a patented machine, manufacture, combination or
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b 1952 & & 42 % 271 i 2 37¢ > & Dawson Chemical v. Rohm
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composition, or material or apparatus for use in practicing a patented process, constituting a material part of the
invention, knowing that same to be especially made or especially adapted for use in an infringement of such
patent, and not a staple article or commodity of commerce suitable for substantial noninfringement use, shall be
liable as a contributory infringement.”

2 U.S.C. §271(d) of 1952: “No patent owner otherwise entitled to relief for infringement or contributory
infringement of a patent shall be denied relief or deemed guilty of misuse or illegal extension of the patent rights
by reason of his having done one or more of the following: (1) derived revenue from acts which if performed by
another without his consent would constitute contributory infringement of the patent; (2) licensed or authorized
another to perform acts which if performed without his consent would constitute contributory infringement of the
patent; (3) sought to enforce his patent rights against infringement or contributory infringement.”

" Hovenkamp, et al., supra note 32, at 3-17.

" Dawson Chemical v. Rohm & Hass, 448 U.S. 176 (1980).
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® Rohm & Hass Co. v. Dawson Chemical Co., 191 U.S.P.Q 691, 707 (1976); Rohm & Hass Co. v. Dawson
Chemical Co., 599 F.2d 685, 704 (1979); fH4.J - rJTE:t 41> Fr113 -

76 448 U.S. 176 (1980), at 200-201. (The critical inquiry in this case is how the enactment of § 271 affected the
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doctrines of contributory infringement and patent misuse. Viewed against the backdrop of judicial precedent, we
believe that the language and structure of the statute lend significant support to Rohm & Haas' contention that,
because § 271(d) immunizes its conduct from the charge of patent misuse, it should not be barred from seeking
relief. The approach that Congress took toward the codification of contributory infringement and patent misuse
reveals a compromise between those two doctrines and their competing policies that permits patentees to
exercise control over non-staple articles used in their inventions.

Section 271(c) identifies the basic dividing line between contributory infringement and patent misuse. It adopts a
restrictive definition of contributory infringement that distinguishes between staple and nonstaple articles of
commerce. It also defines the class on nonstaple items narrowly. In essence, this provision places materials like
the dry ice of the Carbice case outside the scope of the contributory infringement doctrine. As a result, it is no
longer necessary to resort to the doctrine of patent misuse in order to deny patentees control over staple goods
used in their inventions.

The limitations on contributory infringement written into § 271(c) are counterbalanced by limitations on patent
misuse in 8 271(d). Three species of conduct by patentees are expressly excluded from characterization as
misuse.)
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Motion Picture Patent Co. v. Universal Film Co., 243 U.S. 502 (1917), at 517-518.
® AP R 26 0 195 -

™ Morton Salt Co. v. G.S. Suppiger Co., 314 U.S. (1942), at 492.

% Mercoid 11, 320 U.S. 680 (1944), at 684.

! Stephen Calkins, Patent Law: The Impact of the 1988 Patent Misuse Reform Act and Noerr-Pennington
Doctrine on Misuse Defense and Antitrust Counterclaims, 38 Drake L. Rev. 175, (1988-1989) » §8id) [FI[{i %% -

fHRFE 30 117 -

8 International Salt Co. v. United States, 332 U.S. 392 (1947), at 396.
8 T, Williams, supra note 40, at 1046.
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8 Morton Salt Co. v. G.S. Suppiger Co., 314 U.S. (1942), at 492-493.( Equity may rightly withhold its assistance
from such a use of the patent by declining to entertain a suit for infringement, and should do so at least until it is
made to appear that the improper practice has been abandoned and that the consequences of the misuse of the
patent have been dissipated.)
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8 T. Williams, supra note 40, at 1044.

8 Zenith Radio Corp v. Hazeltine Research Inc., 395 U.S. 100 (1969), at 140. (Whether the trial court correctly
determined that HRI was conditioning the grant of patent licenses upon the payment of royalties on unpatented
products has not yet been determined by the Court of Appeals. And if there was such patent misuse, it does not
necessarily follow that the misuse embodies the ingredients of a violation of either 8 1 or § 2 of the Sherman Act,
or that Zenith was threatened by a violation, so as to entitle it to an injunction under § 16 of the Clayton Act.)

8 Michael A. Carrier, Unraveling the Patent-Antitrust Paradox. University of Pennsylvania Law Review, Vol.
150, January 2002. Available at SSRN: http://ssrn.com/abstract=304741.; %ﬁ[r ) rﬁf@:t 46 - F178 -
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% USM Corp. v. SPS Technologies Inc., 694 F2.d 505 (7" Cir. 1982), at 512-514.

% Windsurfing International, Inc. v. AMF Inc., 782 F2d. 995, 1001-02 (Fed. Cir), cert denied, 477 U.S. 905
(1986)(To sustain a misuse defense involving a licensing arrangement not held to have been per se
anticompetitive by the Supreme Court, a factual determination must reveal that the overall effect of the license
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% Feldman, supra note 35, at 418-419; Robert J. Hoerner, Patent Misuse: Portents for the 1990s, Vol. 59
Antitrust Law Journal, 687 (1990), at 696-687.

% |d, Feldman.
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" 1d. at 419-420; Senza-Gel Corp. v. Seiffhart, 803 F.2d 661 (1986), at footnote5. (Commentators and courts
have questioned the rationales appearing in Supreme Court opinions dealing with misuse in views of recent

economic theory and Supreme Court decisions in non-misuse contexts. We are bound, however, to adhere to
existing Supreme Court guidance in the area until otherwise directed by Congress or by the Supreme Court.)

% KE White, A Rule for Determining When Patent Misuse Should be Applied, Fordham Intellectual Property,
Media & Entertainment Law Journal, 671 (2001), at 679-680. PDF file available at
http://law.fordham.edu/publications/articles/200flspub6516.pdf last visit on April 5, 2009; Herbert F. Schwartz,
Patent Law and Practice, BNA Books (4th Ed. 2003), at 183.

% U.S.C. §271(d)(4): “refuse to license or use any right to patent.”

100 y.s.C. §271(d)(5): “conditioned the license of any rights to the patent or the sale of the patented product on
the acquisition of a license to rights in another patent or purchase of a separate product, unless, in view of the
circumstances, the patent owner has market power in the relevant market for the patent or patented product on
which the license or sale is conditioned.”
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