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* United Microelectronics Corporation v. Silicon Intergrated System Corp., No. CV-00-4522 DJL ADR

( Northern District of Califonia,Dec.4, 2000) at 2, available at http://www.umc.com/English/news/20001204.asp
(last visited Nov. 22, 2004).

> U.S. Patent No. 6,117,345 (issued Sep. 12, 2000), USPTO Patent Full-Text and Image Database, available at
http://patft.uspto.gov/netacgi/nph-Parser?Sect]1=PTO 1 &Sect2=HITOFF &d=PALL&p=1&u=/netahtml/srchnum.
htm&r=1&f=G&I=50&s1=6117345.WKU.&OS=PN/6117345&RS=PN/6117345 ( last visited Nov. 24, 2004).

6 35U.8.C § 284.

7 35U.S.C § 285.

¥ United Microelectronics Corporation, No. CV-00-4522 DIJL ADR at 17-18.

? 35U.8.C § 283.

' Califonia Civil Code § 3294.

""" United Microelectronics Corporation, No. CV-00-4522 DJL ADR ( Northern District of Califonia,Dec.4, 2000)
at 24-25.



AL R2T1 (A TH 2 {laE, 27 ]

A Fsm4 UMC ¥ RR% 7 %4 HF ¢ (United States International Trade
Commission) ¥4k 2 #& 4= 27,5%

BT LWHEE 2000 & 1 " 26 P 22RMM% Y %52 R ¢ (International Trade
Commission, ™7 AL “ITC” ) "$t ik d L”’F;R o ITC 2 2kt % WM 2 % 337
TR gl A HAZERD A c W R 4 4 0 [TC - w HBRP P
g (T o ¥ € - EPpRLFHIIFL @L:‘,;i—{c

R ¥Rt g2 vk A BT UE - () hillaiamar L 2R 6,117,345
-3 pREHRIMCFF 2 AaS ), (High density plasma chemical vapor
deposition process patent) % # "# 7 *c 7§ %% | (ESD protection improvement ) i
P A 2R 5,559,352 5L " e

Ja4 (UMC) 2 5R4% 4 (SIS)iepe + it WAzHiic* k2 A HWIT R > T RHEr 2 H/ -
EH?% EF&]%“P\ SEEZEY éﬂ% SRR Ti%ﬁiﬁ%?l]b’%’* A2 A&

=% SIS % SIS-US i B g AL EFRE b RSk 2 N Y
(chlpset) A R 'Mﬁ};‘ar ﬁln\ ’}‘r omFIHL TSN A 2 345 Bl
L4l ‘3525 ESD AT L2 2 2 Bl fliga 2 o

RE{e-Hfphardzftpz S{b2% 5 345 5 & ?IL%’S I~
3-16 ~ 19—21 B 325 B Jlaw -2 -8 REFMAL P T AW T
A2k FE RS (integrated circuit) > @ %8 ¥ 5 A 171
B2 (3528 B JloE R EE 0 2 35 5L flaflae 2 o

A o R

kA RO RIpMALZ F 33T A A2 ST 2 T e AN E R
P*ﬁ %’7&1‘@&‘? o BRAA -
R yp M A2 % 33T i &"ﬂ‘;tﬁ 7oA A F 4 (permanent exclusion order) » #-t
ribdfﬂfr go 1 ;P”/T\}& B b o
iRy AR % 33T iE o émt'* e
‘r?ﬁ'
18

~N

‘m_ﬁ, {’V‘n;

\
ﬁd\
Ny

=%
P_

-—'\\

ik 3

21t (cease and desist)iEv ~ &
iﬂf‘}l\éﬁ gzt R %?'foéf@nﬁs‘# 2 # oo

MR B FMEL T At T

PATC L »opch o enfFsce > 3 BRE E 47 2Ty b (7 5 (unfair trade practices) > @
A PR F R ETEITC F 2 2 f 00 MiiEh o @H4 E o

" United Microelectronics Corporation v. Silicon Intergrated System Corp.,Inv.No.337-TA-450

( U.S.Ineternational Trade Commissioin, Jan. 26,2001).

' U.S. Patent No. 5,559,352 (issued Sep. 24, 1996), USPTO Patent Full-Text and Image Database, available at
http://patft.uspto.gov/netacgi/nph-Parser?Sect]1=PTO1&Sect2=HITOFF &d=PALL&p=1&u=/netahtml/srchnum.
htm&r=1&f=G&1=50&s1=5559352. WKU.&OS=PN/5559352&RS=PN/5559352 ( last visited Nov. 24, 2004).

'S United Microelectronics Corporation, Inv.N0.337-TA-450 (U.S.Ineternational Trade Commissioin, Jan.
26,2001), at 2.

' United Microelectronics Corporation, Inv.No.337-TA-450 (U.S.Ineternational Trade Commissioin, Jan.
26,2001), at 8.

"7 United Microelectronics Corporation, Inv.No0.337-TA-450 (U.S.Ineternational Trade Commissioin, Jan.
26,2001), at 14.

'® United Microelectronics Corporation, Inv.N0.337-TA-450 (U.S.Ineternational Trade Commissioin, Jan.
26,2001), at 30.
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FRRNETILAR € EREPEF 201 £29 2T AT HRLERBLLT 2
%f.%?ﬁgyf ITC RF#;’%?}E’!‘J; K’AZ\M:&E’IQW FA—‘»L}}’? ﬁ‘?}tif‘ﬂ#"’ﬁ-‘ﬁ
o ERED PR 26 R E o e LE RSO RIER S8~ £ R B R -
# it o

FRA%E T 5 LR ¢ 97/ 752 F (the administrative judge )*t ¥ B pF & 2002
EHP 6P B ﬁiﬁﬁ s X fa S 42 A 87 & £ (initial determination and
order)  # T A& 2 & i Ak F F BB fi2 337 ER 2o » )T*u—vaT £iEZFET
IER N ERR p\ﬁgwwg‘aﬁ»‘% i.sf]xj‘:i‘b%r SRS ¥ B

FREZFPRIALZ 2B EAEASSEEEEAIT S £ 5% ﬂJf‘f\}_ L 2 & Pl (the
literal infringement): 32 % #% & P] ( the doctrine of equivalents) )
AET R2Z2FHF 352 %?l o FIETRMREREZEFRY 340 Bl R
1,3-16,19-20 2 % 21 % 712 B " 2 E2tEga b Py g ”?

45 19C.F.R. § 210.42(h) » 4= i85 ITC ende 3 2k s sk 2biz — = % 19
C.F.R. §210.43(a) » 2 RR%§ % 4 ﬁ gi’ti\i% Fdo B4 2002 & 5% 20 P
St rliee L | gL F R GR

BRERETRACTHE FRE  FRRETELE € (IT0) 25ER a7 0f
HEPFHBTEREIEAPMEIFR 22002 % 10 7Tporgdal 8zl w2 o
o :P”f J(notice of final determination and issuance of limited exclusive
order) VoA feae o B0 R N 3R BT R S e ;&Mﬁt- Bk F #
BEAl2 > AgRE g * B nE W -ERUELT > 2 A REEL S

o 2R ”’%:é Rg o idedtdmid oz o —75 Q#J#&Vfﬁ P G B
FITRRE £~ 2% J1FE (public.interest)»'# % & 2 £%F (bondlng) SEE U I

AL ARERARED

vb

2T IS T ES #Uf £ (limited exclusive order)’
‘F'ﬂH'H RS FEEd Az BREECPERD S
PpE R ERREFEAR 72l Ulapr £ R fbLiEdp
42 60 * p > A %ijj;7 ”Lr}s FEEHTECERHT 2 A PELFHPEL P
Bld A5 % @l cnimz s (100%) 22 A 2 5§ @ 39%:111}3'-"“‘4? 8o 2 AP
BN FR R E M AR T WEFERAACEIRARNET LR 1
FlA-te e 60 X Hp AP > R ENH B RT o RIREER K H A e - ";Fiiﬁi4 s
E P 2017 Ewm oo Ar R PG B EEA ST '15'%?]?\?]% 23 IoE> SR S L e S
Hap #id ,a?«‘%‘xi.i-]‘éﬂ% SRR

)

Y md ek 3TH ¢ 052001 £ 2 0 28 p o available at http:/www.umc.com/chinese/news/20010228.asp (last

visited Nov. 22, 2004).

%% Tnitial Determination and Order, Inv. No. 337-TA-450, at 278 (May 6, 2002).

21 35U.S.C § 102.

22 35U.S.C § 103.

2 Notice of Final Determination and Issuance of Limited Exclusive Order, Inv. No. 337-TA-450, at 2 ( Otc. 7,

2002).

2: Notice of Final Determination and Issuance of Limited Exclusive Order, Inv. No. 337-TA-450 ( Otc. 7, 2002).
Id. at 1-4.
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Boad AEREFEJHFDaORE BN guthis A Y B %n WS O P eh
ferb b 3G WEORTE A G EFFAARPLRE > B 2P ARG LB A
Fmeng & o LAl B RCH - 2 AV AT e T S 2 7 ek B 0
T g g AR B H R R 2 HA R - G A RS o P w f a7
Eooid Foph AR e

EZWZﬁlZ”QB’*THkiﬂFV‘%%iﬁg i
UL ENE R R RS L E R S e R i S P
AL AR P iSA X > PAOLE R FBRE R F o R T &Y
- R 24.5 A o m £k

IR P E I U A 1o ST I P 5]

uJ T

fE AR AR E LR A AEEEET LR &7 B
i#iﬁ%’i“'ﬁﬁﬂﬁ%ﬁJﬁﬁiﬁﬁ#zvkm’pﬁywpzifj ;H&:ﬁﬁ
BT PR 0l & 127 24pztRp B BRJIERTOLR 2- KK 3§

AR P AR RS A F ‘%*ﬁiuiﬁﬂﬁwaﬁ°
ARSI ERIT AP s P R A R g Bl %T

-

k=
{ AL &%ﬁiiﬂ%%ﬂ—z,ﬁi?u%@wzﬁﬁ@%% ERE TR
A L4 o A02F 1 49270 ’F.f‘fuj:ig;i—id, 73 #‘rr-p\_g_ﬂgﬁgf"#q.iﬁi
E-BOoBMTETL @;,‘Fﬁv%x:ysbﬁio%i‘lﬁiﬁ?%iz’.&imgif&? FRE PO
BE Ak oGz T A pRVEFLI P AT - F SR

517 'ﬁﬁ %7 Atmel vs. L%

7% Atmel Co. BHLZ R F K3 Ao 19973%*)?&25 ’%i'i' Eﬂ‘%“é%ﬂf'(U S

B s el e ] 2 R o
A4 Atmel dp#pL 2 en® 4iig 2 v AR R SR AL (EPROMD  ~ PP s i il
(Flash) # 2o A &3 £ 22 B4 > f 22 P2 et I B I B4R > s
FRBEAEFT S LR g (ITC) e NApkiper & RE L WA F8r 2 WD F o %0Fm
FrpE- &> 8% 2003 24 LT EREHFI L M A SE L SFer FH Lp
Z. Fa 37 1000 8 A hEEFR @ R Ateml 94,149, 74T 5LB > » F 5 &
oY AP A % P A (inventorship ) 7 oA H AR R A A

(unenforceable) °

® 355358 LAk 2002 # 12 % 9 p s at http:/tw.stock.yahoo.com/n/hist/CN/2002/12/09/155346.html ( last

visited Nov. 24, 2004) -
Y gseir, prdg »2002 & 12 7 25 5 at http:/tw.stock.yahoo.com/n/hist/IT/2002/12/27/157607 html , ( last

visited Nov. 24, 2004) -
B g%, PEAR,2003 £ 17 28+ at http://twstock.yahoo.com/n/histIT/2003/01/28/161364.html ( last visited

Nov. 24, 2004) -
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EWL AL R2T1H (g T R R, 2 e ]

BT ZFI~ £ B A1 4,451,903 & flEEsn (B A L RMY Y LhBA S
2 ATA TRt s K ) "

Atmel Co.» 1997 # 2 ? 18 » AWM EF 2 L B ¢ [TCHFLZ T F LG I
(Macronix International Co. ) PLZ # W= & (Macronix Amer1ca, Inc. )~ #=%
Z A7 {rSilicon Storage £ ffF > T H E W& 1% 4,451,903 5Lx iz F M iz &
337 7% o
ITC »* §_i€ 1997 # 3 » B4pe 7 242 A" ITC Aoz iz F & 4 1997 # 3 * 19
piediag s A 903 EflEERG FASZEHNF AT nEP A3 e
(incorrect inventorship) e f gt - fadi2 1 > Ateml FI# W& FIF &5k e
B ALY o ERSEA L - 224 o LT E Atem] AT R F P A Y o )
L

’

2000 5% 17 p > ITC t7oxi2 2 F o w H 4% /-2 (initial determination)
"o Ateml HEREBFEA TR EFP LY F 522§ 75 (inequitable
conduct ) ;i}ﬂ-\u PR (fraud) 03 NEE I FP L o g o Flet > 003 L% Y

& A (unenforceable) °

2000 # 5% 30 p > Atmel $tREEF. 2 L R € R DL FA-H ALk

w2000 & 10 * > MEFALR ¢ disdt -2 (final determlnatlon) s
(reverse) Frcizi2 ¢ 7 M 903 HJFESIE A ed-h b2 > B R XL AT
Atmel 94,451,903 5% 1%~ sad B & P L2 ik 2 ¢ - RV T A 2T F
903 %{Eﬁ 7T REFR Fs@:fmzz 538 iEt e H s 2 2 F P VY L2
d ﬁg‘] AEENF D P o

Atmel frts o 3 R 5 ’W“L W bR P (CAFC)#& 1+ 3% 55 CAFC 42001 # 1 * 30
PREsEEEw [TCE S -

FRBE%Y LR g( “ITC” )»+ 2001 # 6 * 1 B,i*uAtmel R R EAE § AR
4,451,903 35L& I3 & % - £ RFELZ A & E Atmel © 903 & {1 > 7 @F * BB
;3T AR EREL Yo m?;ﬁe“ﬁgg VAR e Rt B R E L g

£
AFOT G R P D g~ E D S

¥ U.S. Patent No. 4,451,903 (issued May 29, 1984), USPTO Patent Full-Text and Image Database, available at
http://patft.uspto.gov/netacgi/nph-Parser?Sect]1=PTO1&Sect2=HITOFF &d=PALL&p=1&u=/netahtml/srchnum.
htm&r=1&f=G&I=50&s1=4451903. WKU.&OS=PN/4451903 &RS=PN/4451903( last visited Nov. 24,2004).

3% Atmel Co. v. Macronix International Co., Inv.No.337-TA-395 ( U.S.Ineternational Trade Commissioin,Feb.
18,1997).

3! Initial Determination , Inv. No. 337-TA-395 (May 17, 2000).

32 Final Determination, Inv. No. 337-TA-395(Oct. 16, 2000).

Bz geskATH ¢ 52000 £ 10 7 230 available at
http://www.mxic.com.tw/QuickPlace/hq/PageLibrary48256D9F00325 AD0.nst/CEB1F30E31B66EDC48256D9
F0032C783/B13CE520802CBF8E48256DAC001EE87C/?OpenDocument (last visited Nov. 24, 2004).

3 Atmel Co. v. Macronix International Co., appeal No. 01-1128 (Jan. 30, 2001 ).

3 Final Determination, Inv. No. 337-TA-395(June 1, 2001).

0 2 gk 3TH ¢ o 0 2001 # 6 % 5 available at
http://www.mxic.com.tw/QuickPlace/hq/PageLibrary48256DCA0029D286.nsf/AA3B85486188007548256DCB
002731E3/4A6DF96F540E50A048256DD00008715F/?0penDocument ( last visited Nov. 24, 2004) -

13



EWL AL R2T1H (g T R R, 2 e ]

Atmel fRis iR g % > EFRWMEEFT LR ¢ (ITC)* 2001 # 77 26 p 8w Atmel
SRR RN 4,451,003 Bk {10 A HCOTHE 903 % DR N2 %H» i

L AT Y03 BAE T AEF FRMARE S 3BTRS H B T L %»P
FoMAE :*%”“"w\ 2R T Ao 2% 2001 & 7 v 31 B 2%%?%@ Federal
Register » * 7 2 A% A AR/ 2B R > LA T g @ BB 2 5l o ¥

BYT CFI £ BB AL 4,149, TAT BB Ui (B0 4L 02 HaY il el
WERE s gy )

Atmel 2 @35 1997 & 8 1 8 p o F WA 4 22 (T @A TER, ) &
P2 g 3+ nF W+ o & Macronix America Inc. %2 H £ B % 4, 149, 747 5. % 11 (.u"f
BAL TAT B 4)) e 23y’ T4T 7@ FRA 7 EEERE o #201999 & 12 7 3 p f]*u
#H P 4 B (inventorship defect) B A>3 ) i3t ¥ #5-(motion for summary
judgment) FHHR#|23% % f1& < > Atmel 4p ¥t 1) 853 (motion) HF-RL 7 747 & )
A 0401* 232002 & 17 14 p 3 2.5 v Atmel i w P ‘1’3-]‘»’ #2003 & 5
P14 p FIARL R o mrRd TAT Bl 230En o X5 v Atem]l s
B G I3 5 B e s dnfRic o A S 5 X s H LA T 4
AR HAET o EEL B EEITR AR, W REEEY ST PLE 2 Atmel
Bend flxfEsrs > L RP R Hemi%E 1)&#5%’)@ e s ﬁ'lﬁfﬂiﬂé—i"’r; £

28l S T St o G et ?hﬁ A B
E’ﬁﬁ[}:f ai“% ji'JFj: 7\1—\/{/?\;%’;«,3‘%% ji 3] I:H.Z:: p g—;%‘fﬂ’ﬁ:)’\ Fi# l/_‘EJ';’E:' % bh"%? 3 o

d BRG] L BJEA T g R iR Y unens iR

IR ,14»4-_—1#51!]; AT Bt E PR B p e A
TR B ehd B¢ > S 2R AL $ aruaf'w FRAPhFE A1+ 07
Baenbia s BAEHN LR AT NAL OB D 4T Ao

37 Order denying the Petition filed by Atmel, Inv. No. 337-TA-395(July 26, 2001).

® P ek ATH ¢ o 5 2001 £ 8 7 100 available at
http://www.mxic.com.tw/QuickPlace/hq/PageLibrary48256D9F00325AD0.nsf/h SC5E31720546000B48256D9
F0032B6CD/8CDDAS67F144671F48256DAB002EAA43/?0penDocument( last visited Nov. 24, 2004) -

3 U.S. Patent No. 4,149,747 (issued April 17, 1979), USPTO Patent Full-Text and Image Database, available at
http://patft.uspto.gov/netacgi/nph-Parser?Sect]1=PTO1&Sect2=HITOFF &d=PALL&p=1&u=/netahtml/srchnum.
htm&r=1&=G&I=50&s1=4149747. WKU.&OS=PN/4149747&RS=PN/4149747( last visited Nov. 24, 2004) -
0Pz sk AtE ¢ o > 2003 & 50 22 available at
http://www.mxic.com.tw/QuickPlace/hq/PageLibrary48256DCA0029D286.nsf/B64AE426CE2F8C0648256DC
B0026951B/9FAB9051197DF1E648256DCF0037320B/?OpenDocument ( last visited Nov. 24, 2004) -

TR B PRk fIS R LT ES > ABfLH, at
http://www.ipnavigator.com.tw/news/news_view.asp?NewsID=20030716090920 (July 16, 2003) ( last visited
Nov. 24, 2004) -
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AR b Atmel $ALZ ik bld o g BT E o R X LR R
1000 § % ~° %—» *—""f,l-j)ﬁ%f"%%ﬁ?fﬁf‘ﬁ"‘ gr:é’f"!‘?’ R TR 0 @ A BRI 3SR e
FE Aoz BFErE I FRL LK R A BEEJIEEENLG LA -
ARLE A i Pk (OEM) 2 4 » BesR:iT# 5 sadRdadd p F EARH O PR F)
FuEipE XEUpinfmpﬁmma@4Bﬂ *%ﬂﬁ#§ﬁi’11 =

Y. y 3 gﬂ%g/\f.éf 4?,1 H

ETS Eﬂ\"" <k

AATEREERL LR AER G EEIAMAIR
SiEerd A2 BHEA S ’%%iﬁ%*iﬁ?4’i —ﬁ%ﬂ 2 TR

SeB P R R A LA I b - F1 R Rt E W ﬂ@ﬁﬂ%@ﬁ%ﬁﬂp%
#%zﬂﬁwag%a¢£g§¢ﬁgu?wﬁb#ﬁf i%iﬁ%*%@ﬂﬁi
sh o

._\

dERE RS 271 (A BN AAp § AT iF 0 Fl A Z G MR
b~ éll?%%’f ZER A ﬂ\;/na FRERAEFIFH LR Eﬁf@p\ﬁ’r;‘i’ s Hp MR 1S 18 PAT
EASSREAMEAR  SFHGBPNRF P 6 H> 2EfIREHFUFDLT

—

P B R FATEAE — & {1 R HF S 0 available at
http://mediamncd.career.com.tw/job/job_main.asp?no=321p079&no2=33 ( last visited Nov. 24, 2004) -
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EREANE S HEE A& fI‘u S B g A chiRd s & B g gk (A
B Pt ) WP R R FREJNES 2G| FIPRPRARRERD 2
ﬂwﬂmﬁé’ix?iéﬁﬁég?*ﬂﬁr"*3@?“ﬁ@$é%iﬁﬁ’%
BEFIEZRD  FREJEASAEFBIIERL B

1980 & A > A2 2 HTEREAZ % 271 T-Qf-(g)ie D F] A E R 2
JlHE A4 Td ERB A I RS RG22 AN ANERBEAH G
BUAZIHEAT  XTE 0 TARMRE FEFTS o b T2 7 %f!j**iﬁpﬁ&x}]\,+«
FRBAIP 2R A5 TR BT FER AN ERBPA G 4
B A& GRAEE LR TR RENA -

P EMEF IR A AR AR FRBE S REP D EEEA e R R
R e R R A PR R iRl > 20 1088# A2 2 e E W 12 AR M 2 R
P B RES E LA g A T RS 2Rl AR RS
CIER G ACEIREP R SHBESARESEE 0 TRV EAIREE S - 1994
Fg L ARBcEREZ%2T1E(Q)B MBRTH T Zpg 2 &5 (offer tosell)
2 fFE o MBS ERS RS Ak g

AFERELANE F2TIECQHR L P v s & F = [ HRBEFAY T LA

B - a8 3dis 1988 53T 5 2T (@) ch Jzi:;i:%?— §2431996& £ = 37§

Wi

i)

2L ()R 254 3 50 2 it 5§ MR 2TLF (R enfafh 5w 84734 3 2713k ()7 )
s #TA 2 ﬁw?ﬁ%{; FTHEB/DBANRLGT Fenfdis % :;7 L AR ] & o

AR5 A €+7—’% ﬁéiﬁé%iﬁﬁﬁxﬁaﬁ’v@%ﬂ%ﬂg
F2TL0E (@) § — = BEGIF » Rl o

51— 7~ 1988 EH{37% 271 ix (@) 2 = 2 in &

dom Arid o d N E R E ]2 % 271 wET 2R 24 A FE R e ﬁ‘i—‘ﬁgﬂf
;17,%,3;,\?,;:11%‘?‘%?*1[1" ZEARER A &F TR BT
F P BEEAZE T FRRE 1988 #4722l /zJ(Process

H

* David Sulkis, Patent Infringement by Offer to Sell: Rotec Industries, Inc. v. Mitubishi Corporation, at
http://www.law.uh.edu/Journals/hlr/downloads/38-3%20pdf%20files/HLR38P1099.pdf ( last visited Nov. 25,
2004) -
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1
1
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fie
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“ R\ € “rlTen F1988 & = jx & 412 it ;# | 47 L & The Omnibus Trade and Competitiveness Act of 1988
¥ 19 U.S.C. § 1337.

% John Richards , United States Patent Law and Practice with Special Reference to the Pharmaceutical and
Biotechnology Industries, available at
http://www.ladas.com/Patents/Biotechnology/USPharmPatentLaw/USPhar28.html ( last visited Nov. 25, 2004 ).
47 PL 100-418, 1988 HR 4848, §§ 9001-9101, 102 Stat. 1107, 1563 (1988).

8 Supra note 46.

¥ 35U.8.C. § 101.

0 PL 100-418, 1988 HR 4848, § § 9002.
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°! United States v. Studiengesellschaft Kohle, m.b.H., 670 F.2d 1122, 1127-28 (D.C. Cir. 1981).

2 35U.S.C. § 112 (Nov. 14, 1975).

3 35U.S.C. § 11 (Nov. 2, 2002).

** Gleen Law, Liability Under the Process Patent Amendments Act of 1988 for the Use of a Patented Process

Outside The United States, 60 GEO. WASH. L. REV. 245, 248 (1991).
> Id at 247.
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% 35U.S.C. § 154 (Nov.2,2002) .
>7 Studiengesellschaft Kohle, m.b.H., 670 F.2d 1122, 1127-28 (D.C. Cir. 1981).
% Law, supra note 54 at 246-248.
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01988 & #37end {174 271 15(Q)7 > 12 P F AT
"(g) Whoever without authority imports into the United States or sells or uses within the United States a product
which is made by a process patented in the United States shall be liable as an infringer, if the importation, sale,
or use of the product occurs during the term of such process patent. In an action for infringement of a process
patent, no remedy may be granted for infringement on account of the noncommercial use or retail sale of a
product unless there is no adequate remedy under this title for infringement on account of the importation or
other use or sale of that product. A product which is made by a patented process will, for purposes of this title,
not be considered to be so made after --

"(1) it is materially changed by subsequent processes; or

"(2) it becomes a trivial and nonessential component of another product."

%' The Uruguay Round Agreements Act, Pub. L. No. 103-465, 108 Stat. 4809, 4988 (1994).

62 Learned Hand , Patent Infringement by Offer to Sell: Rotec Industries Inc., v. Mitsubishi corporation, 38
Hous. L. REV. 1099 1101 (Fall, 2001).

8 Rotec Indus. v. Mitsubishi Corp., 215 F.3d 1246, 1251 (Fed. Cir. 2000).
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¢ 35U.S.C. §271(a) (1984). iE> } Z 4o :

(a) Except as otherwise provided in this title, whoever without authority makes, uses or sells any patented
inventions, within the United States or imports into the United States any patented invention during the term of
the patent therefor, infringes the patent.

5 Eli Lilly & Co. v. Medtronic, Inc., 915 F.2d 670, 673 (Fed. Cir. 1990).

% Rotec Indus., 215 F.3d at 1251.

67" Agreement on Trade-related Aspects of Intellectual Property Rights (TRIPs), art. 28(1).

6% Karen Tripp and Linda Stokley, Changes in U.S. Patent Law Effected by the Uruguay Round Agreements
Act—The GATT Implementation Legislation, 3 TEX. INTELL. PROP. L. J. 315, 321( 1995).
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% 35U.S.C. § 271(g).

R p AT L

(g) Whoever without authority imports into the United States or offers to sell, sells, or
uses within the United States a product which is made by a process patented in the
United States shall be liable as an infringer, if the importation, offer to sell, sale, or
use of the product occurs during the term of such process patent. In an action for
infringement of a process patent, no remedy may be granted for infringement on
account of the noncommercial use or retail sale of a product unless there is no
adequate remedy under this title for infringement on account of the importation or
other use, offer to sell, or sale of that product. A product which is made by a
patented process will, for purposes of this title, not be considered to be so made after
(1) it is materially changed by subsequent processes; or

(2) it becomes a trivial and nonessential component of another product.
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" Diamond v. Chakrabarty, 447 U.S. 303 (1980).
"' Barbara Blum v. Ellen Stenson, 465 U.S. 886, 896 (1984).
™ Dawson Chem. Co. v. Rohm & Haas Co., 448 U.S. 176, 202 (1980).
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 H.R. Conf. Rep. No. 576, 100th Cong., 2d Sess. 486-90, 1085-91 (1988); S. Rep. No. 83; H.R. Rep. No. 60; S.
Rep. No. 663, 98th Cong., 2d Sess. 3-4 (1984).

™S. Rep. No. 83, at 49; H.R. Rep. No. 60, at 13-14.

7 H.R. Conf. Rep. No. 100-576, at 1086-87.
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* H.R. Conf. Rep. No. 576, at 1086-87.

77 Thomas j. Kowalski and Christian M. Smolizza, Reach-through Licensing: A U.S.Perspective (July, 14, 2000),
available at http://pharmalicensing.com/features/disp/963567614 396edffe132c5 ( last visited Nov. 30, 2004).
®'S. Rep. No. 83, at 49-51.
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¥ 1d at 50.

% H.R. Rep. No. 60, at 14.
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(g) Whoever without authority imports into the United States or offers to sell, sells, or
uses within the United States a product which is made by a process patented in the
United States shall be liable as an infringer, if the importation, offer to sell, sale, or
use of the product occurs during the term of such process patent. In an action for
infringement of a process patent, no remedy may be granted for infringement

on account of the noncommercial use or retail sale of a product unless there is no
adequate remedy under this title for infringement on account of the importation or
other use, offer to sell, or sale of that product. A product which is made by a
patented process will, for purposes of this title, not be considered to be so made
after

(1) it is materially changed by subsequent processes; or

(2) it becomes a trivial and nonessential component of another product.
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% H.R. Conf. Rep. No. 576, at 1086.

% Bob Jones Univ. v. United States, 461 U.S. 574, 586 (1983).

°7 Union Ins. Co. v. United States, 73 U.S. 759, 763-65 (1867).

% Willis v. United States, 719 F.2d 608 (2d Cir. 1983).

% 28 U.S.C. § 2401(b).

Ee e F ATl

2401(b) A tort claim against the United States shall be forever barred unless it is presented in writing to the
appropriate Federal agency within two years after such claim accrues or unless action is begun within six months
after the date of mailing, by certified or registered mail, of notice of final denial of the claim by the agency to

which it was presented.
1% Union Ins. Co. v. United States, 73 U.S. 759, 763-65 (1867).

32



EWL AL R2T1H (g T R R, 2 e ]

S fE' N

BgH a2 %482 (PPAA) > B Peni s 2 2 &% animi o a0
52718 (g) > 2 & flehiFE B&;J,—%? T (made by) R & & %2716
@ﬁﬁﬂ)ﬂ\@)ﬂ;in4i%¢%ﬁﬂ%°%f% ﬁim&~*ﬁ R
FEIER PREEREGAZHEATHIFERZZF22GHFOZ2 D DE LR
uﬁﬁg%ﬁﬁﬁ§°

2T () ez i E L FAY 7 v “'—f?f— AR AR Lk - e A
%ﬁ%&%ﬂgﬁﬂ*w@%y#ﬂ M L Er A B S 2
2 @lg\;r’,,&r;\f@m—év‘égﬁlv}ﬁ&ﬁjﬁfgrﬁﬁﬁiiA 'gé\lf%?*;a o RE 75 3%
¥ H2TIEE (@) Hen®k 2 f > 2B JIREFE -

%MﬁimﬁﬁE’ﬁ% R OE PR = e
(1)2% A 5 /2 1;‘2%?45"@#&@%‘%?
()77 B AI2st= 7 v 0L AR R 2
DA e 2 L4 B+ 5 wm’wﬁéi%w&%f*éwé%ﬁﬁ%+#“

A frithdee T v E BN - BV o, @ bR

(
%

1 ‘E‘IS
r
& ks
x\’i
[
i

b oA E R
FAERELER
P uéﬂﬁfv 154 i %

1982 & % W& 132 % 154 i "R L E fIRE R B fE R ©
Wi~ A48 TP 51982 &8 2 MBI 271 iF(a)sE > &
g~ ~ahge gkt Ty Ve mEER (45 1988 £ i3
Wl@)wﬂ“f*“ﬁﬁ”“éfl VAR R SHREP o Mt T
Py le B2 gR > LApASSEOEP LA R EM A T o 2l 22 6
Florflagm 2 A F e FIP A2 T RER PG A R A ‘E‘»% AT AE RET S
B RERESS > TR RET E

\\L o=

1 35U.S.C § 154 (a)(1).

[ 3 N

35 U.S.C § 154. Contents and term of patent; provisional rights

(a) In general.--

(1) Contents.--Every patent shall contain a short title of the invention and a grant to the patentee, his heirs or
assigns, of the right to exclude others from making, using, or selling the invention throughout the United
States or importing the invention into the United States.

19235 U.S.C § 271(a).

e p R AT

35 U.S.C § 271(a) Except as otherwise provided in this title, whoever without authority makes, uses, or sells any

patented invention, within the United States or imports into the United States any patented invention during the

term of the patent therefor, infringes the patent.
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' H.R. Rep. No. 4884.

1% 35U.S.C§ 154 : ... and, if the invention is a process, of the right to exclude others from using or selling
throughout the United States, or importing into the United States, products made by that process, referring to the
specification for the particulars thereof.

' H.R. Rep. No. 4884.
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"7 H.R. Rep. No. 4884.

108 Id.

Section 9005 of The Omnibus Trade and Competitiveness Act of 1988.
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In actions alleging infringement of a process patent based on the importation, sale, or use of a product which is
made from a process patented in the United States, if the court finds--

(1) that a substantial likelihood exists that the product was made by the patented process, and

(2) that the plaintiff has made a reasonable effort to determine the process actually used in the production of the
product and was unable so to determine,

the product shall be presumed to have been so made, and the burden of establishing that the product was not
made by the process shall be on the party asserting that it was not so made.

1935 U.S.C. § 295.

[ 3 NN

§ 295. Presumption: Product made by patented process

In actions alleging infringement of a process patent based on the importation, sale, offer for sale, or use of a
product which is made from a process patented in the United States, if the court finds--

(1) that a substantial likelihood exists that the product was made by the patented process, and

(2) that the plaintiff has made a reasonable effort to determine the process actually used in the production of the
product and was unable to so determine,

the product shall be presumed to have been so made, and the burden of establishing that the product was not
made by the process shall be on the party asserting that it was not so made.
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" w. Bradley Haymond, The Process Patent Amendments Act of 1988: Solving an Old Problem, but Creating
New Ones, 17 J. MARSHALL J. COMPUTER & INFO. L. 219, 569 (1989).
U 35U.S.C. § 284.
Ee N F AT
§ 284. Damages
Upon finding for the claimant the court shall award the claimant damages adequate to compensate for the
infringement, but in no event less than a reasonable royalty for the use made of the invention by the infringer,
together with interest and costs as fixed by the court.
When the damages are not found by a jury, the court shall assess them. In either event the court may increase the
damages up to three times the amount found or assessed. Increased damages under this paragraph shall not apply
to provisional rights under section 154(d) of this title.
The court may receive expert testimony as an aid to the determination of damages or of what royalty would be
reasonable under the circumstances.
"2 Haymond, supra note 110 at 570.
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"> H.R. Rep. No. 4884.
Section 9004 of The Omnibus Trade and Competitiveness Act of 1988.
[N BAeT L

the definition of notice of infringement:
(5)(A) For purposes of this subsection, notice. of infringement means actual knowledge, or receipt by a person of
a written notification, or a combination thereof; of information sufficient to persuade a reasonable person that it
is likely that a product was made by a process patented in the United States.
(B) A written notification from the patent holder charging a person with infringement shall specify the patented
process alleged to have been used and the reasons for a good faith belief that such process was used. The patent
holder shall include in the notification such information as is reasonably necessary to explain fairly the patent
holder's belief, except that the patent holder is not required to disclose any trade secret information.

' 35U.8.C. § 287(b)(5).

Ee e F ATl

(5)(A) For purposes of this subsection, notice of infringement means actual knowledge, or receipt by a person of
a written notification, or a combination thereof, of information sufficient to persuade a reasonable person that it
is likely that a product was made by a process patented in the United States.

(B) A written notification from the patent holder charging a person with infringement shall specify the patented
process alleged to have been used and the reasons for a good faith belief that such process was used. The patent
holder shall include in the notification such information as is reasonably necessary to explain fairly the patent
holder's belief, except that the patent holder is not required to disclose any trade secret information.

(C) A person who receives a written notification described in subparagraph (B) or a written response to a request
for disclosure described in paragraph (4) shall be deemed to have notice of infringement with respect to any
patent referred to in such written notification or response unless that person, absent mitigating circumstances--
(1) promptly transmits the written notification or response to the manufacturer or, if the manufacturer is not
known, to the supplier, of the product purchased or to be purchased by that person; and

(i) receives a written statement from the manufacturer or supplier which on its face sets forth a well grounded
factual basis for a belief that the identified patents are not infringed.

(D) For purposes of this subsection, a person who obtains a product made by a process patented in the United
States in a quantity which is abnormally large in relation to the volume of business of such person or an efficient
inventory level shall be rebuttably presumed to have actual knowledge that the product was made by such
patented process.
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Section 9004 of The Omnibus Trade and Competitiveness Act of 1988.

E~ p F ATl

the request for disclosure:

(4)(A) For purposes of this subsection, a "request for disclosure" means a written request made to a person then
engaged in the manufacture of a product to identify all process patents owned by or licensed to that person, as of
the time of the request, that the person then reasonably believes could be asserted to be infringed under section
271(g) if that product were imported into, or sold or used in, the United States by an unauthorized person. A
request for disclosure is further limited to a request--

(1) which is made by a person regularly engaged in the United States in the sale of the same type of products as
those manufactured by the person to whom therequest is directed, or which includes facts showing that the
person making the request plans to engage:in the sale of such products in the United States;

(i1) which is made by such person beforg‘the person's first importation, use, or sale of units of the product
produced by an infringing process and before' the person hadnotice of infringement with respect to the product;
and

(ii1) which includes a representation by:the person‘making the request that such person will promptly submit the
patents identified pursuant to the request to the manufacturer, or1f the manufacturer is not known, to the supplier,
of the product to be purchased by the person making the request, and will request from that manufacturer or
supplier a written statement that none of the processes.claimed in those patents is used in the manufacturer of the
product.

¥ 35U.S.C. § 287(b)(4).
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287(b)(4)(A) For purposes of this subsection, a "request for disclosure" means a written request made to a person
then engaged in the manufacture of a product to identify all process patents owned by or licensed to that person,
as of the time of the request, that the person then reasonably believes could be asserted to be infringed under
section 271(g) if that product were imported into, or sold, offered for sale, or used in, the United States by an
unauthorized person. A request for disclosure is further limited to a request--

(i) which is made by a person regularly engaged in the United States in the sale of the same type of products as
those manufactured by the person to whom the request is directed, or which includes facts showing that the
person making the request plans to engage in the sale of such products in the United States;

(i1) which is made by such person before the person's first importation, use, offer for sale, or sale of units of the
product produced by an infringing process and before the person had notice of infringement with respect to the
product; and

(iii) which includes a representation by the person making the request that such person will promptly submit the
patents identified pursuant to the request to the manufacturer, or if the manufacturer is not known, to the supplier,
of the product to be purchased by the person making the request, and will request from that manufacturer or
supplier a written statement that none of the processes claimed in those patents is used in the manufacture of the
product.

(B) In the case of a request for disclosure received by a person to whom a patent is licensed, that person shall
either identify the patent or promptly notify the licensor of the request for disclosure.

(C) A person who has marked, in the manner prescribed by subsection (a), the number of the process patent on
all products made by the patented process which have been offered for sale or sold by that person in the United
States, or imported by the person into the United States, before a request for disclosure is received is not required
to respond to the request for disclosure. For purposes of the preceding sentence, the term "all products" does not
include products made before the effective date of the Process Patent Amendments Act of 1988.
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121 35 U.S.C § 271.
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(g) Whoever without authority imports into the United States or offers to sell, sells, or uses within the United
States a product which is made by a process patented in the United States shall be liable as an infringer, if the
importation, offer to sell, sale, or use of the product occurs during the term of such process patent. In an action
for infringement of a process patent, no remedy may be granted for infringement on account of the
noncommercial use or retail sale of a product unless there is no adequate remedy under this title for infringement
on account of the importation or other use, offer to sell, or sale of that product. A product which is made by a
patented process will, for purposes of this title, not be considered to be so made after--

(1) it is materially changed by subsequent processes; or
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~N

(2) it becomes a trivial and nonessential component of another product.

122 35U.8.C.§ 195.

e N FAT

§ 295. Presumption: Product made by patented process

In actions alleging infringement of a process patent based on the importation, sale, offer for sale, or use of a
product which is made from a process patented in the United States, if the court finds--

(1) that a substantial likelihood exists that the product was made by the patented process, and

(2) that the plaintiff has made a reasonable effort to determine the process actually used in the production of the
product and was unable to so determine,the product shall be presumed to have been so made, and the burden of
establishing that the product was not made by the process shall be on the party asserting that it was not so made.
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'2  Sheldon & Mak PC, A New Regime for Process Patents In The U.S. available at
http://www.usip.com/articles/process.htm (1989)( last visited Dec. 3, 2004).
'2* Bayer AG and Bayer Corporation, v. Housey Pharmaceuticals, Inc., 228 F.Supp.2d 467, (D.Del.,2002.).
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B1996 iz Ew T Spg 2 8, 2 BHREEL > 01990 E £l Lilly & Co.

125 Wiggin and Dana LLP, Research Tool Patents Opening Loopholes For Offshore Use (April, 2002), available
at
http://www.wiggin.com/pubs/advisories_template.asp? GroupName=Biotechnology+%26+Life+Sciences&ID=1
03824192002 ( last visited Dec. 3, 2004)
126 Richard Warburg, Recent Case Law on Enforcement against Foreign Action and Experiments (2001),
available at http://www.foley.com/files/tbl_s31Publications/FileUpload137/922/recentCaseLaw.pdf (last visited
Dec. 3, 2004).
12" Toshiko Takenaka > "Process” in §271(g) is Limited to a Manufacturing Process, CASRIP Newsletter,
Autumn 2001, available at http://www.law.washington.edu/casrip/Newsletter/Vol8/newsv8i3us2.pdf (last visited
Dec. 3, 2004).
'2® 'Waymark Corporation v. Porta Systems Corporation, 245 F.3d 1364, (C.A.Fed.,2001).
1% Rotec Indus. v. Mitsubishi Corp, 348 F.3d 1116 (9" Cir. 2003 ).

Adam Isaac Hasson, Domestic Implementation of International Obligations: The Quest for World Patent
Law Harmonization, 25 B.C. Int'l & Comp. L. Rev. 373(Sprint 2002).

48



EWL AL R2T1H (g T R R, 2 e ]

v. Medtronic, Inc. ™ %9, BFRERI L EZ L hEEFIAEr T T4
TR N THE  ZaE F AR TR 2R 0 BEEEE i 1996 &
x5 > & 2003 & 0 Rotec Indus. v. Mitsubishi Corp. % ° '™ £ Rww %+
frfidd g P opmd 2 29 @ ﬁ“‘mﬁrvm&:‘ LREHEL ARG RL ST S g
iiJﬁéﬁéJ BB 2 222 BIE P 0 Bt R B PR A R

’w“‘mmﬂ@ﬁrww% ﬁJﬁWJm&é Tk R s

16‘

N

/{

ﬁ

L

£
[£2: EEREI WAL L 7 3 T A B AEG 2R NE L o B
L~ #c® 2 2W"™ e & 3D Systems, Inc. v. Aarotech Lab., Inc., % A2
LR ASRABREITHELE A ZRRIETIFEFZR9DEE > TEARL S
OT1 i (@) B fE 7 5 F a2 e

=
d
&

d

135

% Halmar Robicon Group v. Texas I[nstruments — % ¢ » 23 F RV 5 B> %
2 EOBRBASDE LREAS Lm,ﬂiﬂw’??'ﬁﬁiﬂ°%§%ﬁé%
RAAGE» FRAL > A BRIV IREPFHRIFEIFFLEORELAST O F
FooW X EfEE L o W

&@ﬁimu ﬁ$ IR ARESBRR R LERLEN S

5?[’“@? %2 ﬁi?(g)ﬁ“f ‘hiEd — & =2 % (materially changed) %

%271 5 (@) (1) #i2 bz o F2gde™ @ Tie T35 r 8l 2 A 5345
2 TR K
(Digd e 22 27 93

#5271 15 (@) (1) #
PR LA ERPEE AP ERER AT
o

w4

§E e
| h g F R RNR R o Y E 271 1 (@) A iEeh
= e T £ AR Rt )

"H— \}34,

|
e
.

- T

27— # '~ Bio-Technology General Corp. v. Genentech, Inc.

% Bio-Technology General Corp. v. Genentech, Inc.% * '™ Genentech #&7}

B Eli Lilly & Co. v. Medtronic, Inc., 915 F.2d 670, 673 (Fed. Cir. 1990).

"2 Rotec Indus., 348 F.3d at 1116.

133 Ecological Sys. Tech., LP v. Wildlife Ecosystems, LLC, 142 F. Supp.2d 122, 125 (D. Mass. 2000).
134 Supra note 126.

135 3 D Systems, Inc. v. Aarotech Lab., Inc., 160 F.3d 1373 (Fed. Cir. 1998).

136 Hasson, supra note 130 at 373.

137 John Richards, United States Patent Law and Practice with Special

Reference to the Pharmaceutical and Biotechnology Industries, January 2002, available at
http://www.naukri.com/lls/seminars/seminar2002/john_r.htm#8.1 (last visited Dec. 6, 2004).

138 Bio-Technology General Corp. v. Genentech, Inc., 80 F.3d 1553, (Fed. Cir. 1996).
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'3 Thomas J. Kowalski & Christian M. Smolizza, Reach-Through Licensing: a U.S. Perspective, July 14, 2000,
available at http://pharmalicensing.com/features/disp/963567614 396edffe132c5 ( last visited Dec. 6, 2004).

YOF ek BIF A 688 F 088 & 3 4R

141 R. Polk Wagner, Intellectual Property:Patent Law, University of Pennsylvania Law School, 523, (2001),
available at http://www.law.upenn.edu/fac/pwagner/patents/sp2001/students/downloads/part2.pdf (last visited
Dec. 6, 2004)

"2 Kris Ann Betres, Biotechnology Update, 15 BU J. Sci. & TecH. L. (April 8, 1997) , available at
http://www.bu.edu/law/scitech/volume3/3jstl15.pdf (last visited Dec. 6, 2004).
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'3 Eli Lilly and Co v. American Cyanamid Co., 82 F.3d 1568, (Fed. Cir. 1996).

'* Betres, supra note 142.

45 Andrew L. Filler, The Scope of Process Patent Protection under the Process Patent Amendments Act of 1988,
JOURNAL OF PROPRIETARY RIGHTS (June 1996).

14¢ Biotec Biologische Naturverpakungen GmbH & Co KG v. Biocorp Inc., 249 F.3d 1341, (C.A.Fed., 2001).
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47 Stephen B. Parker, Structuring U.S. Patent Applications to Protect Against the Foreign

Activities of Competitors (Feb. 2002), available at http://einventors.com/article.pdf (last visited Dec.17, 2004).
8 61 Fed. Reg. 11,380-03 ( March 20, 1996).

9" parker, supra note 147.
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12 Supra note 147.
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1% 35U.8.C. § 101.
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§ 101. Inventions patentable

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and
requirements of this title.

1% Corning v. Burden, 56 U.S. 252 (S. Ct. 1853).

57 Corning, 56 U.S. at 267-268.
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158 g Rep. No. 82-1979 (June 27, 1952).

159 Gottschalk v. Benson, 409 U.S. 63 (S. Ct. 1972).

10" Cochrane v. Deener, 94 U.S. 780 (S. Ct. 1876).

1! Dijamond v. Diehr, 450 U.S. 175 ( S. Ct. 1981).

162 Act of Feb. 21, 1793, ch. 11, §1, 1 Stat. 318.

' Douglas M. Isenberg, Diamond v. Diehr , available at
http://www.gigalaw.com/library/diamond-diehr-1981-03-03-p4.html, last visited 2004/12/8

104" Jeffrey I. D. Lewis & Art C. Cody, Unscrambling The Egg: Pre-Suit Infringement Investigations Of Process
And Method Patents, 84 JPTOS 5 (January, 2002).
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15 35 U.S.C. § 154 (a)(1)(2)
IMAGE2 P AT
§ 154. Contents and term of patent; provisional rights
(a) In general.--
(1) Contents.--Every patent shall contain a short title of the invention and a grant to the patentee, his heirs or
assigns, of the right to exclude others from making, using, offering for sale, or selling the invention throughout
the United States or importing the invention into the United States, and, if the invention is a process, of the right
to exclude others from using, offering for sale or selling throughout the United States, or importing into the
United States, products made by that process, referring to the specification for the particulars thereof.
(2) Term.--Subject to the payment of fees under this title, such grant shall be for a term beginning on the date on
which the patent issues and ending 20 years from the date on which the application for the patent was filed in the
United States or, if the application contains a specific reference to an earlier filed application or applications
under section 120, 121, or 365(c) of this title, from the date on which the earliest such application was filed.
166" Anna M. Budde, Liability Of A Foreign Manufacturer Using A Patented Process For
Indirect Infringement, 42 Wayne L. Rev. 291 293, fn 7 (1995).
17 35U.S.C. § 271(g).
Fep F AT G

§ 271(g) Whoever without authority imports into the United States or offers to sell, sells, or uses within the
United States a product which is made by a process patented in the United States shall be liable as an infringer, if
the importation, offer to sell, sale, or use of the product occurs during the term of such process patent. In an
action for infringement of a process patent, no remedy may be granted for infringement on account of the
noncommercial use or retail sale of a product unless there is no adequate remedy under this title for infringement
on account of the importation or other use, offer to sell, or sale of that product. A product which is made by a
patented process will, for purposes of this title, not be considered to be so made after -
(1) it is materially changed by subsequent processes; or
(2) it becomes a trivial and nonessential component of another product.
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1% 35U.S.C. § 287(a).

e p R AT

(a) Patentees, and persons making, offering for sale, or selling within the United States any patented article for or
under them, or importing any patented article into the United States, may give notice to the public that the same
is patented, either by fixing thereon the word "patent" or the abbreviation "pat.", together with the number of the
patent, or when, from the character of the article, this can not be done, by fixing to it, or to the package wherein
one or more of them is contained, a label containing a like notice. In the event of failure so to mark, no damages
shall be recovered by the patentee in any action for infringement, except on proof that the infringer was notified
of the infringement and continued to infringe thereafter, in which event damages may be recovered only for
infringement occurring after such notice. Filing of an action for infringement shall constitute such notice.

1 Wine Railway Appliance v. Enterprise Railway Equipment, 297 U.S. 387 ( Mar. 2, 1936).
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E~ p ATl

(b)(1) An infringer under section 271(g) shall be subject to all the provisions of this title relating to damages and
injunctions except to the extent those remedies are modified by this subsection or section 9006 of the Process
Patent Amendments Act of 1988. The modifications of remedies provided in this subsection shall not be
available to any person who--

(A) practiced the patented process;

(B) owns or controls, or is owned or controlled by, the person who practiced the patented process; or

(C) had knowledge before the infringement that a patented process was used to make the product the importation,
use, offer for sale, or sale of which constitutes the infringement.

"' Cody, supra note 164 at 6.

12 35 U.S.C. § 287(b)(2).

E~ p F ATl

(2) No remedies for infringement under section 271(g) of this title shall be available with respect to any product
in the possession of, or in transit to, the person subject to liability under such section before that person had
notice of infringement with respect to that product. The person subject to liability shall bear the burden of
proving any such possession or transit.
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'3 Cody, supra note 164.

'™ 35U.8.C. § 287(b)(3).

[ 3 NN

§ 287(b)(3)

(A) In making a determination with respect to the remedy in an action brought for infringement under section
271(g), the court shall consider--

(1) the good faith demonstrated by the defendant with respect to a request for disclosure,
(i1) the good faith demonstrated by the plaintiff with respect to a request for disclosure, and
(iii) the need to restore the exclusive rights secured by the patent.

(B) For purposes of subparagraph (A), the following are evidence of good faith:

(i) a request for disclosure made by the defendant;
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(i1) a response within a reasonable time by the person receiving the request for disclosure; and

(ii1) the submission of the response by the defendant to the manufacturer, or if the manufacturer is not known, to
the supplier, of the product to be purchased by the defendant, together with a request for a written statement that
the process claimed in any patent disclosed in the response is not used to produce such product.

The failure to perform any acts described in the preceding sentence is evidence of absence of good faith

unless there are mitigating circumstances. Mitigating circumstances include the case in which, due to

the nature of the product, the number of sources for the product, or like commercial circumstances, a

request for disclosure is not necessary or practicable to avoid infringement.
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§ 287(b)(4)

(A) For purposes of this subsection, a "request for disclosure" means a written request made to a person then
engaged in the manufacture of a product to identify all process patents owned by or licensed to that person, as of
the time of the request, that the person then reasonably believes could be asserted to be infringed under section
271(g) if that product were imported into, or sold, offered for sale, or used in, the United States by an
unauthorized person. A request for disclosure is further limited to a request--

(1) which is made by a person regularly engaged in the United States in the sale of the same type of products as
those manufactured by the person to whom the request is directed, or which includes facts showing that the
person making the request plans to engage in the sale of such products in the United States;

(i1) which is made by such person before the person's first importation, use, offer for sale, or sale of units of the
product produced by an infringing process and before the person had notice of infringement with respect to the
product; and

(ii1) which includes a representation by the person making the request that such person will promptly submit the
patents identified pursuant to the request to the manufacturer, or if the manufacturer is not known, to the supplier,
of the product to be purchased by the person making the request, and will request from that manufacturer or
supplier a written statement that none of the processes claimed in those patents is used in the manufacture of the
product.

(B) In the case of a request for disclosure received by a person to whom a patent is licensed, that person shall
either identify the patent or promptly notify the licensor of the request for disclosure.

(C) A person who has marked, in the manner prescribed by subsection (a), the number of the process patent on
all products made by the patented process which have been offered for sale or sold by that person in the United
States, or imported by the person into the United States, before a request for disclosure is received is not required
to respond to the request for disclosure. For purposes of the preceding sentence, the term "all products" does not
include products made before the effective date of the Process Patent Amendments Act of 1988.

177 Cody, supra note 164.
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178 35 U.S.C. § 287(b)(5).
e p R AT
§ 287(b)(5)
(A) For purposes of this subsection, notice of infringement means actual knowledge, or receipt by a person of a
written notification, or a combination thereof, of information sufficient to persuade a reasonable person that it is
likely that a product was made by a process patented in the United States.
(B) A written notification from the patent holder charging a person with infringement shall specify the patented
process alleged to have been used and the reasons for a good faith belief that such process was used. The patent
holder shall include in the notification such information as is reasonably necessary to explain fairly the patent
holder's belief, except that the patent holder is not required to disclose any trade secret information.
(C) A person who receives a written notification described in subparagraph (B) or a written response to a
request for disclosure described in paragraph (4) shall be deemed to have notice of infringement with respect to
any patent referred to in such written notification or response unless that person, absent mitigating
circumstances--
(i) promptly transmits the written notification or response to the manufacturer or, if the manufacturer is not
known, to the supplier, of the product purchased or to be purchased by that person; and
(i1) receives a written statement from the manufacturer or supplier which on its face sets forth a well
grounded factual basis for a belief that the identified patents are not infringed.
(D) For purposes of this subsection, a person who obtains a product made by a process patented in the United
States in a quantity which is abnormally large in relation to the volume of business of such person or an efficient
inventory level shall be rebuttably presumed to have actual knowledge that the product was made by such
patented process.

65



FRL I E2TIE(QN T R L flRE, 2]

W7 s o e B TR B R R A A B AL {2
Vid B3 gTe o Mivag Apd e o EREL EHLfIAREN LA A
§ 11
$8TEMAEG)F P FE REREL TR RP $25F 0 TF i

(substantial likelihood) o ti4e » % & F148 4 & &% 28715 (b)78 (5) 47 M Z g =
1 ME R T UATEFIEA G RASIFEOT A R AR IR
B R A et P % 2951 Py m‘*’ FAR Il -3 2R Rz 222 3 50
10 AT 0 S R R EARR ki A o

SYCIFI S RoA R 287 (DA (D) Tk i, & 8 287 E(a)Wd M TR
A HhAHLEA

5y FH - % 287 iE(a)IE ra ik fEd

5287i%(a)7 & REJIEA o EFT L EE A TRE L EF T 7hi7 5 ¢
(1) 482 =3 & (constructive notice) : & & 5 F &7 & 1545 > & (2) 75
sv (actual notice): F % ihid s facnd AL B 4 32 2 0 B JIHE A 4ok K & § 287
F(a) g L g & #:'%-‘F BAfBEEL > Pl PEE G P s drens N gL
DR A o Bt B R F s BT HE (B AR LT o B A AT
LB AR ERACEEE SF FARE ) LA I B PR BT o 317
A G H e mE oo

“ft“" o e 2 Ope g LR R B0 & R f Ry A REA &

Plae s I ”*%"’f*‘m*ﬁ’ffwr BE TR PR AR (AR Fs’wn
%’}{J) ')g:::g Vilvin 'g?? (-gf‘flj‘%’;b) %LL ’ 5—\ lrg'gj\l'ilzlll"%i—;ﬁigiiilﬂ% q—. ’}’Emié_

75 o
45 % 28THF ()M PR T ok B IR A X A & 7 BT ~ AR RL
Foent Vi kg A o Py gﬂ A AL ‘f!] BRI 0 5 AR 5 Freh- fﬁ""]ﬁg °

T2R % 28T (D) (5) 3 (A) P iz enic f 248 ¢

I

% 287 15 (D)7 (D)3 (A) P iz en B E % 287 i (a) 38 #r4R Teniz g il oo
Pk ke s 287 iE(D)A (5) AR (A) PREFAFUE REJEL 7 5 Tni®si o
TRz T wiafifpaRimi ol dREF U 8 F2 0 f o d STEF2
WA ERFEIR- BIRP A ArE A r"ff?;y i fhd 2 Bl QARATIES o d

TR 2 I AR R -T2 e B G AR R T
oo LA A S P e A o

17" Cody, supra note 164.
66



EWL AL R2T1H (g T R R, 2 e ]

o1

DY H ~ % 28T iE(a)sE e % 287 1% (b) 78 (5) (AP 2 &

% 287 15(b)7E (b) 2 (A) P& f gL wE 2RERE FES 287 i5(a)
BT m*ﬁ-£° Blde o % 287 F(a)TE R T A ® IR A AR I s > » ARG FEE
freh- fd 0 R iRepEA % 287 #E(b)IE (5) A% (A) B e 2T RIE 2% o Ft o
- BEEFVDLE WA EMWEP OEEOR T FHREZEDNF 287TED)IE (H)
(L) P& R Tl srE @ 4 R4 - BIM ML it g SR T ow fkd
2%l fasries F
% 287 % (b) 7 (5) #(A) P #73 kmf\?i EE R o k2 3% 287 i5(a)IE e
FEEE A { A RF e R A&TU] o % 287 5(b)7E (L) 24 (A) PR T it iz
B 5 FAAABE S FER fzmnﬁb R g ”li IF el &a F2 08 $RaR35
e (knowledge of infringement)- ¥ 2 » &% 287 ﬁi?(a)lﬁ" v A2 AR
wEAAEL S FLF 287 iF(a)E WEARE A L3 F wil oeniF 5 (& g ien
rﬁiﬁff‘ﬂ BT ) a2 WdHmpd L3 wF -
% 287 i5(b)3E (5) 4 (A) P Tenmw i R E £ BJRAREEI AL Lo
,g;rgﬂ;z M EEAFIEY ZEJr A A ook > BN H BakAe b | iRER
oI ARELLDTNRAL T fFogtfm Rt N T g2 LR % 287 i5(b)E (5) 3 (A)
perd foief EEAR 0 758 287 5 (b)) (5) #F(A) P e oo
TP g B B md 2 2 RN s B R Ap i Eﬁ S KR * 2R
Flo e B » & 287 i%(a)IE #rauR il ko T /;‘ﬁf Genfg L n Ty LRI BT
)‘]ﬁa oA BT ren® E oo
Fhoarit > % 287 15 (a)7 2% 287 15 (D) (5) 2 (A) P B X % o ™t 0 &
287 i5(a)sg A cnd LA cnid o7 55 Ap F en% 287 i5(b)3E (5H) #¢ (A) pareE
AN R i AR o € F At AR 0 AR EF L% 287 i (a)IE F R R A o
R FREREEAEA LA S FBT B &% F R v }\sif\—"'x%&‘ ’
PF R EADERE A i BRSO b A R B F R AT BEF S o
T -G B28TiE(D)IE (5) % (A) B # 2 Bsken® = 3 I 4 > 408 & {14
AR PR REART 0L RE 4 f]*uiﬂﬁ#a“ R Fl o & 5 28Tk (a)7E vt
B2t g A e (5 28T ()T (5) & (A) P § REBEA Y wER
i {*ﬂﬂgﬁ—".; Zf a5 28TiE()A L AR RT ) EF AR EJHEL A
TOoORRBALTEFEAEF RETIAAS T RAPLFE 2T LIULH EF
H g 128 it&w KiFE > Fla > 2R A3V R ST iES TR EE

Meg» g LEJEA LERERE 74255 (discovery procedure)’ =% g
AR ERASDE A TP LF LT REP BRAST TR AR
(substantial likelihood) & 41%* H = ;2 & f|#78] = > F7 % ft“"%ﬂ’ EC

eE Lk 528TiE(b)A (5) 4 (A) PAEY » BI& REJIHEA H DR 5

67



EWL AL R2T1H (g T R R, 2 e ]

8TiE(a)Em 3 » L 5~ Lo @t my vl iz "
FITET £ W2 5 295 5 — HEiEE

AiESR Y BAEA T R E T S SAREEEA R B2 R ()

W2l AREd 2o g ARR G ApEEALITE 2 (2) B2
Yo 3R W2 YA FERZE 2 2 AU ERAS L REZR D
FERPE P2 B3 2 AR A 25 (o 5% 17 3 A gLiE

1998 & 2 W& F1i2 % 295 iFph F4cT
TR ERPEF 22 TR L2 A5 0B ARG 2R H LR
oM AR EEJX BT AN o BRI

R
S
N

Gﬁa/iﬁgié%*d“‘~%?Wﬁ%écé“aﬁi??ﬁwﬁ’i
Dh+FEe g nmelgahz: 23520822 B ERZR 2/
iyﬂﬁ%ﬁiﬁgz.‘%ﬁ%ﬁdakéﬁ-ékgﬂ EETRE S m B A F T 2d
A erliva fiE s d ARZARE D B F RN - e o
zﬁww%&gruﬁiﬁﬁ—kk¢ EASE SR S A U A S R a1
Bl d B LA RRERNL L AREAR TS AUE TR T ERR
7 A2 5  (discovery ) i E_ AL 2 B0 LF#P R IR o 5 RS AF E L D

RAL FIL SR e R IHEA T B B AR A S e 2 R IUST G P A
Mo P RJEAC ZH Y 4 Thrdenfedia B2 F IR B ERERE o 4T
BAr T HTA RN A g AR iEEDL Ry o
g2 P e T ap 2tk (substantial llkellhood) ZXE T AP 2 RN
e g_,/&rmzt;f* I8 BT U GFCRE FRpiET g f BT =
H P Vo P AR A R A 2 %?'J@l%\@ft».fw\f i :J»PRJ I
Fova o e BRI DG - BB AR TE 5K F A0 o
%%ﬁﬁiﬁWHmPi%mqﬁﬁﬁwﬁ4@w*@ﬁﬁi44i%ﬁﬁﬁé FE T
i REA ST LI 22 %ﬂwﬂmméo—“%ﬁﬁ4ﬁdr3?www 4
SEER S ' S e N § L L“Bffib»,;w’ Mg A RE D A
é%zﬁﬂ*<~%ﬂwﬂ¢’ﬂé$ oz *%ﬂﬁ‘%z 7 ?mwg &
TR ERASDFTEL A o b PHAF AR P ZASL AR S F AT E B g
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1 35U.S.C. §295.

[ 3 NN

§295

In actions alleging infringement of a process patent based on the importation, sale, offer for sale, or use of a
product which is made from a process patented in the United States, if the court finds--

(1) that a substantial likelihood exists that the product was made by the patented process, and

(2) that the plaintiff has made a reasonable effort to determine the process actually used in the production of the
product and was unable to so determine,the product shall be presumed to have been so made, and the burden of
establishing that the product was not made by the process shall be on the party asserting that it was not so made.
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82 Cody, supra note 164.
'3 FRCP Rule 11 (b)(3).
e N E AT ol
Rule 11. Signing of Pleadings, Motions, and Other Papers; Representations to Court; Sanctions

(b) Representations to Court. By presenting to the court (whether by signing, filing, submitting, or later
advocating) a pleading, written motion, or other paper, an attorney or unrepresented party is certifying that to the
best of the person's knowledge, information, and belief, formed after an inquiry reasonable under the
circumstances,--
(1) it is not being presented for any improper purpose, such as to harass or to cause unnecessary delay or
needless increase in the cost of litigation;
(2) the claims, defenses, and other legal contentions therein are warranted by existing law or by a nonfrivolous
argument for the extension, modification, or reversal of existing law or the establishment of new law;
(3) the allegations and other factual contentions have evidentiary support or, if specifically so identified, are
likely to have evidentiary support after a reasonable opportunity for further investigation or discovery; and
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' Judin v. United States , 110 F.3d 780 (Fed. Cir. 1997).
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"% View Engineering, Inc. v. Robotic Vision Systems, Inc. and Morrison Law Firm, 208 F.3d 981 (Fed. Cir.
2000).
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